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2  Sampson  Motors,  Inc.,  a  corporation,  vs. 

In  the  District  Court  of  the  United  States  in  and  for  the 

Southern  District  of  California 

Central  Division 

No.  5503-PH  Civil 

UNITED  STATES  OF  AMERICA, 


Plaintiff, 


V. 


SAMPSON  MOTORS,  INC.,  a  corporation,  and  LOCK- 
HEED AIRCRAFT  CORPORATION,  a  corporation, 

Defendants. 

COMPLAINT  FOR  MONEY  JUDGMENTS 

The  United  States  of  America,  plaintiff,  by  James  M. 
Carter,  its  attorney  for  the  Southern  District  of  Cali- 
fornia, says  that: 

COUNT  ONE 

L 

Sampson  Motors,  Inc.,  is  a  corporation  duly  organized 
and  doing-  business  under  and  by  virtue  of  the  laws  of 
the  State  of  California,  and  having  its  principal  office  and 
place  of  business  in  the  County  of  Los  Angeles,  Cali- 
fornia. 

Lockheed  Aircraft  Corporation  is  a  coporation  duly 
organized  and  doing  business  under  and  by  virtue  of  the 
laws  of  the  State  of  California,  and  having  its  principal 
office  and  ])lace  of  business  in  the  County  of  Los  Angeles, 
California.    [2] 

II. 

Jurisdiction  of  this  action  is  granted  to  the  court  by 
tlic    provisions    of    Section    24,    of    the   Judicial    Code   as 
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amended  (28  U.  S.  C.  41  [1])  and  by  the  provisions  of 
Section  403(c)   of  the  Renegotiation  Act. 

III. 

After  due  notice  to  defendant,  Sampson  Motors,  Inc., 
proceedings  for  the  renegotiation  of  said  defendant's  con- 
tracts and  subcontracts  were  had  and  conducted  by  repre- 
sentatives of  the  Secretary  of  War.  Thereafter,  and  on 
the  31st  day  of  July,  1944,  the  Under-Secretary  of  War, 
acting  under  and  by  virtue  of  the  Renegotiation  Act  and 
pursuant  to  authority  delegated  to  him,  duly  determined, 
in  accordance  with  law,  that  of  the  profits  realized  by  said 
defendant  during  its  fiscal  year  ended  November  30,  1942, 
on  its  contracts  and  subcontracts  subject  to  renegotiation, 
Sixty  Thousand  ($60,000.00)  Dollars  were  excessive 
profits.  Demand  w^as  made  upon  the  defendant  for  pay- 
ment to  the  United  States  of  such  excessive  profits,  less 
the  appropriate  tax  credit,  if  any.  A  full,  true  and  cor- 
rect copy  of  the  order  and  determination  of  the  Under- 
Secretary  of  War  is  attached  hereto  as  Exhibit  "A,"  and 
by  this  reference  made  a  part  hereof. 

IV. 

The  tax  credit  to  which  defendant  Sampson  Motors, 
Inc.,  is  entitled  under  Section  3806  of  the  Internal  Reve- 
nue Code,  is  in  the  amount  of  Forty-two  Thousand  Eight 
Hundred  Twenty-three  and  67/100  ($42,823.67)  Dollars. 
This  tax  credit  is  computed  upon  the  assumption  that  the 
profits  determined  to  be  excessive  were  returned  as  income 
by  said  defendant  for  tax  juirposes,  and  that  the  appro- 
priate taxes  ha\e  been  or  will  be  paid  upon  such  profits. 

V. 

Defendant  Sampson  Motors,  Inc.,  has  not  petitioned  the 
Tax  Court  of  the  United  States  for  a  re-determination  of 


4  Sampson  Motors,  Inc.,  a  corporation,  vs, 

the  amount  of  excessive  profits  received  by  it,  as  provided 
by  Section  403(e)  of  the  Renegotiation  Act,  and  the  pe- 
riod for  filing  such  petition  has  expired.   [3] 

VI. 

On  October  6,  1944,  the  Under  Secretary  of  War  by 
a  written  order  sent  by  mail  to  defendant,  Lockheed  Air- 
craft Corporation,  directed  said  defendant,  Lockheed  Air- 
craft Corporation,  to  withhold  for  the  account  of  the 
United  States  any  and  all  amounts  not  in  excess  of  $9,- 
000.00  which  were  otherwise  due  or  should  become  due 
from  said  defendant,  Lockheed  Aircraft  Corporation,  to 
defendant,  Sampson  Motors,  Inc.;  thereafter  on  January 
8,  1945,  the  Under  Secretary  of  War  by  a  written  order 
sent  by  mail  to  defendant,  Lockheed  Aircraft  Corporation, 
modified  his  aforesaid  order  dated  October  6,  1944,  by  di- 
recting said  defendant,  Lockheed  Aircraft  Corporation,  to 
withhold  for  the  account  of  the  United  States  any  and  all 
amounts  not  in  excess  of  $19,000.00  (instead  of  $9,000.00 
as  originally  specified)  which  were  otherwise  due  or  should 
become  due  from  said  defendant,  Lockheed  Aircraft  Cor- 
poration, to  defendant,  Sampson  Motors,  Inc. ;  thereafter 
on  May  9,  1945,  the  Under  Secretary  of  War  modified 
his  aforesaid  order  dated  January  8,  1945,  by  directing 
said  defendant,  Lockheed  Aircraft  Corporation,  to  with- 
hold for  the  account  of  the  United  States  any  and  all 
amounts  not  in  excess  of  $17,543.08  (instead  of  $19,- 
000.00  as  originally  specified  by  said  order  of  January  8, 
1945)  which  were  otherwise  due  or  should  become  due 
from  said  defendant,  Lockheed  Aircraft  Corporation,  to 
defendant,  Sam])son  Motors,  Inc.  The  net  amount  of  said 
excessive  profits  less  the  tax  credit  aforesaid  is  the  sum  of 
$17,176.33;  plaintifiF  is  entitled  to  recover  from  defendant. 
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Sampson  Motors,  Inc.,  interest  at  the  rate  of  6%  per  an- 
num on  said  sum  of  $17,176.33  and  on  the  balances  of 
said  sum  remaining  from  time  to  time  due  plaintiff;  Lock- 
heed Aircraft  Corporation  has  withheld  from  defendant, 
Sampson  Motors,  Inc.,  at  various  times  since  October  6, 
1944,  various  amounts  aggregating  $17,543.08,  all  pur- 
suant to  and  in  accordance  with  the  withholding  orders 
aforesaid ;  the  last  date  on  which  defendant,  Lockheed  Air- 
craft Corporation,  withheld  for  the  use  of  plaintiff  monies 
otherwise  due  defendant,  Sampson  Motors,  Inc.,  pursuant 
to  said  withholding  orders  was  November  2,  1945 ;  and 
that  there  is  now  due  plaintiff  from  defendant,  Sampson 
Motors,  Inc.,  a  balance  of  $30.20  with  interest  at  the 
rate  of  6%  per  anum  from  November  2,  1945,  [4]  no 
part  of  which  has  been  paid  or  otherwise  eliminated. 

COUNT  TWO 

VII. 

Plaintiff  by  reference  realleges  each  of  the  allegations 
set  forth  in  paragraphs  I,  II,  III,  IV,  V,  and  VI  of  Count 
One. 

VIII. 

Though  defendant,  Lockheed  Aircraft  Corporation,  has 
been  requested  by  plaintiff  so  to  do,  it  has  failed  and  re- 
fused and  still  refuses  to  pay  to  plaintiff  the  amounts  it 
has  so  withheld. 

Wherefore,  plaintiff  demands  judgment  as  follows: 

Against  defendant,  Sampson  Motors,  Inc.,  in  the  sum 
of  $30.20  with  interest  at  the  rate  of  6%  per  annum  from 
November  2,  1945. 

Against  defendant,  Lockheed  Aircraft  Corporation,  re- 
quiring that  it  render  an  account  of  all  monies  that  have 
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become  due  from  it  to  defendant,  Sampson  Motors,  Inc., 
since  its  receipt  of  the  withholding  orders  aforesaid,  and 
that  upon  said  account  being  stated  defendant,  Lockheed 
Aircraft  Corporation,  be  required  by  the  judgment  of  this 
Court  to  pay  to  the  plaintiff  the  amount  which  defendant, 
Lockheed  Aircraft  Corporation,  was  required  by  the  terms 
of  said  withholding  orders  to  withhold  for  plaintiff's  use. 

JAMES  M.  CARTER 
United  States  Attorney 

RONALD  WALKER 

Assistant  United  States  Attorney 
Chief  of  Civil  Division 

ROBERT  E.  WRIGHT 

Assistant  United  States  Attorney 

Attorneys  for  Plaintiff  [5] 

EXHIBIT  "A" 
WAR  DEPARTMENT 

OFFICE  OF  THE  UNDER  SECRETARY 
Washington 

DETERMINATION  OF  EXCESSIVE  PROFITS 

Pursuant  to  Section  403  of  the  Sixth  Supplemental  Na- 
tional Defense  Appropriation  Act,  1942,  as  amended, 
which  term  refers  to  said  Act  as  last  amended  14  July 
1943  and  as  affected  by  Title  VII  of  the  Revenue  Act 
of  1943  so  far  as  applicable. 

Whereas,  Sampson  Motors,  Inc.  (hereinafter  referred 
to  as  the  Contractor),  holds  contracts  and  subcontracts 
subject  to  renegotiation  pursuant  to  the  provisions  of  Sec- 
tion 403  of  the  Sixth  Supplemental  National  Defense  Ap- 
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propriation  Act,   1942,  as  amended   (hereinafter  referred 
to  as  the  Act) ;  and 

Whereas,  renegotiation  has  taken  place  between  the 
Under  Secretary  of  War  and  the  Contractor,  pursuant  to 
the  provisions  of  the  Act,  for  the  purpose  of  ehminating 
excessive  profits  reaUzed  by  the  Contractor  during  its 
fiscal  year  ended  30  November  1942,  under  said  contracts 
and  subcontracts;  and 

Whereas,  as  a  basis  for  said  renegotiation  the  Under 
Secretary  of  War  considered  certain  financial,  operating 
and  other  data,  submitted  by  the  Contractor  or  obtained 
by  the  Under  Secretary  of  War  from  governmental  or 
other  reliable  sources,  relating  to  the  profits  realized  by 
the  Contractor  during  said  fiscal  year  under  said  con- 
tracts and  subcontracts;  and 

WHEREAS,  the  Contractor  has  been  granted  full  op- 
portunity to  submit  such  additional  information  and  to 
present  such  contentions  as  the  Contractor  deemed  mate- 
rial in  determining  the  excessiveness  of  said  profits  and 
the  renegotiability  of  such  contracts  and  subcontracts,  at 
hearings  of  which  due  notice  was  given,  and  due  consid- 
eration has  been  given  to  the  financial,  operating  and 
other  data  and  information  so  furnished  or  obtained  and 
each  of  the  contentions  so  presented; 

Now,  Therefore,  pursuant  to  the  authority  and  discre- 
tion vested  in  the  Secretary  of  War,  the  Secretary  of  the 
Navy,  the  Secretary  of  the  Treasury,  the  Chairman  of 
the  Maritime  Commission,  the  Administrator  of  the  War 
|6|  Shipping  Administration,  and  the  respective  Boards 
of  Directors  of  the  Defense  Plant  Corporation,  Metals 
Reserve    Company,    Defense    Supplies    Corporation    and 
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Rubber  Reserve  Company  under  the  provisions  of  the 
Act,  and  duly  delegated  to  the  Under  Secretary  of  War 
under  subsection  (f)  thereof,  it  is  hereby  found  and  de- 
termined : 

That  $60,000  of  the  profits  realized  by  the  Contractor 
during  its  fiscal  year  ended  30  November  1942,  under  its 
contracts  and  subcontracts  subject  to  renegotiation  pur- 
suant to  the  provisions  of  the  Act,  are  excessive. 

That  in  connection  with  the  payment  or  discharge  by 
any  means  of  the  amount  of  excessive  profits  determined 
hereby  to  have  been  realized  by  the  Contractor,  the  Con- 
tractor shall  be  credited  with  any  amount  to  which  it  may 
be  entitled  under  Section  3806  of  the  Internal  Revenue 
Code  as  computed  by  the  Commissioner  of  Internal 
Revenue. 

That  the  Contractor  is  directed  to  repay  such  excessive 
profits  less  such  tax  credit,  if  any,  to  the  Treasurer  of  the 
United  States. 

That  the  excessive  profits  so  found  and  determined 
shall  be  eliminated  by  any  of  the  methods  provided  in  the 
Act  or  any  combination  thereof;  and  the  Commanding 
General,  Army  Service  Forces,  and  the  Commanding  Gen- 
eral, Army  Air  Forces,  are  hereby  authorized  and  di- 
rected to  take  any  and  all  action  which  may  be  necessary 
or  desirable  to  effect  such  elimination. 

ROBERT  P.  PATTERSON 

Under  Secretary  of  War 

31  July  1944 

24-55 147ABC 

[Endorsed]:    Filed  Jun.  26,  1946.    [7] 
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[Title  of  District  Court  and  Cause] 

ANSWER  OF  DEFENDANT  LOCKHEED 
AIRCRAFT  CORPORATION 

To  the  Honorable  the  Judges  of  the  District  Court  of  the 
United  States  in  and  for  the  Southern  District  of 
California,  Central  Division: 

Now  comes  Lockheed  Aircraft  Corporation,  a  corpora- 
tion, one  of  the  defendants  herein,  and  for  and  on  behalf 
of  itself  and  for  no  other  party,  in  answering  plaintiff's 
complaint  on  file  herein  admits,  denies  and  alleges  as 
follows : 

COUNT  ONE 
I. 

Answering  paragraph  I  of  Count  One  of  said  complaint 
on  file  herein  defendant  Lockheed  Aircraft  Corporation 
admits  that  it  is  a  corporation  duly  organized  and  doing 
business  under  and  by  virtue  of  the  laws  of  the  State  of 
California  and  has  its  principal  office  and  place  of  business 
in  the  County  of  Los  Angeles,  State  of  California.  Other 
than  heretofore  admitted,  this  defendant  has  no  informa- 
tion or  belief  sufficient  to  enable  it  to  answer  the  allega- 
tions contained  in  said  paragraph  I  of  said  Count  One 
of  plaintiff's  [81  complaint  on  file  herein  and  on  said 
ground  denies  each  and  every  and  all  of  the  allegations  in 
said  paragraph  contained. 

11. 

Answering  paragraph  II  of  Count  One  of  plaintiff's 
complaint  on  file  herein,  defendant  Lockheed  Aircraft 
Corporation  admits  the  allegations  in  said  paragraph  con- 
tained. 
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III. 

Answering  paragraphs  III,  IV  and  V  of  Count  One  of 
plaintiff's  complaint  on  tile  herein,  defendant  Lockheed 
Aircraft  Corporation  has  no  information  or  belief  suffi- 
cient to  enable  it  to  answer  the  allegations  in  said  para- 
graphs of  said  Count  One  of  plaintiff's  complaint  on  file 
herein  and  on  said  ground  denies  each  and  every  and  all 
of  the  allegations  in  said  paragraphs  contained. 

IV. 
Answering  paragraph  VI  of  Count  One  of  plaintiff's 
complaint  on  file  herein,  this  defendant  admits  that  on  or 
about  October  12,  1944,  it  received  a  written  order  from 
the  Under  Secretary  of  War  directing  this  defendant  to 
withhold  for  the  account  of  the  United  States  any  and  all 
amounts  not  in  excess  of  $9,000.00  which  were  otherwise 
due  or  should  become  due  from  this  defendant  to  defend- 
ant Sampson  Motors,  Inc.  This  defendant  further  admits 
that  on  or  about  January  13,  1945,  this  defendant  received 
a  written  order  dated  January  8,  1945,  from  the  Under 
Secretary  of  War  directing  this  defendant  to  withhold  for 
the  account  of  the  United  States  any  and  all  amounts  not 
in  excess  of  $19,000.00  which  were  otherwise  due  or 
should  become  due  from  this  defendant  to  the  defendant 
Sampson  Motors.  Inc.  This  defendant  further  admits 
that  on  or  about  May  18,  1945,  this  defendant  received  a 
written  order  dated  May  9,  1945,  modifying  the  aforesaid 
directive  of  the  Cnder  Secretary  of  War  dated  January 
8    1943.  whcrebv  this  defendant  was  ordered  to  withhold 
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for  the  account  of  the  United  States  any  and  all  amounts 
not  in  excess  of  $17,543.08  which  were  otherwise  due  or 
should  become  due  from  this  defendant  to  defendant 
Sampson  Motors,  Inc.  This  defendant  further  admits  that 
pursuant  to  the  aforesaid  directives  of  the  Under  Secre- 
tary of  War,  this  defendant  has  withheld  from  defendant 
Sampson  Motors,  Inc.,  the  sum  of  $17,556.54,  in  such 
amounts  and  on  such  divers  dates  as  indicated  in  the  [9] 
attached  Schedule  of  Amounts  Withheld,  which  said 
schedule  is  marked  Exhibit  ''A"  and  by  this  reference  in- 
corporated herein  and  made  a  part  hereof.  Save  and  ex- 
cept as  heretofore  admitted,  this  defendant  has  no  infor- 
mation or  belief  sufficient  to  enable  it  to  answer  the  alle- 
gations contained  in  paragraph  VI  of  Count  One  of  plain- 
tiff's complaint  on  file  herein  and  on  said  ground  denies 
each  and  every  and  all  of  the  allegations  in  said  paragraph 
contained. 

COUNT  TWO 
V. 

Answering  paragraph  VII  of  Count  Two  of  plaintiff's 
complaint  on  file  herein,  this  defendant  reallages  the  ad- 
missions, denials  and  allegations  set  forth  in  paragraphs 
I,  II,  III  and  IV  of  Count  One  hereof  and  by  this  refer- 
ence incorporates  the  same  herein  as  though  fully  set 
forth  at  this  place. 

VI. 

Answering  paragraph  VIII  of  Count  Two  of  plaintiff's 

C()ni])]aint  on  file  herein,  this  defendant  admits  that  it  has 
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refused  to  pay  to  plaintiff  the  amounts  it  has  withheld 
from  defendant  Sampson  Motors,  Inc.,  as  aforesaid  and 
in  this  connection  this  defendant  is  informed,  and  be- 
lieves, that  said  amount  of  $17,556.54,  and  the  whole 
thereof,  which  this  defendant  has  withheld  from  defend- 
ant Sampson  Motors,  Inc.,  as  aforesaid,  is  claimed  by 
the  said  defendant  Sampson  Motors,  Inc. 

This  defendant  further  alleges  that  it  has  no  interest 
in  or  claim  to  the  said  sum  of  $17,556.54,  or  any  part 
thereof,  but  will  continue  to  withhold  the  said  sum,  and 
the  whole  thereof,  pursuant  to  said  directives  as  aforesaid 
and  until  otherwise  ordered  by  this  court  or  other  com- 
petent authority. 

Wherefore,  This  Defendant  Prays: 

That  this  court  make  its  order  directing  the  disposition 
of  the  funds  withheld  by  this  answering  defendant  as 
hereinabove  in  paragraph  VI  described  and  that  this  action 
be  dismissed  against  this  defendant  and  that  this  defend- 
ant have  and  recover  its  costs  incurred  herein. 

ROGER  B.  SMITH 
EMIL  STECK,  JR. 
ROBERT  H.  CANAN 
MARK  E.  TRUE 
By  Mark  E.  True 
Attorneys   for   Defendant   Lockheed   Aircraft 
Corporation.   [10] 
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EXHIBIT  "A" 

SCHEDULE  OF  AMOUNTS  WITHHELD 

Lockheed 

Posting 

Invoice 

Invoice 

Liability 

Date     . 

Date 

Number 

Number 

Amount 

10-11-44 

8-  4-44 

3824 

408-15315 

$  1,137.18 

10-23-44 

10-13-44 

4036 

410-24983 

277.52 

10-30-44 

9-19-44 

3979 

409-35752 

1,140.00 

11-  9-44 

10-16-44 

4042 

410-28715 

1,070.40 

11-25-44 

11-30-44 

2643 

410-14837 

2,472.00 

11-28-44 

11-20-44 

4166 

412-  3180 

1,422.15 

12-  4-44 

10-10-44 

4026 

410-24895 

660.00 

1-  6-45 

12-19-44 

4274 

412-35158 

284.00 

1-  9-45 

12-19-44 

4286 

412-35159 

253.25 

1-12-45 

12-  4-44 

4200 

412-15210 

277.52 

1-12-45 

12-26-44 

4312 

412-39802 

2,542.20 

3-16-45 

3-12-45 

4685 

503-25909 

924.99 

3-17-45 

3-14-45 

4686 

503-27736 

808.00 

3-17-45 

3-14-45 

4687 

503-27737 

975.73 

317-45 

3-14-45 

4688 

503-27738 

997.24 

3-27-45 

3-21-45 

4753 

503-40903 

1,254.60 

4-10-45 

4-  5-45 

4866 

504-14751 

819.92 

8-31-45 

8-22-45 

CANCL 

509-  4388 

219.79 

1]-  2-45 

10-15-45 

CANCL 

511-  2992 

20.05 

6-  6-46 

5-31-46 

5946 

606-  7086 

83.76 

7-  8-46 

7-  2-46    J 
Total 

LAC  D/iM  36531 

607-  2808 

83.76 

$17,556.54 

[11] 

[Verified.] 

Receipt  of  copy  of  Answer  acknowledged  this  30  day 
of  July,  1946.  James  M.  Carter,  United  States  Attorney, 
Ronald  Walker  and  Robert  E.  Wright,  Assistant  United 
States  Attorneys,  Attorneys  for  Plaintiff.  By  James  M. 
Carter,  U.   S.  Atty.    By  Gertrude  M.  Johnson. 

[Endorsed]  :  Filed  Jul.  30,  1946.  [12] 
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[Title  of  District  Court  and  Cause] 

ANSWER  OF  SAMPSON  MOTORS,  INC., 
A  CORPORATION 

Comes  now  the  defendant,  Sampson  Motors,  Inc.,  a 
corporation,  and  in  answer  to  the  complaint  in  the  above 
entitled  action  admits,  denies  and  alleges  as  follows: 

I. 

Answering  Count  One,  Paragraph  I,  admits  that  this 
defendant  is  a  corporation  duly  organized  and  existing 
under  the  laws  of  the  State  of  California  with  its  prin- 
cipal place  of  business  in  the  County  of  Los  Angeles, 
State  of  California. 

II. 

Answering  Count  One,  Paragraph  II,  admits  that  juris- 
diction of  this  action  is  granted  to  the  above  entitled  court 
as  in  said  paragraph  alleged. 

III. 

Answering  Count  One,  Paragraph  III,  admits  that 
on  or  1 13]  about  the  3rd  day  of  August,  1944,  it  re- 
cei\ed  a  purported  notice,  a  true  copy  of  which  is  set 
forth  and  attached  as  Exhibit  ''A"  to  plaintiff's  com- 
plaint. Denies  each  and  every  other  allegation  in  said 
Paragraph  Til  contained  and  specifically  denies  that  pro- 
ccedini^s  were  initiated  or  conducted  in  accordance  with 
th<',  Renej^otiation  Act ;  denies  that  there  was  a  determina- 
tion in  accordance  with  law  or  in  accordance  with  said 
Act,  and  denies  tliat  any  profits  reaHzed  by  this  defendant 
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during  its  liscal  year  ended  November  30,  1942,  were  ex- 
cessive in  the  sum  of  $60,000.00  or  in  any  sum  whatso- 
ever under  the  provisions  of  said  Act  or  otherwise;  denies 
that  the  representatives  of  the  Secretary  of  War  or  the 
Under-Secretary  of  War  acquired  any  jurisdiction  over 
this  defendant  under  the  provisions  of  the  Renegotiation 
Act. 

IV. 

Answering  Count  One,  Paragraph  IV,  admits  that  de- 
fendant is  entitled  to  credit  for  taxes  paid  as  therein  al- 
leged, but  in  this  connection  denies  that  any  excess  profits 
in  any  amount  were  realized  by  this  defendant  or  properly 
determined  under  the  Renegotiation  Act. 

V. 

Answering  Count  One,  Paragraph  V,  admits  that  this 
defendant  has  not  petitioned  the  Tax  Court  of  the  United 
States  for  redetermination  of  any  excessive  profits  claimed 
to  have  been  received  by  it  under  the  Renegotiation  Act, 
but  denies  that  the  period  for  filing  such  petition  has  ex- 
pired by  reason  of  the  lack  of  jurisdiction  over  this  de- 
fendant as  hereinbefore  alleged. 

VI. 

Answering  Count  One,  Paragraph  VI,  admits  that 
Lockheed  Aircraft  Corporation  has  withheld  from  pay- 
ment to  this  defendant  the  sum  of  $17,556.64  which  is 
due  and  payable  to  this  defendant  and  in  this  connection 
alleges  that  said  sum  is  now  due  and  payable  to  this  de- 
fendant and  is  the  property  of  this  defendant.   [14]    De- 
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fcndant  is  without  sullicient  information  or  belief  to  an- 
swer the  remaining  allegations  of  said  Paragraph  VI, 
and  basing  its  denial  upon  such  lack  of  information  or 
belief  denies  each  and  every  other  allegation  in  said  para- 
graph contained. 

VII. 
Answering  Count  Two,  Paragraph  VII,  defendant  re- 
alleges its  answers  hereinabove  set  forth  to  Paragraphs 
1,  II,  III,  IV,  V  and  VI  of  Count  One. 

VIII. 

Answering  Count  Two,  Paragraph  VIII,  defendant  is 
without  sufficient  information  or  belief  to  answer  the  al- 
legations therein  contained,  and  basing  its  denial  upon 
such  lack  of  information  or  belief,  denies  each  and  every 
allegation  in  said  paragraph  contained. 

For  a  further  separate  and  second  defense  to  plaintiff's 
complaint,  defendant  alleges: 

I. 

That  all  proceedings  and  acts  purported  to  have  been 
taken  by  plaintiff,  its  agents  or  representatives  in  the  re- 
negotiation of  this  defendant  for  the  fiscal  year  ended 
November  30,  1942,  were  without  jurisdiction;  in  excess 
of  the  jurisdiction  allowed  by  law;  and  in  violation  of  the 
Constitution  of  the  United  States  and  particularly  Article 
\'  of  the  Amendments  to  the  Constitution  in  depriving 
defendant  of  its  i)r()i)erty  without  due  process  of  law. 

Wherefore,  defendant  i)rays  that  ])laintiff  take  nothing 
by  its  action;  that  it  be  adjudged  that  the  sum  of  $17,- 
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556.64  held  by  Lockheed  Aircraft  Corporation  is  the  prop- 
erty of  this  defendant;  and  for  such  other  and  further 
or  diflferent  relief  as  the  court  deems  equitable  and  just 
in  the  premises. 

ROBT.  E.  ROSSKOPF, 
Attorney  for  Defendant  Sampson  Motors,  Inc.,  a  corpo- 
ration. [15] 

[Verified.] 

Receipt  of  copy  of  the  within  Answer  acknowledged 
this  Uth  day  of  October,  1946.  James  M.  Carter,  United 
vStates  Attorney;  Ronald  Walker,  Assisant  United  States 
Attorney;  Robert  E.  Wright,  Assistant  United  States 
Attorney;  by  Robert  E.  Wright,  Attorneys  for  Plaintiff. 

[Endorsed]:  Lodged  Oct.  11,  1946.  Filed  Oct.  28, 
1946.  [16] 


[Title  of  District  Court  and  Cause] 

STATEMENT  OF  ISSUES  AND  OFFER  OF 

PROOF 

Action  is  by  United  States  of  America  against  Lock- 
heed and  Sampson  to  recover  funds  withheld  by  Lock- 
heed from  payment  to  Sampson  Motors,  Inc.  on  its  sub- 
contracts, pursuant  to  order  by  the  Secretary  of  War, 
based  on  a  unilateral  determination  of  excess  profits  for 
the  fiscal  year  ended  November  30,  1942. 

Renegotiation  was  started  about  November  15,  1943 
by  Army  Air  Forces,  Western  Procurement  District. 
I'ooks  and  records  of  Sampson  Motors  were  made  avail- 
able to  Air  Force  auditors.   Prior  to  any  hearing  Air  Force 
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officer  verbally  advised  Sampson  that  he  considered  ex- 
cess profits  for  said  fiscal  year,  prior  to  deduction  for 
taxes,  to  be  $60,000.00.  Follov^ing  this  verbal  notifica- 
tion on  May  24,  1944  the  Air  Forces  advised  Sampson 
by  registered  mail  that   [17]  it  desired  to  avail  Sampson, 

"of  the  privilege  of  presenting  to  them  any  factors 
pertinent  to  the  renegotiation  of  your  fiscal  year  ended 
30  November  1942,  inasmuch  as  the  settlement  pro- 
posed to  you  has  not  been  accepted  by  you." 

"The  District  Board  has  reserved  the  afternoon  of 
Monday,  29  May  1944,  to  meet  with  you  at  District 
Headquarters,  3636  Beverly  Boulevard,  Los  Ange- 
les, California." 

The  president  of  Sampson  Motors,  w\\h  his  counsel, 
was  present  at  said  time  and  place  but  was  refused  the 
privilege  of  introducing  any  evidence  to  show  price  reduc- 
tion and  comparative  prices;  efficiency  in  reducing  costs; 
economy  in  the  use  of  raw  materials;  efficiency  in  the  use 
of  facilities  in  the  conservation  of  manpower;  character 
and  extent  of  subcontracting;  quality  of  production;  rate 
of  delivery  and  turnover;  inventive  and  developmental 
contribution  with  respect  to  important  war  products.  At 
said  meeting  the  Army  Air  Force  officers  advised  the 
Sampson  representatives  that  it  had  secured  all  the  infor- 
mation it  desired  for  determining  said  excess  profits  and 
did  not  wish  to  receive  any  evidence  from  the  contractor, 
hvi  insisted  that  the  contractor  execute  an  agreement 
agreeing  to  a  determination  of  excess  profits  in  tlie  sum 
of  $60,000.00,  failing  which  the  matter  would  be  recom- 
mended to  the  Secretary  of  War  for  fixing  of  said  amount. 
The   contractor   declined   to   execute   such   agreement   but 
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urged  the  right  to  introduce  evidence  concerning  the  fig- 
ures above  mentioned,  which  evidence  was  refused. 

Thereafter  on  or  about  June  19,  1944  Sampson  received 
a  wire  from  the  Chief,  Renegotiation  Branch  of  the  War 
Department,  Office  of  the  Secretary,  as  follows: 

"Renegotiation  impasse  your  company  with  Army 
Air  Forces  referred  to  this  board.  Under-  [18] 
stand  there  is  no  material  disagreement  as  to  re- 
ported facts  and  figures  and  inability  reach  agreement 
due  solely  to  amount  of  proposed  refund.  Careful 
review  and  consideration  reports  covering  case  indi- 
cate settlement  fair  and  equitable.  Should  you  con- 
sider further  hearing  desirable  with  board  represen- 
tatives in  Washington  meeting  can  be  arranged  for 
ten  A.M.,  29  June  1944,  Room  3D  573,  The  Penta- 
gon. In  event  this  date  inconvenient  please  advise  by 
telephone  or  telegraph  your  choice  not  later  than  ten 
days  thereafter.  If  meeting  not  deemed  necessary  no 
alternative  but  to  submit  case  to  under  secretary  of 
w^ar  for  determination.  Please  advise  by  26  June 
SPRAR.'^ 

At  that  time  all  transportation  was  on  a  strict  priority 
basis  making  it  virtually  impossible  to  secure  private  trans- 
])ortation  from  Los  Angeles  to  Washington,  D.  C.  The 
urgency  of  the  war  program  and  the  necessity  for  prod- 
ucts being  manufactured  by  the  contractor  was  also  such 
that  absence  from  the  business  of  Mr.  Brett,  the  only  per- 
son familiar  with  the  matters  involved  in  renegotiation, 
would  liave  seriously  impaired  production  of  vital  war  ma- 
terials. The  contractor  replied  to  the  above  wire  on  or 
about  June  20,  1944  as  follows: 
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"There  is  no  impasse.  No  determination  or  basis 
of  claim  for  refund  or  settlement  ever  been  pre- 
sented. Local  Board  refused  to  allow  us  to  present 
facts  under  Sec.  403  A  (4)  (A)  so  it  is  impossible 
for  you  to  have  all  facts. 

"Attendance  in  Washington  is  unreasonable  as  it 
would  stop  our  entire  production  of  essential  Air- 
craft Parts  that  I  have  agreed  to  manufacture."  [19] 

The  contractor  thereafter  received  a  letter  bearing 
date  29  June  1944  as  follows: 

"In  accoradnce  with  our  telegram  to  you  of  19 
June  1944,  inasmuch  as  it  has  not  been  possible  to 
work  out  an  agreement  as  to  the  requested  refund  of 
$60,000  excessive  profits  for  the  year  ended  30  No- 
vember 1942,  we  are  recommending  that  this  case 
be  submitted  to  the  Under  Secretary  of  War  for  his 
consideration." 

Thereafter  the  contractor  received  letter  bearing  date 
July  31,  1944  from  the  Under  Secretary  of  War  enclosing 
a  unilateral  determination  of  excess  profits  to  be  $60,- 
000.00.    The  text  of  said  letter  was  as  follows: 

''I  have  reviewed  the  data  furnished  by  your  com- 
pany and  the  proceedings  in  connection  with  your 
*  1942  renegotiation  with  the  War  Department  Price 
Adjustment  Board  and  have  reached  the  conclusion 
that  the  proposal  heretofore  made  to  your  company 
by  the  War  Department  Price  Adjustment  Board 
should  be  affirmed.  I  have  therefore  made  a  unilateral 
determination  that  $60,000  of  the  prices  and  profits 
realized  by   Sampson  Motors,   Inc.,  during  it;s   fiscal 
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year  ended  30  November  1942,  under  its  contracts 
and  subcontracts  subject  to  renegotiation  pursuant  to 
the  provisions  of  Section  403,  are  excessive.  An  exe- 
cuted original  of  such  unilateral  determination  is  in- 
closed herewith.'' 

Thereafter  the  contractor  received  a  letter  bearing  date 
16  September  1944  from  the  office  of  the  Under  Secre- 
tary, War  Department,  advising  that  the  Internal  Revenue 
Agent  at  Los  Angeles  had  computed  the  tax  credit  and 
that  the  contractor  was  entitled  to  a  [20]  tax  credit  against 
said  excess  profits  in  the  sum  of  $42,823.67  and  request- 
ing payment  by  transmittal  of  the  difference  of  $17,176.33. 

The  contractor  declined  to  transmit  such  difTerence, 
following  which  the  Under  Secretary  of  War  directed 
Lockheed  Aircraft  Corporation  to  withhold  payment  to 
the  contractor.  The  withholding  directions  to  Lockheed 
were  under  date  of  October  12,  1944  instructing  it  to 
withhold  $9,000.00;  on  January  8,  1945  changing  the 
amount  to  $19,000.00;  and  on  May  9,  1945  changing  said 
amount  to  read  $17,543.08.  Pursuant  to  these  directions 
Lockheed  withheld  payment  to  the  contractor  of  the  vari- 
ous invoices  and  purchase  orders  in  the  total  sum  of  $17,- 
556.54,  which  said  amount  it  still  holds. 

Sampson  had  no  prime  contracts  direct  with  the  gov- 
ernment but  all  of  its  war  business  was  under  purchase 
orders  from  prime  and  subcontractors.  Some  of  said  pur- 
chase orders  contained  the  provision  that  ''seller  accepts 
this  order  subject,  if  applicable,  to  renegotiation  pursuant 
to  the  provisions  of  Section  403,  Sixth,  Supplemental  Na- 
tional Defense  Appropriation  Act  of  1942.'' 
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The  Renegotiation  Act  of  1942,  Section  (c)  (1),  pro- 
vided that : 

"Whenever,  in  the  opinion  of  the  Secretary  of  a 
Department,  the  profits  reahzed  or  Hkely  to  be  real- 
ized from  any  contract  with  such  department,  or  from 
any  subcontract  thereunder  whether  or  not  made 
by  the  contractor,  may  be  excessive,  the  Secretary  is 
authorized  and  directed  to  require  the  contractor  or 
subcontractor  to  renegotiate  the  contract  price." 

It  further  provided  by  Section  (c)  (2)  that  the  Secre- 
tary is  authorized  and  directed  to  eliminate  any  excessive 
profits  by  [21]  withholding,  from  amounts  otherwise  due 
to  the  contractor  or  subcontractor,  any  amount  of  such 
excessive  profits.  Said  section  also  provided  that  the  Sec- 
retary may  bring  actions  in  appropriate  courts  of  the 
United  States  to  recover  any  amount  of  such  excessive 
profits.  The  1942  Act  contained  no  provision  for  appeal 
or  review,  and  no  provision  against  appeal  or  review.  Un- 
der the  Act,  as  worded,  it  would  appear  that  the  sole  rem- 
edy for  recovery  of  such  excessive  profits  would  be  a  court 
action,  in  which  action  the  court  would  review  the  action 
of  the  Secretary  and  determine  whether  or  not  the  Secre- 
tary's determination  was  fair  and  reasonable. 

The  1943  amendments  to  the  Act  added  Section  (e)  and 
])r()vided  that  any  contractor  or  subcontractor  aggrieved  by 
a  determination  of  the  Secretary  made  prior  to  the  enact- 
ment of  the  1943  Act  with  respect  to  a  fiscal  year  ending 
before  July  1,  1943, 

"May,  within  ninety  days  *  *  *  after  the  date 
of  the  enactment  of  the  Revenue  Act  of  1943,  file  a 
petition  with  the  tax  court  of  the  United  States  for 
a  renegotiation  thereof." 
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Said  amendment  further  provided  that, 
''upon  such  filing" 

the  court  w  ould  have  the  same  jurisdiction  and  the  proceed- 
ings would  be  subject  to  the  same  provisions  as  those  ap- 
plicable to  the  1943  Act. 

Section  5  of  the  1943  Act  provided  that  the  amendments 
of  Section  (e)  should  be  effective  as  of  April  28,  1942, 

It  is  the  contractor's  contention  here  that  under  the 
Act  as  it  existed  in  1942  any  action  by  the  Secretary  in 
determining  excessive  profits  was  subject  to  review  in  this 
court.  The  provisions  in  the  1943  amendment  extending 
a  permissive  appeal  to  the  tax  court  on  a  1942  renegotia- 
tion was  by  its  terms  permissive  only,  and  unless  the  con- 
tractor chose  to  take  such  appeal  he  was  not  bound  [22] 
by  any  action  of  the  tax  court  and  his  rights  were  not 
prejudiced  by  any  failure  to  take  such  appeal.  By  the 
terms  of  the  1943  amendment  the  tax  court  only  ob- 
tained jurisdiction  of  the  matter  if  the  contractor  chose 
to  appeal  to  such  court.  The  statute  did  not  provide  that 
if  the  contractor  did  not  take  such  appeal  he  would  be  pre- 
cluded from  a  court  determination  as  contemplated  by 
the  1942  statute. 

It  is  also  the  contractor's  position  that  it  was  denied 
due  process  as  guaranteed  by  the  Constitution  in  that  it 
was  denied  a  hearing  and  the  right  to  produce  evidence 
before  the  Air  Force  Branch  in  Los  Angeles,  and  that 
ten  days'  notice  requiring  its  api^earance  in  Washington 
was  unreasonable  in  view  of  the  circumstances  and  condi- 
tions which  ])ertained  at  that  time.  The  contractor,  there- 
fore, contends  tliat  he  has  not  been  renegotiated  and  that 
he  is  entitled  in  this  proceeding  to  have  the  matter  of 
excess  profits  for  said  fiscal  year  determined. 


24  Sampson  Motors,  Inc.,  a  corporation,  vs. 

The  contractor  hereby  offers  to  prove  all  of  the  facts 
herein  set  forth. 

Contractor  further  offers  to  prove  that  the  amount  of 
S60,000  as  a  determination  of  excess  profits  for  the  fiscal 
vear  ended  1942  is  excessive  and  unreasonable.  Contrac- 
tor offers  to  prove  that  by  its  operations  the  government 
received  substantial  price  reductions  and  that  the  prices 
of  Sampson  Motors,  Inc.  were  substantially  below  the 
prices  of  other  contractors  and  subcontractors  for  like 
products  in  this  area;  that  the  contractor  had  a  very  high 
degree  of  efficiency  in  reducing  the  costs  of  its  products 
to  the  government :  that  the  contractor  was  more  economi- 
cal in  the  use  of  raw  materials  than  other  contractors  in 
the  area;  that  in  the  use  of  facilities  and  conservation  of 
manpower  the  efficiency  of  contractor  was  far  above  the 
average  of  any  other  contractor  in  this  area;  offers  to 
show  the  character  and  extent  of  subcontracting  used  by 
it;  that  the  quality  of  contractor's  production  was  of  the 
I  23]  very  highest  and  superior  to  the  average  quality  of 
other  contractors  in  this  area;  that  the  contractor's  rate 
of  delivery  and  turnover  was  highly  efficient;  and  that  the 
contractor  developed  in  its  shop  a  number  of  manufactur- 
ing i)rocesses  which  substantially  increased  the  efficiency 
and  volume  of  its  war  production,  which  processes  were 
made  available  to  the  United  States  agencies  and  to  other 
contractors  engaged  in  similar  production. 

Respectfully  submitted, 

ROBT.  E.  ROSSKOPF, 
Attorney  for  Defendant  Sampson  Motors,  Inc. 

I  Endorsed  I  :    Filed  Feb.  6,  1947.  [24] 
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[SAMPSON'S  EXHIBIT  A.] 

Excerpt  from  Report  to  Western  District 

Machine   Tool   Report 
ASU-29A — Sampson  Motors,  Inc 

EPS/nl 

February  19,  1943 
AAF  Resident  Representative 
Vernon  Sub-Area  Office 
2835  Santa  Fe  Avenue 
Los  Angeles,  California 

1.  The  attached  subject  ASU-29A  forms  were  for- 
warded to  this  office  in  error.  Information  is  furnished 
below  which  might  be  of  benefit  in  determining  the  justi- 
fication of  this  prwchase. 

2.  A  visit  io  this  shop  and  a  study  of  its  present  equip- 
ment will  show  conclusively  that  it  will  be  impossible  to 
produce  for  Lockheed  Aircraft  Corporation  fourteen  gun 
chargers  per  day.  Sampson  Motors,  Inc.  are  able  to  send 
to  Lockheed  Aircraft  Corporation  at  this  time  from  seven 
to  nine  gun  chargers  per  day  and  will  guarantee  only 
seven,  but  expect  to  send  Lockheed  nine  gun  chargers  per 
day.  The  slightest  mixup  in  man  power  or  the  failure  of 
a  machine  would  cause  a  shutdown  on  the  P-38  line. 

3.  This  office  feels  that  any  assistance  given  to  the 
Sampson  Motors,  Inc.  would  be  of  much  benefit  to  the 
Lockheed  Aircraft  Corporation. 

4.  Outside  Production  informs  this  office  that  in  a 
change  of  vendors  from  the  Interstate  People  to  the  Samp- 
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son  Motors,  Inc.,  a  saving  was  made,  in  the  making  of 
these  gun  chargers  of  $75,000  and  the  work  of  the  Samp- 
son Motors,  Inc.  is  ''A-1  Plus"  with  a  record  of  not  one 
rejection  occurring  in  their  total  output. 

5.  Since  Lockheed  Aircraft  Corporation  needs  fourteen 
gun  chargers  per  day,  a  record  of  a  few  days'  shipments 
will  be  of  interest:  2/4/43—9,  2/5/43—7,  2/6/43—11, 
2/8/43—7,  2/9/43—9.  2/10/43—10,  2/11/43—10, 

a.     This  you  will  note  is  an  average  of  nine  per  day. 

6.  If  further  information  is  desired  by  your  Area  in 
regard  to  purchase  of  this  machinery,  it  is  requested  that 
you  contact  Mr.  E.  P;  Smith  of  this  office. 

For  the  Army  Air  Forces  Resident  Representative: 

PAUL  R.  SEABURY 
Major,  Air  Corps 
Asst.  AAF  Resident 
Representative 

3  Incls. — 
Inch  1—  [25] 

Case  No.  5503-PH.  U.  S.  A.  vs.  Lockheed.  Deft. 
Exhibit  A.  Date  Feb.  6,  1947.  No.  A  identification.  Date 
I^\'b.  6,  1947.  No.  A  in  evidence.  Clerk,  U.  S.  District 
Court,  Sou   Dist.  of  Calif.  J.  M.  Horn,  Deputy  Clerk.  [26] 


United  States  of  America  27 

[SAMPSON'S  EXHIBIT  B.] 

SAMPSON  MOTORS,  INC. 

AUDIT  REPORT 

NOVEMBER  30,  1942 

MARTIN  J.  MASTERS 
Certified   Public   Accountant 
Los  Angeles  [27] 

Exhibit  "A" 

SAMPSON  MOTORS,  INC. 

BALANCE  SHEET 

NOVEMBER  30,  1942 

ASSETS 

CURRENT  ASSETS 

Cash  on  hand  and  in  bank  $  16,667.79 

Accounts  Receivable,  trade  32,804.97 

Inventories  of  raw  materials  and 

work  in  process  13,515.94 


Total  Current  Assets 

FIXED  ASSETS 

Land  $     7,297.06 

Buildings  24,267.17 

Machinery  and  equipment  108,247.88 

Office  furniture  and  equip- 
ment 2,273.80 


$  62,988.70 


Total 


$142,085.91 
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Less:  Reserves  for  deprecia- 
tion 32,405.50 


Total  Fixed  Assets  109,680.41 

PREPAID  EXPENSES,  ETC 

Unexpired   Insurance  $     1,361.53 

Deposits  47.20  1,408.73 


TOTAL  $174,077.84 

[28] 

LIABILITIES  AND  CAPITAL 

CURRENT  LIABILITIES 

Long  term  indebtedness,  pay- 
able within  one  year  Trust 
Deed  Note  $     1,558.20 

Chattel  Mortgage  Note  8,749.92     $  10,308.12 


Equipment,  purchase  contracts 

3,245.28 

Notes  Payable 

3,000.00 

Accounts  Payable,  trade 

5,059.93 

Due  to  Officers 

1,847.61 

Federal  State  and  Local  Taxes 

payable 

2,915.33 

Federal  Income  and  Excess 

Profits  Tax,  estimated 

75,000.00 

Accrued  Liabilities,  payroll, 

Interest,  etc. 

991.43 

Total  Current  Liabilities 

$102,367.70 
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LONG  TERM  INDEBTEDNESS 

Trust  Deed  Note  $     8,491.57 

Chattel  Mortgage  Note  5,962.60 


Total  14,454.17 

Less :    Amounts    payable 

within  one  year  included 

in  current  liabilities 

above  10,308.12  4,146.05 


CAPITAL 

Capital    Stock    issued    (6950 

Shares,  par  value  $1.00)  6,950.00 

Capital  Surplus  54,519.60 

Earned  Surplus  51,094.49 


Total  112,564.09 

Less:  Treasury  Stock 

(3545  shares)  45,000.00        67,564.09 


174,077.84 
[29] 
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Exhibit  "B" 

SAMPSON  MOTORS,  INC. 

STATEMENT  OF  PROFIT  AND  LOSS  ACCOUNT 

FOR  THE  YEAR  ENDED  NOVEMBER  30,  1942. 

SALES,  LESS  RETURNS 
AND  ALLOWANCES  $283,351.11 

COST  OF  GOODS  SOLD 
Inventory  at  beginning  of 

year  $     7,135.46 

Direct  Labor  52,367.87 

Materials  purchased  9,632.78 

Outside  processing  31,584.91 

Manufacturing  expense 

(Schedule  1)  63,308.91 

Total  164,029.93 

Less:  Inventory  at  end  of 
year  13,515.94 


Cost  of  Goods  Sold  150,513.99 


GROSS  PROFIT  ON  SALES  132,837.12 

ADMINISTRATIVE  EX- 
PENSE (Schedule  1)  23,782.25 


PROFIT  FROM  OPERATIONS  109,054.87 

OTHER  INCOME 

Miscellaneous,  sale  of  scrap,  etc.  2,331.60 
Discounts  Earned  174.39 

Profit  on  Sale  of  Equipment         1,056.43  3.562.42 


NET  PROFIT  BEFORE 
INCOME  AND  EXCESS 
PROFITS  TAXES  $112,617.29 

[30] 
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SCHEDULE  1. 

SAMPSON  MOTORS,  INC 

STATEMENT  OF  MANUFACTURING  AND  AD- 
MINISTRATIVE FOR  THE  YEAR  ENDED 
NOVEMBER  30,  1942. 

MANUFACTURING  EXPENSES 

Manager's  Salary  (R.  J.  Brett)  $  17,544.03 

Engineer's  Salary  3,889.47 

Other  Labor  3,967.92 

General  Supplies  and  Repairs  11,895.00 

Heat,  Light  and  Power  1,182.09 

Engineering  Expense  321.97 

Laundry  230.65 

Depreciation  22,373.43 

Compensation  Insurance  582.15 

Miscellaneous  1 ,322.20 


ADMINISTRATIVE  EXPENSES 


$  63,308.91 


Officer's  Salary 

4,818.90 

Office  Salaries 

3,115.05 

^Stationery  and  Office  Supplies 

553.10 

Auto  and  Delivery  Expense 

144.79 

Travel  and  Entertainment 

594.70 

Telephone 

592.33 

Depreciation 

423.95 

Payroll  Taxes 

2,688.17 

Other  Taxes 

5,839.03 

Professional  services 

1,768.90 

Insurance 

595.08 

Miscellaneous 

798.73 

Interest  Paid 

1,849.02 

$  23.782.25 

[31] 
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MARTIN  J.  MASTERS 

Certified  Public  Accountant 

117  West  Ninth  Street 

Los  Angeles 

VAndike  5646 

March  1,  1943. 
Sampson  Motors, 
1950  W.  62nd  Street, 
Los  Angeles,  Calif. 

Gentlemen : 

We  have  made  an  examination  of  the  books  and  rec- 
ords of  Sampson  Motors,  Inc.  for  the  year  ended  Novem- 
ber 30,  1942  and  as  a  result  thereof  submit  the  accompany- 
ing statements  which  set  forth  the  financial  position  of  the 
company  at  November  30,  1942  and  the  results  of  its  op- 
erations for  the  year  ended  that  date. 

Capital  and  surplus  at  the  close  of  the  year  amounted 
to  $67,564.09  after  making  provision  for  federal  income 
and  excess  profits  taxes  in  the  estimated  amount  of  $75,- 
000.00.  Net  profit  from  operations,  before  federal  taxes, 
is  shown  in  the  amount  of  $112,617.29. 

In  our  opinion  the  accompanying  balance  sheet  and  re- 
lated statement  of  profit  and  loss  account  set  forth,  fairly, 
the  financial  position  of  the  company  at  November  30, 
1942  and  the  results  of  its  operations  for  the  year  then 
ended. 

Yours  very  truly, 

Martin  J.  Masters 

Case  No.  5503-PH.  U.  S.  A.  vs.  Lockheed.  Deft.  Ex- 
hibit B.  Date  Feb.  6,  1947.  No.  B  identification.  Date 
Feb.  0,  1947.  No.  B  in  evidence.  Clerk,  U.  S.  District 
Court,  Sou.  Dist  .of  Calif.  J.  M.  Horn,  Deputy  Clerk.  [32] 
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INSTRUCTIONS,  AGREEMENTS  AND 

CONDITIONS: 

(lM)r  the  purpose  of  this  contract  Lockheed  Aircraft  Cor- 
poration as  the  Contractor  will  be  referred  to  herein 
as  "Lockheed"  and  the  Vendor  or  Supplier  will  be 
referred  to  herein  as   ''Subcontractor.") 

1,  Acknowledgment  Necessary.  This  order  shall  not  be 
effective  nor  shall  Lockheed  be  obliged  to  pay  any 
monies  called  for  hereunder  unless  and  until  Subcon- 
tractor shall  have  supplied  Lockheed  with  the  written 
acknowledgment  and  acceptance  hereof.  No  condi- 
tions laid  down  by  Subcontractor  in  accepting  or  ac- 
knowledging this  order  shall  be  binding  upon  Lock- 
heed if  in  conflict  with  any  instruction,  agreement 
and/or  condition  herein  stated  unless  expressly  ac- 
cepted by  Lockheed  in  writing.  No  revisions  to  this 
order  shall  be  valid  unless  in  writing  and  signed  by  an 
authorized  representative  of  the  Lockheed  Outside 
Production  Department. 

2.  lioxing  Charges .  No  charges  shall  be  made  for  box- 
ing, wrapping  or  cartage  unless  noted  on  this  order. 

v\  Inspection.  All  materials  or  articles  ordered  will  be 
subject  to  hnal  inspection  and  approval  at  destination 
by  Lockheed  or  its  duly  authorized  representative. 
Where  a  specfication  number  is  noted  for  supplies 
ordered,  Subcontractor  must  supply  in  triplicate  a  no- 
tarized report  confirming  manufacture  of  materials 
to  the  s])ecification  and  such  report  must  accompany 
materials  ii])()n  delivery.  This  report  must  bear  Lock- 
liecd's  Purchase  Order  number  and  description  of  the 
materials  shipped.  Subcontractor  shall  furnish  Ameri- 
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can  materials  in  accordance  with  U.  S.  War  Depart- 
ment Circular  of  March  13,  1933.  Lockheed  reserves 
the  right  to  reject  and  hold,  subject  to  Subcontractor's 
disposal,  all  materials  not  conforming  to  specifica- 
tions. All  merchandise  fabricated  by  Subcontractor 
which  may  be  rejected  by  Lockheed  due  to  Subcon- 
tractor's fault  or  cause  of  failure  to  meet  specifica- 
tions shall  be  replaced  by  Subcontractor  at  its  cost 
as  to  material  and  time.  Subcontractor  will  be 
charged  costs  of  materials  or  tools  damaged  while  in 
its  possession.  Any  merchandise  which  may  be  re- 
jected because  of  Lockheed's  fault  or  change  in  engi- 
neering or  design  occasioned  by  Lockheed  shall  be 
reworked  at  Lockheed's  expense. 

Shipping  Instructions.  Each  container  must  be 
marked  to  identify  contents  without  opening.  For- 
ward notice  of  shipment  the  same  day  shipments  are 
made.  All  Bills  of  Lading  (or  Express  Waybills) 
must  show  Lockheed's  Purchase  Order  number  and 
a  copy  must  be  sent  to  Lockheed's  Trafific  Department 
with  a  copy  of  packing  list  via  airmail  on  day  of 
shipment.  Express  shipments  f.o.b.  Subcontractor's 
plant  to  be  released  at  a  valuation  not  to  exceed 
$50.00  if  under  100  lbs.:  if  over  100  lbs.,  not  to  ex- 
ceed 0.50  per  lb.  Show  Lockheed's  Purchase  Order 
number  on  all  invoices,  packing  slips  and  correspond- 
ence relative  to  this  order. 

Patent  Protection.  Subcontractor  guarantees  that  the 
sale  or  use  of  any  or  all  articles  or  material  delivered 
hereunder  will  not  infringe  any  United  States  Pat- 
ent; that  he  will  at  his  own  expense  defend  any  action. 
suit   or   claim   in    which   an   infringement   of   Patent 
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Rights  is  alleged  with  respect  to  the  sale  or  use  of 
said  articles  or  materials,  and  that  he  will  save  the 
Lockheed  Aircraft  Corporation  and/or  its  customers 
from  any  loss,  damage  or  liability  which  may  be  in- 
curred on  account  of  infringement  or  alleged  in- 
fringement of  Patent  Rights  with  respect  to  the  arti- 
cles or  material  delivered  unless  said  articles  or  ma- 
terials are  produced  in  accordance  with  Lockheed 
designs  or  specifications. 

6.  Confidential.  The  Subcontractor  shall  not  disclose 
any  details  connected  with  the  order  to  any  third 
party  except  as  herein  specified  without  first  obtaining 
the  written  consent  of  the  Lockheed  Aircraft  Corpo- 
ration. 

7.  Tools  And  Materials.  The  Subcontractor  is  to  fur- 
nish all  standard  tools,  taps,  dies,  cutters,  gauges,  and 
fixtures.  Lockheed  will  furnish  special  tools  for  the 
Subcontractor's  convenience  where  these  are  avail- 
able, but  it  is  expressly  understood  that  in  so  doing 
Lockheed  makes  no  guarantee  whatsoever  as  to  the 
accuracy  of  the  tools  furnished.  By  the  acceptance 
of  this  order,  the  Subcontractor  agrees  to  furnish  the 
items  ordered  in  accordance  with  drawings  and  ap- 
plicable specifications.  No  designs,  tools,  patterns,  or 
drawings  supplied  by  Lockheed  to  the  Subcontractor 
for  use  in  manufacture  of  articles  contracted  for 
herein  shall  be  used  in  the  production,  manufacture 
or  design  of  any  other  articles  for  any  other  pur- 
cliascr    nor    for    the    manufacture    or    production    of 
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larger  quantities  than  those  specified  except  with  the 
express  consent  in  writing  of  the  Lockheed  Aircraft 
corporation.  At  the  termination  of  this  contract  they, 
together  with  all  excess  materials,  shall  be  disposed 
of  as  Lockheed  shall  direct.  All  such  designs,  tools, 
patterns,  drawings  and  materials  supplied  by  Lock- 
heed shall  be  segregated  by  the  Subcontractor  in  the 
Subcontractor's  plant  and,  wherever  possible,  clearly 
marked  so  as  to  be  easily  identified  as  Lockheed's 
property.  Where  materials  are  furnished  by  Lock- 
heed, title  to  such  material  in  all  stages  of  construc- 
tion shall  be  and  remain  in  the  Lockheed  Aircraft 
Corporation. 

8.  Insurance,  Risk  Of  Loss  And  Status  Of  Seller.  All 
materials,  tools,  designs,  patterns  and  drawings  be- 
longing to  Lockheed  and  located  in  the  State  of  Cali- 
fornia shall  be  at  Subcontractor's  risk  from  loss  or 
damage  from  all  hazards,  except  that  Lockheed,  for 
Lockheed's  sole  benefit  shall  insure  such  materials,  etc. 
against  loss  or  damage  resulting  from  fire,  lightc'ning, 
cyclone,  tornado,  windstorm  and  hail,  explosion,  earth- 
quake, aircraft  or  vehicles,  smoke,  sprinkler  leakage, 
flood,  strike,  riot  and  civil  commotion,  and  vandalism 
and  malicious  mischief,  but  such  insuring  shall  not 
relieve  Subcontractor  from  liability  for  Subcontrac- 
tor's negligent  acts  or  omissions.  All  such  materials, 
etc.,  while*  in  Snljcontractor's  [>osscssion  outside  of  the 
State  of  California  shall  be  at  Subcontractor's  sole  risk 
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from  all  hazards.  In  the  event  that  Subcontractor  is 
required  to  enter  premises  owned,  leased,  occupied  by 
or  under  the  control  of  Lockheed  during  the  per- 
formance of  services  ordered  hereunder  or  during  de- 
Hvery  or  installation  of  the  materials  or  articles  herein 
contemplated  or  during  the  performance  of  services 
otherwise  required  to  be  furnished  by  Subcontractor, 
Subcontractor  agrees  that  Subcontractor  will,  before 
coming  upon  such  premises,  obtain  and  keep  insurance 
coverage  indemnifying  and  holding  harmless  Lock- 
heed, its  officers  and  employees,  from  any  liability  or 
loss  by  reason  of  property  damage  or  personal  injury 
of  whatsoever  nature  or  kind  occurring  during  or  as 
a  result  of  the  performance  of  such  services  and/or 
delivery  and/or  installation.  Such  insurance  shall  be 
in  standard  form  for  property  damage  and  public  lia- 
bility and  in  reasonable  limits.  Subcontractor  agrees 
to  furnish  Lockheed  with  certificates  or  other  satis- 
factory evidence  of  such  insurance  coverage  prior  to 
such  entry.  Failure  of  Lockheed  to  demand  such  cer- 
tificates or  other  evidence  shall  not  constitute  a  waiver 
of  the  foregoing  agreements.  Subcontractor  agrees 
to  carry  proper  workmen's  compensation  for  Subcon- 
tractor's own  employees.  Subcontractor  understands 
and  agrees  that  in  performing  this  order  Subcontrac- 
tor is  and  for  all  purposes  will  be  deemed  to  be  an 
independent  contractor  and  that  neither  Subcontractor 
nor  any  employee  of  Subcontractor  shall  be  or  be 
deemed  to  be  an  employee  of  Lockheed. 
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9.  Compliance  With  Governmental  Regulations.  Subcon- 
tractor warrants  and  certifies  that  all  goods  herein 
specified  have  been  and  will  be  produced  in  compliance 
with  applicable  provisions  and  stipulations  of  the 
Walsh-Healy  Act  (Public  Act  No.  846,  74th  Con- 
gress), the  U.  S.  Fair  Labor  Standards  Act  (Public 
Act  No.  718,  75th  Congress),  the  Espionage  Act 
(Public  Act  No.  443,  76th  Congress),  Section  1  of  the 
Act  of  January  12,  1938  (52  Stat.  3),  Executive  Order 
No.  8381  and  the  Act  of  June  28,  1940  (Bull  No.  15, 
W.  D.  1940)  and  that  only  citizens  of  the  United 
States  have  been  and  will  be  employed  in  the  manu- 
facture or  furnishing  of  the  material  or  equipment 
herein  specified.  Subcontractor,  in  performing  this 
order,  shall  not  discriminate  against  any  worker  be- 
cause of  race,  creed,  color  or  national  origin. 

10.  United  States  Air  Corps  And  Navy  Department 
Specifications.  All  materials  or  equipment  for  air- 
craft construction  listed  herein  to  which  the  United 
States  Air  Corps  and  United  States  Navy  Department 
specifications  are  applicable  must  comply  with  such 
specifications  current  as  of  the  date  of  this  order. 
Should  such  specifications  be  revised  prior  to  ship- 
ment, Subcontractor,  by  first  obtaining  written  con- 
sent of  Lockheed,  may  furnish  such  material  or  equip- 
ment in  accordance  with  revised  specifications. 

11.  No  Assii^^nnient.  Subcontractor  may  neither  assign 
this  contract  nor  any  monies  to  become  due  under  it 
without  first  obtaining  the  written  consent  of  the 
Lockheed  Aircraft  Corporation.' 
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12.  Cancellation.  Lockheed  reserves  the  right  to  cancel 
this  order  if  not  filled  in  accordance  with  delivery 
schedule  and  specifications.  In  the  event  of  any  sus- 
pension of  payment  or  the  institution  of  any  proceed- 
ings by  or  against  either  party,  voluntary  or  involun- 
tary, in  bankruptcy  or  insolvency,  or  under  any  pro- 
visions of  the  United  States  Bankruptcy  Act,  or  for 
the  appointment  of  a  receiver  or  trustee  or  an  as- 
signee for  the  benefit  of  creditors,  of  either  party, 
or  in  the  event  of  a  breach  of  any  of  the  terms  hereof, 
including  warranties  of  subcontractor,  the  other  party 
shall  be  entitled  to  cancel  this  contract  forthwith. 

13.  General  Warranties.  Subcontractor  warrants  the  arti- 
cles herein  specified  to  be  free  from  defects  in  labor, 
materials  or  fabrication.  All  warranties  shall  be 
construed  as  conditions  as  well  as  warranties,  and 
the  representations  and  conditions  herein  contained 
shall  not  be  deemed  to  be  exclusive. 

14.  Construction.  This  order  is  designed  for  use  in  the 
purchase  by  Lockheed  of  services  or  property  or  both. 
Any  portion  not  applicable  to  the  purchase  of  the 
thing  ordered  shall  be  deemed  mere  surplusage,  but 
Subcontractor  agrees  that  Lockheed's  determination 
of  what  is  and  what  is  not  applicable  shall  be  final 
and  binding.  Each  instruction  shall  be  construed  as 
also  being  an  agreement  and  a  condition,  and  each 
agreement  shall  be  construed  as  also  being  an  instruc- 
tion and  a  condition  and  each  condition  shall  be  con- 
strued as  also  being  an  instruction  and  an  agreement. 

[34] 
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[LOCKHEED'S  EXHIBIT  A] 

SAMPSON  MOTORS,  INC. 

Thread  Grinding  -  Taps  and  Gauges  -  Machining 

Engineering  -  Development  Work  -  Designing 

1950  West  Sixty-Second  Street  -  Telephone  PL.  2-2101 

Los  Angeles,  California 

February  5,  1945 
Lockheed  Aircraft  Corp. 
Burbank,  California 

Attn:  Frank  L.  Frain,  Dept.  Manager 

Financial  Operations  Division 
(jentlemen : 

We  ask  that  you  do  not  release  our  money  held  by  you 
under  Directive  from  Under  Secretary  of  War.  We 
have  done  everything  possible  to  produce  good  work  at  a 
fair  price.  If  money  due  us  cannot  be  paid  to  us,  we  will 
be  unable  to  continue  in  business. 

Our  accounts  must  be  collected  in  order  to  pay  our 
labor  and  meet  our  obligations,  and  if  our  account  is  not 
paid  we  shall  advise  our  Attorney  to  bring  suit  or  take 
such  action  as  may  be  necessary  to  protect  our  interests. 

It  is  regrettable  that  it  will  be  impossible  for  us  to 
do  any  further  work  unless  our  bills  are  paid  in  accord- 
ance with  our  original  agreement. 

Very  truly  yours, 

SAMPSON  MOTORS,  INC. 
Riley  J.  Brett 
Riley  J.  Brett 

President  \35] 

Case  No.  5503-PH.  U.  S.  A.  vs.  Lockheed.  Lockheed 
Exhibit  A.  Date  Feb.  6,  1947.  No.  A  identification.  Date 
Feb.  6,  1947.  No.  A  in  evidence.  Clerk,  U.  S.  District 
Court,  Sou.  Dist.  of  Calif.  J.  M.  Horn,  Deputy  Clerk.  [36] 
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[Title  of  District  Court  and  Cause] 

FINDINGS  OF  FACT  AND  CONCLUSIONS 
OF  LAW 

This  cause  came  on  for  hearing  before  the  Court,  with- 
out a  jury,  on  February  6,  1947,  and  the  Court  having 
considered  the  pleadings,  the  stipulations  made  and  en- 
tered into  in  open  Court,  and  the  evidence  adduced  by  the 
parties  respectively  upon  the  hearing  of  this  cause,  and 
ha\ing  heard  the  arguments  of  counsel  and  now  being 
fully  advised  in  the  premises,  now  finds  the  facts  and 
states  the  Court's  conclusions  of  law,  as  follows : 

FINDINGS  OF  FACT 

L  That  at  all  times  herein  mentioned,  defendant  Samp- 
son Motors  Inc.,  was  and  is  a  corporation,  duly  organized 
and  doing  business  under  and  by  virtue  of  the  laws  of  the 
State  of  California  and  having  its  principal  office  and  place 
of  business  in  the  County  of  Los  Angeles,  California; 
Lockheed  Aircraft  Corporation  was  and  is  a  corporation 
duly  organized  and  doing  business  under  and  by  virtue 
of  the  laws  of  the  State  of  California  and  having  its 
])rincipal  office  and  place  of  business  in  the  City  of  Los 
Angeles,  California. 

2.  After  due  notice  to  the  defendant,  Sampson  Mo- 
tors Inc.,  proceedings  for  the  renegotiation  of  said  de- 
fendant's contracts  and  sub-contractors  were  [37]  had 
and  conducted  by  representatives  of  the  Secretary  of  War. 
Thereafter,  and  on  the  3Lst  day  of  July,  1944,  the  Under- 
Secretary  of  War.  acting  under  and  by  virtue  of  the  Re- 
negotiation Act  and  pursuant  to  authority  delegated  to 
him  dnl}'  determined  in  compliance  with  law,  that  of  the 
profits  realized  by  defendant  during  the  fiscal  vear  ended 
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November  30,  1942,  under  its  contracts  and  subcontracts 
subject  to  renegotiation,  Sixty  Thousand  Dollars  ($60,- 
000)  were  excessive  profits.  Demand  was  made  upon  the 
defendant  for  payment  to  the  United  States  of  such  exces- 
sive profits,  less  the  appropriate  tax  credit,  if  any. 

3.  The  tax  credit  to  which  defendant,  Sampson  Mo- 
tors Inc.,  is  entitled  under  Section  3806  of  the  Internal 
Revenue  Code,  is  in  the  amount  of  Forty  Two  Thousand 
Eight  Hundred  Twenty  Three  and  67/100  Dollars 
($42,823.67). 

4.  Defendant  Sampson  Motors  Inc.  has  not  petitioned 
the  tax  court  of  the  United  States  for  a  redetermination 
of  the  amount  of  excessive  profits  received  by  it,  as  pro- 
vided by  Section  403  (e)  of  the  Renegotiation  Act  and 
the  period  for  filing  such  petition  has  expired. 

5.  Thereafter,  the  Under-Secretary  of  War  acting 
under  and  by  virtue  of  the  provisions  of  the  Renegotia- 
tion Act  and  pursuant  to  authority  delegated  to  him,  is- 
sued withholding  orders  directed  to  the  defendant,  Lock- 
heed Aircraft  Corporation,  requiring  that  it  withhold  for 
the  account  of  the  United  States,  any  and  all  amounts  not 
in  excess  of  the  amounts  specified  in  said  withholding 
orders  that  were  otherwise  due  from  said  defendant,  Lock- 
heed Aircraft  Corporation,  to  the  defendant  Sampson  Mo- 
tors. Inc. ;  pursuant  to  the  requirement  of  said  withhold- 
ing orders,  defendant  Lockheed  Aircraft  Corp.  has  with- 
held from  Sampson  Motors  Inc.  for  the  account  of  the 
United  States,  the  sum  of  Seventeen  Thousand  five  hun- 
dred forty  three  and  08/100  Dollars  ($17,543.08),  which 
amount  said  Lockheed  Aircraft  Corp.  still  retains. 

6.  That  tlic  amount  of  the  balance  due  the  United 
States   from   Sampson   Motors   Inc.,   including  interest  at 
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the  rate  of  six  percent  per  annum  from  July  31,  1944  to 
November  2,  1945,  after  allowing  said  defendant  credit 
for  the  amounts  withheld  as  aforesaid  by  Lockheed  Air- 
craft Corp.  is  the  sum  of  Thirty  and  20/100  Dollars 
($30.20);  and  that  the  amount  due,  owing  and  unpaid 
to  the  |3(S|  United  States  from  the  defendant,  Sampson 
Motors,  Inc.,  including  interest  at  the  rate  of  six  percent 
per  annum  from  November  2,  1945,  to  date,  is  the  sum 
of  Thirty  Two  and  61/100  Dollars  ($32.61). 

7.  That  the  amount  now  due,  owing  and  unpaid  to  the 
United  States  from  the  defendant,  Lockheed  Aircraft 
Corporation,  is  the  sum  of  Seventeen  Thousand  Five  Hun- 
dred Forty  Three  and  08/100  Dollars  ($17,543.08). 

CONCLUSIONS  OF  LAW 

1.  That  the  Court  has  jurisdiction  of  the  parties  to  and 
of  the  subject  matter  of  this  action. 

2.  That  plaintiff  is  entitled  to  recover  from  the  de- 
fendant, Sampson  Motors  Inc.,  the  sum  of  Thirty  Two 
and  61/100  Dollars  ($32.61). 

3.  That  plaintiff  is  entitled  to  recover  from  the  defend- 
ant, Lockheed  Aircraft  Corporation,  a  corporation,  the 
sum  of  Seventeen  Thousand  Five  Hundred  Forty  Three 
and  08/100  Dollars  ($17,543.08). 

It  Is  Ordered,  that  judgment  be  entered  in  conformity 
herewith. 

Dated:  3/14/47. 

PEIRSON  M.  HALL, 
Judge — United  States  District  Court.  [39] 

[Affidavit  of  Service  by  Mail] 

I  Endorsed  I  :  Lodged  Feb.  24,  1947.  Filed  March  14, 
1947.  [40] 
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In  the  District  Court  of  the  United  States 

in  and  for  the  Southern  District  of  California 

Central  Division 

No.  5503-PH  Civil 

UNITED  STATES  OF  AMERICA, 

Plaintiff, 

vs. 

SAMPSON  MOTORS,  INC.,  a  Corporation,  and  LOCK- 
HEED AIRCRAFT  CORPORATION,  a  Corpora- 
tion, 

Defendants. 

JUDGMENT 

This  cause  came  on  regularly  for  trial  before  the  Court, 
without  a  jury,  on  February  6,  1947,  and  in  conformity 
with  the  Court's  Findings  of  Fact  and  Conclusions  of 
Law,  it  is 

Ordered  and  Adjudged,  that  plaintiff.  United  States  of 
America,  do  have  and  recover  from  the  defendant,  Samp- 
son Motors  Inc.,  a  Corporation,  the  sum  of  Thirty  Two 
and  61/100  Dollars  ($32.61) ;  and  it  is  further 

Ordered  that  plaintiff,  United  States  of  America  do 
have  and  recover  from  the  defendant,  Lockheed  Aircraft 
Corporation,  a  Corporation,  the  sum  of  Seventeen  11iou- 
sand  Five  Hundred  Forty  Three  and  08/100  Dollars 
($17,543.08). 

Dated:     3/14/47 

PEIRSON  M.  HALL 

Judge,  United  States  District  Court 
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Judgment  entered  Mar.  14,  1947.  Docketed  Mar.  14, 
1947.  C.  O.  Book  42,  page  145.  Edmund  L.  Smith, 
Clerk.    By  J.  M.  Horn,  Deputy.  [41] 

[Affidavit  of  Service  by  Mail.] 

[Endorsed]:  Lodged  Feb.  24,  1947.  Filed  Mar.  14, 
1947.    [42] 


I  Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

To  the  District  Court  of  the  United  States,  in  and  for 
the  Southern  District  of  California,  Central  Division : 

You  Are  Hereby  Notified  that  defendant  Sampson 
Motors,  Inc.  a  corporation,  hereby  appeals  to  the  United 
States  Circuit  Court  of  Appeals  for  the  Ninth  Circuit 
from  that  certain  judgment  of  the  above  entitled  Court  in 
the  above  entitled  action,  and  from  each  and  every  part 
thereof,  entered  in  the  above  entitled  cause  in  Civil  Order 
Book  number  42  at  page  145,  on  or  about  the  14th  day 
of  March,  1947. 


Dated :     April  25th,  1947. 


ROBT.  E.  ROSSKOPF, 
Attorney  for  Appellant 


[Endorsed]  :     l^iled  &  mid  copies  to  ptf  U.  S.  A.  cK:  mid 
c()])y  to  party  deft  Lockheed  A/C  Apr.  25,  1947.   |43| 
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[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OF  CLERK 

],  Edmund  L.  Smith,  Clerk  of  the  District  Court  of  the 
United  States  for  the  Southern  District  of  California,  do 
hereby  certify  that  the  foregoing  pages  numbered  from  1 
to  46  inclusive  contain  full,  true  and  correct  copies  of  Com- 
plaint for  Money  Judgments ;  Answer  of  Defendant  Lock- 
heed Aircraft  Corporation;  Answer  of  Sampson  Motors, 
Inc.;  Statement  of  Issues  and  Offer  of  Proof;  Sampson 
Exhibits  A,  B  and  C;  Lockheed  Exhibit  A;  Findings  of 
Fact  and  Conclusions  of  Law;  Judgment;  Notice  of  Ap- 
peal; and  Designation  of  Record  on  Appeal  which,  to- 
gether with  copy  of  Reporter's  Transcript  of  Proceedings 
on  February  6,  1947,  transmitted  herewith,  constitute  the 
record  on  appeal  to  the  United  States  Circuit  Court  of 
Appeals  for  the  Ninth  Circuit. 

I  further  certify  that  my  fees  for  preparing,  compar- 
ing, correcting  and  certifying  the  foregoing  record  amount 
to  $12.25  which  sum  has  been  paid  to  me  by  appellant. 

Witness  my  hand  and  the  seal  of  said  District  Court 
this  2  day  of  June,  A.  D.  1947. 

EDMUND  L.  SMITH 
(Seal)  Clerk 

By  Theodore  Hocke 

Chief  I>eputy  Clerk 
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In  the  District  Court  of  the  United  States 

For  the  Southern  District  of  California 

Central  Division 

Honorable  Peirson  M.  Hall,  Judge  Presiding 

No.  5503-PH  Civil 

UNITED  STATES  OF  AMERICA, 


Plaintiff, 


vs. 


LOCKHEED  AIRCRAFT  CORP., 
a  corporation,  et  al., 


Defendants. 


REPORTER'S  TRANSCRIPT  OF  PROCEEDINGS 

Los  Angeles,  California 

Thursday,  February  6,  1947. 
Appearances : 

For  Plaintiff:    James  M.  Carter,  U.   S.  Attorney;  by 
Robert  E.  Wright,  Esq.,  Assistant  U.  S.  Attorney. 

For  Defendant  Lockheed:    Mark  E.  True,  Esq. 

For    Defendant    Sampson    Motors,    Inc. :     Robert    E. 
Rosskopf,  Esq. 

The  Court:    U.S.A.  versus  Lockheed  Aircraft  Corpora- 
tion.   Who  is  representing  Lockheed? 

The  Clerk:    Mr.  True,  but  he  is  not  here  yet.    He  said 
he  does  not  have  very  much  interest. 

The  Court:    What  is  the  name? 

The  Clerk :    Mark  E.  True.    He  is  over  in  the  Superior 
Court  for  a  few  minutes.    He  will  be  here  shortlv. 
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The  Court:  All  right.  xVIr.  Wright,  did  you  reach  a 
stipulation  here? 

Mr.  Wright:  Yes,  Your  Honor.  It  is  stipulated  that 
the  document  attached  to  the  complaint  marked  Exhibit 
A  may  be  received  in  evidence  and  considered  as  the 
original  order  of  determination  of  excessive  profits  made 
by  Robert  P.  Patterson,  the  Under-Secretary  of  War  on 
July  31,  1944. 

It  is  further  stipulated  that  demand  was  made  upon  the 
defendant  Sampson  Motors,  Inc.,  a  corporation,  by  the 
United  States  for  payment  to  the  United  States  of  the 
amount  of  said  excessive  profits  fixed  by  said  order,  less 
the  proper  tax  credit,  if  any. 
It    is    further    stipulated — 

The  Court:  Now,  wait  a  moment.  Demand  was  made 
upon  Sampson  Motors,  Inc.  for  how  much?  Have  you 
arrived  at  those  figures? 

Mr.  Wright:  The  amount  of  excessive  profits  found 
in  the  order  which  is  $60,000,  Your  Honor. 

The  Court:  Now,  what  is  the  demand  for  money? 
Have  you  stipulated  on  the  amount  of  money  involved  in 
this  case? 

Mr.  Wright:  I  will  get  to  that  in  a  moment,  Your 
Honor,  [2 J  if  I  may  proceed. 

The  Court:    All  right. 

Mr.  Wright:  It  is  further  stipulated  that  the  amount 
of  the  tax  credit  to  which  the  defendant  Sampson  Motors, 
Inc.  is  entitled  under  Section  3806  of  the  Internal  Revenue 
Code  is  in  the  amount  of  $42,823.67,  which  credit  is  com- 
puted upon  the  assumption  that  the  profits  determined  to 
be  excessive  were  returned  as  income  bv  said  defendant 
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for  tax  purposes  and  that  the  proper  taxes  have  been  or 
will  be  paid  on  such  profits. 

It  is  further  stipulated  that  defendant  Sampson  Motors, 
Inc.,  a  corporation,  has  not  petitioned  The  Tax  Court  of 
the  United  States  for  a  redetermination  of  the  amount  of 
excessive  profits  received  by  it  as  provided  by  Section 
403(e)  of  the  Renegotiation  Act,  and  that  the  period  for 
hling  of  such  petition  has  expired. 

It  is  further  stipulated  that  on  October  6,  1944  the 
Under-Secretary  of  War  by  a  written  order  sent  by  mail 
to  the  defendant  Lockheed  Aircraft  Corporation  directed 
said  defendant  Lockheed  Aircraft  Corporation  to  with- 
hold for  the  account  of  the  United  States  any  and  all 
amounts  not  in  excess  of  $9000  which  were  otherwise 
due  or  should  become  due  from  said  defendant  Lockheed 
Aircraft  Corporation  to  defendant  Sampson  Motors,  Inc. 

Thereafter,  on  January  8,  1945  the  Under-Secretary  of 
War  by  a  written  order  sent  by  mail  to  the  defendant 
Lockheed  Aircraft  Corporation  modified  his  aforesaid 
order  dated  October  6,  1944  by  directing  said  defendant 
Lockheed  [3]  Aircraft  Corporation  to  withhold  for  the 
account  of  the  United  States  any  and  all  amounts  not  in 
excess  of  $19,000,  instead  of  $9,000,  as  originally  speci- 
fied, wliich  were  otherwise  due  or  should  become  due  from 
said  defendant  Lockheed  Aircraft  Corporation  to  defend- 
ant Sampson  Motors,  Inc. 

The  Court:    That  is  $19,000  instead  of  $17,543.08? 

Mr.  Wright:  No,  Your  Honor.  It  is  $19,000  instead 
of  $9,000  required  to  be  withheld  by  the  order  of  October 
6,  1944. 

The  Court :  Now,  wait  a  minute.  In  the  answer  of 
Lockheed   Aircraft   Corporation  they   say   on   January   8, 
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1945  all  amounts  not  in  excess  of  $19,000.    Thereafter,  it 
was  further  modified,  is  that  right? 

Mr.  Wright:    That  is  right,  Your  Honor. 

The  Court:  Then  in  May  it  was  again  modified  to 
$17,543.08? 

Mr.  Wright:  Yes.  It  is  stipulated  that  thereafter  on 
May  9,  1945  the  Under-Secretary  of  War  modified  his 
aforesaid  order  dated  January  8,  1945  by  directing  said 
defendant  Lockheed  Aircraft  Corporation  to  withhold  for 
the  account  of  the  United  States  any  and  all  amounts  not 
in  excess  of  $17,543.08  which  were  otherwise  due  or 
should  become  due  from  the  Lockheed  Aircraft  Corpora- 
tion to  the  defendant  Sampson  Motors,  Inc. 

It  is  stipulated  the  net  amount  of  said  excessive  profits, 
less  the  tax  credit  aforesaid,  is  the  sum  of  $17,176.33. 

The  Court:  I  suppose  it  is  also  stipulated  that  [4] 
Exhibit  A  attached  to  Lockheed's  answer  ''Schedule  of 
Amounts  Withheld"  is  correct  as  to  the  posting  date,  in- 
voice date,  invoice  number,  Lockheed  liability  number, 
and  the  amount? 

Mr.  Rosskopf:  The  defendant  Sampson  will  so  stipu- 
late. 

The  Court:  1  don't  know  that  that  is  material,  but  I 
suppose  it  might  become  so. 

Mr.  Wright :  We  have  reached  an  agreement  all  around 
with  reference  to  that,  if  the  Court  please.  That  gets  us 
to  the  ultimate  fact  with  reference  to  the  amounts  which 
J  will  state  and  which  Mr.  True  and  Mr.  Rosskopf  and  I 
agreed  to  in  oui*  conference  after  we  left  the  courtroom 
here  tlic  day  before  yesterday. 


52  Sampson  Motors,  Inc.,  a  corporation,  vs. 

The  Court:  Do  you  stipulate  that  Exhibit  A  of  Lock- 
heed's answer  is  a  true  statement  of  the  withholdings  by 
Lockheed  Aircraft  Corporation? 

Mr.  Wright :    Let  me  take  a  look  at  that  for  a  moment. 
I   think  undoubtedly  that  is  correct,  Your  Honor,  but  I 
want  to  look  at  it  again  to  make  sure. 
Yes,  it  is  so  stipulated. 

The  Court:    Very  well. 

Mr.  Wright:    Finally  it  is  stipulated — 

The  Court:  I  see  in  the  minutes  vacation  of  the  de- 
fault. 

Mr.  Wright :   That  is  correct. 

The  Court:    All  right. 

Mr.  Wright :  Finally  it  is  stipulated  that  after  allowing 
to  the  defendant  Sampson  Motors,  Inc.  the  amount  or  the 
[5]  aggregate  of  the  amounts  withheld  pursuant  to  the 
last  order  of  the  Under-Secretary  of  War,  and  charging 
Sampson  Motors,  Inc.  interest  at  the  rate  of  six  per  cent 
on  the  balances  remaining  from  time  to  time  due  plaintiff, 
the  amount  of  the  balance  in  excess  of  that  withhold  pur- 
suant to  the  order  by  Lockheed  Aircraft  Corporation  is 
$30.20.  That  gives  allowance  of  interest  at  the  rate  of 
six  per  cent  to  November  2,    1945. 

The  Court:    That  is  allowance  of  interest  to  whom? 
Who  gets  that  interest? 

Mr.  Wright:    The  United  States. 

The  Court:    Very  well. 

Mr.  Wright:  To  state  it  more  directly,  Your  Honor, 
if  the  Court  should  decide  here  that  the  United  States  is 
entitled  to  judgment  the  amount  of  the  judgment  against 
Lockheed   Aircraft  Corporation  will  be  $17,543.08.    The 
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amount  of  the  judgment  against  Sampson  Motors,  Inc. 
would  be  $30.20  with  interest  at  the  rate  of  six  per  cent 
j)er  annum  from  November  2,  1945. 

Mr.  Rosskopf:  There  is  a  couple  of  dollars  difference 
in  what  Lockheed  Aircraft  Corporation  is  withholding. 
They  are  withholding  $17,556  of  it. 

Mr.  Wright :  Yes.  That  is  a  matter  of  explanation  and 
without  incorporating  it  into  the  stipulation  because  it  is 
immaterial. 

The  final  order  of  the  Under  Secretary  required  Lock- 
heed Aircraft  Corporation  to  withhold  $17,543.08.  In 
withholding  that  amount,  when  they  got  within  a  very 
close  [6]  range  of  it,  there  was  another  invoice  on  which 
they  withheld  payment.  That  invoice  was  for  an  amount 
of  approximately  $15  in  excess  of  the  amount  necessary 
to  make  up  $17,543.08.  So  that  as  a  matter  of  fact  Lock- 
heed is  holding  really — 

The  Court:    $13.46  more  than  the  withhold? 

Mr.  Wright:  That  is  right.  But  of  course,  that  hadn't 
any  effect  on  this  lawsuit  as  I  see  it.  Is  it  so  stipulated. 
yir.  Rosskopf? 

Mr.  Rosskopf:  With  one  or  two  qualifications.  Essen- 
tially I  think  it  is  stipulated.  1  am  willing  to  state  that 
the  stipulation  with  reference  to  the  making  of  the  order 
by  the  Under-Secretary  of  War — the  defendant  will 
stipulate  that  that  order  was  made  and  that  the  defendant 
received  notice  of  that  order  in  due  course  shortly  after 
the  order  was  made.  We  do  not  stipulate  that  the  order 
was  a  pro]3er  order  or  sti])ulate  in  any  way  as  to  the 
effect  of  the  validity  of  the  (jrder.  We  stipulate  that  the 
physical  making  and  notice  with  referenctr  to  it  occurred. 
Also  with  reference  to  the  amount  of  the  tax  credit,  we 
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stipulate  that  if  the  amount  of  excess  profits  claimed  by 
the  Secretary  of  War  were  .greater  than  the  tax  credit 
as  allowed  would  be  greater :  but  in  stipulating  the  proper 
amount  of  the  tax  credit  we  stipulate  with  that  qualifi- 
cation without  stipulating  as  to  the  validity  of  the  order. 

The  Court:  In  the  statement  concerning  the  stipulation 
by  Mr.  Wright,  item  No.  6,  he  said  it  was  stipulated  [7] 
that  the  net  amount  of  excess  profit  w-as  $17,176.33.  Now, 
if  you  stipulate  there  was  that  amount  of  excess  profit 
after  allowing  tax  preferences  and  after  allowing  credit, 
— the  point  I  am  trying  to  get  at  is  this :  Do  you  stipulate 
that  that  is  excessive  profits,  or  is  your  stipulation  made 
upon  the  proposition  that  if  the  original  order  is  correct 
that  would  be  the  net  amount? 

Mr.  Rosskopf:  That  is  correct.  We  do  not  stipulate 
that  that  is  excess  profits  or  that  any  part  of  the  amount 
of  money  herein  involved  is  excess  profits.  We  do  stipu- 
late that  if  the  Court  should  determine  that  $60,000  was 
excess  profits  the  allowance  of  the  tax  credit  would  leave 
a  net  balance  of  $17,176.33.  In  other  words,  we  stipulate 
to  the  arithmetic,  if  I  may  put  it  that  way,  but  we  do  not 
stipulate  there  is  any  amount  due  or  that  there  w^as  any 
excess  profits. 

y\r.  Wright:    The  plaintiff  rests. 

Mr.  Rosskopf:  I  have  prepared  here  a  document.  I 
am  sorry  I  did  not  have  a  chance  to  get  it  to  Mr.  Wright 
sooner.  It  is  a  statement  of  the  issues  and  what  amounts 
to  virtually  an  offer  of  proof.  I  don't  know  whether  Your 
Honor  would  |)refer  to  read  it  or  have  me  state  it.  but  I 
think  it  pretty  well  covers  the  position  of  the  defendant 
here.     (The  document  was  handed  to  the  Court). 

The  Court:  I  have  read  down  to  line  19  of  page  5. 
Have  you  got  that  far? 
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Mr.  Wright:    Not  quite,  Your  Honor. 

The  Court:    When  you  get  there,  let  me  know.   [8] 

Mr.  Wright:  I  will  let  Your  Honor  know.  Yes,  I  have 
reached  that  point. 

The  Court:  That  appears  to  be  a  statement  of  facts  up 
to  there. 

Mr.  Rosskopf:    Yes,  Your  Honor,  it  was  so  intended. 

The  Court :  Is  there  ariv  dispute  about  that  or  can 
it  be  stipulated  or  will  the  defendant  be  required  to  sub- 
mit proof? 

]\Tr.  Wright:  It  is  immaterial,  Your  Honor,  in  view  of 
the  stipulation  that  is  made  and  in  view  of  the  facts  that 
appear  in  the  case — these  facts  are  immaterial.  They  are 
immaterial  for  these  reasons:  The  Renegotiation  Act 
provides  that  an  agreement  shall  be  reached  if  possible 
as  to  the  amount  of  excessive  profits  and  if  it  is  not 
possible  to  reach  an  agreement  as  is  recited  here  in  this 
statement  of  facts,  a  unilateral  determination  may  be 
made  by  the  Secretary.  Then  the  Act  provides  that  that 
is  only  a  part  or  rather  the  first  step  in  the  administra- 
tive process.  The  fixing  of  the  amount  initially,  either  by 
an  agreement  or  by  a  unilateral  determination  by  the 
Secretary  is  the  first  step.  The  Act  provides  then  that  if 
the  contractor  or  sub-contractor,  as  the  case  may  be,  is 
dissatisfied  with  the  amount  so  found  he  may  within 
ninety  days  file  a  petition  in  The  Tax  Court  of  the  United 
States  and  that  court  under  the  law,  under  the  decision 
of  the  Ninth  Circuit  and  of  the  United  States  Supreme 
Court,  has  the  ])ower  and  duty  and  authority  to  cite  all 
(juestions  of  law  and  of  fact.  The  hearing  before  The 
Tax  Court  is  a  1 9 1  de  no\'o  hearing  and  not  a  proceeding 
in  review. 
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The  Court:    That  is  a  recent  decision? 
Mr.  Wright:    Yes,  Your  Honor,  a  couple  of  clays  ago. 
The  Court:    What  is  the  name  of  that  case? 
Mr.    Wright:    That  is   Pownall  versus  United   States, 
No.   11340. 

The   Court:     You   may  continue  with   your   statement. 

Mr.  Wright:  The  stipulation  shows  the  fact  to  be  that 
the  defendant  Sampson  Motors,  Inc.  in  this  case  did  not 
file  a  petition  before  The  Tax  Court  within  the  time. 

The  Court:    It  is  admitted  in  their  answer. 

Mr.  Wright:  Yes,  and  it  is  admitted  in  their  answer. 
Consequently,  this  Court  has  no  jurisdiction  to  pass  on 
the  questions  that  are  presented  here  by  these  facts,  that 
is,  these  facts  stated  in  the  document  that  has  been  handed 
to  Your  Honor,  the  memorandum  that  counsel  has  pre- 
pared. 

The  Court :  In  defendant's  answer,  paragraph  5  of 
Count  1,  it  is  admitted  they  have  not  petitioned  for  re- 
negotiations by  reason  of  the  lack  of  jurisdiction  over  this 
defendant  as  hereinbefore  alleged.  I  see.  It  denies  that. 
I  suppose  that  is  developed  in  your  memorandum  here? 

Mr.  Rosskopf:    Yes,  Your  Honor. 

The  Court:  All  right.  You  have  raised  a  special  de- 
fense here  that  you  were  denied  due  process. 

Mr.  Rosskopf :  That  is  correct,  Your  Honor.  We  claim 
that  we   w^ere  denied  due  process.     [10] 

The  Court :  1  think  all  of  these  facts  would  be  material 
under  that  defense. 

Mr.  Wright:  Your  Honor,  if  you  will  notice  page  3. 
the  Pownall  case. 
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The  Court :  Yes,  but  they  have  raised  a  special  de- 
fense here  of  unconstitutionality  and  validity. 

Mr.  Wright:  You  are  speaking  about  the  Sampson 
case. 

The  Court:  In  the  Sampson  case.  It  would  seem  to 
me  that  that  defense  can  be  raised  at  any  point  where  the 
plaintiff's  claims  come  into  impact  with  the  defendant. 
If  they  come  into  impact  with  the  defendant  in  The  Tax 
Court  he  can  raise  it  there.  Both  sides  are  agreed  that 
this  Court  has  jurisdiction  of  this  suit.  This  is  the  first 
opportunity  he  has  had  to  raise  that  and  it  is  the  first 
point  where  plaintiff's  claims  have  come  into  impact  with 
the  defendant. 

Mr.  Wright:    No,  this  is  not  the  first. 

The  Court:    In  court? 

Mr.  Wright:    No,  in  The  Tax  Court. 

The  Court:  No,  this  is  the  first.  If  you  have  jurisdic- 
tion to  file  this  suit  then  he  can  raise  the  constitutional 
question  here. 

Mr.  Wright:  The  power  of  Congress  to  pass  the 
statute,  yes. 

The  Court:  I  think  he  might  also  be  able  to  raise,  as 
I  read  liis  statement  of  facts, — I  haven't  read  his  argu- 
ment in  support  of  it,  but  reading  between  the  lines  of 
his  statement  of  fact,  I  take  it  in  addition  to  the  [11] 
unconstitutionality  of  the  Act  which  he  expects  or  in- 
tends to  urge,  he  also  expects  or  intends  to  assert  that 
the  Act  was  unconstitutionally  administered.  An  act  it- 
self can  be  constitutional,  but  it  can  be  unconstitutionally 
administered. 

Mr.  Rosskopf :  That  is  my  position,  Your  Honor.  We 
raised  two  points,   the  constitutionality  of  the   Act   and 
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the  due  process  of  the  unconstitutionality  of  the  adminis- 
tration in  this  particular  case. 

The  Court:  A  man  might  have  the  power  under  the 
law  to  do  so,  but  he  might  do  it  without  granting  due 
process. 

Mr.  Wright:  May  I  call  Your  Honor's  attention  to 
the  case  of  Macauley  versus  Waterman  Steamship  Com- 
pany, in  which — 

The  Court:    Where  is  it  reported? 

Mr.  Wright:    It  is  327  US  at  page  540. 

The  Court:  That  is  now  in  the  advance  sheets,  the 
printed  advance  sheets? 

Mr.  Wright:    Yes. 

Mr.  Rosskopf :    I  think  it  is  still  in  the  advance  sheets. 

The  Court:  Suppose  you  let  me  read  the  rest  of  de- 
fendant's statement  here  and  then  I  will  have  a  better 
idea  what  his  position  is. 

Mr.  Wright:    Yes,  Your  Honor. 

The  Court:  These  two  cases  seem  to  be  pretty  well  in 
point.    Wherein  do  you  distinguish? 

Mr.  Rosskopf:  T  distinguish  from  the  two  cases  in 
this  respect.    fl2] 

The  Court :    The  Waterman  case  and  the  Pownall  case. 

Mr.  Wright :  Here  is  another  one,  Your  Honor.  U.  S. 
versus  Alexander  Wool   Combing  Company. 

The  Court:    Well,  1  won't  get  to  that  yet. 

Mr.  Rosskopf:  1  distinguish  between  them  in  this  way 
that  in  each  one  of  those  cases — I  should  say  in  the 
Waterman  case  the  contractor  there  was  seeking  an 
injunction  to  restrain  the  Secretary  of  the  Maritime 
Commission   from  renegotiating.    In  the  case  before  the 
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Court  Sampson  is  not  in  here  asking  for  any  relief.  They 
are  in  here  asking  to  protect  the  status  quo.  In  other 
words,  we  are  not  in  here  trying  to  restrain  renegotiation. 
We  are  not  in  here  even  trying  to  take  the  money  as 
such,  but  we  are  trying  to  protect  our  claim  that  that  is 
our  money,  and  that  is  one  point.  The  other  point,  and 
I  think  the  most  important  point,  is  this:  That  the 
remedy  of  appeal  to  The  Tax  Court,  that  Tax  Court  was 
not  even  established  at  the  time  of  the  fiscal  year  here  in- 
volved and  under  the  Renegotiation  Act  of  1942  which 
covers  this  situation,  there  was  no  Tax  Court  of  Appeal 
and  no  right  of  appeal  and  no  provision  whatsoever.  The 
only  provision  in  the  1942  Act  was  a  provision  for  re- 
covery in  Courts  of  the  United  States.   *   ^^  *    [13] 

The  Court:  I  am  inclined  to  think  that  the  facts  which 
he  alleges  here  are  material  and  admissible — if  there  is 
no  question  about  it — and  in  view  of  the  fact  the  plaintiff 
has  rested,  the  defendant  may  put  his  proof  on.     [36] 

The  Court:  (To  the  clerk)  Get  me  154  Fed.  2nd,  will 
you  ?  The  point  I  am  making  is  this.  There  are  obviously 
some  questions  of  law  that  cannot  be  decided  offhand. 
As  a  matter  of  fact,  you  cannot  find  them  unless  you 
spend  a  lot  of  time  in  distinguishing  between  upper  and 
lower  case,  Roman  and  Arabic  numerals.  There  is  no 
need  for  continuing  the  discussion  of  the  matter  and 
l)ostponing  the  time  for  determination  of  those  findings. 
If  there  is  any  dispute  about  it — in  other  words,  if  you 
can  stipulate  that  down  to  Hne  19  is  true,  but  you  object 
to  its  niateriah'ty  and  to  its  admissibility,  then  at  least 
we  can  get  over  I  he  point  of  the  facts  here  and  you 
wouldn't  have  any  proof  to  offer,  would  you? 
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Mr.  Rosskopf:    No,  Your  Honor. 

Mr.  Wright:  Mr.  Brett  is  in  court,  Your  Honor.  If 
the  Court  is  going  to  hear  this,  there  are  some  other 
quahfying  facts  that  Mr.  Brett  will  state  in  court  as  he 
[38]  has  in  our  conferences  concerning  his  attitude  with 
reference  to  the  hearing  and  the  attitude  of  the  Major 
who  came  over  and  whose  belligerency  or  at  least  stress 
and  strain — if  Your  Honor  is  going  to  go  into  those  facts, 
I  think  it  might  be  well  to  develop  them  as  they  were  and 
not  as  they  are  polished  up  and  stated  in  this  document 
that  was  handed  to  the  Court  this  morning. 

The  Court:    Whatever  you  wish  to  do  about  it. 

Mr.  Weight :  I  say  they  are  immaterial  and  I  cannot 
stipulate  to  the  facts  as  stated  here  anyhow  in  view  of 
what  I  know. 

The  Court:    All  right,  put  your  witness  on. 

Mr.  Rosskopf:  If  I  understand  Your  Honor's  position, 
we  are  to  proceed  with  the  evidence? 

The  Court:  Yes,  over  plaintiff's  objection  and  upon 
which  objection  I  will  reserve  ruling. 

Mr.  Rosskopf:    I  will  call  Mr.   Brett.     [39] 


RILEY  J.  BRETT, 
called  as  a  witness  on  behalf  of  the  defendant  Sampson 
Motors,   Inc.,   having  been   first  duly   sworn,   testified  as 
follows : 

Direct  Examination. 
By   Mr.   Rosskopf: 

Q.     What  is  your  name?  A.     Riley  J.   Brett. 

Q.     Mr.  Brett,  what  is  your  connection  with  Sampson 
Motors,  Inc.? 

A.     I   am  president  of  the  corporation. 
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Q.     And  you  have  been   for  a  number  of  years? 

A.     Three  years,  I  believe. 

Q.  Were  you  during  the  entire  fiscal  year  of  Novem- 
ber 30,  1942? 

A.  I  was  secretary  of  the  corporation  then,  if  I  re- 
member correctly. 

Q.  Were  you  during  all  of  1942  the  general  manager 
and  in  charge  of  the  operations  of  the  plant? 

A.     I  was,  yes. 

Q.  Did  you  receive  a  call  from  somebody  purporting 
to  represent  the  Secretary  of  War  with  reference  to  a 
renegotiation  of  the  Sampson  Motors'  business  for  the 
year  ending   1942? 

A.     The  first  notice  I  had  was  a  postcard. 
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Do  you  have  that  postcard? 

I   couldn't  say.    I   may.     [40] 

Pardon  ? 

I  don't  know.    I  may  have  it.    I  don't  know  for 

I   will  state  it  is  in  the  file   Mr.   Bromley  turned 
to  me.  A.     It  may  be  at  the  shop. 

You  think  you  may  have  it? 
It  is  possible,  yes,  sir. 
Do  you  recall  when  that  was  received? 
It  was  in   1942,  if  I  recall  correctly. 
In  1942? 

It  may  have  been   1943,   I  don't  know. 
We    are    discussing    the    fiscal    vear    which    ended 
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Q.  Keeping  that  in  mind,  Mr.  Brett,  what  was  the 
next  notice  or  transaction  you  had? 

A.  I  called  over  to  the  Wilshire  Building  and  told 
them  I  had  this  notice  and  told  them  I  wanted  to  get  it 
over  with.  They  sent  over  Mr.  Dave  Moore,  or  it  might 
have  been  Smith.  It  was  either  Smith  or  Moore.  He 
started  on  it  and  I  got  along  very  good  with  him.  Then 
he  was  taken  off.  Then  Major  Schumacher — he  was  a 
captain  at  first  and  later  on  he  was  a  major — he  took  over 
and  it  was  locking  horns  from  then  on;  there  was  nothing 
I  could  do  that  pleased  him. 

Q.  Let's  get  back  just  a  moment  to  Mr.  Moore,  the 
first  man  who  came  out.  Will  you  state  to  the  Court  what 
[41]   he  did? 

A.  Well,  he  didn't  think  that  we  would  even  be  re- 
negotiated. 

Mr.  Wright :  I  object  to  what  he  thought,  Your  Honor. 
The  question  is  what  he  did. 

The  Witness:  Well,  he  looked  over  in  a  preliminary 
way  our  business  and  I  explained  to  him  the  good  along 
with  the  bad.  He  thought  we  had  nothing  to  fear  as  far 
as  the  costs  were  concerned  because  I  was  spending  a  lot 
of  money  at  the  time  and  I  wanted  to  be  very  careful  not 
to  overspend  and  not  have  my  tax  money. 

By  Mr.   Rosskopf: 

Q.  How  long  was  Mr.  Moore  there?  By  the  way,  did 
this  take  place  at  your  place  of  business? 

A.     It  did,  yes,  sir. 

Q.     Where  is  that  place  of  business? 

A.      1950  West  Sixty-second. 

O.     In   Los  Angeles?  A.     Yes,  sir. 
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Q.  All  right.  How  long  did  Mr.  Moore  remain  there 
or  how  many  times  did  he  come? 

A.  I  think  he  was  sent  there  once  and  I  would  say 
an  hour  or  possibly  a  little  longer. 

Q.     He  did  not  return?  A.     No,  he  did  not. 

Q.  The  next  call  you  had  was  from  Captain  Schu- 
macher ?  A.     Yes. 

The  Court:    How  do  you  pronounce  it?    [42] 

The  Witness:    Schumacher. 
By  Mr.  Rosskopf: 

Q.  Will  you  just  relate  to  the  Court  what  happened 
when  Captain  Schumacher  came  to  your  place? 

A.  Well,  he  first  asked  for  a  financial  statement.  I 
told  him  I  wanted  to  talk  with  the  auditor  first. 

He  said,  "Well,  we  will  examine  your  books  if  you 
don't  get  it  for  me.'' 

It  was  finally  obtained  and  I  turned  it  over  to  him. 
When  he  received  it  he  signed  for  it  at  the  time. 

Q.     About  when  was  that? 

A.  I  don't  know  exactly  what  date  it  was.  I  couldn't 
get  close  to  it. 

O.  Was  that  before  the  socalled  hearing  that  was  set 
up  on  Beverly  Boulevard  A.     Yes,  it  was. 

Q.  Did  you  thereafter  receive  a  letter  that  a  hearing 
would  be  held  at  the  Army  Air  Forces  office  on  the  29th 
of  May,  1944?  A.     I  believe  we  did. 

Q.     That  was  at  3636  Beverly  Boulevard? 

A.     Yes. 

Q.  In  response  to  that  notice  did  you  appear  at  that 
hearing?  A.     Yes,   with   counsel. 

O.     Who  was  with  you? 

A.     Mrs.    Brett  and  Mr.   Bromley. 
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Q.  Will  you  just  state  to  the  Court  what  took  place 
[43  I  at  that  time  as  near  as  you  can  remember  what  was 
said  and  what  was  done? 

A.  Well,  there  was  very  little  if  anything.  We  weren't 
allowed  to  say  any  more  than  I  could  in  my  own  place. 
By  the  Court: 

Q.     All  right,  what  was  said? 

A.     Well,  he  asked  me  if  I  wanted  to — 

Q.     Who  asked  you? 

A.  Captain — well,  he  was  a  major  at  that  time,  Major 
Schumacher. 

Q.     Who  else  was  there? 

A.  He  didn't  have  any  one  in  his  office  excepting  our 
attorney  and  my  wife. 

Q.     What  was  said? 

A.  He  asked  me  if  I  wanted  to  settle.  I  told  him  no. 
There  was  other  discussion,  but  I  cannot  accurately  state 
what  that  was,  Your  Honor. 

Q.     What  was  it,  the  substance  of  it? 

A.  Well,  I  am  ashamed  to  admit  it,  but  when  he 
wanted  to  shake  hands  with  me  I  wouldn't  on  account  of 
the  treatment  I  received  at  my  place.  It  was  just  a  ques- 
tion. He  wanted  to  know  if  I  wanted  to  make  a  settlement 
and  I  said  no,  not  unless  he  wanted  me  to  state  the  facts 
which  he  had  never  heard.  That  is  the  substance  of  all 
of  it,  Your  Honor. 

0.  What  else  was  said?  Did  he  say  ''Get  out"  or  did 
you  say  "1  am  going  home"?  Did  your  lawyer  say  some- 
thing?   [44] 

A.  Well,  there  was  some  comedy  that  came  into  it, 
that  I  can  state  pretty  accurate;  he  said  they  made  a  mis- 
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mold  or  something  when  they  molded  me.  That  is  all  I 
can  recall. 

Q.  Was  there  any  discussion  had  at  that  time  con- 
cerning a  definite  figure? 

A.     There  was  not,  not  at  that  meeting. 

Q.  Did  he  ask  you  any  questions  about  your  business, 
what  you  were  making? 

A.     He  did  not,  Your  Honor. 

Q.  Did  he  ask  you  any  questions  about  the  efificiency 
of  your  business?  A.     He  did  not,  Your  Honor. 

Q.     Did  he  ask  you  any  questions  at  all? 

A.     No,  only  did  I  want  to  settle. 

Q.     That  is  the  only  question  he  asked  you? 

A.     That  is  all  I  recall.  Your  Honor. 

Q.     Did  he  mention  any  figure  at  all? 

A.     He  did  not. 

Q.     Did  you  ever  see  him  again? 

A.     Yes,  Your  Honor. 

Q.     When  did  you  next  see  him? 

A.  I  can't  recall  the  date,  but  it  wasn't  a  matter  of 
two  or  three  weeks,  I  would  say.  He  was  there  some  eight 
or  ten  times,  I  might  say,  in  all. 

Q.     There?  A.     Yes. 

Q.     Where?     [45]  A.     At  our   shop. 

Q.  Did  you  give  him  access  to  your  books  and  rec- 
ords? A.     Not  until  lie  subpoenaed  the  books. 

Q.     He  subpoenated  them?  A.     Yes,  sir. 

Q.     When?  A.     That  was  in   1943. 

Q.     Where? 

A.     At  our  plant  at  1950  West  Sixty-second  Street. 

Q.     In  1943?  A.     I  think  it  was  1943,  ves,  sir. 


66  Sampson  Motors,  Inc.,  a  corporation,  vs. 

(Testimony  of  Riley  J.  Brett) 

Q.  Do  you  mean  he  subpoenaed  them?  Did  he  have 
you  bring-  them  some  place?    I  don't  understand. 

A.  We  had  a  choice  of  taking  them  over  there  or 
him  sending  auditors  to  our  plant,  and  they  sent  auditors 
there  and  audited  the  books  in  our  plant. 

Q.  At  that  time  you  gave  them  access  to  all  of  your 
books  and  records? 

A.     That  is  right,  yes,  sir.  Your  Honor. 
By  Mr.  Rosskopf : 

Q.     You  say  they  sent  auditors  to  your  plant  then? 

A.     They  did,  yes. 

Q.     You  say  that  was  in  1943?  A.     1943. 

Q.  When  was  the  first  notice  you  had  or  the  first  in- 
timation that  the  Government  expected  $60,000  in  excess 
profits  from  you? 

A.  Mr.  Schaumacher,  Major  Schumacher,  I  should 
say,  [46]  came  there.  He  said  he  had  it  all  ready  for 
settlement  and  we  owed  the  Government  $60,000  and  that 
he  was  going  to  recapture  it.  Mrs.  Brett  asked  him  if 
that  was  before  taxes  and  he  said  yes. 

Q.     What  did  you  answer  to  that? 

A.     I  told  him  T  wouldn't  pay  it. 

Q.  Was  anything  said  concerning  the  method  of  ar- 
riving at  the  $60,000  figure? 

A.  We  wrote  him  a  letter  asking  for  the  method  of 
determination,  but  wc  never  had  any  answer. 

Q.     Did  you  ever  receive  any  kind  of  a  computation? 

A.     1  never  did. 

Q.     Or  a  document  showing  how  that  was  determined? 

A.     We  never  did. 

O.     Do  A'ou  know  how  it  was  arrived  at? 

A.     I  do  not. 
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Q.  You  thereafter  received  a  wire  from  Washington, 
did  you  not?         A.     What? 

Q.  You  have  read  this  statement  I  prepared  for  the 
Court,  have  you  not?  A.     I  have,  yes. 

Q.  I  call  your  attention  to  a  statement  in  there  that 
on  or  about  June  19,  1944  you  received  a  wire  from  the 
chief  of  the  renegotiation  branch.  You  received  that  wire 
as  set  forth  in  that  statement,  did  you?  A.     Yes. 

Q.     You  did  receive  such  a  wire?  [47]  A.     I  did. 

Q.     On  or  about  that  date?  A.     Yes. 

Q.  And  you  replied  in  accordance  with  the  answer 
which  is  set  forth  herein?  A.     Yes. 

Q.     How  big  is  your  shop,  Mr.  Brett? 

The  Court:  Do  you  want  to  file  that,  counsel?  It  is 
not  in  the  record.    That  wire  is  not  in  the  record. 

Mr.  Rosskopf:  I  would  like  to  ask  that  the  statement 
which  I  have  handed  to  Your  Honor  be  filed  and  the 
wires  which  I  have  referred  to  are  appended  in  that 
statement. 

The  Court:    This  will  be  filed. 

Q.  Did  you  receive  a  letter  on  or  about  May  24,  1944, 
advising  you  by  registered  mail  that  you  would  have  the 
privilege  of  presenting  to  them  any  factors  pertaining  to 
the  renegotiation  of  your  fiscal  year  ending  30  November, 
1942,  stating  that  inasmuch  as  settlement  proposed  by  you 
has  not  been  accepted  by  you —  A.     Yes. 

Q.  — the  district  board  lias  reserved  the  afternoon 
of  Monday.  29  May,  1944  to  meet  you  at  the  district 
headquarters  at  3636  Beverly  Boulevard,  Los  Angeles, 
California:  you   received  that? 

A.     1  did,  Your  Honor. 
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Q.  That  is  a  letter  in  response  to  the  one  meeting 
held  at  the  office  of  Major  Schumacher  which  you  at- 
tended? A.     Yes,  sir.     [48] 

Q.  Who  was  the  board?  Was  he  the  only  j)erson 
there?  A.     He  was  the  only  person  in  the  office. 

O.  Did  he  tell  you  that  he  was  the  board  or  some- 
thing? A.     No,  he  did  not. 

O.     Did  he  say  who  he  was? 

A.     Well,   I  knew  who  he  was,   Your  Honor. 

Q.  No.  I  mean  did  he  give  you  some  statement  or 
identification  as  to  his  power  or  authority  to  act  in  the 
matter?  A.     He  did  not,  no  sir. 

Q.     Did  he  ever? 

A.  Oh,  yes,  he  told  me  on  his  first  visit  to  our  place 
that  he  could  settle  it  right  then  and  there  if  T  wanted 
to  the  first  time  he  was  over. 

Q.  Did  he  ever  present  you  any  document  from  the 
War  Department  or  anybody  else  which  indicated  an 
authorization  on  his  part  to  negotiate  with  you? 

A.  Well,  he  had  credentials  to  show  that  he  was  a 
renegotiating  officer. 

Q.  Then  on  or  about  June  1,  1944,  you  received  a 
wire  set  forth  beginning  on  page  2,  line  31  down  to  line 
15  of  page  3  of  this  statement;  is  that  right? 

A.     Yes.  sir. 

The  Court :  ^Tay  it  be  stipulated  that  the  reporter  can 
copy  that  into  the  record,  Mr.  Wright?  Or  do  you  want 
the  whole  wire?    Have  you  got  the  wire? 

Mr.  Rosskoi)f :  T  don't  have  the  wire,  but  T  have  a  [49] 
letter. 

Mr.    Wright:     T   ]ia\en't   anv   objection.    Your    Honor. 
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(The  telegram  referred  to  by  the  Court  is  incorporated 
into   this   record   as   follows:) 

"RENEGOTIATION  IMPASSEE  YOUR  COMPANY 
WITH  ARMY  AIR  FORCES  REFERRED  TO  THIS 
BOARD.  UNDERSTAND  THERE  IS  NO  MA- 
TERIAL DISAGREEMENT  AS  TO  REPORTED 
FACTS  AND  FIGURES  AND  INABILITY  REACH 
AGREEMENT  DUE  SOLELY  TO  AMOUNT  OF 
PROPOSED  REFUND.  CAREFUL  REVIEW  AND 
CONSIDERATION  REPORTS  COVERING  CASE 
INDICATE  SETTLEMENT  FAIR  AND  EQUIT- 
ABLE. SHOULD  YOU  CONSIDER  FURTHER 
HEARING  DESIRABLE  WITH  BOARD  REPRE- 
SENTATIVES IN  WASHINGTON  MEETING  CAN 
BE  ARRANGED  FOR  TEN  A.  M.,  29  JUNE  1944, 
ROOM  3D  573,  THE  PENTAGON.  IN  EVENT  THIS 
DATE  INCONVENIENT  PLEASE  ADVISE  BY 
TELEGRAPH  OR  TELEPHONE  YOUR  CHOICE 
NOT  LATER  THAN  TEN  DAYS  THEREAFTER. 
IF  MEETING  NOT  DEEMED  NECESSARY  NO  AL- 
TERNATIVE BUT  TO  SUBMIT  CASE  TO  UNDER 
SECRETARY  OF  WAR  FOR  DETERMINATION. 
PLEASE  ADVISE  BY  26  JUNE  SPRAR." 

The  Court:  "N'ou  sent  on  January  20,  1944  the  wire 
which  is  set  forth  on  pag'e  3  of  this  statement,  lines  25 
to  32;  is  that  right? 

The  Witness :    Yes.  Your  Honor,  that  is  correct. 

Mr.  Wrig-ht :  T  haven't  any  objection  to  the  incorpora- 
tion of  that  in  the  record  as  it  is  set  forth  in  this  memo- 
randum. 
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The  Court:    Very  well.     [50] 

(The  wire  of  June  20,  1944  is  incorporated  into  the 
record  as  follows:) 

'There  is  no  impasse.  No  determination  or  basis  of 
claim  for  refund  or  settlement  ever  been  presented.  Local 
Board  refused  to  allow  us  to  present  facts  under  Sec.  403 
A(4)(A)    so  it  is  impossible  for  you  to  have  all  facts. 

''Attendance  in  Washington  is  unreasonable  as  it  would 
stop  our  entire  production  of  essential  aircraft  parts  that 
I  have  agreed  to  manufacture." 

The  Court:  Then  thereafter  you  received  a  letter  bear- 
ing date  29  June,  1944,  and  which  is  set  forth  on  page  4, 
lines  3  to  9  of  this  statement: 

'Tn  accordance  with  our  telegram  to  you  of  19  June 
1944,  inasmuch  as  it  has  not  been  possible  to  work  out  an 
agreement  as  to  the  requested  refund  of  $60,000  excessive 
profits  for  the  year  ended  30  November  1942,  we  are 
recommending  that  this  case  be  submitted  to  the  Under 
Secretary  of  War  for  his  consideration." 

The  Witness:    Yes,  sir,  we  received  that  letter. 

The  C(nirt :  You  thereafter  received  another  letter 
bearing  date  July  31,  1944,  which  is  set  forth  on  lines 
14  to  28  of  your  statement;  is  that  correct? 

The  Witness:    Yes,  sir. 

Mr.  Wright:  I  will  agree  the  reporter  may  copy  in  the 
1 51]  lines  just  indicated  by  Your  Honor  as  being  the 
substance  of  the  two  communications  in  question. 

Mr.   Rosskopf:    Thank  you,   Mr.   Wright. 

(The  letter  of  July  31,  1944,  referred  to  by  the  Court 
is  copied  into  this  record  as  follows:) 
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''I  have  reviewed  the  data  furnished  by  your  company 
and  the  proceedings  in  connection  with  your  1942  renego- 
tiation with  the  War  Department  Price  Adjustment  Board 
and  have  reached  the  conclusion  that  the  proposal  hereto- 
fore made  to  your  company  by  the  War  Department  Price 
Adjustment  Board  should  be  affirmed.  I  have  therefore 
made  a  unilateral  determination  that  $60,000  of  the  prices 
and  profits  realized  by  Sampson  Motors,  Inc.,  during  its 
fiscal  year  ended  30  November  1942,  under  its  contracts 
and  subcontracts  subject  to  renegotiation  pursuant  to  the 
provisions  of  Section  403,  are  excessive.  An  executed 
original  of  such  unilateral  determination  is  inclosed  here- 
with." 

The  Court:  You  referred  to  another  letter.  There  is 
no  dispute  about  tax  credit  of  $42,000  and  the  transmittal 
of  the  difTerence,  is  there? 

Mr.  Rosskopf:    No. 

The  Court:  The  rest  of  the  matters  here  were  stipu- 
lated to  except  that  on  or  about  that  date  I  think  I  can 
probably  1 52 1  take  judicial  notice  of  the  strict  priority 
basis  in  the  securing  of  private  transportation  from  Los 
Angeles  to  Washington,  D.  C. 

Q.     Did  you  make  any  efTort  to  get  priority,  Mr.  Brett? 
A.     Yes,  sir. 

Q.  At  or  about  that  time? 

A.  I  did.  Your  Honor. 

Q.  Were  you  able  to  get  it?  A.     No,  I  wasn't. 

Q.  You  were  unable  to  secure  any  method  of  trans- 
])ortation^  A.     Well,  I  could  have  driven. 

Q.  By   automobile?  A.     Yes,   Your   Honor. 

Q.  Well,  did  you  have  gasoline  coupons? 
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A.     Yes,  I  did. 

Q.     You  did?  A.     Yes. 

O.     You  had  gas? 

A.     We  had  plenty  of  gas,  yes,  sir. 

Q.     Could  you  have  otherwise  left  the  business? 

A.  No;  I  figured  it  would  be  the  wrong  thing  to  leave 
the  business. 

0.     What  was  your  position? 

A.     1  was  managing  the  whole  plant. 

Q.     What  did  the  plant  do? 

A.  Well,  we  had  to  make  aircraft  parts.  We  had 
thirty-four  machines  and  I  set  up  most  of  them.  We 
were   [53]   entirely  with  girls  at  that  time. 

0.     And  you  were  managing  it? 

A.     Oh,  yes,  Your  Honor. 

Q.  Your  time  was  actually  required  there  every  day, 
was  it? 

A.     To  get  right  in  and  work,  Your  Honor. 

The  Court:    All  right. 
By  Mr.  Rosskopf : 

O.  What  do  you  mean  when  you  say  you  set  up  most 
of  k? 

A.  I  set  up  all  of  the  machines  for  anybody  that 
needed  them  and  nobody  else  could  do  it. 

Q.  In  other  words,  you  set  up  a  particular  machine 
to  do  a  particular  job  and  then  the  operator  would  operate 
it?  A.     She  would  operate  it,  yes,  sir. 

Mr.  Rossko])f:  Does  Your  Honor  want  to  take  the 
noon  recess  now? 

The  Court :    Yes,  we  will  recess  until  two  o'clock. 
(Noon  recess  at  this  point.)     [54] 
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RILEY  J.  BRETT, 

resumed  the  stand  and  being  further  examined  by   Mr. 
Rosskopf  testified  as  follows: 

Q.  Mr.  Brett,  I  would  like  to  have  you  go  back  to 
the  first  contact  that  you  had  with  reference  to  renego- 
tiation for  the  fiscal  year  ending  November  30,  1942,  and 
if  you  can  just  state  to  the  Court  the  various  conversa- 
tions and  calls  which  were  made  in  connection  with  them. 
In  other  words,  as  nearly  as  you  can,  tell  us  the  order  that 
they  occurred  and  state  who  came  to  see  you  and  what 
took  place  in  connection  with  the  renegotiation. 

The  Court:  Before  you  answer  that  question,  in  con- 
nection with  the  Government's  objection  to  the  introduc- 
tion of  this  evidence,  during  the  noon  hour  I  read  the 
Spaulding  case  and  the  other  case.  I  think  under  the 
Spaulding  case  this  evidence  is  admissible.  In  154  Fed. 
2nd,  page  422  the  Court  says,  among  other  things: 

"We  are  unable  to  see  how  the  making  of  the  contract 
and  its  performance  estops  the  subcontractor  appellants 
from  contending  that  it  is  not  controlled  by  a  statutory 
provision  which,  if  unconstitutional,  does  not  exist."  And 
so  forth. 

In  other  words,  I  think  the  defendant  here  has  the 
right  to  raise  the  question  of  the  unconstitutionality  of 
the  Act  and  of  the  conduct  of  the  people  in  the  renegotia- 
I  55  I    tion   ])rocess. 

Mr.  R()ssk()])f:  Now,  will  you  read  the  question.  Mr. 
Reporter. 

(Pending  question   read.) 
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The  Witness:  Well,  this  notice  was  brought  over.  It 
wasn't  mailed.  It  was  brought  over.  The  Inglewood  Dis- 
trict advised  me  to  call  the  Wilshire  District  and  have 
some  representative  come  over,  which  I  did,  and  they  sent 
their  man  named  Dave  Smith  or  Moore — I  don't  know 
that  name.  I  related  what  w^e  had  done  in  the  short  time 
he  was  there. 

He  said,  ''Well,  you  are  going  to  get  along  all  right. 
I  see  no  reason  for  you  to  have  anything  to  fear." 

He  was  taken  off  or  quit.  I  don't  know  where  he  is 
now.   Then  this  Captain  Schumacher  came  in. 

The  Court :  Just  a  moment.  When  Dave  came  over  did 
he  examine  the  books  and  records? 

The  Witness:    Only  tentatively,  Your  Honor. 

The  Court:    All  right. 

The  Witness:  He  let  me  relate  what  was  my  good 
doings,  I  thought. 

The  Court:    Very  well. 

The  Witness :  Then  Captain  Schumacher  came  over 
and  we  went  into  the  office.  There  was  nothing  I  could 
relate.  I  couldn't  say  a  thing.  All  he  wanted  were  facts 
and  figures  and  he  wanted  them  right  now.  He  always 
came  with  a  companion  or  heli:>er.  So  Mrs.  Brett  and  I 
called  in  some  one  to  hear  the  conversation.  There  wasn't 
much  said.  He  demanded  a  financial  statement  which 
I  did  not  release.  [56]  Then  he  came  back  again  and  I 
would  not  release  it.  Pie  said  he  would  have  to  get  a 
subpoena  to  release  the  books.  I  said  that  would  be  one 
way  of  doing  it. 

Then  General  Stetts  called  me  and  asked  if  I  would  not 
release  the  financial  statement  to  him,  and  I  said  yes,  I 
would,   and   I   did  and   I   had  him  sign  a   receipt   for   it. 
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That  seemingly  antagonized  Major  Schumacher  very 
much  because  I  couldn't  talk  to  him  from  then  on  at  all. 
He  would  come  over,  but  there  w^as  nothing  I  could  say 
until  he  had  these  facts  and  figures  and  he  would  get 
them  and  that  was  it.  We  just  didn't  get  anywhere  talk- 
ing to  him.  T  tried  to  explain  how  I  reduced  prices  on 
different  occasions,  but  that  didn't  mean  a  thing.  I  offered 
to  show  purchase  orders  where  we  voluntarily  did  it, 
which  would  save  as  much  as  fifty  per  cent  on  large 
orders,  not  small  ones.  He  said,  ''That  doesn't  mean  a 
thing.    I  want  financial  statements." 

When  he  came  back  it  was  the  same  thing.  There  was 
no  cooperation  or  anything.  He  told  me  if  I  wanted  to 
cut  down  my  profits  1  should  spend  more  money  adver- 
tising, which  I  didn't  have  any  occasion  to  do  because  I 
liad  more  work  than  I  could  do  and  no  demand  for  adver- 
tising that  I  could  see. 

The  Court:  Was  your  work  entirely  in  war  effort? 
Were  you  producing  entirely  for  war  work? 

The  Witness:  Yes,  sir,  ninety-five  per  cent.  He  also 
told  me  I  should  pay  my  wife  more  salary.  Well,  we  had 
no  control  over  salary.  They  were  set  up  by  the  National 
|57J  Labor  Relations  Board,  and  I  told  him  that.  There 
was  nothing  T  could  do  that  would  impress  him  that  1 
had  done  a  good  job.  Seemingly  in  his  mind  I  was  a  vic- 
tim to  be  under  his  command. 

Then  to  bring  it  to  rather  a  climax,  he  had  this  gentle- 
man with  him.  1  asked  him  in  a  nice  way,  as  nice  as  T 
knew  how,  how  the  Government  could  fine  me  for  saving 
them  $75,000  in  one  year.  'T  can  show  you  in  one  contract. 
Major,  where  in  one  contract  alone  I  saved  you  $75,000, 
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the  same  Army  Air  Forces  that  you  represent.    I  would 
like  to  have  you  answer  that  question/' 

His  accomplice  tried  to  answer  it.  In  a  rude  way  he 
told  him  to  slnit  up.  that  he  was  his  superior  and  would 
take  care  of  it  himself.    That  is  about  the  substance  of  it. 

By  Mr.  Rosskopf: 

Q.  He  was  in  your  place  a  number  of  times  before 
this  meeting  in  the  Air  Force  Building  on  Beverly  Boule- 
vard? A.     Yes. 

O.  Do  you  recall  on  any  of  those  occasions  when  he 
was  in  there  whether  he  stated  how  much  money  he 
thought  he  considered  excess  profits? 

A.  No,  not  until  we  talked  to  him  that  one  time  when 
he  said  he  was  going  to  recapture  $60,000.  Mrs.  Brett 
asked  him  if  it  was  before  or  after  taxes.  I  didn't  say 
anything  then. 

O.     What  did  he  say  to  that? 

A.     I  believe  he  said  it  was  tax  deduction.     [58] 

O.  Was  he  also  working  on  your  1943  fiscal  year 
about  the  same  time?  A.     Yes,  he  was. 

Q.  In  connection  with  the  renegotiation  of  the  1942. 
Was  there  any  discussion  with  relation  to  your  business 
for  1943? 

A.  There  was,  yes.  He  informed  me  and  he  even 
threatened  me  that  if  I  didn't  do  over  $500,000  I  was 
subject  to  sabotage,  and  he  called  the  War  Production 
])Oard  and  Mr.  li^lmer  Nege,  and  he  also  called  my  audi- 
tor, and  they  both  called  me  and  told  me  that  they  had 
this — you  would  call  it  a  threat — from  Major  Schumacher 
and  I  had  better  do  over  $500,000.  Mr.  Bromley,  my 
attorney,  said  if  I  go  into  anything  like  that  not  to  depend 
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on  him  for  protection,  that  I  had  JDetter  get  Jerry  Giesler 
if  I  went  into  that  subject. 

Mr.  Wright:  Your  Honor,  I  don't  want  to  interrupt 
all  the  time  with  objections  if  we  may  have  it  understood 
that  all  of  this  testimony  is  going  in  subject  to  the  objec- 
tion which  the  Court  has  overruled.  I  would  like  to  state 
it  fully  so  there  won't  be  any  question  about  it.  All  of 
this  evidence  is  immaterial  and  irrelevant  because  it  re- 
lates to  a  subject  concerning  which  this  Court  has  no 
jurisdiction  by  reason  of  the  failure  of  the  defendant 
Sampson  to  file  a  petition  in  The  Tax  Court.  I  think  that 
states  it  with  sufficient  fullness.  If  we  may  have  that 
understanding  I  won't  interrupt  any  more. 

The  Court:  When  the  objection  was  made  in  the  be- 
ginning [59]  I  assumed  it  was  on  that  ground  and  I 
overruled  it  and  stated  then  and  will  restate  now  if  you 
feel  it  is  necessary  to  protect  the  record  that  the  objection 
may  be  deemed  to  have  been  made  and  overruled  as  to 
the  entire  line  of  interrogation. 

By  Mr.  Rosskopf: 

Q.  You  stated,  Mr.  Brett,  that  you  had  oflFered  Major 
Schumacher  a  letter  to  show  that  vou  had  made  a  saving- 
of  $75,000.  I  show  you  here  a  document  and  ask  if  that 
is  the  letter  to  which  you  referred?  A.     Yes,  sir. 

Q.  Where  did  you  receive  this  letter,  this  particular 
paper  that  is  now  in  your  hand? 

A.  At  our  ])lace  of  business,  1950  West  Sixty-second 
Street. 

Q.     How  did  you  receive  it? 

A.     It  was  mailed. 

Q.     It  was  mailed  to  you?  A.     Yes. 
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Mr.  Rosskopf :  We  will  offer  that  as  Defendant's  Ex- 
hibit. 

The  Court :    Exhibit  A. 

By  Mr.  Rosskopf: 

Q.  During  any  of  the  times  when  you  talked  to  Major 
Schumacher  or  anybody  else  from  the  Army  Air  Forces 
about  this  renegotiation  was  that  letter  handed  to  Major 
Schumacher  or  to  anybody  else  representing  the  Air 
Forces  ? 

A.  Not  to  Major  Schumacher,  no,  but  I  believe  that 
[60]  Major  Kilgore  saw  that  letter.  I  am  not  sure.  He 
was  the  head  of  our  branch  out  there  in  Inglewood  which 
controlled  our  area. 

Q.  You  stated  that  you  offered  that  letter  to  Major 
Schumacher.    What  was  his  response  to  that  offer? 

A.  He  wasn't  interested  in  anything  that  I  could  tell 
him  or  show  him.  T  offered  him  purchase  orders  to  show 
where  I  had  saved  up  to  fifty  per  cent  by  making  forgings 
instead  of  bar  stock,  but  that  wasn't  his  duty;  his  duty 
was  to  renegotiate  and  he  was  not  interested  in  anything 
I  could  show  him. 

Q.     Did   Major    Schumacher   go   through   your   plant? 

A.     He  did  not.    He  was  in  the  offices  only. 

Q.     He  never  went  into  the  shop? 

A.     No.    1  wouldn't  let  him. 

Q.  How  many  employees  did  you  have  in  your  shop 
on  the  average  during  the  year  1942? 

A.  I  had  thirty-four  men.  Forty-two  was  the  most  I 
had.  For  an  average  it  would  be,  I  would  say,  somewhere 
between  twenty-five  and  thirty. 

O.     Did  you  spend  all  of  your  time  in  the  shop? 

A.     I  did. 
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Q.     Did  Mrs.  Brett  spend  all  of  her  time  in  the  offic<e? 

A.     She  did. 

O.  I  believe  you  stated  before  that  you  set  up  all  of 
the  machines.    You  are  a  machinist  by  trade,  are  you  not? 

A.     Yes,  sir.     [61] 

Q.  You  have  been  in  the  machine  shop  business  for 
a  number  of  years,  Mr.  Brett?  A.     Thirty  years. 

Q.  Did  Major  Schumacher  or  anybody  else  represent- 
ing the  Air  Force  in  connection  with  this  renegotiation 
inquire  into  or  go  into,  so  far  as  you  knew,  the  question 
of  your  use  of  raw  materials? 

A.  Major  Menasco.  Several  visits  to  our  shop  and 
his  efforts  or  his  mission  seemingly  was  to  get  us  to  buy 
more  machinery.  Then  the  War  Production  Board  came 
out  and  wanted  us  to  buy  more  machinery.  I  told  Major 
Menasco  I  did  not  see  any  reason  for  thread  garners.  I 
didn't  see  why  I  should  pay  more  for  machines.  He  said 
if  I  showed  him  there  were  idle  ones  around  town  he 
would  do  something  about  it.  I  referred  him  to  Kinner. 
He  went  out  to  Kinner's  plant  and  said  there  were  several 
machines  and  wouldn't  do  general  job  shop  work.  I  told 
him  I  thought  he  was  mistaken  and  if  he  would  pave  the 
way  for  us  I  would  be  able  to  go  out  and  see  if  it  woukl. 
So  I  went  out  and  set  up  the  machine  and  ran  numerous 
parts  on  it,  tlie  very  parts  we  were  making.  It  was  iden- 
tical with  the  machine  we  had  in  our  shop.  Then  Mr. 
KegG  came  out  and  insisted  on  more  thread  garners.  I 
said  I  couldn't  buy  them;  I  would  be  very  glad  to  have 
the  auditor  come  out  and  go  over  the  financial  status  with 
him  and  if  he  could  show  me  where  it  was  even  a  i^ood 
adventtn-e  I  woukl  be  willing  to  buy  them.  That  happened. 
Mr.  Nege  came  out  and  ^Ir.  Masters  came  out.    It  showed 
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we  could  not  do  it;  we  [62]  did  not  have  capital  to  do  it. 
We  did  buy  one  more  used  one  from  San  Diego  after 
that. 

O.  You  stated  at  this  hearing  in  the  building  of  the 
Air  Forces  on  Beverly  Boulevard  that  Major  Schumacher 
was  the  only  one  there  representing  the  Army? 

A.     That  is  right. 

Q.     Was  any  evidence  received  there  at  all? 

A.  I  don't  know  what  that  mission  was  for  and  I 
don't  believe  Mr.  Bromley  or  Mrs.  Brett  did.  We  don't 
know  yet  why  that  arrangement  was  made  because  there 
was  nothing  said. 

O.  Was  any  agreement  prepared  and  submitted  to  you 
at  that  time?  A.     No. 

Q.     Or  at  any  other  time? 

A.     No  other  time  that  I  know  of. 

Q.  Have  you  ever  seen  up  to  this  very  day  a  compu- 
tation or  any  schedule  of  figures  showing  how  the  $60,000 
was  arrived  at?  A.     I  have  not. 

Q.  You  stated  on  a  number  of  items  you  did  make 
voluntary  price  reductions  in  war  goods? 

A.     I  did. 

Q.  Were  you  familiar  with  the  prices  that  other 
machine  shops  were  charging  for  the  same  items? 

A.     In  the  neighborhood,  yes. 

0.  Do  you  know  how  your  prices  compared  with 
prices  of  other  shops?    [63] 

A.  Well,  not  all  of  them,  but  the  ones  I  do  know  we 
were  considerably  lower,  T  would  say  as  much  as  thirty 
to  forty  per  cent.  I  had  the  opportunity  of  doing  the 
estimating  for  one  of  my  neighbors  and  he  always  brought 
them  up  liigher  than  T  estimated  them  a  good  deal. 
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Q.  Was  a  large  portion  of  your  work  under  purchase 
order  from  Lockheed  Aircraft?  A.     In  1942,  yes. 

Q.  I  show  you  here  what  purports  to  be  Lockheed 
purchase  order  bearing  date  of  March  20,  1943  and  a 
change  bearing  date  of  May  20,  1944,  and  I  will  ask  you 
if  that  was  a  purchase  order  to  your  company? 

A.     Yes. 

Q.  I  call  your  attention  to  the  change  order  socalled 
and  the  statement  of  the  reason  for  the  change  'Vendor's 
voluntary  price  reduction  a  part  formerly  made  from 
casting  changed  to  forging.''  A.     Yes. 

Mr.  Rosskopf :  I  will  offer  that  as  Defendant's  next 
in  order. 

The  Court:    Exhibit  B. 

Mr.  Wright:  This  fiscal  year  ended  November,  1942, 
Your  Honor. 

The  Court:    What  is  this? 

Mr.  Wright:    1943  and  1944,  as  I  understand,  counsel. 

The  Court:    I  don't  think  this  would  be  material. 

Mr.  Rosskopf:  That  particular  one  is  in  1943,  Ycmr 
Honor.     [64] 

The  Court :    The  objection  to  this  is  sustained. 

Mr.  Wright:  I  am  just  calling  the  Court's  attention 
to  it. 

The  Court:    Yes. 

Mr.   Weight:    I  am  not  adding  to  my  other  objection. 

The  Court :    I  understand. 

By  Mr.  Rosskopf: 

Q.  Do  you  know  whether  there  were  price  reductions 
graiiUcl  vohUary  or  otherwise,  during  1942  on  aircraft 
items?  A.      \'es. 
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Q.     Or  war  goods?  A.     There  was,  I  am  sure. 

Q.     Do  you  recall  any  of  them  in  particular? 

A.  T  believe  it  was  called  a  tab  gear.  We  made  many 
hundreds  of  them.  I  think  we  made  around  5,000.  I 
asked  Lockheed  for  the  privilege  of  changing  my  bar 
stock,  which  was  heavy  to  handle  because  we  had  no 
cranes  in  our  shop,  to  forgings.  They  said  it  would  be  all 
right,  but  they  could  not  hold  up  because  it  would  take 
I  don't  know  how  long  to  get  an  order  through  to  change 
over  the  engineering  and  all,  so  I  had  the  die  made  at 
Ajax  Forging  and  paid  for  it  myself.  Then  they  in  turn 
paid  for  it.  That  reduced  the  cost  roughly  forty-five 
per  cent.  We  got  around  $8  for  the  gear  and  Lockheed 
furnished  the  stock,  replaced  with  forgings  and  were  fur- 
nishing material  for  $4.15.  I  believe  those  are  the  correct 
figures.  We  had  a  wire  from  Lockheed  at  Nashville  want- 
ing some  of  these  gears  that  we  [65]  later  discontinued, 
but  we  did  let  them  have  the  use  of  the  dies  which  are 
still  ours.  I  believe  the  Slogan  Machine  made  them  for 
them. 

Q.  Was  any  of  that  information  given  to  Major 
Schumacher  ? 

A.  Major  Schumacher  would  not  listen  to  anything 
like  that.  The  other  gentlemen  would,  but  I  couldn't 
possibly — 

By  the  Court: 

O.     Did  you  give  it  to  the  other  gentlemen? 

A.  When  Major  Schumacher  was  there  I  showed  him 
the  things  that  I  had  in  there  at  the  time,  Your  Honor, 
and  he  informed  me  that  he  thought  we  had  little  to  worry 
about  in  renegotiation  as  he  saw  it  in  his  haste,  as  he 
was  there  on  his  first  visit. 
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Q.  All  of  your  correspondence  was  made  back  and 
forth  to  Mr.  Schumacher,  was  it? 

A.     All  of  our  correspondence? 

Q.     Yes. 

A.  I  don't  think  I  ever  gave  him  anything  other  than 
that  financial  statement. 

Q.     Well,  when  he  sent  the  auditors  out. 

A.     Well,  they  had  a  subpoena  for  that. 

Q.  The  auditors  saw  all  of  your  correspondence  and 
records  ? 

A.  Yes.  There  was  a  gentleman  named  Sheehan  who 
was  very  cooperative.  He  spent  some  time  in  the  shop 
with  me.  He  was  very  cooperative  to  help  us  in  any  way 
he  could.  1 66 1  1  believe  his  name  was  Dick  Sheehan.  He 
seemed  to  be  in  charge  of  that  branch  of  auditing. 

By  Mr.  Rosskopf : 

Q.  I  show  you  here  what  appears  to  be  a  financial 
statement  of  Sampson  Motors  for  the  fiscal  year  ending 
November  30,  1942,  and  ask  you  if  that  is  the  financial 
statement  for  your  company  for  that  year? 

A.     Yes,  I  would  say  it  is. 

Q.  That  is  the  statement  which  was  made  available 
to  the  Army  Air  Forces?  A.     Yes,  sir. 

Mr.  Rosskopf:  1  will  offer  that  as  Defendant's  next 
in  order. 

The  Court:    Exhibit  C. 
By  Mr.  Rosskopf: 

Q.  Now,  you  were  drawing  a  salary  as  an  employee 
of  the  corporation,  were  you?  A.     Yes. 
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Q.     How  much  did  you  draw  during  the  year,  1942? 

A.  I  cannot  exactly  answer  that.  I  don't  know 
whether  it  was  fifteen  or  sixteen  thousand  dollars,  some- 
thing like  that. 

Q.  And  Mrs.  Brett,  your  wife,  was  also  an  officer  of 
the  corporation? 

A.     That  is  right. 

Q.  Do  you  know^  how  much  she  drew  as  such  officer 
for  that  year? 

A.     No,  I  do  not.    I  am  sorry,  I  don't  know.    [67] 

Q.  Perhaps  she  can  help  us  on  that.  Do  you  know 
how  much  the  gross  sales  of  Sampson  Motors  were  for 
the  fiscal  year  which  ended  in  1941  ? 

A.  1941  ?  No,  I  don't.  I  know  1943,  but  I  don't  know 
1941. 

Q.  Do  you  recall  approximately  or  relatively  how 
much?  A.     1941? 

Q.     Yes. 

A.  I  am  not  sure.  I  am  only  guessing.  It  was  around 
$100,000,  I  would  say,  something  like  that.  I  don't  know 
how  far  off  I  am. 

Q.  In  other  words,  there  was  a  substantial  increase  in 
the  volume  of  business  in  1942? 

A.     Yes,  I  think  it  was  doubled. 

Q.  I  believe  you  stated  you  did  purchase  a  number 
of  items  of  new  machinery  in  1942? 

A.     Yes,  we  did. 

0.  Those  were  all  purchased,  were  they,  with  Air 
Force  priority?  A.     Yes,  they  were. 

Q.     And  wnth  their  knowledge  and  consent? 

A.  Yes.  We  even  brought  one  machine  in  by  express 
at  tlie  request  of  the  Air  Forces  from  Cleveland. 
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Q.  In  other  words,  most  of  the  machinery  you  pur- 
chased was  at  their  request  rather  than  your  own? 

A.  Yes,  all  of  the  production  machinery  was,  because 
I  don't  like  production  machinery  for  myself,  but  it  was 
[68]  required  during  the  war. 

Q.  How  about  the  capital  for  the  purchase  of  this 
new  machinery,  was  that  all  furnished  by  you,  or  did  you 
have  Government  assistance  on  that? 

A.     No  assistance  whatsoever. 

O.     You  furnished  all  of  your  own  capital? 

A.     I  did,  yes. 

Mr.  Rosskopf:    You  may  cross-examine. 

Cross-Examination 
By  Mr.  Wright: 

Q.  Mr.  Brett,  the  profits  you  made,  that  is,  that 
Sampson  Motors,  Inc.  made  during  the  fiscal  year  ending 
November  30,  1942  were  actually  received  by  the  payment 
of  the  invoices,  were  they  not? 

A.  The  profits  we  earned,  you  mean,  were  received 
by  payments  of  the  invoices? 

Q.     Yes.  A.     I  would  say  yes. 

Q.  In  the  course  of  this  renegotiation  over  a  period  of 
time  there  were  several  auditors  in  your  plant  auditing 
your  books?  A.     Just  the  one  time. 

Q.     How  many  auditors? 

A.  There  were  two  auditors,  that  is  all  there  were 
there. 

Q.     There  were  two  auditors  there? 

A.  They  were  there  three  days,  three  or  four 
days.     |691 

Q.     They  were  there  three  or  four  days? 

A.     Yes. 
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Q.  They  had  available  to  them  in  addition  to  this 
financial  statement  that  you  have  identified  here  the  gen- 
eral books  of  account  of  the  business  of  the  company? 

A.     Yes,  sir. 

Q.  It  was  after  they  were  there  that  you  received  the 
letters  and  communications  you  have  testified  about  noti- 
fying you  to  appear  over  on  Beverly  and  again  in  Wash- 
ington, is  that  right? 

A.  I  think  we  had  some  letters  before  that,  I  am  not 
sure.  Dates  are  something  I  can't  keep  in  my  mind,  Mr. 
Wright. 

Q.  I  am  referring  to  the  one  where  they  said  they 
were  going  to  renegotiate  and  wanted  to  give  you  an  op- 
portunity to  appear  over  on  Beverly  Boulevard. 

A.  I  don't  know  when  that  was.  Those  dates  I  am  not 
sure  of. 

Q.     You  have  them,  Mr.  Brett,  don't  you? 

A.     Do  I  have  the  dates? 

Q.     No,  you  have  the  letters? 

A.     Mr.  Rosskopf  may  have  them,  I  don't  know. 

Q.  It  was  in  1943,  you  testified  that  the  auditors  were 
there?  A.     That  is  right. 

Q.     At  your  place?  A.     Yes,  sir. 

Q.  You  stated  that  you  received  by  registered  mail 
|7()J  advice  as  follows:  This  appears  on  page  2  of  this 
statement.  I  am  reading  now  from  this  memorandum  that 
counsel  handed  to  the  Court  this  morning  and  that  the 
Court  ordered  filed  and  it  is  denominated  ''Statement  of 
Issues  and  Offer  of  Proof:" 

Following  this  verbal  notification  on  May  24,  1944,  the 
Air  Forces  advised  Sampson  by  registered  mail  that  it 
desired  to  avail  Sampson  "of  the  privilege  of  presenting 
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to  them  any  factors  pertaining  to  the  renegotiation  of 
your  fiscal  year  ended  30  November  1942,  inasmuch  as 
the  settlement  proposed  to  you  has  not  been  accepted  by 
you. 

''The  District  Board  has  reserved  the  afternoon  of 
Monday,  29  May  1944,  to  meet  with  you  at  District 
Headquarters,  3636  Beverly  Boulevard,  Los  Angeles, 
California/' 

You  got  that  registered  letter  of  May  24,  1944.  That 
was  after  the  auditors  had  been  there  in  1943,  wasn't  it? 

A.     That  is  right. 

Mr.  Rosskopf:  I  have  a  copy  of  that  letter  or  the 
original  and  a  copy,  if  you  desire  it,  and  if  you  wish  to 
put  in  the  full  text  of  it,  Mr.  Wright. 

Mr.  Wright :  I  don't  desire  to  put  it  in  because  it  is 
immaterial. 

Q.  You  refused  to  enter  into  a  discussion  with  the 
Major  about  a  settlement  of  the  amount  of  excessive 
profits,  didn't  you,  Mr.  Brett? 

A.  I  asked  General  Stetts  to  give  me  a  change  from 
Major  Schumacher  and  there  was  no  use  to  waste  any 
more  [71]  time  talking  to  Major  Schumacher.  I  made 
several  endeavors. 

Q.  That  is  evasive  of  the  question.  I  think  your  testi- 
mony was  in  discussing  this  thing  with  Major  Schu- 
macher he  told  you  that  you  could  settle  it  and  asked  you 
if  you  wanted  to  enter  into  an  agreement  about  it. 

A.  That  was  the  first  visit  there.  He  informed  me 
that  he  had  the  power  to  settle  right  now. 

O.  You  told  him  you  did  not  owe  any  excessive  profits, 
didn't  you?  A.     I  told  him  I  didn't  think  I  did. 
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Q.     And  that  you  were  not  going  to  agree? 

A.  There  wasn't  anything  to  agree  on  at  that  time, 
Mr.  Wright. 

Q.     Well,  after  that  the  auditors  came  in? 

A.  I  think  he  was  there  again  before  the  auditors 
came.    I  can't  recall  exactly. 

Q.  It  was  after  you  had  this  conversation  we  are 
talking  about — whether  he  was  there  any  more  or  not — 
it  was  after  that  that  the  auditors  came  around,  wasn't  it? 

A.     Yes,  it  was  after. 

Q.  It  was  after  that  you  got  your  notice  from  the 
Beverly  address  that  you  could  appear  before  the  official 
over  there,  is  that  right,  the  one  I  have  just  read  to  you? 

A.    Yes. 

Q.     That  was  in  1944?  A.     Yes. 

The  Court:  Obviously  so,  because  he  testified  that  [72] 
occurred  in  1943. 

Air.  Wright:  I  think  it  is  admitted  here  that  he  had 
notice  of  the  order.    That  is  all,  Your  Honor. 

The  Court:    Step  down.    Call  your  next  witness. 

Mr.  True:    May  I  ask  one  question? 

The  Court:    Surely. 

Cross-Examination 
By  Mr.  True: 

Q.  I  show  you  a  letter,  Mr.  Brett,  dated  February  5, 
1945  on  the  letterhead  bearing  the  name  Sampson  Motors, 
Inc.  and  ask  you  if  that  is  a  letter  which  you  wrote  and 
signed  and  sent  to  Lockheed  Aircraft  Corporation? 

A.     Yes.    That  is  my  signature. 

Adr.  True:  I  would  like  to  introduce  this  in  evidence 
as  an  exhibit  of  Lockheed  Aircraft  Corporation  and  at 
the  same  time  substitute  a  photostat  therefor. 
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The  Court:  Very  well.  We  will  call  it  L  for  Lockheed. 
You  have  the  stamp  on  that  one,  have  you? 

Mr.  True:    Yes,  Your  Honor. 

The  Court :    Does  it  make  any  difference  ? 

Mr.  True:  The  received  stamp  is  on  the  back  of  it, 
yes. 

Mr.  Rosskopf :  We  have  no  objection  and  no  objection 
to  the  substitution  of  a  copy  for  the  original. 

Mr.  Wright:    What  is  this? 

Mr.  True:    That  is  a  photostat  I  am  substituting. 

Mr.  Wright:    I  see. 

Mr.  True:    No  further  questions,  Your  Honor.     [73] 

The  Court:    Step  down.    Next  witness. 

Mr.  Rosskopf:    I  will  call  Mrs.  Brett. 


BERTHA  BRETT, 

called  as  a  witness  on  behalf  of  the  defendant  Sampson 
Motors,  Inc.,  having  been  first  duly  sworn,  testified  as 
follows : 

Direct  Examination. 
By  Mr.  Rosskopf: 

Q.     What  is  your  name?  A.     Bertha   Brett. 


Q 

A 

Q 

A 

Q 

A 

Q 

A 


You  are  at  the  same  address? 

Yes,  the  same  address  as  my  husband. 

Are  you  an  officer  of  Sampson  Motors,  Inc.? 

Yes,  sir. 

What  officer  are  you? 

I  am  secretary. 

How  lon,q-  have  you  been  such  officer? 

Since  May  4,  1942. 
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O.  Prior  to  that  time  you  were  connected  with  Samp- 
son Motors,  Inc.? 

A.  No.  T  was  just  a  housewife  before  that  for  seven- 
teen years. 

Q.  Since  May,  1942  what  has  been  your  duty?  In 
other  words,  what  have  you  done  at  Sampson  Motors, 
Inc.?    [74] 

A.  I  had  complete  charge  of  the  books,  purchase 
orders  and  everything  in  the  office. 

Q.     You  were  paid  a  salary  for  that,  were  you? 

A.     Yes. 

Q.  What  salary  did  you  draw  or  what  compensation 
did  you  have  during  1942? 

A.  Well,  the  auditor  at  first  had  a  misunderstanding 
of  a  wife's  duty  even  though  she  worked  twelve  hours  a 
day  from  time  to  time.  He  thought  I  should  not  have  any, 
so  even  though  I  was  putting  in  overtime  and  had  enough 
work  for  maybe  two  people — anyway,  they  finally  allowed 
me  $35  a  week,  to  begin  with,  and  then  it  increased  to — 
I  can't  remember  the  amount  I  earned  for  the  whole  year, 
but  it  was  ^75  a  week  before  the  year  was  up,  before  the 
freeze  went   in. 

O.  Were  you  present  when  Captain  Schumacher,  later 
Major  Schumacher,  came  to  the  office  of  Sampson  Motors, 
Inc.  concerning  renegotiation?  A.     Yes,  sir. 

O.  Were  you  present  on  more  than  one  occasion  when 
he  was  there?        '     A.     Yes. 

0.  Would  you  say  you  were  present  on  every  occasion 
he  was  there? 

A.  1  may  have  missed  one  or  two  conversations  in 
between  when  I  would  have  to  answer  the  phone,  because 
in  a  small  office  you  have  to  answer  a  phone  in  between: 
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but  1  was  always  on  hand  when  he  was  there  because  I 
am  always — [75] 

Q.  Will  you  just  relate  to  the  Court,  as  nearly  as 
you  can,  the  conversations  and  transactions  that  took 
place  on  these  various  occasions  that  he  called? 

A.  Well,  I  don't  remember  dates  and  the  sequences  of 
them.  That  is  positive.  But  it  was  mostly  just  conversa- 
tion and  wanting  us  to  agree  that  we  had  been  excessive 
and  that  we  owed  the  Government  both  before  the  audit 
and  afterwards.  At  one  time,  of  course,  he  just  said 
that  he  had  the  power  to  make  any  agreement  that  was  to 
be  or  not  to  be — that  was  before  the  audit — and  he  also 
insinuated  the  same  thing  afterwards  before  there  was 
any  amount  given  to  us  that  they  had  unilaterally  decided 
upon. 

Q.  If  you  can  go  into  a  little  more  detail  as  to  what 
was  said  about  the  business  of  the  company  and  the  na- 
ture of  operations,  and  so  on. 

A.  Well,  they  didn't  seem  to  be  interested  whatso- 
ever in  any  efficiency  that  we  might  be  putting  forth,  and 
if  and  when  they  made  the  audit  there  was  never  any — 
of  course,  there  were  no  letters  to  show  them  and  I  don't 
think  they  would  look  at  them,  anyway,  because  they  were 
just  the  auditors  that  were  out.  But  on  the  other  hand, 
Mr.  Moore  who  1  don't  think  had  anything  to  do  with 
renegotiation  other  than  to  try  to  get  us  to  maybe  co- 
operate with  them,  but  there  was  never  any  cooperation  as 
far  as  wanting  to  know  what  we  were  doing  and  how  we 
were  doing  it  and  in  saving  anything  or  any  efficiency 
that  we  had. 

But  1  went  to  one  meeting  over  at  the  Beverly  Building 
witli  Major  Schumacher,  but  at  that  time  there  was  [76] 
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just  conversation,  there  was  nothing  about  any  determina- 
tion as  to  where  they  had  obtained  the  $60,000.  Of 
course,  the  Internal  Revenue  had  informed  us  before  that 
how  much  tax  reduction  there  would  be  from  the  excess 
profit  that  we  had  already  paid. 

Mr.  Wright:  May  it  be  understood,  Your  Honor,  that 
the  same  objection  1  made  to  the  testimony  of  Mr.  Brett 
applies  to  this  witness? 

The  Court:    So  ordered. 
By  Mr.  Rosskopf : 

Q.  Let  us  take  that  meeting  you  attended  before 
Major  Schumacher  at  the  Beverly  Boulevard  office.  Just 
give  us,  if  you  can,  Mrs.  Brett,  exactly  what  happened 
from  the  time  you  walked  into  the  place  until  you  left? 

A.  Well,  Mr.  Bromley,  our  attorney  at  that  time,  and 
Mr.  Brett  and  I  went  over  there  at  Major  Schumacher's 
invitation  or  insistence.  He  wanted  Mr.  Brett  to  shake 
hands  with  him,  but  he  didn't.  So  it  seemed  to  be  a  sub- 
ject of  personality  that  Major  Schumacher  had  on  his 
mind  that  afternoon  and  there  was  nothing  as  far  as — 
there  was  no  paper  work  he  asked  us  to  sign  other  than 
he  was  always  asking  if  we  were  going  to  pay  this  re- 
negotiation and  sign  it ;  that  seemed  to  be  it,  but  I  don't 
kno\v  what  they  wanted  to  sign  because  we  were  never 
given  anything  to  sign  because  we  had  no  idea  where  the 
amounts  came  from  or  what  it  was.  It  was  just  a  flat  sum 
that  they  decided. 

Q.  Did  you  ever  endeavor  to  ascertain  how  that  was 
arrived  at?    1 77] 

A.  Yes,  we  asked  him  numerous  times.  I  don't  have 
any  copy  of  the  telegram,  but  I  know  that  Mr.  Bromley 
repeatedly  asked  him  where  they  got  this.    We  wanted  to 
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know  whether  it  was  just  straight  figures  that  they  had 
obtained  the  $60,000  or  whether  it  was  penalty  or  what 
it  was.  I  asked  him  myself  if  there  were  any  figures  and 
I  asked  the  auditors  when  they  left  if  there  were  any 
figures  that  we  would  be  able  to  obtain  to  see  where  they 
figured  that  we  were  excessive. 

Q.     What  was  their  answer? 

A.  Well,  they  would  get  around  to  it  maybe,  but  that 
was  their  decision  and  they  decided  upon  that,  but  that 
wasn't  our  affair. 

Q.  Were  you  ever  present  when  Mr.  Brett  or  any  one 
else,  including  yourself,  ofifered  to  produce  evidence  of 
efficiency,  savings,  and  things  of  that  nature? 

A.  Every  time  Major  Schumacher  was  out  there  we 
wanted  to  show  him  purchase  orders.  The  one  we  have 
today  happens  to  be  1943.  That  was  brought  down  for 
the  stamp  of  the  renegotiation  loan  merely,  but  they  were 
not  interested  in  that.  And  the  fact  that  we  had  the  letter. 
Of  9ourse,  the  other  one  was  later.  But  Major  Schu- 
macher said  no,  that  they  wanted  the  figures  and  they 
would  make  their  own  decisions  later,  but  he  wasn't  in- 
terested in  it.  Mr.  Moore  may  have  seen  it,  but  as  I  say, 
lie  was  with  them  just  a  short  time  and  he  may  not  have 
been  anything  but  just  an  agent  and  he  never  had  any- 
thing further  to  do  with  renegotiation.     [78] 

Mr.  Rosskopf :    ^'ou  may  cross-examine. 

A'Ir.  Wright :    No  cross. 

The  Court:    Step  down.    Next  witness. 

Mr.  Rosskopf :  T  have  no  further  witnesses.  Your 
Honor.  1  think  1  would  like  to  offer  more  as  a  sample 
tlir'in  anything-  else  the  purchase  order  which  was  current- 
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ly  in  use  during"  that  period  showing  the  renegotiation 
stamp.    I  presume  Mr.  Wright  will  stipulate  to  that? 

The  Court:  What  has  the  renegotiation  stamp  to  do 
with  this? 

Mr.  Rosskopf :  I  should  say  in  some  cases  it  was  typed 
in  and  in  some  cases  it  was  put  in  with  a  rubber  stamp, 
stating  the  purchase  order  was  subject  to  the  provisions 
if  applicable  of  the  Renegotiation  Act  of  1942. 

Mr.  Wright:  Same  objection,  Your  Honor.  It  is  im- 
material and  is  something  that  is  not  within  the  jurisdic- 
tion of  the  Court  in  this  hearing  because  of  the  failure 
of  Sampson  Motors,  Inc.  to  file  a  petition  before  The  Tax 
Court. 

The  Court:    I  don't  see  how  this  is  material. 

Mr.  Rosskopf:  Probably  not,  Your  Honor,  except  to 
show  that  in  the  course  of  dealings  the  purchase  orders 
were  given  and  accepted  subject  to  the  Act  of  1942.  Of 
course,  the  Act  as  it  then  existed  would  be  the  one  that 
would  apply  to  the  contract.  I  think  it  would  probably 
follow. 

The  Court:  Well,  this  will  be  admitted.  The  objection 
will  be  overruled.  It  is  Defendant's  C  for  the  purpose  of 
[79]  showing  the  legend  relating  to  renegotiation.  Any 
others  ? 

Mr.  Rosskopf:    No,  Your  Honor. 

The  Court :    Do  you  rest  ? 

Mr.  Rosskopf:    The  defendant  Sampson  Motors  rests. 

The  Court:    Lockheed? 


United  States  of  America  9^ 

Mr.  True:  I  should  like  at  this  time,  Your  Honor,  to 
introduce  on  behalf  of  the  defendant  Lockheed  Aircraft 
Corporation  three  letters  dated  respectively  6  October, 
1944,  8  January,  1945  and  9  May,  1945,  each  of  which 
is  an  order  from  Robert  P.  Patterson,  Under  Secretary 
of  War. 

The  Court:  That  was  all  stipulated  to  before  you  got 
here  this  morning. 

Mr.  Rosskopf:    Yes. 

Mr.  True:    It  w^as?    That  we  did  receive  the  order? 

The  Court:  Not  the  form  of  the  order.  There  is  no 
contest  to  the  form,  is  there? 

Mr.  Rosskopf:    No,  Your  Honor. 

Mr.  True:    I  have  nothing  further. 

The  Court:    Does  everybody  rest? 

Mr.  Wright:    We  rest,  Your  Honor.    [80] 

The  Court:  I  don't  think  you  need  to  waste  any  time 
on  tliat.  As  I  indicated  to  counsel  when  he  was  arguing, 
maybe  in  The  Tax  Court  he  could  have  a  trial  de  novo 
and  attack  all  of  the  elements  and  find  out  what  entered 
into  it,  but  when  it  comes  here  on  the  decision  of  the  Sec- 
retary of  War,  this  Court  must  indulge  in  the  presump- 
tion that  the  law  has  been  obeyed  unless  there  is  a 
showing  to  the  contrary,  and  there  is  no  showing  to  the 
contrary  here  that  he  did  not  take  into  consideration  all 
of  the  ek^nents  uliich  enter  into  reasonabless.  The  Court 
must  take  judicial  notice  of  the  regulations  promulgated 
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by  the  Secreteiry  of  War  on  June  30,  1942  as  reported  in 
the  Spaulding  case.  In  the  footnote  No.  4  on  August  10, 
1942,  paragraph  7,  under  the  heading  ''Determination  of 
Excessive  Profits"  it  goes  into  a  long  and  detailed  an- 
alysis of  the  things  that  must  be  taken  into  consideration 
to  determine  whether  or  not  they  are  reasonable,  and  as 
the  Circuit  Court  says  in  effect  it  is  using  the  same  method 
by  which  the  Interstate  Commerce  Commission  determines 
whether  or  not  rates  are  reasonable.  Now,  I  must  indulge 
the  presumption  that  the  Secretary  of  War  before  he 
made  his  order  here  took  all  of  those  things  into  con- 
sideration, every  one  of  them.  From  the  evidence  here, 
he  had  access  to  all  of  the  books  and  records  of  the  de- 
fendant Sampson  Motors,  Inc.  in  this  case,  so  he  had  all 
of  their  information  that  was  shown  by  the  books  and 
records,  and  the  presumption  must  be  indulged  in  by  me 
that  whatever  he  did  was  [101]  regular  and  proper. 

As  against  that  we  have  only  the  evidence  here  that 
that  should  be  set  aside  because  in  the  gathering  of  the 
information  and  in  making  the  determination,  this  de- 
fendant here  was  deprived  of  his  right  to  be  heard. 

In  that  connection  I  suppose  I  should  say  first  that  I 
regard  counsel's  statement  that  the  section  which  made 
exclusive  jurisdiction  of  The  Tax  Court  is  not  effective 
and  not  applicable  to  this  case,  that  under  the  1942  Act 
the  plaintiff  could  and  should  come  into  a  court  such  as 
this  to  enforce  this  order  and  was  shrouded  with  the  pre- 
sumptions which  I  have  indicated;  that  the  defendant, 
however,   was   not   precluded   or    foreclosed   from   raising 
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the  defense  which  he  has  raised,  but  on  the  facts  that  he 
has  raised  I  cannot  conclude  that  he  was  denied  due  pro- 
cess of  law,  that  he  was  granted  due  process  of  law,  that 
his  books  and  records  were  made  available,  all  of  the  in- 
formation that  he  had  was  made  available.  There  is  no 
showing  in  this  court  that  anything  that  he  would  have 
done  could  have  been  considered  by  a  reasonable  person  to 
have  made  any  difference  in  the  conclusions  which  were 
reached.  The  fact  that  he  saved  money  for  the  Govern- 
ment, the  fact  that  he  saved  $75,000  on  one  order  I  don't 
think  could  have  affected  the  conclusion  of  a  reasonable 
person  in  determining  whether  there  were  or  were  not 
excessive  profits,  particularly  in  view  of  the  fact  that  as 
against  the  evidence  in  this  case  the  presumption  which  I 
have  indicated  must  prevail  and  which  is  the  effect  of  the 
evidence  and  cannot  be  overcome  [102]  except  by  a 
stronger  presumption,  and  there  is  no  stronger  presump- 
tion here,  or  by  stronger  evidence,  and  there  is  no  strong- 
er evidence  in  this  case.  I  don't  think  I  have  the  power  in 
this  case  to  grant  judgment  against  Sampson  Motors  for 
the  amount  indicated.  I  do  think  that  in  view  of  the 
pleadings  by  Lockheed  Aircraft  and  the  state  of  facts  as 
they  exist  that  this  Court  would  be  bound  to  consider  their 
answer  as  a  petition  for  declaratory  relief  as  to  what  their 
rights  were  as  to  who  was  entitled  to  the  money,  and  for 
that  reason  J  think  that  the  judgment  would  have  to  be  on 
that  petition  -for  declaratory  relief  and  so  regarded  as 
such,  that  Lockheed  does  not  have  any  right  and  that  the 
money  does  belong  to  the  Government  and  that  the  Gov- 
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ernment  have  judgment  against  Lockheed  for  $17,000, 
the  amount  stipulated  upon,  and  inasmuch  as  the  $30.20 
is  not  withheld  that  the  Government  have  judgment 
against  defendant  Sampson  Motors  for  $30.20  only,  plus 
interest  from  whatever  date  it  is. 

Mr.  Wright :  Yes.  That  is  the  prayer  of  the  complaint, 
Your  Honor,  for  $30.20. 

The  Court:    It  is? 

Mr.  Wright:    Yes. 

The  Court:  Well,  I  don't  read  prayers  in  complaints 
any  more  in  view  of  the  fact  the  wSupreme  Court  says  the 
prayer  is  not  a  part  of  the  complaint. 

Mr.  Wright:    Well,  that  is  what  we  ask. 

The  Court:  Judgment  will  have  to  be  as  indicated. 
Findings  will  be  prepared  accordingly  and  judgment  by 
the  plantiff. 

[Endorsed]:  Filed  Apr.  25,  1947.    [103] 

[Endorsed]:  No.  11644.  United  States  Circuit  Court 
of  Appeals  for  the  Ninth  Circuit.  Sampson  Motors,  Inc., 
a  corporation.  Appellant,  vs.  United  States  of  America, 
Appellee.  Transcript  of  Record.  Upon  Appeal  From 
the  District  Court  of  the  United  States  for  the  Southern 
District  of  California,  Central  Division. 

Filed  June  3,   1947. 

PAUL  P.  O'BRIEN. 

derk  of  tlie  United  States  Circuit  Court  of  Appeals  for 
the  Ninth  Circuit. 
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In  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  11644 

UNITED   STATES  OF  AMERICA, 

Plaintiff  and  Respondent, 

vs. 

SAMPSON  MOTORS,  INC.,  a  corporation. 

Defendant  and  Appellant, 

LOCKHEED  AIRCRAFT  CORPORATION,  a  corpo- 
ration, 

Defendant. 

STATEMENT  OF  POINTS  ON  APPEAL  AND 
DESIGNATION  OF  RECORD. 

To  the  Clerk  of  the  Above  Entitled  Court: 

The  Appellant  Sampson  Motors,  Inc.,  a  corporation, 
hereby  sets  forth  a  statement  of  the  points  on  which  it  in- 
tends to  rely  on  the  appeal  and  designates  the  parts  of  the 
record  which  it  thinks  necessary  for  the  consideration 
thereof,  to  wit: 

POINTS  RAISED  ON  APPEAL 

I. 

Renegotiation  Act  of  1942  is  unconstitutional. 

II. 

Unilateral  determination  of  excess  profits  was  void  and 
beyond  the  jurisdiction  of  Secretary  of  War. 
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III. 

Unilateral  determination  was  arbitrary  and  without  due 
process  of  law. 

IV. 

'J'he  unilateral  determination  by  the  Secretary  of  War 
has  no  weight  as  evidence,  and  the  trial  court  erred  in  con- 
sidering it  as  evidence. 

V. 

The  burden  of  proving  excess  profits  was  on  the  plain- 
tiff. The  finding  of  excess  profits  is  not  supported  by  the 
evidence. 


Dated  this  11th  day  of  June,  1947. 

ROBT.  E.  ROSSKOPF 
Attorney  for  Appellant 

[Affidavit  of  Service  by  Mail.] 

[Endorsed]  :    Filed  Jun.    13,   1947.    Paul  P.   O'Brien, 
Clerk. 
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No.  11644 
IN  THE 


United  States  Circuit  Court  of  Appeals 


FOR  THE  NINTH  CIRCUIT 


Sampson  Motors,  Inc.,  a  corporation, 

Appellant, 


vs. 

United  States  of  America, 


Appellee. 


APPELLANT'S  OPENING  BRIEF. 


Statement  of  Facts. 

Appellant  Sampson  Motors,  Inc.,  a  corporation,  appeals 
from  a  judgment  of  the  District  Court  in  favor  of  the 
United  States,  adjudging  the  United  States  to  be  entitled 
to  the  sum  of  $17,543.08  held  by  Lockheed  Aircraft  Cor- 
poration, and  a  further  judgment  against  appellant  in  the 
sum  of  $32.61.  The  moneys  held  by  Lockheed  Aircraft 
Corporation  were  withheld  by  it  from  moneys  due  Samp- 
son Motors,  Inc.  juirsuant  to  withholding  directions  of  the 
Secretary  of  War. 

On  July  31,  1944,  the  Under  Secretary  of  War,  pur- 
])orting  to  act  under  the  Renegotiation  Act  of  1942,  made 
a  unilateral  determination  that  v$60,000.00  of  profits 
realized  by  Sampson  Motors,  Inc.  during  its  fiscal  year 
ended  June  30,  1942,  under  its  contracts  and  subcontracts 


subject  to  renegotiation,  were  excessive.  [Tr.  pp.  6-8,  49.] 
Appellant  paid  taxes  upon  its  profits  for  said  fiscal  year 
and  as  a  result  of  such  tax  payment  was  credited  with 
$42,823.67  against  said  $60,000.00,  leaving  a  balance 
claimed  by  the  government  in  the  sum  of  $17,176.33.  [Tr. 
p.  49.]  The  Secretary  of  War  directed  Lockheed  Aircraft 
Corporation  to  withhold  payments  otherwise  due  appellant 
on  other  contracts,  to  secure  the  government's  demand. 
Lockheed  Aircraft  Corporation  withheld  $17,543.08.  [Tr. 
p.  51.]  The  judgment  of  the  District  Court  is  based  on 
the  original  claim,  plus  interest  at  6%  per  annum  from 
July  31,  1944  to  November  2,  1945,  using  up  all  the  funds 
withheld  by  Lockheed  Aircraft  Corporation  and  resulting 
in  a  deficiency  of  $30.20  to  which  interest  at  6%  was 
added,  resulting  in  the  judgment  against  appellant  for 
$32.61.  [Tr.  p.  52.]  Appellant  claims  title  to  the  funds 
withheld  by  Lockheed  Aircraft  Corporation  and  denies  the 
right  of  the  government  to  any  judgment  against  appellant. 
This  action  was  instituted  by  the  government  against 
Lockheed  Aircraft  Corporation  and  appellant  for  the  pur- 
pose of  recovering  the  funds  withheld  and  the  deficiency. 

There  is  little  dispute  concerning  the  facts  leading  up  to 
the  so-called  unilateral  determination  of  excess  profits.  A 
statement  of  said  facts  and  issues  was  submitted  to  the 
trial  court  [Tr.  p.  17]  and  filed  by  it.  The  government 
did  not  dispute  the  facts  as  therein  set  forth  which  are  as 
follows : 

Renegotiation  was  started  about  November  15,  1943,  by 
Army  Air  Forces,  Western  Procurement  District.  Books 
and  records  of  Sampson  Motors  were  made  available  to 
Air  Force  auditors.  Prior  to  any  hearing  Air  Force  offi- 
cer verbally  advised  Sampson  that  he  considered  excess 
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profits  for  said  fiscal  year,  prior  to  deduction  for  taxes,  to 
be  $60,000.00.  Following  this  verbal  notification  on  May 
24,  1944,  the  Air  Forces  advised  Sampson  by  registered 
mail  that  it  desired  to  avail  Sampson, 

''of  the  privilege  of  presenting  to  them  any  factors 
pertinent  to  the  renegotiation  of  your  fiscal  year 
ended  30  November  1942,  inasmuch  as  the  settlement 
proposed  to  you  has  not  been  accepted  by  you." 

''The  District  Board  has  reserved  the  afternoon  of 
Monday,  29  May  1944,  to  meet  with  you  at  District 
Headquarters,  3636  Beverly  Boulevard,  Los  Angeles, 
California." 

The  president  of  Sampson  Motors,  with  his  counsel,  was 
present  at  said  time  and  place  but  was  refused  the  privi- 
lege of  introducing  any  evidence  to  show  price  reduction 
and  comparative  prices;  efficiency  in  reducing  costs; 
economy  in  the  use  of  raw  materials ;  efficiency  in  the  use 
of  facilities  in  the  conservation  of  manpower;  character 
and  extent  of  subcontracting;  quality  of  production;  rate 
of  delivery  and  turnover ;  inventive  and  developmental  con- 
tribution with  respect  to  important  war  products.  At  said 
meeting  the  Army  Air  Force  officers  advised  the  Sampson 
representatives  that  it  had  secured  all  the  information  it 
desired  for  determining  said  excess  profits  and  did  not 
wish  to  receive  any  evidence  from  the  contractor,  but  in- 
sisted that  the  contractor  execute  an  agreement  agreeing 
to  a  determination  of  excess  profits  in  the  sum  of  $60,- 
000.00,  failing  which  the  matter  would  be  recommended  to 
the  vSecretary  of  War  for  fixing  of  said  amount.  The  con- 
tractor declined  to  execute  such  agreement  but  urged  the 
right  to  introduce  evidence  concerning  the  figures  above 
mentioned,  which  evidence  was  refused. 


Thereafter  on  or  about  June  19,  1944,  Sampson  received 
a  wire  from  the  Chief,  Renegotiation  Branch  of  the  War 
Department,  Office  of  the  Secretary,  as  follows : 

"Renegotiation  impasse  your  company  with  Army 
Air  Forces  referred  to  this  Board.  Understand  there 
is  no  material  disagreement  as  to  reported  facts  and 
figures  and  inability  reach  agreement  due  solely  to 
amount  of  proposed  refund.  Careful  review  and  con- 
sideration reports  covering  case  indicate  settlement 
fair  and  equitable.  Should  you  consider  further  hear- 
ing desirable  with  board  representatives  in  Washing- 
ton meeting  can  be  arranged  for  ten  A.  M.,  29  June 
1944,  Room  3D  573,  The  Pentagon.  In  event  this 
date  inconvenient  please  advise  by  telephone  or  tele- 
graph your  choice  not  later  than  ten  days  thereafter. 
If  meeting  not  deemed  necessary  no  alternative  but  to 
submit  case  to  under  secretary  of  war  for  determina- 
tion.    Please  advise  by  26  June  Sprar." 

At  that  time  all  transportation  was  on  a  strict  priority 
basis  making  it  virtually  impossible  to  secure  private  trans- 
portation from  Los  Angeles  to  Washington,  D.  C.  The 
court  took  judicial  knowledge  of  this  fact.  [Tr.  p.  71.] 
The  urgency  of  the  war  program  and  the  necessity  for 
products  being  manufactured  by  the  contractor  was  also 
such  that  absence  from  the  business  of  Mr.  Brett,  the  only 
person  familiar  with  the  matters  involved  in  renegotiation, 
would  have  seriously  impaired  production  of  vital  war 
materials.  The  contractor  replied  to  the  above  wire  on  or 
about  June  20,  1944,  as  follows: 

"There  is  no  impasse.  No  determination  or  basis 
of  claim  for  refund  or  settlement  ever  been  presented. 
Local  Board  refused  to  allow  us  to  present  facts  under 
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Sec.  403  A  (4)  so  it  is  impossible  for  you  to  have  all 
facts. 

"Attendance  in  Washington  is  unreasonable  as  it 
would  stop  our  entire  production  of  essential  Aircraft 
Parts  that  I  have  agreed  to  manufacture/' 

The  contractor  thereafter  received  a  letter  bearing  date 
June  29,  1944,  as  follows: 

"In  accordance  with  our  telegram  to  you  of  19 
June  1944,  inasmuch  as  it  has  not  been  possible  to 
work  out  an  agreement  as  to  the  requested  refund  of 
$60,000  excessive  profits  for  the  year  ended  30 
November  1942,  wt  are  recommending  that  this  case 
be  submitted  to  the  Under  Secretary  of  War  for  his 
consideration/' 

Thereafter  the  contractor  received  letter  bearing  date 
July  31,  1944,  from  the  Under  Secretary  of  War  enclosing 
a  unilateral  determination  of  excess  profits  to  be  $60- 
000.00.     The  text  of  said  letter  was  as  follows: 

"I  have  reviewed  the  data  furnished  by  your  com- 
pany and  the  proceedings  in  connection  with  your 
1942  renegotiation  with  the  War  Department  Price 
Adjustment  Board  and  have  reached  the  conclusion 
that  the  proposal  heretofore  made  to  your  company  by 
the  War  Department  Price  Adjustment  Board  should 
be  affirmed.  I  have  therefore  made  a  unilateral  de- 
termination that  $60,000  of  the  prices  and  profits 
realized  by  Sampson  Motors,  Inc.,  during  its  fiscal 
year  ended  30  November  1942,  under  its  contracts  and 
subcontracts  subject  to  renegotiation  pursuant  to  the 


provisions  of  Section  403,  are  excessive.  An  executed 
original  of  such  unilateral  determination  is  inclosed 
herewith." 

Thereafter  the  contractor  received  a  letter  bearing  date 
September  16,  1944,  from  the  office  of  the  Under  Secre- 
tary, War  Department,  advising  that  the  Internal  Revenue 
Agent  at  Los  Angeles  had  computed  the  tax  credit  and 
that  the  contractor  was  entitled  to  a  tax  credit  against  said 
excess  profits  in  the  sum  of  $42,823.67  and  requesting  pay- 
ment by  transmittal  of  the  difference  of  $17,176.33. 

The  contractor  declined  to  transmit  such  difference,  fol- 
lowing which  the  Under  Secretary  of  War  directed  Lock- 
heed Aircraft  Corporation  to  withhold  payment  to  the  con- 
tractor. The  withholding  directions  to  Lockheed  were  un- 
der date  of  October  12,  1944,  instructing  it  to  withhold 
$9,000.00;  on  January  8,  1945,  changing  the  amount  to 
$19,000.00;  and  on  May  9,  1945,  changing  said  amount 
to  read  $17,543.08.  Pursuant  to  these  directions  Lock- 
heed withheld  payment  to  the  contractor  of  the  various  in- 
voices and  purchase  orders  in  the  total  sum  of  $17,556.54, 
which  said  amount  it  still  holds. 

Sampson  had  no  prime  contracts  direct  with  the  govern- 
ment but  all  of  its  war  business  was  under  purchase  orders 
from  prime  and  subcontractors.  Some  of  said  purchase 
orders  contained  the  provision  that  ''seller  accepts  this  or- 
der subject,  if  api)licable,  to  renegotiation  pursuant  to  the 
provisions  of  Section  403,  Sixth,  Supplemental  National 
Defense  Appropriation  Act  of  1942."     [Tr.  pp.  17-21.] 


ARGUMENT. 

Appellant  contends  that  the  Renegotiation  Act  of  1942 
is  unconstitutional;  that  the  unilateral  determination  of 
excess  profits  was  void  and  beyond  the  jurisdiction  of  the 
Secretary  of  War;  that  the  unilateral  determination  was 
arbitrary  and  without  due  process  of  law;  that  said  uni- 
lateral determination  has  no  weight  as  evidence  and  the 
trial  court  erred  in  considering  it  as  evidence ;  and  that  the 
burden  of  proving  excess  profits  was  on  the  plaintifif,  the 
finding  of  excess  profits  not  being  supported  by  the  evi- 
dence; the  judgment  erroneously  included  interest. 

I. 

Renegotiation  Act  of  1942  Is  Unconstitutional. 

A.     Text  of  Act. 

The  Act  as  originally  enacted  on  April  28,  1942  (56 
Stat.  245)  provided  (Sec.  (a)  (3)), 

"The  terms  'renegotiate'  and  'renegotiation'  include 
the  refixing  by  the  Secretary  of  the  Department  of  the 
contract  price." 

(Sec.  (a)  (4))  provided: 

"The  term  'excess  profits'  means  any  amount  of  a 
contract  or  subcontract  price  which  is  found  as  a  re- 
sult of  renegotiation  to  represent  excessive  profits." 

The  Act  provided  that  in  certain  instances  for  contracts 
in  excess  of  v$100,000.00  the  Secretary  should  insert  cer- 
tain provisions  for  renegotiation.  Appellant  here  was  not 
a  prime  contractor  and  had  no  contracts  within  the  Act  in 
excess  or  even  approaching  $100,000.00, 
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(Sec.  (c)   (1))  provided: 

''Whenever,  in  the  opinion  of  the  Secretary  of  a  De- 
partment, the  profits  reaHzed  or  likely  to  be  realized 
from  any  contract  with  such  Department,  may  be  ex- 
cessive, the  Secretary  is  authorized  and  directed  to  re- 
quire the  contractor  or  subcontractor  to  renegotiate 
the  contract  price." 

(Sec.  (c)  (2))  provided: 

"Upon  renegotiation,  the  Secretary  is  authorized 
and  directed  to  eliminate  any  excessive  profits  under 
such  contract  or  subcontract  (i)  by  reductions  in  the 
contract  price  of  the  contract  or  subcontract,  or  by 
other  revision  in  its  terms;  or  (ii)  by  withholding, 
from  amounts  otherwise  due  the  contractor  or  sub- 
contractor, any  amount  of  such  excessive  profits;  or 
(iii)  by  directing  a  contractor  to  withhold  for  the 
account  of  the  United  States,  from  amounts  otherwise 
due  to  the  subcontractor,  any  amount  of  such  exces- 
sive profits  under  the  subcontract;  or  (iv)  by  recovery 
from  the  contractor  or  subcontractor,  through  repay- 
ment, credit  or  suit,  of  any  amount  of  such  excessive 
profits  actually  paid  to  him;  or  (iv)  by  any  combina- 
tion of  these  methods,  as  the  Secretary  deems  desir- 
able. The  Secretary  may  bring  actions  on  behalf  of 
the  United  States  in  the  appropriate  courts  of  the 
United  States  to  recover  from  such  contractor  or 
subcontractor,  any  amount  of  such  excessive  profits 
actually  paid  to  him  and  not  withheld  or  eliminated 
by  some  other  method  under  this  subsection." 

(Sec.  (c)   (4))  provided: 

''Upon  renegotiation  pursuant  to  this  section,  the 
Secretary  may  make  such  final  or  other  agreements 
with  a  contractor  or  subcontractor  for  the  elimination 
of  excessive  profits  and  for  the  discharge  of  any  lia- 
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bility  for  excessive  profits  under  this  section,  as  the 
Secretary  deems  desirable.  Such  agreements  may 
cover  such  past  and  future  period  or  periods,  may  ap- 
ply to  such  contract  or  contracts  of  the  contractor  or 
subcontractor,  and  may  contain  such  terms  and  con- 
ditions, as  the  Secretary  deems  advisable." 

The  Act  as  enacted  on  April  28,  1942,  was  by  its  terms 
applicable  to  all  contracts  and  subcontracts  thereafter  and 
theretofore  made,  whether  or  not  they  contained  a  renego- 
tiation or  recapture  clause,  unless  final  payment  had  been 
made  prior  to  April  28,  1942. 

By  Act  of  October  21,  1942  (56  Stats.  982)  certain 
amendments  were  made  in  immaterial  respects. 

B.     Unlawful  Delegation  of  Authority. 

The  Act  as  effective  for  the  fiscal  year  of  appellant  end- 
ing November  30,  1942,  as  hereinabove  quoted,  gave  the 
Secretary  of  War  authority  upon  renegotiation,  to  elimi- 
nate ''excessive  profits"  and  defined  "excessive  profits"  as 
any  amount  which  was  found  as  the  result  of  renegotia- 
tion to  represent  excessive  profits.  It  prescribed  no  stand- 
ards which  the  secretary  must  follow,  but  the  question  of 
whether  or  not  the  secretary  would  renegotiate  any  con- 
tract was  left  entirely  to  ''the  opinion  of  the  secretary." 
It  gave  the  secretary  no  authority  to  make  a  determination 
or  take  any  other  action  except  to  negotiate  and  "upon  re- 
negotiation eliminate  any  excessive  profits."  The  methods 
provided  for  elimination  of  profits  were  (1)  by  reduction 
in  the  contract  price  or  other  revision  of  its  terms;  (2) 
by  withholding  the  amount  thereof  from  amounts  other- 
wise due  the  contractor;  (3)  by  directing  a  contractor  to 
withhold    for    the    account    of    the    United    States    such 
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amounts  otherwise  clue  a  subcontractor;  (4)  by  recovery 
through  repayment,  credit  or  suit  of  any  such  amount,  or, 
(5)  by  any  combination  of  the  first  four  methods.  The 
secretary  was  authorized  to  bring  actions  in  the  appropri- 
ate courts  of  the  United  States  to  recover  any  amounts  of 
excessive  profits  paid  to  the  contractor  and  not  withheld 
or  ehminated  by  some  other  method. 

The  most  that  can  be  said  for  the  Act  is  that  the  sec- 
retary may  renegotiate,  and  recover  amounts  fixed  by 
agreement  reached.  It  certainly  cannot  be  implied  from 
the  Act  that  the  secretary  may  determine  and  fix  the 
amount  of  excess  profits. 

In  sharp  contrast  are  provisions  of  the  Act  adopted 
February  25,  1944,  resulting  in  the  present  wording  of  the 
Act. 

Among  these  amendments  were  the  following : 

''Sec.  (a)  (3),  The  terms  'renegotiate'  and  'rene- 
gotiation' include  a  determination  by  agreement  or  or- 
der under  this  section  of  the  amount  of  any  excessive 
profits."     (Italics  added.) 

Sec.  (a)  (4),  (A)  Redefines  the  term  "excessive 
profits"  to  mean  "the  portion  of  the  profits  derived 
from  contracts  with  the  departments  and  subcon- 
tracts ivhich  is  determined  in  aec  or  dance  with  this  sec- 
tion to  be  excessive."     (Italics  added.) 

There  then  follows  a  list  of  factors  which  shall  be  taken 
into  consideration  in  determining  excessive  profits,  includ- 
ing efficiency,  reasonableness  of  costs  and  profits  and 
various  other  factors.  Said  section  further  defined  the 
term 

"Profits  derived  from  contracts  with  the  depart- 
ments and  subcontracts"  to  mean :     "the  excess  of  the 
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amount  received  or  accrued  over  the  costs  paid  or  in- 
curred with  respect  thereto."     (Sec.  (a)  (4)  (B).) 

and  provided  a  method  for  determining  the  proper  costs 
to  be  allowed. 

The  above  mentioned  amendments  were  made  effective 
only  with  respect  to  fiscal  years  ending  after  June  30,  1943. 

Although  the  word  ''renegotiation"  does  not  appear  to 
have  been  judicially  defined,  we  may  assume  its  meaning 
to  be  to  ''negotiate  again."  The  terms  "negotiate"  and 
''negotiation,"  as  applied  to  contracts,  have  been  variously 
defined  as  follows: 

"to  compromise;  to  effect  something,  or  an  effort  to 
effect  something,  by  treaty  or  agreement."  (Attrill 
V.Patterson,  58  Md.  226.) 

"traffic  or  conclusion  by  bargain  or  agreement." 
(Evcrson  v.  General  Accident  etc.  Corp.,  202  Mass. 
169) 

"to  conclude  by  bargain  treaty  or  agreement." 
{Morton  v.  Dubuque,  287  Mass.  170.) 

V/e  do  not  question  the  sufficiency  of  the  act  as  giving 
the  Secretary  authority  to  eliminate  and  recover  excess 
profits  by  agreement  with  the  contractor,  after  discussion 
to  that  end. 

Such  is  the  clear  import  of  the  language  of  the  act. 

However,  any  construction  which  implies  the  power  in 
the  Secretary  to  make  a  finding  and  final  determination, 
over  the  objection  of  the  contractor,  is  clearly  outside  and 
beyond  the  power  granted  by  the  act;  and,  without  pre- 
scribing the  limits  of  his  authority  or  the  norms  for  de- 
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termining  the  result,  is  a  delegation  of  judicial  and  legis- 
lative functions  contrary  to  the  constitution. 

Panama  Refining  Co.  v.  Ryan,  293  U.  S.  388,  and 
cases  there  cited. 

It  might  more  properly  be  said  that  the  objection  here 
made  is  not  to  the  constitutionality  of  the  act,  but  to  the 
constitutionality  of  the  construction  placed  upon  it  by  the 
government  and  by  the  trial  court. 

The  provision  in  Sec.  (a)  (3)  of  the  act  that  the  terms 
"negotiate"  and  ''renegotiation"  include  the  ''refixing  by 
the  Secretary  of  the  contract  price,"  does  not  enlarge  or 
extend  the  usual  meaning  of  such  terms.  When  considered 
with  the  rest  of  the  act,  it  authorizes  the  secretary  to  agree 
upon  a  nevv^  contract  price.  In  other  words,  he  may  nego- 
tiate to  a  conclusion  which  results  in  fixing  a  different 
price. 

To  constitute  a  proper  delegation  of  power,  the  authority 
conferred  must  be  within  definite  constitutional  limits.  As 
said  by  the  Supreme  Court  in  Pananta  Refining  v.  Ryan, 
293  U.  S.  388,  432,  79  L.  Ed.  446,  465  (quoting  from 
Wichita  R.  &  Light  Co.  v.  Public  Utilities  Commission, 
260  U.  S.  48,  59,  67  L.  Ed.  124,  130) : 

''  Tn  creating  such  an  administrative  agency  the 
legislature,  to  prevent  its  being  a  pure  delegation  of 
legislative  power,  must  enjoin  upon  it  a  certain  course 
of  procedure  and  certain  rules  of  decision  in  the  per- 
formance of  its  function.  It  is  a  wholesome  and  nec- 
essary principle  that  such  an  agency  must  pursue  the 
procedure  and  rule  enjoined  and  show  a  substantial 
compliance  therewith  to  give  validity  to  its  action. 
When,  therefore,  such  an  administrative  agency  is  re- 
quired as  a  condition  precedent  to  an  order,  to  make 
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a  finding  of  facts,  the  validity  of  the  order  must  rest 
upon  the  needed  finding.  If  it  is  lacking,  the  order  is 
ineffective.  It  is  pressed  on  us  that  the  lack  of  an 
express  finding  may  be  supplied  by  implication  and  by 
reference  to  the  averments  of  the  petition  invoking  the 
action  of  the  Commission.  We  cannot  agree  to  this.'  " 

C.     Taking  Property  Without  Due  Process. 

If  the  act  be  construed  to  authorize  the  Secretary  to 
take  any  profits  which  in  his  opinion  are  excessive,  it  vio- 
lates the  due  process  clause  of  the  Vth  Amendment  of  the 
Constitution. 

Hart  V.  Wilt  see,  19  F.  (2d)  903; 

U.  S.  Harness  Co.  v.  Graham,  288  Fed.  929. 

If  the  act  be  construed  to  authorize  the  Secretary  to 
sue  for  and  recover  any  profits  which  he  considers  ex- 
cessive, this  again  violates  the  ''due  process"  clause,  be- 
cause the  only  measure  of  ''excessive  profits"  is  the  "opin- 
ion" of  the  Secretary. 

One  of  the  principle  elements  of  due  process  is  equal 
protection,  and  adherence  to  those  established  principles  of 
justice  which  afford  every  man  an  opportunity  to  a  fair 
trial.  If  the  law,  or  the  process,  is  discriminatory  or 
capricious;  or  arbitrary,  it  does  not  meet  these  require- 
ments. 

St.  Joseph  Stock  Yards  v.  United  States,  298  U.  S. 
38; 

Morgan  z\  United  States,  398  U.  S.  468. 
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A  law  which  empowers  the  Secretary  to  assess  citizens 
at  random  for  such  amount  as  in  his  opinion  is  ''exces- 
sive," is  obviously  not  uniform  or  fair.  Given  identical 
circumstances  and  profits,  the  Secretary  might  under  the 
law  assess  one  citizen  $100,000  and  excuse  the  other  en- 
tirely. 

In  Spaulding  v.  Douglas,  154  F.  (2d)  419,  profits  on 
gross  sales  of  $405,000  were  reduced  from  52%  to  33%. 

In  this  case,  appellant  had  sales  of  $283,351.11  and  a 
profit  before  taxes  of  $112,619.29  [Tr.  p.  30]  or  approxi- 
mately 39%.  The  Secretary  seeks  to  eliminate  $60,000, 
reducing  the  profit  on  sales  to  21  9/10%. 

No  basis  or  reason  for  the  determination  in  either  case 
can  be  ascertained,  since  the  only  ground  for  renegotiation 
and  the  only  measure  of  ''excessive  profits"  was  the  "opin- 
ion of  the  Secretary." 

The  recitation  in  the  so-called  unilateral  determination 
[Tr.  p.  6]  that  certain  factors  were  considered  and  that  a 
full  opportunity  to  be  heard  was  afforded  the  appellant, 
cannot  take  the  place  of  the  lack  of  authority  of  the  Sec- 
retary; and  cannot  breathe  life  into  a  void  act. 

Due  process  is  a  matter  of  substance,  and  its  absence 
cannot  be  cured  by  a  recitation  that  due  process  was  af- 
forded. 
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11. 

Unilateral  Determination  of  Excess  Profits  Was  Void, 
and  Beyond  the  Jurisdiction  of  the  Secretary  of 
War. 

As  earlier  pointed  out,  the  only  authority  of  the  Secre- 
tary under  the  act  appHcable  here,  was  to  eliminate  excess 
profits  by  renegotiation.  The  act  does  not  contain,  either 
expressly  or  by  implication,  the  authority  to  finally  de- 
termine the  amount  of  excess  profits. 

At  most,  the  "unilateral  determination''  is  an  expression 
of  the  Secretary's  opinion  that  profits  of  appellant  were 
excessive  in  the  sum  of  $60,000. 

Such  determination  is  unauthorized  by  the  act,  and  can 
have  no  binding  force  on  appellant. 

To  hold  otherwise  is  to  sanction  government  by  decree; 
government  of  men,  not  of  laws. 
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III. 

Unilateral  Determination  Was  Arbitrary  and  Without 

Due  Process  of  Law. 

The  ''unilateral  determination"  [Tr.  p.  6]  recites  that 
renegotiations  have  taken  place;  that  the  Secretary  con- 
sidered certain  data,  ''submitted  by  the  Contractor  or  ob- 
tained from  governmental  or  other  reliable  sources;"  and 
"the  Contractor  has  been  granted  full  opportunity  to  sub- 
mit such  additional  information  and  to  present  such  con- 
tentions as  the  Contractor  deemed  material." 

What  data  the  Secretary  considered  is  not  disclosed  and 
appellant  has  never  been  able  to  ascertain. 

The  testimony  of  Riley  J.  Brett,  president  of  appellant 
on  this  subject  follows  [Tr.  p.  66]  : 

"Q.  Was  anything  said  concerning  the  method  of 
arriving  at  the  $60,000  figure?  A.  We  wrote  him  a 
letter  asking  for  the  method  of  determination,  but  we 
never  had  any  answer. 

Q.  Did  you  ever  receive  any  kind  of  a  computa- 
tion?   A.    I  never  did. 

O.  Or  a  document  showing  how  that  was  deter- 
mined?   A.    We  never  did. 

Q.  Do  you  know  how  it  was  arrived  at?  A.  I 
do  not.'' 

And  of  Bertha  Brett,  secretary  of  appellant  [Tr.  p.  92]  : 

"Q.  Did  you  ever  endeavor  to  ascertain  how  that 
was  arrived  at?  A.  Yes,  we  asked  him  numerous 
times.  I  don't  have  any  copy  of  the  telegram,  but  I 
know  that  Mr.  Bromley  repeatedly  asked  him  where 
they  got  this.  We  wanted  to  know  whether  it  was 
just  straight  figures  that  they  had  obtained  the  $60,- 
000  or  whether  it  was  penalty  or  what  it  was.    I  asked 
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him  myself  if  there  were  any  figures  and  I  asked  the 
auditors  when  they  left  if  there  were  any  figures  that 
we  would  be  able  to  obtain  to  see  where  they  figured 
that  we  were  excessive. 

Q.  What  was  their  answer?  A.  Well,  they 
would  get  around  to  it  maybe,  but  that  wa§  their  de- 
cision and  they  decided  upon  that,  but  that  wasn't  our 
affair." 

The  only  hearing  was  one  in  Los  Angeles,  w^here  the  ex- 
aminer refused  to  hear  any  evidence. 

The  hearing  in  Los  Angeles  was  nothing  except  an  ef- 
fort by  an  army  of^cer  to  bully  appellant  into  an  agree- 
ment that  it  had  received  $60,000  excess  profits.  The  hap- 
penings at  said  meeting  are  set  forth  in  the  testimony  of 
Riley  J.  Brett  [Tr.  pp.  63-65],  and  Bertha  Brett.  [Tr.  pp. 
91-92.]  This  was  in  no  sense  a  hearing,  but  rather  a  de- 
mand that  appellant  adm.it  and  agree  to  refund  $60,000  in 
excess  profits.  Appellant  refused  to  sign  such  an  agree- 
ment. 

On  June  19,  1944,  appellant  received  a  wire  from  the 
chief  renegotiation  branch,  War  Department  as  follows: 

"Renegotiation  impasse  your  company  with  Army 
Air  Forces  referred  to  this  board.  Understand  there 
is  no  material  disagreement  as  to  reported  facts  and 
figures  and  inability  reach  agreement  due  solely  to 
amount  of  proposed  refund.  Careful  review  and  con- 
sideration reports  covering  case  indicate  settlement 
fair  and  equitable.  Should  you  consider  further 
hearing  desirable  with  board  representatives  in 
Washington  meeting  can  be  arranged  for  ten  A.  M., 
29  June  1944,  Room  3D  573,  The  Pentagon.  In 
event  this  date  inconvenient  please  advise  by  tele- 
phone  or   telegraph  your   choice   not   later   than   ten 
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days  thereafter.  If  meeting  not  deemed  necessary 
no  alternative  but  to  submit  case  to  Under  Secretary 
of  War  for  determination.  Please  advise  by  26  June, 
SPRAR."     [Tr.  p.  19.] 

Appellant  answered  this  wire  as  follows : 

"There  is  no  impasse.  No  determination  or  basis 
of  claim  for  refund  or  settlement  ever  been  presented. 
Local  Board  refused  to  allow  us  to  present  facts 
under  Sec.  403  A  (4)  (A)  so  it  is  impossible  for  you 
to  have  all  facts. 

"Attendance  in  Washington  is  unreasonable  as  it 
would  stop  our  entire  production  of  essential  Air- 
craft Parts  that  I  have  agreed  to  manufacture." 
[Tr.  p.  20]. 

This  was  followed  by  a  wire  from  the  War  Department 
as  follows: 

"In  accordance  with  our  telegram  to  you  of  19 
June  1944,  inasmuch  as  it  has  not  been  possible  to 
work  out  an  agreement  as  to  the  requested  refund 
of  $60,000  excessive  profits  for  the  year  ended  30 
November  1942,  we  are  recommending  that  this  case 
be  submitted  to  the  Under  Secretary  of  War  for  his 
consideration." 

Without  further  notice  and  opportunity  to  be  heard 
the  so-called  unilateral  determination  of  July  31,  1944, 
was  sent  to  appellant. 

It  is  obvious  that  these  proceedings  did  not  constitute 
such  due  process  as  that  contemplated  by  the  constitution. 
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IV. 

Unilateral  Determination  by  the  Secretary  of  War 
Has  No  Weight  as  Evidence  and  the  Trial  Court 
Erred  in  Considering  It  as  Evidence. 

The  position  of  the  trial  court  was  that  the  determina- 
tion by  the  Secretary  of  War  carried  with  it  the  presump- 
tions of  proper  authority  and  of  due  process;  that  this 
determination  amounted  to  evidence  estabHshing  a  prima 
facie  case,  and  that  the  burden  of  proof  was  thereby  cast 
upon  appellant  to  show  that  the  actions  of  the  secretary 
were  arbitrary  and  that  the  secretary  should  have  arrived 
at  a  different  result.  The  court  concluded  that  this  bur- 
den had  not  been  sustained  by  appellant  and  that  the  order 
of  the  secretary  was  sufficient  evidence  upon  which  to  base 
a  judgment  for  the  Government. 

It  is  appellant's  position  that  the  order  of  the  secretary 
had  no  evidentiary  value  whatsoever,  and  that  the  court 
erred  in  receiving  such  order  into  evidence  and  affording 
it  any  weight. 

In  the  case  of  The  J.  Duffy,  14  F.  (2d)  426,  the  court 
had  for  consideration  the  provisions  of  the  Volstead  Act 
which  provided  for  confiscation  of  a  vessel  which  had 
been  used  for  the  transportation  of  liquor.  That  statute 
attempted  to  place  the  burden  of  proof  upon  the  claimant. 
The  court  there  held  the  statute  to  be  unconstitutional  as 
a  denial  of  due  process. 

The  court  said  at  page  429: 

''If  the  true  construction  of  that  statute  is  that, 
in  a  suit  to  enforce  a  confiscation,  the  burden  of 
proving  his  innocence  lies  upon  the  owner  of  the 
property  sought  to  be  confiscated,  then  I  wcnild  have 
no  hesitation  in  declaring  that  statute  unconstitution- 
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al.  To  call  such  a  suit  dominated  by  such  a  proce- 
dural rule  'due  process  of  law'  is  to  delete  all  signifi- 
cance of  the  constitutional  guaranty.  In  civil  suits, 
the  burden  of  proving  his  case  by  a  'fair  preponder- 
ance of  the  evidence'  lies  on  the  plaintiff.  In  criminal 
actions  the  burden  of  proving  the  crime  beyond  a 
reasonable  doubt  lies  on  the  state.  Are  we  to  under- 
stand that  in  suits  aiming  at  confiscation  the  whole 
theory  of  our  judicial  procedure  is  reversed;  that 
wholly  irrespective  of  whether  a  libel  has  charged 
facts  sufficient  to  constitute  a  cause  of  forfeiture, 
that  wholly  irrespective  of  whether  a  prima  facie 
case  has  been  presented  or  a  case  of  probable  cause, 
property  stands  confiscated  to  the  government,  unless 
the  owner  manages  in  some  way  to  disprove  some- 
J;hing  that  has  not  even  been  charged  or  proven  ?  The 
statute  does  not  go  to  such  lengths.  It  may  well  be 
that  the  burden  of  proof  is  shifted  to  the  claimant 
when  'probable  cause'  has  been  sufficiently  shown 
'to  be  judged  by  the  court.'  I  can  conceive  of  no 
adequate  showing  of  'probable  cause'  short  of  a 
prima  facie  case.  Indeed  the  intendment  of  the  statute, 
as  I  read  it,  is  merely  to  make  such  a  prima  facie  case 
adequate  to  the  purpose  of  confiscation,  unless  the 
claimant  then  assumes  the  burden  of  proof.  In  this 
interpretation  of  the  statute  I  find  myself  in  accord 
with  the  language  of  Julge  Holt  in  United  States  v. 
One  Pearl  Chain  (D.C.)  139  F.  510,  as  expressed 
by  him  at  page  511." 

In  this  case  there  is  no  statute  purporting  to  shift  the 
burden  of  proof  to  appellant.  The  action  of  the  court  in 
considering  the  unilateral  determination  of  the  secretary, 
and  treating  it  as  evidence  constituting  a  prima  facie  case, 
finds  no  support  in  law  and  is  contrary  to  all  accepted 
concepts  of  justice. 
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V. 

The  Burden  of  Proving  Excess  Profits  Was  on  the 
Plaintiff.  The  Finding  of  Excess  Profits  Is  Not 
Supported  by  the  Evidence. 

As  pointed  out  in  the  Duffy  case  above,  in  civil  suits, 
the  burden  of  proving  his  case  by  a  preponderance  of  the 
evidence  Hes  on  the  plaintiff.  Applied  to  this  case,  in  or- 
der to  support  such  burden,  it  was  incumbent  upon  the 
Government  to  establish  that  appellant  received  excess 
profits  during  the  fiscal  year  ended  November  30,  1942. 
Such  evidence  cannot  be  supplied  by  a  statement  of  the 
Secretary  of  War  that  profits  were  excessive.  To  con- 
strue such  declaration  as  having  this  effect,  would  be 
equivalent  to  a  provision  that  the  unsupported  allegations 
of  a  petition  might  be  considered  as  evidence  of  the  facts 
therein  recited,  and  that  no  evidence  need  be  introduced 
to  support  such  allegations. 

The  Government  made  no  effort  to  introduce  evidence 
tending  to  show  that  appellant's  profits  were  excessive, 
but  relied  entirely  upon  the  statement  of  the  Secretary  of 
War  to  that  effect.  Said  statement  was  not  authorized 
by  the  act,  as  applicable  to  appellant,  and  cannot  be  treated 
as  evidence  of  excess  profits. 

It  is  appellant's  position  here  that  if  a  suit  for  the  re- 
covery of  excess  profits  does  lie,  the  burden  is  upon  j^lain- 
tiff  to  allege  and  prove  that  defendant  received  excess 
profits  which  are  recoverable  by  the  Government. 
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VI. 
Interest  Was  Improperly  Allowed. 

The  judgment  included  interest  at  6%  on  $17,176.33 
from  July  31,  1944.     [Tr.  p.  44]. 

There  is  no  provision  in  the  Renegotiation  Act  of  1942, 
or  other  provision  of  law  for  the  allowance  of  interest. 

In  the  absence  of  statutory  authority,  no  interest  may 
be  allowed. 

Perkins  v.  Fourniquet,  55  U.  S.  328; 
Washington  v.  Harmon,  147  U.  S.  571 ; 
U.  S,  V,  Verdier,  164  U.S.  213. 

Conclusion. 

It  is  respectfully  submitted  that  the  Renegotiation  Act 
of  1942  is  unconstitutional  in  that  it  makes  an  unlawful 
delegation  of  authority;  and  that  it  takes  property  with- 
out due  process  of  law.  That  the  unilateral  determination 
by  the  Secretary  of  War  was  beyond  the  jurisdiction  con- 
ferred upon  him  by  the  act;  that  the  same  was  arbitrary 
and  without  due  process  of  law;  that  the  same  was  er- 
roneously received  in  evidence  by  the  court.  The  burden 
of  proving  excess  profits,  in  order  to  entitle  the  Govern- 
ment to  recover  the  same,  was  upon  the  Government. 

It  is  respectfully  submitted  that  the  judgment  should 
be  reversed  and  the  trial  court  should  be  directed  to  enter 
judgment  in  favor  of  appellant  for  the  moneys  which 
were  withheld  by  Lockheed  Aircraft  Corporation,  but 
which  have  now  been  paid  into  court. 

ROBT.    E.    ROSSKOPF, 

Attorney  for  Appellant, 
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Jurisdictional  Statement. 

Appellee  filed  its  complaint  against  Sampson  Motors, 
Inc.  and  Lockheed  Aircraft  Corporation,  wherein  appel- 
lee prayed  judgment  against  Sampson  Motors,  Inc.  in  the 
amount  of  thirty  dollars  and  twenty  cents  plus  interest 
at  the  rate  of  six  per  cent  per  annum  from  November 
2,  1945,  which  amount  was  alleged  to  be  the  balance  due 
the  United  States  pursuant  to  a  unilateral  order  signed 
by  the  Undersecretary  of  War  determining  and  fixing 
the  amount  of  excessive  profits  realized  by  the  contractor 
during  its  fiscal  year  ended  November  30,  1942  in  the 
amount  of  sixty  thousand  and  no/100  dollars  ($60,- 
000.00),  less  the  applicable  tax  credit  to  which  Sampson 
Motors,   Inc.   is  entitled  under   Section  3806  of  the   In- 
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ternal  Revenue  Code  in  the  amount  of  forty-two  thou- 
sand eight  hundred  twenty-three  and  67/100  dollars 
($42,823.67).  The  complaint  prays  judgment  against 
Lockheed  Aircraft  Corporation  requiring  that  it  render 
an  account  of  all  moneys  that  have  become  due  from  it 
to  Sampson  Motors,  Inc.  since  its  receipt  of  withholding 
orders  alleged  to  have  been  issued  and  that  upon  said  ac- 
count being  stated,  defendant  Lockheed  Aircraft  Corpo- 
ration be  required  to  pay  to  the  plaintiff  the  amount  which 
it  was  required  by  the  terms  of  said  withholding  orders 
to  withhold  for  the  use  of  the  the  United  States.  After 
a  trial  on  the  merits  judgment  was  entered  against  Samp- 
son Motors,  Inc.  in  the  amount  of  thirty-two  and  61/100 
dollars  ($32.61),  which  amount  includes  interest  on  the 
amount  claimed  to  be  due  from  Sampson  Motors,  Inc.  at 
the  rate  of  six  per  cent  per  annum  from  November  2, 
1945.  Judgment  was  entered  in  favor  of  the  United 
States  against  Lockheed  Aircraft  Corporation  in  the  sum 
of  seventeen  thousand  five  hundred  forty-three  and  8/100 
dollars  ($17,543.08).     Lockheed  did  not  appeal. 

Jurisdiction  of  the  District  Court  is  established  by  Sec- 
tion 24  of  the  Judicial  Code  as  amended  (28  U.  S.  C. 
41),  and  by  the  provisions  of  Section  403(c)  of  the  Re- 
negotiation Act.  Jurisdiction  of  this  court  is  established 
by  the  provisions  of  28  U.  S.  C.  225. 


— 3— 

Statement  of  the  Case. 

Pursuant  to  renegotiation,  the  Undersecretary  of  War, 
on  July  31,  1944,  entered  an  order  determining  the 
amount  of  excessive  profits  reaHzed  by  defendant  Samp- 
son Motors,  Inc.  during  its  fiscal  year  ended  November 
30,  1942,  in  the  amount  of  sixty  thousand  dollars  ($60,- 
000.00).  [R.  49.]  It  was  stipulated  at  the  trial  that  Lock- 
heed, in  compliance  with  withholding  orders  issued  to  it 
by  the  Undersecretary  of  War,  had  withheld  from 
amounts  otherwise  due  Sampson  Motors,  Inc.  for  the  use 
of  the  United  States,  the  sum  of  seventeen  thousand  five 
hundred  forty-three  and  8/100  dollars  ($17,543.08) ;  that 
appellant  Sampson  Motors,  Inc.  had  not  petitioned  the 
Tax  Court  of  the  United  States  for  a  redetermination  of 
the  amount  of  excessive  profits  received  by  it,  as  pro- 
vided by  Section  403(e)  of  the  Renegotiation  Act,  and 
that  the  period  for  filing  such  petition  had  expired;  that 
the  amount  of  the  tax  credit  to  which  Sampson  Motors, 
Inc.  is  entitled  under  Section  3806  of  the  Internal  Reve- 
nue Code  is  forty-two  thousand  eight  hundred  twenty- 
three  and  67/100  dollars  ($42,823.67)  [R.  49-51];  and 
finally,  it  was  stipulated  that  if  the  court  should  decide 
the  United  States  is  entitled  to  judgment,  the  amount  of 
the  judgment  against  Lockheed  Aircraft  Corporation 
would  be  seventeen  thousand  five  hundred  forty-three  and 
8/100  dollars  ($17,543.08),  and  the  amount  of  the  judo- 
ment  against  Sampson  Motors,  Inc.  would  be  thirty  and 
20/100  dollars  ($30.20)  plus  interest  at  the  rate  of  six 
per  cent  per  annum  from  November  2,  1945.  [R.  52,  53.] 
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Summary  of  Argument. 

I. 

The  Renegotiation  Act  is  constitutional. 

II. 

The  1942  Act  provides  for  unilateral  determination  by 
the  Secretary. 

III. 

Administrative  due  process  may  not  be  considered  here. 
That  question  is  exclusively  for  the  Tax  Court. 

IV. 

The  Tax  Court  has  exclusive  jurisdiction  to  finally  de- 
termine the  amount,  if  any,  of  excessive  profits.  In  the 
absence  of  an  application  to  the  Tax  Court  the  determina- 
tion of  the  Secretary  is  final  as  to  the  amount. 

V. 

Interest  is  allowable  as  the  proper  measure  for  dam- 
ages for  delay  in  payment. 
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ARGUMENT. 

I. 

The  Renegotiation  Act  Is  Constitutional. 

Appellant's  arguments  as  to  the  unconstitutionality  of 
the  Act  constitute  a  sketchy  rehash  of  points  already 
raised  and  emphatically  overruled  by  this  court  in  the 
cases  of  Spaulding  et  al.  v.  Douglas  Aircraft  Company, 
et  al.,  154  F.  (2d)  419,  and  United  States  v.  Pownall, 
159  F.  (2d)  73.  The  Spaulding  case  and  the  Pownall 
case  were  followed  in  the  First  and  Sixth  Circuits  in  the 
cases  of  Lichter  v.  U.  S.,  160  F.  (2d)  329,  and  Alexan- 
der Wool  Combing  Co.  v.  U.  S.,  160  F.  (2d)   103. 

11. 

The  1942  Act  Provides  for  Unilateral  Determination 

by  the  Secretary. 

Appellant  contends  that  the  amendments  introduced  by 
the  Act  of  February  25,  1944  (Public  Law  235,  78th 
Cong.,  2d  Sess.)  are  effective  only  with  respect  to  the 
fiscal  years  ending  after  June  30,  1943;  and  that  since  the 
fiscal  year  here  involved  ended  November  30,  1942,  the 
Secretary  lacked  authority  under  the  law  applicable  to 
renegotiation  for  the  fiscal  year  in  question,  to  enter  a 
unilateral  order  determining  the  amount  of  excessive 
profits.  This  contention  presents  a  question  of  legis- 
lative intent. 

By  the  Act  of  February  25,  1944  (Public  Law  235, 
78th  Cong.,  2d  Sess.)  (50  App.  U.  S.  C  1191fe][21). 
Congress  specifically  authorized  Tax  Court  redetermina- 
tion of  unilateral  orders  of  the  Secretary  made  prior  to 
the  date  of  the  enactment  of  said  Act.  Since  Con.o-ress 
authorized  review  of  such  orders   it  must  have  contcm- 


plated  their  issuance.  Furthermore,  the  intent  that  the 
Secretary  have  power  to  enter  a  unilateral  order  determin- 
ing the  amount  of  excessive  profits  is  made  evident  upon 
a  consideration  of  the  language  of  the  Act  prior  to  its 
amendment,  in  view  of  the  policy  and  purpose  of  the  Act. 
It  would  be  idle  to  establish  a  system  for  the  recapture  of 
excessive  profits,  and  for  the  determination  of  the  amount 
thereof  by  administrative  action,  with  the  intent  that  the 
administrative  power  of  the  administrative  agency  be  lim- 
ited to  the  power  to  enter  into  agreements  fixing  the 
amount.  Such  an  arrangement  would  be  utterly  inef- 
fective if  the  contractor  or  subcontractor  should  refuse  to 
agree. 

Without  regard  to  the  merits  of  this  contention,  it  is 
one  which  should  have  been  presented  to  the  Tax  Court. 
Lichter  v,  U.  S.,  160  F.  (2d)  329,  331, 

III. 
Administrative  Due  Process  May  Not  Be  Considered 
Here.     That  Question  Is  Exclusively  for  the  Tax 
Court. 

Appellant  contends  that  the  renegotiation  officers  did 
not  grant  it  due  process,  in  that  they  refused  to  hear  its 
evidence,  refused  to  reveal  their  method  of  computation, 
and  did  not  give  Mr.  Brett  time  enough  to  go  to  a  hear- 
ing in  Washington.  If  it  be  assumed  for  the  purpose  of 
argument  that  all  these  contentions  are  true,  the  fact  re- 
mains that  the  appellant  could  have  secured  due  process 
by  petitioning  the  Tax  Court,  and  having  failed  to  do  so, 
it  cannot  urge  that  contention  here.  Spaulding  v.  Doug- 
las, etc.  et  al,  154  F.  (2d)  419;  Utley  v.  St.  Petersburg, 
292  U.  S.  106,  109;  Lichter  v.  U.  S.,  160  F.  (2d)  329, 
331. 
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IV. 

The  Tax  Court  Has  Exclusive  Jurisdiction  to  Finally 
Determine  the  Amount,  if  Any,  of  Excessive 
Profits.  In  the  Absence  of  an  Application  to  the 
Tax  Court  the  Determination  of  the  Secretary  Is 
Final  as  to  the  Amount. 

Sub-section   (e)(1)   of  the  Act  provides: 

"Upon  such  filing  such  court  (the  Tax  Court) 
shall  have  exclusive  jurisdiction,  by  order,  to  finally 
determine  the  amount,  if  any,  of  such  excessive 
profits  received  or  accrued  by  the  contractor  or  sub- 
contractor, and  such  determination  shall  not  be  re- 
viewed or  redetermined  by  any  court  or  agency/' 

Sub-section  (e)(2)  contains  the  same  provision  with 
reference  to  the  administrative  determinations  made  prior 
to  the  enactment  of  the  Revenue  Act  of  1943  (Act  of 
February  25,  1944).  The  constitutional  vaHdity  of  this 
provision  is  sustained  by  the  decisions  in  the  Spaulding, 
Pownall,  Lichter  and  Alexander  cases  and  the  principle 
under  discussion  was  applied  in  Macauley  v.  Waterman 
S.  S.  Corp.,  327  U.  S.  540,  544.  The  failure  of  appel- 
lant to  petition  the  Tax  Court  for  a  redetermination  con- 
stitutes an  election  to  abide  the  Secretary's  determination 
as  to  the  amount.  Lichter  v.  U,  S.,  160  F.  (2d)  329, 
331. 


V. 

Interest  Is  Allowable  as  the  Proper  Measure  of 

Damages  for  Delay  in  Payment. 

Appellant  contends  that  no  interest  is  allowable  on  the 
amount  found  by  renegotiation  to  be  due  the  United  States 
in  the  absence  of  a  statutory  provision  for  interest.  This 
precise  question  was  considered  by  the  court  for  the 
Southern  District  of  Virginia  in  the  case  of  United 
States  V.  Strontium  Products  Company,  68  Fed.  Supp. 
886,  in  which  case  the  court  held  that  interest  should  be 
allowed. 

When  the  creditor  suing  for  interest  is  the  United 
States  Government,  the  question  whether  interest  runs  is 
not  controlled  by  the  local  rule,  statutory  or  common  law, 
but  is  a  federal  question.  Royal  Indemnity  Company  v. 
United  States,  313  U.  S.  289. 

In  Billings  v.  United  States,  232  U.  S.  261,  the  Su- 
preme Court  faced  the  question  whether  interest  ran  on 
unpaid  taxes  even  though  the  tax  statute  did  not  so  pro- 
vide. On  pages  284-288  of  the  opinion  will  be  found  an 
extensive  review  of  the  authorities  and  it  was  held  that 
interest  did  run.     The  court  said,  page  286: 

'Thus,  as  to  the  necessity  for  a  statute,  it  was 
long  ago  here  decided  in  view  of  the  true  concep- 
tion of  interest,  that  a  statute  was  not  necessary  to 
compel  its  payment  where,  in  accordance  with  the 
principles  of  equity  and  justice  in  the  enforcement 
of  an  obligation,  interest  should  be  allowed.  Young 
V.  Godbe,  15  Wallace  562-565:     *     *     * 

And  the  decisions  of  this  court  have  often  since 
exemplified  the  principle  by  considering  the  question 
of  the  responsibility  for  interest  from  the  point  of 
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view  of  reason  and  justice,  even  though  no  express 
statute  existed  for  compelling  its  payment.  So  also 
as  to  the  nature  and  character  of  the  obligation  to 
pay  taxes." 

Perhaps  an  even  closer  analogy  than  that  of  tax  lia- 
bility can  be  found  in  the  assessment  by  the  Comptroller 
of  the  Currency  of  "double  liability''  upon  stockholders  in 
a  national  bank.  Such  liability,  like  that  in  renegotiation, 
is  not  penal,  tortious  or  a  tax.  It  is,  in  a  broad  sense, 
contractual,  but  the  liability  arises  and  the  amount 
thereof  is  fixed  by  the  unilateral  action  of  a  federal  offi- 
cial. The  stockholders'  consent  to  an  assessment  is  not 
required.  The  leading  case  on  stockholders'  liability  is 
Casey  v.  Galli,  94  U.  S.  673,  where  the  Supreme  Court 
said,  page  677: 

''The  sums  to  be  paid  being  liquidated  and  due  and 
payable  when  the  Comptroller's  order  is  made,  it  fol- 
lows that  the  amount  bears  interest  from  the  date  of 
the  order,  otherwise  there  would  be  no  motive  to  pay 
promptly  and  no  equality  between  those  who  should 
pay  then  and  those  who  should  pay  at  the  end  of  a 
protracted  litigation." 

If  Congress  has  the  power  to  pass  the  Renegotiation 
Act,  then  it  also  has  the  power  to  provide  specifically 
for  awards  thereunder.  It  did  not  do  so  specifically  but 
such  an  intent  may  be  gathered  from  a  study  of  the  en- 
tire statute,  its  words  and  its  avowed  purpose. 

It  was  clearly  the  purpose  of  Congress  to  hasten  col- 
lection, thus  Section  403(c)  authorizes  the  Government  to 
proceed  (A)  by  reductions  in  the  amounts  otherwise  pay- 
able to  the  contractor  under  contracts  with  the  depart- 
ments, or  by  other  revision  of  their  terms;  (B)  by  with- 
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holding  from  amounts  otherwise  due  to  the  contractor  any 
amount  of  such  excessive  profits;  (C)  by  directing  a  con- 
tractor to  withhold  for  the  account  of  the  United  States, 
from  amounts  otherwise  due  to  a  subcontractor,  any 
amount  of  such  excessive  profits  of  such  subcontract; 
(D)  by  recovery  from  the  contractor,  through  repay- 
ment, credit,  or  suit,  any  amount  of  such  excessive  profits 
actually  paid  to  him;  or  (E)  by  any  combination  of  these 
methods  as  is  deemed  desirable.  An  arsenal  of  weapons 
is  thus  provided  to  speed  recovery.  Section  403(e)  au- 
thorizes redetermination  in  the  Tax  Court  but  specifies 
that  pendency  of  such  Tax  Court  proceedings  "shall  not 
operate  to  stay  the  execution  of  the  order  of  the  board." 
Finally  it  is  to  be  noted  that  Congress  has  been  voting 
annual  appropriations  to  refund  collections  of  excessive 
profits  whenever  it  may  be  ultimately  adjudged  that  too 
much  was  collected.  Public  Law  40,  79th  Cong.,  1st 
Sess.  Public  Law  521,  79th  Cong.,  2d  Sess.  Obviously 
Congress  intends  that  the  money  be  brought  into  the 
Treasury  promptly  to  avoid  the  danger  that  it  may  be 
dissipated  and  if  in  the  haste,  too  much  is  collected,  the 
excess  will  be  refunded. 

Since  it  is  the  statutory  policy  to  hasten  payment  it 
would  be  contrary  to  the  whole  pattern  of  the  Act  not  to 
charge  interest  to  a  contractor  who  refuses  to  pay  and 
retains  the  use  of  his  money  until  sued,  while  other  con- 
tractors who  complied  with  the  spirit  of  the  Act  and  paid 
promptly,  simply  lose  the  use  of  their  money  for  coop- 
eration in  the  war  efifort. 

The  subcontracts  here  involved  were  entered  into  and 
performed  in  the  State  of  California  where  the  legal  rate 
of  interest  is  7%.     The  regulations  adopted  pursuant  to 
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the Renegotiation  Act  provide  for  interest  at  the  rate  of 
six  per  cent.  (See  U.  S.  v.  Strontium  Products  Com- 
pany, 68  Fed.  Supp.  886,  888.)  While,  as  has  been  shown, 
the  question  is  a  federal  question  and,  as  pointed  out  in 
the  Strontium  case,  it  is  doubtful  that  the  regulation  is 
binding  upon  the  court,  nevertheless,  as  the  court  in  that 
case  said,  'It  (the  regulation)  is  persuasive  and  worthy 
of  substantial  consideration.''  In  this  case  interest  on  the 
small  amount  remaining  due  from  appellant  at  the  rate 
of  six  per  cent  per  annum  was  allowed,  and  it  is  submit- 
ted that  this  is  a  reasonable  measure  of  damage  for  de- 
lay in  payment. 

Respectfully  submitted, 

James  M.  Carter, 

United  States  Attorney; 

Ronald  Walker, 

Assistant  U.  S.  Attorney, 

Robert  E.  Wright, 

Assistant  U.  S.  Attorney, 

Attorneys  for  Appellee. 
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No.  11644. 
IN  THE 


United  States  Circuit  Court  of  Appeals 


FOR  THE  NINTH  CIRCUIT 


Sampson  Motors,  Inc.,  a  corporation, 

Appellant, 

vs. 

United  States  of  America, 

Appellee. 


APPELLANT'S  REPLY  BRIEF. 


Appellee  has  taken  no  exceptions  to  the  statement  of 
facts  in  Appellant's  Opening  Brief. 

The  Statement  of  the  Case  contained  on  page  3  of  Ap- 
pellee's brief,  reciting  that  Appellant  had  stipulated  the 
amount  of  any  judgment  which  might  be  rendered,  is 
erroneous.  The  stipulation  appears  in  Transcript  pages 
51-54  and  is  summarized  (as  to  amount)  by  the  statement 
of  Appellant's  counsel,  on  page  54,  as  follows: 

''Mr.  Rosskopf:  That  is  correct.  We  do  not 
stipulate  that  that  is  excess  profits  or  that  any  part 
of  the  amount  of  money  herein  involved  is  excess 
profits.  We  do  stipulate  that  if  the  Court  should  de- 
termine that  $60,000  was  excess  profits  the  allowance 
of  the  tax  credit  would  leave  a  net  balance  of  $17,- 
176.33.  In  other  words,  we  stipulate  to  the  arith- 
metic, if  I  may  put  it  that  way,  but  we  do  not  stipu- 
late there  is  any  amount  due  or  that  there  was  any 
excess  profits/' 
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ARGUMENT. 

I. 

Renegotiation  Act  of  1942  Is  Unconstitutional. 

Appellee  cites  the  cases  of  Spaidding  v.  Douglas,  154 
F.  (2d)  419;  United  States  v.  Pownall  159  R  (2d)  73; 
Lichter  v.  U.  S.,  160  F.  (2d)  329  and  Alexander  v.  U.  S. 
160  F.  (2d)  103  as  having  already,  settled  all  arguments 
presented  in  this  case. 

In  the  Spaulding  v.  Douglas  (154  F.  (2d)  419)  case, 
the  contractor  whose  moneys  were  withheld,  took  affirma- 
tive action  to  recover  the  same,  alleging  they  were  wrong- 
fully withheld.  The  burden  of  proof  was  there  upon  the 
contractor  to  establish  the  invalidity  of  the  withholding 
order;  and  to  prove  the  prior  exhaustion  of  administra- 
tive remedies  afforded  by  the  act.  The  contractor  there 
failed  to  sustain  this  burden. 

In  the  case  at  bar,  the  contractor  took  no  affirmative 
action  to  recover  the  moneys  withheld.  The  action  was 
instituted  by  Appellee  to  recover  said  moneys.  The  bur- 
den was  upon  the  United  States  to  establish  its  title 
to  the  funds;  Appellant  was  under  no  compulsion  to  take 
an  appeal  to  the  Tax  Court.  This  appeal,  afforded  by 
the  1943  Amendment  to  the  act  was  permissive  only,  and 
provided  in  Sec.  e(2)   (50  F.  C.  A.  Apps.  31)  : 

(i^  *  *  ^^y  5^q1^  contractor  or  subcontractor 
aggrieved  by  a  determination  of  the  Secretary  made 
on  or  after  the  date  of  the  enactment  of  the  Revenue 
Act  of  1943,  with  respect  to  any  such  fiscal  year, 
(ending  before  July  1,  1943)  as  to  the  existence  of 
excess  profits,  which  is  not  embodied  in  an  agree- 
ment with  the  contractor  or  subcontractor,  may,  with- 
in ninety  days    *     *     *    after  the  date  of  such  deter- 
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mination,  iile  a  petition  with  the  Tax  Court  of  the 
United  States  for  a  redetermination  thereof.  Upori 
such  filing  such  court  shall  have  the  same  jurisdiction, 
powers,  and  duties,  and  the  proceeding  shall  be  sub- 
ject to  the  same  provisions,  as  in  the  case  of  a  petition 
filed  with  the  court  under  paragraph  (1),  except  that 
the  amendments  made  to  this  section  by  the  Revenue 
Act  of  1943  which  are  not  made  applicable  as  of 
April  28,  1942,  or  to  fiscal  years  ending  before  July 
1,  1943,  shall  not  apply."     (Italics  added.) 

f 

Appellant,  not  seeking  affirmative  relief,  was  not  re- 
quired to  appeal  to  the  Tax  Court,  but  might  have  done 
so  if  it  wished.  This  was  the  ruling  of  the  trial  court. 
[Tr.  p.  57.] 

In  the  case  of  United  States  v.  Pownall,  159  F.  (2d) 
73,  the  renegotiation  was  under  the  act  as  amended  by 
the  Revenue  Act  of  1943  (Adopted  Feb.  25,  1944)  ef- 
fective for  fiscal  years  ending  after  June  30,  1943.  In  the 
Pownall  case,  the  period  involved  was  the  ''fiscal  year 
ending  December  31,  1943."     (159  F.  (2d)  73.) 

In  the  case  at  bar,  the  period  involved  is  the  fiscal  year 
ending  November  30,  1942,  which  is  governed  by  the 
original  act,  and  not  by  the  act  as  amended  in  1944. 

The  case  of  Lichter  v.  U.  S.,  160  F.  (2d)  329  would 
appear  to  be  almost  identical  with  the  case  at  bar.  The 
Sixth  Circuit  there  held  that  a  contractor,  though  seeking 
no  affirmative  relief,  was  precluded  from  raising  any  ex- 
cept constitutional  questions,  by  reason  of  not  having  ap- 
pealed to  the  Tax  Court.  The  court  there  states,  concern- 
ing test  of  excessive  profits: 

"The  present  statute  is  not  without  such  tests,  for 
Sec.  701(b)  Act  Feb.  25,  1944,  requires,  in  deter- 
mining excessive  profits,  that  consideration  be  given." 


— 4— 

then  sets  out  the  various  standards  adopted  in  1944,  as 
incorporated  in  section  (a)  (4)  (A)  of  the  act.  (160  F. 
(2d)  332.) 

But  the  1944  Act  (sec.  701(b))  which  adopted  these 
standards,  specifically  provided  that  such  section  ''shall  be 
effective  only  with  respect  to  the  fiscal  years  ending  after 
June  30,  1943/'  (50  U.  S.  C.  A.  App.  1191,  historical 
note.)      (Italics  added.) 

It  is  apparent  that  the  court  in  the  Lichter  case,  in  giv- 
ing retroactive  effect  to  said  amendment,  overlooked  the 
above-quoted  language  of  the  act. 

We  also  urge  that  the  conclusion  of  the  Sixth  Circuit 
in  the  Lichter  case  is  erroneous,  wherein  said  court  holds 
that  an  appeal  to  the  Tax  Court  is  mandatory,  if  the 
contractor  would  preserve  his  rights  to  claim  his  moneys. 
The  discussion  of  the  Court  in  the  Lichter  case  (pp.  330- 
331)  clearly  shows  the  reasoning,  but  we  believe  resulted 
in  the  wrong  conclusion.  We  urge  this  court  to  determine 
this  question  for  itself,  by  consideration  of  the  language 
of  Section  e(2),  in  contrast  with  Section  403(c)  which 
requires  an  appeal  to  the  Tax  Court,  but  which  is  effec- 
tive only  for  fiscal  years  ending  after  June  30,  1943. 
(Sec.  403(c)(6).) 

The  "day  in  court"  of  a  litigant  should  not  be  denied 
by  implication  contrary  to  the  literal  meaning  of  the  stat- 
ute. Any  ambiguity  should  be  resolved  to  protect  his 
rights,  rather  than  to  abrogate  them.  The  interpretation 
in  the  Lichter  case  sanctions  a  trap.     The  appeal  to  the 
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Tax  Court  was  added  in  1944  (as  to  fiscal  years  ending 
before  July  1,  1943),  and  by  its  terms  was  permissive.  By 
the  same  statute,  the  appeal  was  added  as  to  fiscal  years 
ending  after  June  30,  1943  (Sec.  (e)  (1))  and  as  to  the 
latter  section  only,  it  was  provided  that  if  such  appeal 
were  not  taken, 

"such  order  shall  be  final  and  conclusive,  and  shall 
not  be  subject  to  review  or  redetermination  by  any 
court  or  other  agency     *     *     *." 

By  clear  statutory  language,  a  penalty  is  imposed  in 
one  case  and  not  the  other.  Appellant  relied  on  this  lan- 
guage and  did  not  take  the  permissive  appeal.  It  should 
not  now  be  subjected  to  the  penalty  which  under  the  statute 
clearly  did  not  apply  to  its  case. 

The  case  of  U.  S.  v.  Alexander,  66  Fed.  Supp.  389 
(Certiorari  denied,  160  F.  (2d)  103),  is  based  on  the 
same  fallacious  reasoning  as  the  Lichter  case.  The  con- 
tractor is  denied  the  right  to  raise  the  questions  because 
of  having  failed  to  take  an  appeal  which  under  the  statute 
he  was  not  required  to  take.  Long  after  his  right  of  ap- 
peal to  the  Tax  Court  has  expired,  a  strained  construc- 
tion is  placed  upon  the  statute,  and  he  is  told  that  be- 
cause of  his  failure  to  have  reached  the  same  strained 
conclusion,  all  rights  have  been  cut  off.  The  trap  has 
been  sprung,  and  the  contractor  has  been  subjected  to 
a  penalty  of  which  he  could  not  reasonably  have  been 
aware. 
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11. 
Unilateral  Determination  Was  Void. 

As  pointed  out  in  Appellant's  Opening  Brief  (p.  15) 
the  Renegotiation  Act,  as  applicable  to  Appellant's  fiscal 
year  ending  November  30,  1942,  contains  no  provision  for 
a  unilateral  determination  by  the  Secretary. 

Appellee  says  such  authority  should  be  implied,  because 
the  power  to  negotiate  without  the  power  to  force  his  will 
on  the  contractor  ''would  be  utterly  ineffective  if  the  con- 
tractor or  subcontractor  should  refuse  to  agree."  (Ap- 
pellee's Brief,  p.  6.) 

Appellee  also  urges  that  since  an  appeal  from  any  de- 
termination was  supplied  by  the  amendment  of  1944,  this 
implies  authority  to  make  the  determination  under  the  law 
existing  before  the  amendment. 

The  fallacy  of  these  arguments  is  self-evident.  If  the 
power  is  not  furnished  by  the  statute,  it  is  not  implied 
because  it  might  be  more  desirable  (from  the  Secetary's 
standpoint)  ;  or  by  implication  from  the  wording  of  a  later 
amendment. 

III. 
There  Was  No  Due  Process. 

Appellee  virtually  concedes  that  Appellant  was  not  af- 
forded due  process  in  the  action  by  the  Secretary,  but 
claims  that  Appellant  may  not  raise  the  question  here. 
This  point  has  been  covered  in  the  previous  discussion, 
and  need  not  be  repeated. 

A  consideration  of  the  matter  upon  the  principles  of 
simple  justice  should  entitle  Appellant  to  a  proper  hear- 
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IV. 

The  Determination  of  the  Secretary  Was  Erroneously 
Considered  as  Evidence. 

No  evidence  of  the  action  of  the  Secretary  was  offered 
except  the  Unilateral  Determination.  The  Court  received 
this  and  treated  it  as  proving  the  facts  recited  therein. 
By  a  self-serving  writing,  the  burden  of  proof  was  shifted 
to  Appellant.  The  Act  applicable  here  does  not  even  pro- 
vide for  the  ''Unilateral  Determination";  much  less  that 
it  shall  be  evidence  of  the  truth  of  the  recitals  therein. 

V. 
Burden  Was  on  the  Government. 

As  in  any  civil  case,  the  burden  of  proof  was  on  the 
plaintiff.  Can  it  sustain  this  burden  by  an  unauthorized 
writing  which  says  the  government  is  entitled  to  recover? 

This  does  not  necessarily  question  the  right  of  the  gov- 
ernment to  recover  excess  profits  in  a  proper  case.  How- 
ever, in  order  to  recover  theni,  they  must  exist.  It  is 
the  existence  of  excess  profits  which  must  be  determined. 
This  cannot  be  done  by  executive  decree,  but  must  be 
done  in  a  proper  forum,  based  upon  competent  evidence. 
The  act  applicable  to  Appellant  authorized  a  suit  in  the 
District  Court  for  that  purpose;  but  did  not  authorize 
the  Court  to  accept  as  evidence,  the  declaration  of  the 
^Secretary  that  such  profits  exist  in  a  stated  amount.  At 
most,  it  authorized  the  Court  to  determine  the  fact  and 
amount  upon  proper  evidence.  No  such  evidence  was 
introduced. 
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VI. 
Interest  Was  Improperly  Allowed. 

As  conceded  by  Appellee,  interest  is  only  recoverable 
when  allowed  by  law.  (Royal  Indemnity  v.  U.  S.,  313  U. 
S.  289.) 

There  is  no  provision  in  the  Renegotiation  Act  for  its 
allowance. 

Conclusion. 

The  judgment  should  be  reversed.  The  Renegotiation 
Act,  as  applicable  to  fiscal  year  ending  November  30, 
1942,  is  unconstitutional  for  the  reasons  stated. 

Should  the  Act  be  held  constitutional,  a  proper  inter- 
pretation of  it  requires  that  the  question  of  excess  profits 
be  determined  by  the  trial  court,  upon  competent  evidence, 
and  the  case  should  be  remanded  for  such  purpose. 

Respectfully  submitted, 

ROBT.   E.   ROSSKOPF, 

Attorney  for  Appellant. 
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2  E.  L,  Eason,  Jr,,  vs. 

In  the  District  Court  of  the  United  States  In  and 
For  the  Southern  District  of  California,  Cen- 
tral Division. 

No.  5032-M 

UNITED  STATES  OF  AMERICA, 

Plaintiff, 

vs. 

E.  K  EASON,  Jr., 

Defendant. 

COMPLAINT 

The  United  States  of  America,  plaintiff,  by  Char- 
les H.  Carr,  its  attorney  for  the  Southern  District 
Court  of  California,  says  that: 

1.  Defendant  E.  L.  Eason,  Jr.,  resides  and  does 
business  in  the  City  of  Los  Angeles,  California. 

2.  Jurisdiction  of  this  action  is  granted  to  the 
Court  by  the  provisions  of  Section  24  of  the  Judi- 
cial Code  as  amended  (28  U.S.C.A.  41  (1)  )  and  by 
the  provisions  of  Section  403(c)  of  the  Renegotia- 
tion Act. 

3.  After  due  notice  to  defendant,  proceedings 
for  the  renegotiation  of  defendant's  contracts  and 
subcontracts  were  had  and  conducted  by  represen- 
tatives of  the  Secretary  of  War.  Thereafter,  and 
on  the  11th  day  of  August  1944,  the  [2]  Under 
Secretary  of  War,  acting  under  and  by  virtue  of 
the  Renegotiation  Act  and  pursuant  to  authority 
delegated  to  him,  duly  determined,  in  accordance 
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with  law,  that  of  the  profits  realized  by  defendant 
during  the  fiscal  period  of  eleven  months  ending 
November  30,  1942,  on  his  contracts  and  subcon- 
tracts subject  to  renegotiation,  Thirty-three  Thou- 
sand Nine  Hundred  Twenty  Dollars  ($33,920.00) 
were  excessive  profits.  Demand  was  made  upon 
the  defendant  for  payment  to  the  United  States 
of  such  excessive  profits  less  the  appropriate  tax 
credit,  if  any.  A  full,  true  and  correct  copy  of  the 
order  and  determination  of  the  Under  Secretary 
of  War  is  attached  hereto  as  Exhibit  ''A''  and  by 
this  reference  made  a  part  hereof. 

4.  The  tax  credit  to  which  defendant  is  entitled 
under  Section  3806  of  the  Internal  Revenue  Code  is 
in  the  amount  of  Six  Thousand  Seventy-three  Dol- 
lars and  Forty-three  Cents  ($6,073.43).  This  tax 
credit  is  computed  upon  the  assimiption  that  the 
profits  determined  to  be  excessive  w^re  returned 
as  income  by  defendant  for  tax  purposes  and  that 
the  appropriate  taxes  have  been  or  will  be  paid 
upon  such  profits. 

5.  Defendant  has  not  petitioned  the  Tax  Court 
of  the  United  States  for  a  redetermination  of  the 
amount  of  excessive  profits  received  by  him  as  pro- 
vided by  Section  403(e)  of  the  Renegotiation  Act 
and  the  period  for  filing  such  a  petition  has  ex- 
pired. 

6.  Defendant  has  not  paid  the  United  States 
and  the  United  States  has  not  withheld  or  by  any 
other  method  eliminated  said  excessive  profits  in 
the  amoimt  of  Thirty-three  Thousand  Nine  Hun- 
dred Twenty  Dollars  ($33,920.00),  less  the  tax  cred- 
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it  aforesaid,  nor  any  part  thereof.  Such  amount  is 
now  due,  owing,  and  unpaid. 

Wherefore,  plaintiff  prays  judgment  against  de- 
fendant in  the  siun  of  Twenty-seven  Thousand 
Eight  Hundred  Forty-six  Dollars  [3]  and  Fifty- 
seven  Cents  ($27,846.57),  with  interest  at  the  rate 
of  six  (6)  per  cent  per  anniun  from  August  11. 
1944,  and  costs. 

CHARLES  H.  CARR, 
United  States  Attorney, 

RONALD  WALKER, 
Assistant  U.  S.  Attorney, 

/s/  ROBERT  E.  AVRIGHT, 

Assistant  U.  S.  Attorney, 
Attorneys  for  Plaintiff. 

EXHIBIT  ^^A'' 

War  Department 

Office  of  the  Under  Secretary 

Washington 

DETERMINATION  OF  EXCESSIVE 
PROFITS 

Pursuant  to  Section  403  of  the  Sixth  Supple- 
mental National  Defense  Appropriation  Act,  1942, 
as  amended,  which  term  refers  to  said  Act  as  last 
amended  14  July  1943  and  as  affected  by  Title 
VII  of  the  Revenue  Act  of  1943  so  far  as  applic- 
able. 
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Whereas,  E.  L.  Eason,  Jr.,  an  individual  doing 
business  as  Eason  Grinding  Company  (hereinafter 
referred  to  as  the  Contractor),  holds  contracts  and 
subcontracts  subject  to  renegotiation  pursuant  to 
the  provisions  of  Section  403  of  the  Sixth  Supple- 
mental National  Defense  Appropriation  Act,  1942, 
as  amended  (hereinafter  referred  to  as  the  Act) ; 
and 

Whereas,  renegotiation  has  taken  place  between 
the  Under  Secretary  of  War  and  the  Contractor, 
pursuant  to  the  provisions  of  the  Act,  for  the  pur- 
pose of  eliminating  excessive  profits  realized  by  the 
Contractor  during  his  eleven  months  ending  30 
November  1942,  under  said  contracts  and  subcon- 
tracts; and 

Whereas,  as  a  basis  for  said  renegotiation  the 
Under  Secretary  of  War  considered  certain  finan- 
cial, operating  and  other  data,  submitted  by  the 
Contractor  or  obtained  by  the  Under  Secretary 
of  War  from  governmental  or  other  reliable 
sources,  relating  to  the  profits  realized  by  the  Con- 
tractor during  said  fiscal  year  under  said  contracts 
and  subcontracts;  and 

Whereas,  the  Contractor  has  been  granted  full 
opportunity  to  submit  such  additional  information 
and  to  present  such  contentions  as  the  Contractor 
deemed  material  in  determining  the  excessiveness 
of  said  profits  and  the  renegotiability  of  such  con- 
tracts and  subcontracts,  at  hearings  of  which  due 
notice  was  given,  and  due  consideration  has  been 
given  to  the  financial,   operating  and   other  data 
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and  information  so  furnished  or  obtained  and  each 
of  the  contentions  so  presented; 

Now,  Therefore,  pursuant  to  the  authority  and 
discretion  vested  in  the  Secretary  of  War,  the  Sec- 
retary of  the  Navy,  the  Secretary  of  the  Treasury, 
the  Chairman  of  the  Maritime  Commission,  the 
Administrator  of  the  War  Shipping  Administra- 
tion, and  the  respective  Boards  of  Directors  of  the 
Defense  Plant  Corporation,  Metals  Reserve  Com- 
pany, Defense  Supplies  Corporation  and  Rubber 
Reserve  Company  under  the  provisions  of  the  Act, 
and  duly  delegated  to  the  Under  Secretary  of  War 
under  subsection  (f)  thereof,  it  is  hereby  found 
and  determined: 

That  $33,920  of  the  profits  realized  by  the  Con- 
tractor during  his  eleven  months  ending  30  Novem- 
ber 1942,  under  its  contracts  and  subcontracts  sub- 
ject to  renegotiation  pursuant  to  the  provisions  of 
the  Act,  are  excessive. 

That  in  connection  with  the  payment  or  dis- 
charge by  any  means  of  the  amount  of  excessive 
profits  determined  hereby  to  have  been  realized  by 
the  Contractor,  the  Contractor  shall  be  credited 
with  any  amount  to  which  he  may  be  entitled  un- 
der Section  3806  of  the  Internal  Revenue  Code  as 
computed  by  the  Commissioner  of  Internal  Reve- 
nue. 

That  the  Contractor  is  directed  to  repay  such 
excessive  profits  less  such  tax  credit,  if  any,  to  the 
Treasurer  of  the  United  States. 

That  the  excessive  profits  so  found  and  deter- 
mined shall  be  eliminated  by  any  of  the  methods 
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provided  in  the  Act  or  any  combination  thereof; 
and  the  Commanding  General,  Army  Service 
Forces,  and  the  Commanding  General,  Army  Air 
Forces,  are  hereby  authorized  and  directed  to  take 
any  and  all  action  which  may  be  necessary  or  de- 
sirable to  effect  such  elimination. 

11  August,  1944. 

/s/  ROBERT  A.  LOVETT, 

ROBERT  P.  PATTERSON, 
for:  Under  Secretary  of  War. 

[Endorsed] :  Filed  Jan.  3,  1946.  [4] 


[Title  of  District  Court  and  Cause.] 

ANSWER 

Comes  now  the  defendant  above  named  and  in 
answer  to  the  complaint  of  plaintiff  on  file  herein, 
denies  and  alleges  as  follows,  to  wit: 

First  Defense 

The  complaint  fails  to  state  a  claim  against  de- 
fendant upon  which  relief  can  be  granted. 

Second  Defense 

That  said  order  of  August  11,  1944,  is  void;  that 
neither  said  Secretary  of  War  nor  said  Under 
Secretary  of  War  had  the  power  or  authority  to 
make  said  order  and  are  without  power  or  auth- 
ority to  enforce  said  order  according  to  its  terms 
or  otherwise  or  at  all  for  the  reason  that  said 
Renegotiation  Act  is  void,  without  lawful  effect 
and    repugnant    to    the    Constitution    [6]    of    the 
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United  States  in  each  of  the  following  particulars, 
to  wit: 

1.  Said  Renegotiation  Act  is  repugnant  to  Ar- 
ticle I,  section  1,  and  Article  II,  section  8,  para- 
graph 18  of  the  Constitution  of  the  United  States 
in  that  it  unlawfully  delegates  legislative  power  to 
the  defendants  and  to  the  secretaries  of  the  various 
departments  as  in  said  Act  set  forth; 

2.  That  said  Renegotiation  Act  is  repugnant  to 
the  Fifth  Amendment  to  the  Constitution  of  the 
United  States  in  that  it  deprives  plaintiffs  of  their 
property  without  due  process  of  law; 

3.  That  said  Renegotiation  Act  is  repugnant  to 
the  Fifth  Amendment  to  the  Constitution  of  the 
United  States  in  that  it  takes  plaintiffs^  property 
for  public  use  without  just  or  any  compensation; 

4.  That  said  Renegotiation  Act  is  repugnant  to 
the  Tenth  Amendment  to  the  Constitution  of  the 
United  States  in  that  it  attempts  to  exercise  a 
power  not  delegated  to  the  United  States; 

5.  That  said  Renegotiation  Act  is  repugnant  to 
Article  I,  section  1,  and  Article  I,  section  8,  para- 
graph 18,  of  the  Constitution  of  the  United  States 
and  to  the  Fifth  and  Tenth  Amendments  thereto, 
in  that  by  said  Act  it  is  provided  that  ^Svhenever, 
ill  the  opinion  of  the  secretary  of  a  department 
(including  the  Secretary  of  War)  the  profits  real- 
ized or  likely  to  be  realized  from  any  contract  with 
said  department  or  from  any  subcontract  there- 
under, whether  or  not  made  by  the  contractor,  may 
be  excessive,  the  Secretary  is  authorized  and  di- 
rected to  require  the  contractor  or  subcontractor 
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to  renegotiate  the  contract  price'',  and  that  upon 
said  renegotiation  ''the  Secretary  is  authorized  and 
directed  to  eliminate  any  excessive  profits  under 
such  contract  or  subcontract"  and  neither  said  Re- 
negotiation Act  nor  any  other  provision  of  law 
sets  forth  or  declares  any  rules,  standard,  guide  or 
policy  by  which  said  Secretary  is  to  be  guided  in 
the  administration  [7]  of  said  Act  or  in  the  deter- 
mination of  what  are  or  are  not  excessive  profits 
other  than  the  arbitrary  order,  whim  or  caprice  of 
said  Secretary;  that  by  said  Act  Congress  has 
attempted  to  delegate  to  the  Secretary  the  power 
to  refix  contract  prices  and  has  directed,  authorized 
and  empowered  him,  by  unguided  opinion  and  with- 
out setting  forth  any  standard,  gauge  or  rule,  to 
determine  what  profits  are  excessive; 

6.  That  said  Renegotiation  Act  further  violates 
said  foregoing  provisions  of  the  Constitution  and 
the  Fifth  and  Tenth  Amendments  thereto  in  that 
it  purports  to  vest  in  the  Secretary  the  power  to 
renegotiate  contracts  made  and  entered  into  be- 
tween private  persons,  firms  and  corporations  and 
to  which  contracts  the  government  of  the  TTnited 
States  is  not  a  party,  and  in  instances  where  no 
privity  of  contract  exists  between  the  contractor 
or  subcontractor  and  the  United  States; 

7.  That  said  Renegotiation  Act  is  further  repug- 
nant to  said  Articles  of  the  Constitution  of  the 
United  States  and  to  said  Fifth  and  Tenth  Amend- 
ments thereto,  in  that  it  provides  that  upon  any 
negotiation  conducted  and  made  and  upon  any  or- 
der entered  pursuant  thereto  by  the  Secretary,  said 
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Secretary  may  make  a  revision  of  said  contracts 
renegotiated  by  reducing  the  contract  price  of  said 
contract,  but  said  Renegotiation  Act  contains  no 
provision  whereby  the  contractor  can  have  his  con- 
tract price  raised  in  the  event  that  such  contract 
price  did  not  produce  a  fair  profit  on  the  business 
done  under  said  contract  or  any  profit  at  all ; 

8.  That  said  Renegotiation  Act  is  further  re- 
pugnant to  said  Articles  of  the  Constitution  and 
to  said  Fifth  and  Tenth  Amendments  thereto  in 
that  it  does  not  provide  for  any  equality  of  treat- 
ment as  to  all  persons,  firms  or  corporations  whose 
contracts  are  made  subject  to  the  provisions  of  said 
Act,  in  the  following  [8]  particulars,  to  wit: 

(a)  That  by  the  provisions  of  said  Act  the  Sec- 
retary is  authorized,  in  his  discretion,  to  exempt 
from  some  or  all  of  the  provisions  of  said  Act  ''any 
contracts  or  subcontracts  under  which,  in  the  opin- 
ion of  the  Secretary,  the  profits  can  be  determmed 
with  reasonable  certainty  when  the  contract  price 
is  established  *  *  *  when  the  period  of  perform- 
ance under  said  contract  or  subcontract  will  not 
be  in  excess  of  thirty  days;" 

(b)  That  by  the  provisions  of  said  Act  the  Sec- 
retary may  exempt  from  the  provisions  of  said 
Act  a  portion  of  any  contract  or  subcontract  during 
a  specified  period  or  periods  if  in  the  opinion  of 
the  Secretary  the  provisions  of  the  contract  are 
otherwise  adequate  to  prevent  excessive  profits; 

(c)  That  by  the  provisions  of  said  Act  the  Sec- 
3'etary  is  authorized  to  exempt  contracts  and  sub- 
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contracts,  both  individually  and  by  general  classes 
and  types,  from  the  operation  of  said  Act; 

(d)  That  said  Renegotiation  Act  is  made  to  ap- 
ply only  to  contracts  involving  amounts  in  excess 
of  $100,000.00  and  does  not  apply  to  contracts  in- 
volving amounts  less  than  $100,000.00; 

9.  That  said  Renegotiation  Act  is  further  viola- 
tive of  said  Articles  of  the  Constitution  and 
Amendments  in  that  it  directs  the  Secretary  in 
determining  excess  profits  under  any  contract  not 
to  make  allowances  for  any  salaries,  bonuses  or 
other  compensation  paid  by  a  contractor  to  its 
officers  or  employees  in  excess  of  a  reasonable 
amount  and  not  to  make  allowance  for  any  excess 
reserves  set  up  by  the  contractor  or  for  any  costs 
incurred  by  the  contractor  w^hich  are  excessive  and 
unreasonable;  that  said  Act  does  not  contain  any 
standard,  guide  or  rule  for  the  determination  of 
what  are  reasonable  salaries,  bonuses  or  compen- 
sation or  for  the  determination  of  w^hat  are  or 
are  not  excessive  or  unreasonable  costs  [9]  or  re- 
serves ; 

10.  That  said  Renegotiation  Act  further  violates 
said  Articles  of  the  Constitution  and  Amendments 
thereto  in  that  it  authorizes  the  Secretary,  without 
any  rule  or  standard  to  guide  his  discretion,  to 
exempt  from  renegotiation  contracts  or  portions  of 
contracts  made  or  to  be  performed  during  a  speci- 
fied period  or  periods  of  time,  said  period  or  per- 
iods of  time  to  be  fixed  by  the  arbitrary  action  of 
the  Secretary; 

11.  That  in  exercising  the  purported  power  to 
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determine  excess  profits  the  Renegotiation  Act  does 
not  contain  any  limitation  upon  or  description  of 
the  character  of  the  material  or  data  which  the 
Secretary  may  consider; 

12.  That  said  Renegotiation  Act  is  further  vio- 
lative of  said  Articles  of  the  Constitution  and 
Amendments  thereto  in  that  it  contains  no  provi- 
sions for  giving  to  the  person  whose  contract  is 
sought  to  be  renegotiated  a  hearing  or  notice  of 
place  and  time  of  hearing  of  such  renegotiation; 
that  said  Renegotiation  Act  does  not  contain  any 
provision  for  the  reception  of  evidence  or  of  giving 
to  the  contractor  the  right  to  cross-examine  wit- 
nesses; that  said  Renegotiation  Act  does  not  con- 
tain any  provisions  requiring  the  Secretary  to  set 
forth  in  any  manner  the  facts  or  figures  forming 
the  basis  of  any  decision  determining  the  existence 
of  any  excess  profits; 

13.  That  at  the  time  of  the  making  of  said  order 
of  February  2,  1944,  said  Renegotiation  Act  did 
not  contain  any  provision  allowing  a  review  in  any 
court  of  the  United  States  of  any  unilateral  arbi- 
trary or  other  decision  made  by  a  Secretary  deter- 
mining the  existence  of  excess  profits ; 

14.  That  said  Renegotiation  Act  is  further  re- 
pugnant to  said  Articles  of  the  Constitution  and 
Amendments  thereto  in  that  it  permits  each  con- 
tract sought  to  be  negotiated  by  the  Secretary  [10] 
under  the  provisions  of  said  Act  to  be  construed  in 
a  manner  different  from  that  of  any  other  con- 
tract in  the  computation  of  what  constitutor  an 
excess  profit  and  permits  the  use   of  a  different 
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standard  or  guide  in  the  determination  of  what 
constitutes  excess  profits  even  when  dealing  with 
contracts  of  exactly  the  same  class,  covering  the 
same  materials  and  operating  during  the  same  per- 
iod of  time. 

Third  Defense 

(a)  Defendant  admits  the  allegations  contained 
in  paragraph  I  of  plaintiff's  complaint. 

(b)  Defendant  denies  the  allegations  of  para- 
graph II  of  plaintiff's  complaint  and  denies  that 
the  above  entitled  court  has  jurisdiction  of  this 
action  at  all  for  each  and  all  of  the  reasons  set 
forth  in  the  second  defense  of  this  answer. 

(c)  Denies  all  the  allegations  of  paragraph  3 
of  ]:)laintiff's  complaint  save  and  except  that  por- 
tion alleging  that  on  the  11th  day  of  August,  1944, 
the  Under  Secretary  of  War  made  the  unilateral 
order  and  determination  as  attached  to  plaintiff's 
complaint  and  marked  ^'Exhibit  A". 

(d)  Admits  the  allegations  of  paragraph  IV  of 
plaintiff's  complaint,  with  the  proviso  that  said 
defendant  is  only  entitled  to  said  tax  credit  therein 
alleged  in  the  event  that  it  be  determined  herein 
that  during  the  eleven  months  ending  November 
30,  1942,  defendant  made  excessive  profits  in  the 
sum  of  $33,920.00. 

(e)  Admit  the  allegations  of  paragraph  V  ol. 
])laintiff's  complaint. 

(f)  Referring  to  paragraph  VI  of  plaintiff's 
complaint  defendant  admits  that  he  has  not  paid 
io  tlie  United  States  said  sum  of  $33,920.00  or  any 
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part  thereof;  deny  that  said  amount  or  any  part 
thereof  is  now  due,  owing  or  unpaid.  [11] 

Fourth  Defense 

That  said  order  of  August  11,  1944,  is  unenforc- 
ible  and  void  as  being  violative  of  the  due  pT'ocess 
clause  of  the  Constitution  of  the  United  States  in 
the  following  particulars,  to  wit: 

(a)  That  said  order  and  the  determination  of 
excessive  profits  contained  therein  is  based  upon 
information  secretly  collected  and  not  disclosed; 

(b)  That  said  order  does  not  contain  any  gen- 
eral or  special  findings  upon  which  the  determina- 
tion of  excessive  profits  was  made  or  based. 

Fifth  Defense 

No  contracts  made  by  defendants  or  work  done 
by  defendants  for  the  eleven  months  ending  No- 
vember 30,  1942,  were  made  with  the  United  States 
or  performed  for  the  United  States  or  with  any 
others  than  with  private  corporations  or  with  priv- 
ate parties;  that  no  single  contract  for  said  work 
during  said  period  of  time  exceeded  in  amount 
the  sum  of  $99,000.00. 

Sixth  Defense 

Deny  that  for  or  during  the  eleven  months  end- 
ing November  30,  1942,  that  defendant  made, 
earned  or  received  excess  or  excessive  profits  in 
the  sum  of  $33,920.00  or  in  any  other  sum  or 
amount  at  all. 

Wherefore,  defendant  prays  that  plaintiff  take 
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nothing  by  reason  of  its  complaint  on  file  herein 
and  that  defendant  have  judgment  herein  for  his 
costs  and  for  such  other  and  further  relief  as  may 
to  the  court  seem  meet  and  just  in  the  premises. 

/s/  JOS.  I.  McMULLEN, 
/s/  LEO  R.  FRIEDMAN, 

Attorneys  for  Defendant. 

[Endorsed]  :  Filed  Feb.  23,  1946.  [12] 


[Title  of  District  Court  and  Cause.] 

FINDINGS  OF  FACT  AND  CONCLUSIONS 

OF  LAW 

This  cause  came  on  for  hearing,  before  the  Court 
without  a  jury,  on  January  14,  1947,  and  the  Court 
having  considered  the  pleadings  and  the  stipula- 
tions made  and  entered  into  in  open  court  upon 
the  hearing  of  this  cause,  and  being  now  fully 
advised  in  the  premises,  now  finds  the  facts  and 
states  the  conclusions  of  law,  as  follows: 

FINDINGS  OF  FACT 

1.  That  at  all  times  herein  mentioned,  the  de- 
fendant, E.  L.  Eason,  Jr.  resided  in  the  County 
of  Los  Angeles,  California. 

2.  After  due  notice  to  defendant,  proceedings 
for  the  renegotiation  of  defendant's  contracts  and 
subcontracts  were  had  and  conducted  by  represen- 
tatives of  the  Secretary  of  War.  Thereafter,  on 
the  11th  day  of  August,  1944,  the  Under  Secretary 
of  War,  acting  under  and  by  virtue  of  the  Rene- 
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gotiation  Act  and  pursuant  to  authority  delegated 
to  him,  duly  determined,  in  accordance  with  law, 
that  of  the  profits  realized  by  defendant  during 
the  fiscal  period  of  eleven  months  ending  Novem- 
ber 30,  1942,  on  his  contracts  and  subcontracts  sub- 
ject to  renegotiation,  Thirty  Three  Thousand  Nine 
Hundred  Twenty  Dollars  ($33,920.00)  [13]  were 
excessive  profits,  and  caused  demand  to  be  made 
upon  the  defendant  for  payment  to  the  United 
States  of  such  excessive  profits,  less  the  appropri- 
ate tax  credit,  if  any. 

3.  That  the  tax  credit  to  which  defendant  is 
entitled,  under  Section  3806  of  the  Internal  Reve- 
nue Code  is  in  the  amount  of  Twelve  Thousand 
Two  Hundred  Twenty  One  and  86/100  Dollars 
($12,221.86). 

4.  That  defendant  has  not  petitioned  the  Tax 
Court  of  the  United  States  for  a  redetermination 
of  the  amount  of  the  excessive  profits  received  by 
him,  as  provided  by  Section  403(e)  of  the  Renego- 
tiation Act  and  the  period  for  filing  such  petition 
has  expired. 

5.  Defendant  has  not  paid  to  the  United  States 
and  the  United  States  has  not  withheld  or  by  any 
other  method  eliminated  said  excessive  profits  in 
the  amount  of  Thirty  Three  Thousand  Nine  Hun- 
dred Twenty  Dollars  ($33,920),  less  the  tax  credit 
aforesaid,  nor  any  part  thereof;  that  the  amount 
now  due,  owing,  and  unpaid  to  the  United  States 
from  the  defendant  is  $25,133.67  which  amoimt 
includes  interest  at  the  rate  of  6%  per  annum, 
from  August  11,  1944  to  date. 
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CONCLUSIONS  OF  LAW 

1.  That  the  Court  has  jurisdiction  of  the  par- 
ties and  of  the  subject  matter  of  this  action. 

2.  That  plaintiff  is  entitled  to  recover  from  the 
defendant,  the  sum  of  $25,133.67. 

It  Is  Ordered,  that  judgment  shall  be  entered 
in  conformity  herewith. 

Dated  April  19,  1947. 

/s/  LEON  R.  YANKWICH, 
Judge,  United  States 
District  Court. 

(Affidavit  of  Service  by  Mail  attached.) 

[Endorsed] :  Filed  April  19,  1947.  [14] 
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In  the  District  Court  of  the  United  States  In  and 
For  the  Southern  District  of  California,  Cen- 
tral Division 

No.  5032-Y 

UNITED  STATES  OP  AMERICA, 

Plaintiff, 

vs. 


E.  L.  EASON,  Jr., 


Defendant. 


JUDGMENT 


This  cause  came  on  regularly  for  trial  before  the 
Court,  without  a  jury,  on  January  14,  1947  and 
in  conformity  with  the  Court's  Findings  of  Pact 
and  Conclusions  of  Law,  it  is 

Ordered  and  Adjudged,  That  plaintiff.  United 
States  of  America,  do  have  and  recover  from  the 
defendant,  E.  L.  Eason,  Jr.,  the  sum  of  $25,133.67. 

Dated  April  19,  1947. 

/s/  LEON  R.  YANKWICH, 
Judge,  United  States 
District  Court. 

Judgment  entered  Apr.  19,  1947.  Docketed  Apr. 
22,  1947.  C.  O.  Book  42.  Page  714.  Edmund  L. 
Smith,  Clerk. 

(Affidavit  of  Service  by  Mail  attached.) 

[Endorsed] :  Filed  Aug.  19,  1947.  [16] 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  that  defendant  above 
named  does  herewith  and  hereby  appeal  to  the 
United  States  Circuit  Court  of  Appeals  for  the 
Ninth  Circuit  from  the  final  judgment  and  order 
made  rendered  and  filed  in  the  above  entitled  court 
and  cause  on  April  19,  1947,  and  entered  in  the 
Civil  Order  Book  42,  at  page  714,  under  date  of 
April  22,  1947,  and  from  the  whole  of  said  judg- 
ment and  order.  Said  judgment  and  order  having 
been  made  and  rendered  in  favor  of  plaintiff  and 
against  defendant. 

Dated  April  25,  1947. 

LEO  R.  FRIEDMAN, 
JOS.  I.  McMULLEN, 

Attorneys  for  Defendant. 

(Acknowledgment  of  Service.) 

[Endorsed]  :  Filed  May  2,  1947.  [18] 
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CERTIFICATE  OF  CLERK 

I,  Edmund  L.  Smith,  Clerk  of  the  District  Court 

of  the  United  States  for  the  Southern  District  of 
California,  do  hereby  certify  that  the  foregoing 
pages  numbered  from  1  to  22  inclusive  contain  full, 
true  and  correct  copies  of  Complaint;  Answer; 
Findings  of  Fact  and  Conclusions  of  Law;  Judg- 
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ment;  Notice  of  Appeal;  Statement  of  Points  on 
Which  Appellant  Intends  to  Rely  on  Appeal  and 
Designation  of  Contents  of  Record  on  Appeal 
which,  together  with  copy  of  Reporter's  Transcript 
of  Proceedings  on  January  15,  1947,  transmitted 
herewith,  constitute  the  record  on  appeal  to  the 
United  States  Circuit  Court  of  Appeals  for  the 
Ninth  Circuit. 

I  further  certify  that  my  fees  for  preparing, 
comparing,  correcting  and  certifying  the  foregoing 
record  amount  to  $6.10  which  sum  has  been  paid 
to  me  by  appellant. 

Witness  my  hand  and  the  seal  of  said  District 
Court  this  5th  day  of  June,  A.  D.  1947. 

(Seal)  EDMUND  L.  SMITH, 

Clerk. 


[Endorsed] :  No.  11648.  United  States  Court  of 
Appeals  for  the  Ninth  Circuit.  E.  L.  Eason,  Jr., 
Appellant,  vs.  United  States  of  America,  Appellee. 
Transcript  of  Record.  Appeal  from  the  United 
States  District  Court  for  the  Southern  District  of 
California,  Central  Division. 

Filed  June  6,  1947. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Court  of  Appeals  for 
the  Ninth  Circuit. 


No.  11649 


to  Ujp  Niitttj  arirmlt 


E.  L.  EASON,  JR.,  FLORA  RUTH  EASON  and 
LEWIS  C.  EASON,  as  Trustee  of  the  Estate  of 
Mildred  Eason  Stouffer,  co-partners  doing  busi- 
ness as  Eason  Grinding  Company, 

Appellants, 
vs. 

UNITED  STATES  OF  AMERICA, 

Appellee. 


SIrattBrript  of  ISlworJi 


Appeal   from  the   United   States  District  Court 

for  the  Southern  District  of  California 

Central  Division 


NAMES  AND  ADDRESSES  OP  ATTORNEYS 


For  Appellant: 

LEO  R.  FRIEDMAN, 
JOS.  I.  McMULLEN, 

935  Russ  Bldg., 

San  Francisco  4,  Calif. 


For  Appellee: 

JAMES  M.  CARTER, 

United  States  Attorney, 

RONALD  WALKER, 
ROBERT  E.  WRIGHT, 

Assistants  U.  S.  Attorney, 

600  U.   S.  Post  Office  and  Court  House 

Bldg., 
Los  Angeles  12,  Calif.  [1  *] 


•  Page  numbering  appearing  at  foot  of  page  of  original 
certified  Transcript  of  Record. 
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In  the  District  Court  of  the  United  States  In  and 
For  the  Southern  District  of  California,  Cen- 
tral Division 

No.  5445-M  Civil 

UNITED  STATES  OF  AMERICA, 

Plaintiff, 

vs. 

E.  L.  EASON,  Jr.,  FLORA  RUTH  EASON,  and 
LEWIS  C.  EASON  as  Trustee  of  the  Estate 
of  Mildred  Eason  Stouffer,  co-partners  doing 
business  as  Eason  Grinding  Company, 

Defendants. 

COMPLAINT 

The  United  States  of  America,  plaintiff,  by  Char- 
les H.  Carr,  its  attorney  for  the  Southern  District 
of  California,  says  that: 

I. 

Defendants  E.  L.  Eason,  Jr.,  Flora  Ruth  Eason, 
and  Lewis  C.  Eason  as  Trustee  of  the  Estate  of 
Mildred  Eason  Stouffer  reside  in  the  County  of 
Los  Angeles,  California,  and  do  business  in  said 
county  as  co-partners  under  the  firm  name  and 
style  of  Eason  Grinding  Company. 

II. 

Jurisdiction  of  this  action  is  granted  to  the 
Court  by  the  ]u^ovisions  of  Section  24  of  the  Judi- 
cial Code,  as  amended,  (Title  28  U.S.C.A.  Section 
41  (1)  )  and  by  the  provisions  of  Section  403(c) 
of  the  Renegotiation  Act.  [2] 
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III. 

After  due  notice  to  defendants,  proceedings  for 
the  renegotiation  of  defendants'  contracts  and  sub- 
contracts were  had  and  conducted  by  representa- 
tives of  the  War  Contracts  Price  Adjustment 
Board,  and  thereafter  on  the  11th  day  of  Decem- 
ber, 1944,  the  Under  Secretary  of  War,  acting  un- 
der and  by  virtue  of  the  Renegotiation  Act  and 
pursuant  to  authority  delegated  to  him  b}^  the 
War  Contracts  Price  Adjustment  Board,  duly  de- 
termined that  of  the  profits  realized  by  defendants 
during  the  fiscal  period  commencing  December  1, 
1942,  and  ending  August  31,  1943,  on  their  con- 
tracts and  subcontracts  subject  to  renegotiation, 
Sixty-nine  Thousand  Two  Hundred  Thirty-two 
Dollars  and  Six  Cents  ($69,232.06)  thereof  were 
excessive  profits.  On  the  11th  day  of  December, 
1944,  the  Under  Secretary  of  War  notified  defend- 
ants of  his  determination  by  registered  mail  and 
sent  defendants  a  copy  of  his  order.  A  full,  true, 
and  correct  copy  of  the  order  and  determination  of 
the  Under  Secretary  of  War  is  attached  hereto  as  Ex- 
hibit ^^A"  and  by  reference  made  a  part  hereof. 

IV. 

The  tax  credit  to  which  defendants  are  entitled 
under  Section  3806  of  the  Internal  Revenue  Code 
is  in  the  amount  of  Thirty-three  Thousand  Five 
Hundred  Eighty-four  Dollars  and  Seventy-nine 
Cents  ($33,584.79).  This  tax  credit  is  computed 
upon  the  assumption  that  the  profits  determined  to 
be  excessive  were  returned  as  income  by  defendants 
for  tax  purposes  and  that  the  appropriate  taxes 
have  been  or  will  be  paid  upon  such  profits. 
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V. 

On  February  10,  1945,  the  War  Contracts  Price 
Adjustment  Board  notified  defendants  that  the  or- 
der of  the  Under  Secretary  of  War  dated  Decem- 
ber 11,  1944,  was  adopted  by  the  Board  as  its  order, 
and  demand  was  made  upon  defendants  for  pay- 
ment to  the  United  States  on  or  before  February 
25,  1945,  of  the  excessive  profits  determined  to  be 
owing,  less  the  appropriate  tax  credit.  A  full,  true, 
and  correct  copy  of  the  notice  of  February  10, 
1945,  is  attached  hereto  as  Exhibit  ^^B"  and  by 
reference  made  a  part  hereof.  [3] 

VI. 

Defendants  have  not  petitioned  the  Tax  Court 
of  the  United  States  for  a  redetermination  of  the 
amoimt  of  excessive  profits  received  by  them  as 
provided  by  Section  403(e)  of  the  Renegotiation 
Act,  and  the  period  for  filing  such  petition  has 
expired.  Pursuant  to  the  provisions  of  Section  403 
(c)  of  the  Renegotiation  Act,  the  order  determin- 
ing the  amount  of  defendants^  excessive  profits  has 
become  final  and  conclusive,  and  it  is  not  subject 
to  review  or  redetermination  by  any  Court  or  other 
agency. 

VII. 

Defendants  have  not  paid  to  the  United  States, 
and  the  United  States  has  not  withheld,  or  by  any 
method  eliminated,  said  excessive  profits  in  the 
amount  of  Sixty-nine  Thousand  Two  Hundred 
Thirty-two  Dollars  and  Six  Cents  ($69,232.06),  less 
the  tax  credit  aforesaid,  nor  any  part  thereof.  Said 
amount  is  now  due,  owing,  and  unpaid. 
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Wherefore,  plaintiff  prays  judgment  against  de- 
fendants in  the  sum  of  Thirty-five  Thousand  Six 
Hundred  Forty-seven  Dollars  and  Twenty-seven 
Cents  ($35,647.27),  with  interest  at  the  rate  of  6% 
per  annum  from  the  25th  day  of  February,  1945. 

CHARLES  H.  CARR, 

United  States  Attorney, 

RONALD  WALKER, 

Assistant  IT.  S.  Attornev, 
Chief  of  Civil  Division. 

/s/  ROBERT  E.  WRIGHT, 

Assistant  U.  S.  Attorney, 
Attorneys  for  Plaintiff.       [4] 

EXHIBIT  A 

War  Department 

Office  of  the  Under  Secretary 

Washington 

ORDER  UNDER  DELEGATED  AUTHORITY 
DETERMINING  EXCESSIVE  PROFITS 

Pursuant  to  authority  duly  delegated  by  the 
War  Contracts  Price  Adjustment  Board,  a  rene- 
gotiation proceeding  was  duly  commenced  with 
Eason  Grinding  Company  (hereinafter  called  the 
^^ Contractor'^)  with  respect  to  the  aggregate  of 
the  amoimts  received  or  accrued  by  the  Contractor 
under  the  contracts  with  the  Departments  and  sub- 
contracts as  defined  in  the  Renegotiation  Act  (such 
contracts  and  subcontracts  being  hereinafter  col- 
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lectively  referred  to  as  '^said  contracts  with  the 
Departments  and  subcontracts'')  for  the  Contrac- 
tor's fiscal  period  commencing  1  December  1942 
and  ending  31  August  1943,  (hereinafter  called 
'^said  fiscal  period"). 

In  connection  with  such  renegotiation  proceed- 
ing, a  conference  was  held  with  the  Contractor  at 
or  in  connection  with  which  there  were  submitted 
by  the  Contractor  and  obtained  from  governmental 
or  other  reliable  sources,  certain  financial,  operat- 
ing and  other  data  relating  to  the  Contractor's 
business  and  the  Contractor's  profits  derived  from 
said  contracts  with  the  Departments  and  su])con- 
tracts  during  said  fiscal  period.  At  and  in  con- 
nection with  such  conference  the  Contractor  has 
been  afforded  full  opportunity  to  submit  such  ad- 
ditional information  and  to  present  such  conten- 
tions as  the  Contractor  deemed  material  to  a  deter- 
mination of  excessive  profits  within  the  meaning 
of  the  Renegotiation  Act. 

In  determining  the  excessive  profits  hereinafter 
determined,  due  consideration  has  been  given  to 
all  such  financial,  operating  and  other  data  and 
information  so  furnished  or  obtained,  to  each  of 
the  contentions  so  presented,  and  to  all  of  tlje  fac- 
tors referred  to  in  subsection  (a)  (4)  (A)  of  the 
Renegotiation  Act.   [5] 

As  a  result  of  such  renegotiation  it  is  hereby 
determined  that  $70,000  represents  the  portion  of 
the  Contractor's  profits  derived  from  said  con- 
tracts with  the  Department  and  subcontracts   for 
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said  fiscal  period,  which  is  excessive  within  the 
meaning  of  the  Renegotiation  Act.  After  proper 
adjustment  on  account  of  taxes,  other  than  Federal 
taxes,  measured  by  income  which  are  attributable 
to  that  portion  of  the  Contractor's  profits  derived 
from  said  contracts  with  the  Departments  and  sub- 
contracts for  said  fiscal  period  which  is  not  exces- 
sive, it  is  hereby  determined  that  the  amount  of 
excessive  profits  of  the  Contractor  for  said  fiscal 
period  which  should  be  eliminated  is  $69,232.06. 

This  order  will  be  deemed  the  determination  of 
the  War  Contracts  Price  Adjustment  Board  upon 
the  conditions  prescribed  in  subsection  (d)  (5)  of 
the  Renegotiation  Act.  If,  and  as  soon  as,  this 
order  shall  be  deemed  the  determination  of  the 
War  Contracts  Price  Adjustment  Board,  pursuant 
to  subsection  (d)  (5)  of  the  Renegotiation  Act, 
then  the  Secretary  of  War  (or  such  official  or  of- 
ficials in  the  War  Department  to  whom  the  power, 
function  and  duty  of  exercising  such  authority  and 
carrying  out  such  direction  may  be  or  have  been 
delegated  or  successively  redelegated)  is  hereby 
authorized  and  directed  to  take  such  action  (in- 
cluding the  authorization  and  direction  of  any 
other  Secretary  or  Secretaries  to  take  such  ac- 
tion) as  it  provided  by  the  Renegotiation  Act  and 
as  he  deems  appropriate  to  eliminate  such  exces- 
sive profits  to  be  eliminated. 

In  connection  with  the  payment  or  discharge  by 
any  means  of  such  excessive  profits  to  be  elimin- 
ated, the  Renegotiation  Act  provides  that  the  Con- 
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tractor  shall  be  allowed  the  applicable  credit,  if 
any,  for  Federal  income  and  excess  profits  taxes 
as  provided  in  Section  3806  of  the  Internal  Reve- 
nue Code.  [6] 

Dated,  Issued  and  Entered  on  11  December,  1944. 

/s/  ROBERT  P.  PATTERSON, 
Under  Secretary  of  War. 

Acting  on  behalf  of  the  War  Contracts  Price  Ad- 
justment Board  created  by  the  Renegotiation 
Act,  under  due  delegations  of  authority  made 
pursuant  to  subsection  (d)  (4)  of  the  Renegoti- 
ation Act.  [7] 

EXHIBIT   B 

Room  3D  573— The  Pentagon 
10  February,  1945 
Eason  Grinding  Company 
1823  East  Slauson  Avenue 
Los  Angeles,  California 

Gentlemen: 

You  are  hereby  notified  that,  no  review  having 
been  initiated  by  the  War  Contracts  Price  Adjust- 
ment Board,  either  on  your  request  or  on  it?  own 
motion,  of  the  order  dated,  issued  and  entered  on 
11  December  1944  pursuant  to  renegotiation  imder 
the  Renegotiation  Act,  by  Robert  P.  Patterson, 
Under  Secretary  of  War,  acting  on  behalf  of  the 
War  Contracts  Price  Adjustment  Board  in  accord- 
ance with  authority  delegated  by  it,  determining 
that  of  your  profits  derived  from  contracts  with 
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the  Departments  and  subcontracts  for  your  fiscal 
period  commencing  1  December  1942  and  ending 
31  August  1943,  Sixty-nine  Thousand,  Two  Hun- 
dred Thirty-two  Dollars  and  Six  Cents  ($69,- 
232.06)  represents  excessive  profits  which  should 
be  eliminated,  such  order  is  deemed  the  determina- 
tion of  the  War  Contracts  Price  Adjustment 
Board. 

A  copy  of  such  order  is  enclosed  herewith. 
This  notice  is  being  mailed  to  you  by  Registered 
Mail  on  10  February  1945. 

Demand  is  hereby  made  for  the  payment  of  the 
amount  of  such  excessive  profits  to  be  eliminated 
less  the  tax  credit,  if  any,  referred  to  in  such  or- 
der. Any  check  should  be  draw^n  to  the  order  of 
the  Treasurer  of  the  United  States  and  delivered 
to  the  Chairman,  War  Department  Price  Adjust- 
ment Board,  Room  3-D  573 — The  Pentagon,  Wash- 
ington 25,  D.  C. 

Interest  will  accrue  at  the  rate  of  6%  per  annum 
from  and  after  25  February  1945  on  any  amount 
due  under  such  order  and  unpaid.   [8] 
Very  truly  yours, 

WAR  CONTRACTS  PRICE] 
ADJUSTMENT  BOARD, 
By    /s/  J.  S.  FEIGHT, 

Lieutenant,  USNR,  Secretary. 
Countersigned : 

/s/  MAURICE  HIRSCH, 
Colonel,  General  Staff  Corps.  Acting  on  behalf  of 
the  Secretary  of  War. 

[Endorsed]:  Filed  June  6,  1946.  [9] 
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[Title  of  District  Court  and  Cause.] 

ANSWER 

Come  now  the  defendants  above  named  and  in 
answer  to  the  complaint  of  plaintiff  on  file  herein, 
deny  and  allege  as  follows,  to  wit: 

First  Defense 

The  complaint  fails  to  state  a  claim  against  de- 
fendants or  any  of  them  upon  which  relief  can 
be  granted. 

Second  Defense 

That  said  order  of  December  11,  1944,  (marked 
Exhibit  ^^A"  and  attached  to  and  by  reference 
incorporated  in  plaintiff's  complaint;  is  void;  that 
neither  the  Secretary  of  War  nor  said  [10]  Under 
Secretary  of  War  has  or  had  the  power  or  auth- 
ority to  make  said  order  and  that  neither  said  Sec- 
retary of  War  or  said  Under  Secretary  of  War,  or 
any  other  person,  or  the  United  States  of  America 
has  the  power  or  authority  to  enforce  said  order 
according  to  its  terms  or  otherwise  or  at  all  either 
by  suit  or  action  or  in  any  other  manner,  for  the 
reason  that  said  Renegotiation  Act  is  void,  without 
law^ful  effect  and  repugnant  to  the  Constitution  of 
the  United  States  in  each  of  the  following  particu- 
lars, to  wit: 

(a)  Said  Renegotiation  Act  is  repugnant  to  Ar- 
ticle I,  section  1,  and  Article  TI,  section  8,  para- 
graph 18  of  the  Constitution  of  the  United  States 
in  that  it  unlawfully  delegates  legislative  power  to 
the  War  Contracts  Price  Adjustment  Board   and 
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to   the   defendants   and  to   the   secretaries   of   the 
various  departments  as  in  said  Act  set  forth : 

(b)  That  said  Renegotiation  Act  is  repugnant  to 
the  Fifth  Amendment  to  the  Constitution  of  the 
United  States  in  that  it  deprives  plaintiffs  of  their 
property  without  due  process  of  law; 

(c)  That  said  Renegotiation  Act  is  repugnant  to 
the  Fifth  Amendment  to  the  Constitution  of  the 
United  States  in  that  it  takes  plaintiffs'  property 
for  public  use  without  just  or  any  compensation; 

(d)  That  said  Renegotiation  Act  is  repugnant 
to  the  Tenth  Amendment  to  the  Constitution  of  the 
United  States  in  that  it  attempts  to  exercise  a 
power  not  delegated  to  the  United  States ; 

(e)  That  said  Renegotiation  Act  is  repugnant  to 
Article  I,  section  1,  and  Article  V,  section  8,  para- 
graph 18,  of  the  Constitution  of  the  United  States 
and  to  the  Fifth  and  Tenth  Amendments  thereto, 
in  that  by  said  Act  it  is  provided  that  ^^  whenever, 
in  the  opinion  of  the  Board  the  amoimts  received 
or  accrued  under  contracts  with  the  departments 
and  subcontracts  may  reflect  excessive  profits"  the 
Board  is  authorized  and  directed  to  ^4ssue  [11] 
and  enter  an  order  determining  the  amount,  if  any, 
of  such  excessive  profits  under  such  contract  or 
subcontract"  and  neither  said  Renegotiation  Act 
nor  any  other  provision  of  law  sets  forth  or  de- 
clares any  rules,  standard,  guide  or  policy  by  which 
said  Board  is  to  be  guided  in  the  administration 
of  said  Act  or  in  the  determination  of  what  are 
or  are  not  excessive  profits  other  than  the  arbitrary 
order,   whim   or   caprice   of   said   Board   or   other 
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person  to  whom  it  delegates  its  authority;  th.^t  by 
said  Act  Congress  has  attempted  to  delegate  to  the 
Board  the  power  to  refix  contract  prices  and  has 
directed,  authorized  and  empowered  it,  by  unguided 
opinion  and  without  setting  forth  any  standard, 
gauge,  or  rule,  to  determine  what  profits  are  ex- 
cessive ; 

(f)  That  said  Renegotiation  Act  further  violates 
said  foregoing  provisions  of  the  Constitution  and 
the  Fifth  and  Tenth  Amendments  thereto  in  that 
it  purports  to  vest  in  the  Board  the  pow^r  to  re- 
negotiate and  change  and  impair  the  obligation  of 
contracts  made  and  entered  into  between  private 
persons,  firms  and  corporations  and  to  which  con- 
tracts the  government  of  the  United  States  is  not 
a  party,  and  in  instances  where  no  privity  of  con- 
tract exists  between  the  contracting  parties  and  the 
United  States; 

(g)  That  said  Renegotiation  Act  is  further  re- 
pugnant to  said  Articles  of  the  Constitution  of  the 
United  States  and  to  said  Fifth  and  Tenth  Amend- 
ments thereto,  in  that  it  provides  that  upon  any 
renegotiation  conducted  and  made  and  upon  any 
order  entered  pursuant  thereto  by  the  Board,  said 
Board  may  make  a  revision  of  said  contracts  rene- 
gotiated by  reducing  the  contract  price  of  said 
contract,  but  said  Renegotiation  Act  contains  no 
provision  whereby  the  contractor  or  subcontractor 
can  have  his  contract  price  raised  in  the  event  that 
such  contract  price  did  not  produce  a  fair  profit 
on  the  business  done  under  said  contract  [12]  or 
any  profit  at  all; 
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(h)  That  said  Renegotiation  Act  is  further  re- 
pugnant to  said  Articles  of  the  Constitution  and 
to  said  Fifth  and  Tenth  Amendments  thereto  in 
that  it  does  not  provide  for  any  equality  of  treat- 
ment as  to  all  persons,  firms  or  corporations  whose 
contracts  are  made  subject  to  the  provisions  of 
said  Act,  in  the  following  particulars,  to  wit: 

1.  That  by  the  provisions  of  said  Act  the  Board 
is  authorized,  in  its  discretion,  to  exempt  from 
some  or  all  of  the  provisions  of  said  Act  ^^any  con- 
tracts or  subcontracts  under  which,  in  the  opinion 
of  the  Board,  the  profits  can  be  determined  with 
reasonable  certainty  when  the  contract  price  is 
established  *  *  *  when  the  period  of  performance 
under  said  contract  or  subcontract  will  not  be  in 
excess  of  thirty  days' ^; 

2.  That  by  the  provisions  of  said  Act  the  Board 
may  exempt  from  the  provisions  of  said  Act  a  por- 
tion of  any  contract  or  subcontract  during  a  speci- 
fied period  or  periods  if  in  the  opinion  of  the 
Board  the  provisions  of  the  contract  are  otherwise 
adequate  to  prevent  excessive  profits; 

3.  That  by  the  provisions  of  said  Act  the  Board 
is  authorized  to  exempt  contracts  and  subcontracts, 
both  individually  and  by  general  classes  and  types, 
from  the  operation  of  said  Act; 

4.  That  said  Renegotiation  Act  is  made  to  api^ly 
only  to  contracts  involving  amounts  in  excess  of 
$500,000.00  and  does  not  apply  to  contracts  in- 
volving amounts  less  than  $500,000.00; 

(i)  That  said  Renegotiation  Act  is  furthei*  viola- 
tive of  said  Articles  of  the  Constitution  and  Amend- 
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ments  in  that  it  directs  the  Board  in  determining 
excess  profits  under  any  contract  not  to  make  al- 
lowances for  any  item  of  cost  to  the  extent  in  the 
opinion  of  the  Board  such  item  is  unreasonable  or 
not  properly  [13]  chargeable  to  such  contract  or 
subcontract;  that  said  Act  does  not  contain  any 
standard,  guide  or  rule  for  the  determination  of 
what  are  unreasonable  items  of  cost  or  costs  for 
the  determination  of  what  are  or  are  not  costs 
properly  chargeable  to  such  contract  or  subcon- 
tract. 

(j)  That  said  Renegotiation  Act  further  Adolates 
said  Articles  of  the  Constitution  and  Amendments 
thereto  in  that  it  prohibits  resort  and  recourse  to 
the  judicial  courts  of  the  United  States  by  any 
person  injured  by  an  order  of  the  Board. 

(k)  That  in  exercising  the  purported  power  to 
determine  excessive  profits  the  Renegotiation  Act 
does  not  contain  any  limitation  upon  or  description 
of  the  character  of  the  material  or  data  which  the 
Board  may  consider; 

(1)  That  said  Renegotiation  Act  is  further  viola- 
tive of  said  Articles  of  the  Constitution  and  Amend- 
ments thereto  in  that  it  contains  no  provision  giv- 
ing to  the  contractor  the  right  to  cross-examine 
witnesses;  that  said  Renegotiation  Act  does  not 
contain  any  provision  requiring  the  Board  to  set 
forth  in  any  manner  findings  of  facts  or  figures 
forming  the  basis  of  any  decision  determining  the 
existence  of  any  excessive  profits ;  or  requiring  any 
Secretary    exercising    delegated    authority    to    set 
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forth  in  his  order  any  findings  on  which  is  based 
the  determination  of  excessive  profits. 

(m)  Said  Renegotiation  Act  does  not  contain 
any  provision  allowing  a  review  in  any  court  of 
the  United  States  of  any  unilateral  arbitrary  or 
other  decision  made  by  a  Secretary  determining  the 
existence  of  excess  profits; 

(n)  That  said  Renegotiation  Act  is  further  re- 
pugnant to  said  Articles  of  the  Constitution  and 
Amendments  thereto  in  that  it  permits  each  con- 
tract to  be  renegotiated  by  the  Board  under  the 
provisions  of  said  Act  to  be  construed  in  a  manner 
[14]  different  from  that  of  any  other  contract  in 
the  computation  of  what  constitutes  an  excessive 
profit  and  permits  the  use  of  a  different  standard 
or  guide  in  the  determination  of  what  constitutes 
excessive  profits  even  when  dealing  with  contracts 
of  exactly  the  same  class,  covering  the  same  ma- 
terials and  operating  during  the  same  period  of 
time. 

(o)  That  said  Act  is  repugnant  to  said  Articles 
of  the  Constitution  and  Amendments  thereto  in 
that  it  directly  operates  to  impair  the  obligations. 
of  contracts  entered  into  between  defendants  and 
private  persons  and  corporations  and  directly  oper- 
ates to  deprive  defendants  of  their  property  with- 
out due  process  of  law. 

Third  Defense 

(a)  Defendants  admit  the  allegations  contained 
in  paragraph  I   of  plaintiff's  complaint. 

(b)  Defendants    deny    the    allegations    of    para- 
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graph  II  of  plaintiff's  complaint  and  deny  that 
the  above-entitled  court  has  jurisdiction  of  this 
action  at  all  for  each  and  all  of  the  reasons  set 
forth  in  the  second  defense  of  this  answer. 

(c)  Deny  all  the  allegations  of  paragraph  III 
of  plaintiff's  complaint,  save  and  except  the  por- 
tion thereof  reading  as  follows:  ^^On  the  11th  day 
of  December,  1944,  the  Under  Secretary  of  War 
notified  defendants  of  his  determination  by  regis- 
tered mail  and  sent  defendants  a  copy  of  his  order. 
A  full,  true  and  correct  copy  of  the  order  and 
determination  of  the  Under  Secretary  of  War  is 
attached  hereto  as  Exhibit  ^*A''  and  by  reference 
made  a  part  hereof;"  which  latter  allegations  de- 
fendants admit. 

(d)  Admit  the  allegations  of  paragraph  IV  of 
plaintiff's  complaint,  with  the  proviso  that  said 
defendants  are  only  entitled  to  said  tax  credit 
therein  alleged  in  the  event  that  it  be  determined 
herein  that  during  the  period  commencing  Decem- 
ber 1,  1942,  and  [15]  ending  August  31,  1943,  they 
made  excessive  profits  in  the  sum  of  $70,000.00. 

(e)  Admit  the  allegations  of  paragraph  V^  of 
plaintiff's  complaint. 

(f)  Referring  to  paragraph  VI  of  plaintiff's 
complaint  defendants  admit  that  they  ha^^e  not 
petitioned  the  tax  court  of  the  United  States  for 
a  redetermination  of  the  amount  of  alleged  exces- 
sive profits  as  set  forth  in  said  order  of  December 
11,  1944,  and  admit  that  the  period  for  filing  such 
petition  has  expired;  deny  that  pursuant  to  the 
provisions  of  section  403(c)  of  said  Renegotiation 
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Act  the  order  determining  the  amount  of  defend- 
ant's excessive  profits  has  therefore  or  otherwise 
or  at  all  become  final  or  conclusive  and  is  not  sub- 
ject to  review  or  redetermination  by  any  court  or 
other  agency. 

(g)  Referring  to  paragraph  VII  of  plaintiff's 
complaint  defendants  admit  that  they  have  not 
paid  to  the  United  States  said  sum  of  $60,232.06 
or  any  part  thereof;  deny  that  said  amount  or  any 
part  thereof  is  now  due,  owing  or  impaid. 

Fourth  Defense 

That  said  order  of  December  11.  1944,  is  un- 
enforcible  and  void  as  being  violative  of  the  due 
process  clause  of  the  Constitution  of  the  United 
States  in  the  following  particulars,  to  wit: 

(a)  That  said  order  and  the  determination  of 
excessive  profits  contained  therein  is  based  upon 
information  secretly  collected  and  not  disclosed; 

(b)  That  said  order  does  not  contain  any  gen- 
eral or  special  findings  upon  which  the  determina- 
tion of  excessive  profits  was  made  or  based. 

Fifth  Defense 

No  contracts  made  by  defendants  or  work  done 
by  defendants  [16]  for  the  period  commencing  De- 
cember 31,  1942,  and  ending  August  31,  1943,  were 
made  with  the  United  States  or  performed  for  the 
United  States  or  with  any  others  than  with  private 
corporations  or  with  private  parties ;  that  no  single 
contract  for  said  work  during  said  period  of  time 
exceeded  in  amount  the  sum  of  $99,000.00. 
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Sixth  Defense 

Deny  that  for  or  durmg  the  period  commencing 
December  31,  1942,  and  ending  August  31,  1943, 
that  defendants  made,  earned  or  received  excess  or 
excessive  profits  in  the  sum  of  $70,000.00,  or  in  any 
other  sum  or  amount  at  all. 

Wherefore,  defendants  pray  that  plaintiff  take 
nothing  by  reason  of  the  complaint  on  file  herein, 
that  they  have  judgment  herein  for  their  costs  and 
for  such  other  and  further  relief  as  may  to  the 
court  seem  meet  and  just  in  the  premises. 

/s/  JOS.  I.  McMULLEN, 
/s/  LEO  R.  FRIEDMAN, 

Attorneys   for  Defendants. 

(Acknowledgment  of  Service  by  Mail  attached.) 

[Endorsed]  :  Filed  Aug.  8,  1946. 

[17] 

[Title  of  District  Court  and  Cause.] 

FINDINGS  OF  FACT  AND 
CONCLUSIONS  OF  LAW 

This  cause  came  on  for  hearing,  before  the  Court 
without  a  jury,  on  January  14,  1947,  and  the  Court 
having  considered  the  pleadings  and  the  stipula- 
tions made  and  entered  into  in  open  court,  upon 
the  hearing  of  this  cause,  and  being  now  fully 
advised  in  the  premises,  now  finds  the  facts  and 
states  the  conclusions  of  law,  as  follows: 

FINDINGS  OF  FACT 

1.  That  at  all  times  herein  mentioned,  defend- 
ants E.  L.  Eason,  Jr.,  Flora  Ruth  Eason,  and 
Lewis  C.  Eason,  as  Trustee  of  the  Estate  of  Mil- 
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dred  Eason  Stouffer  resided  in  the  County  of  Los 
Angeles,  California  and  did  business  in  said  County 
as  co-partners,  under  the  firm  name  and  style  of 
Eason  Grinding  Company. 

2.  After  due  notice  to  defendants,  proceedings 
for  the  renegotiation  of  defendants'  Contracts  and 
Subcontracts  were  had  and  conducted  by  represen- 
tatives of  the  War  Contracts  Price  Adjustment 
Board,  and  thereafter  on  the  11th  day  of  Decem- 
ber, 1944,  the  Under  Secretary  of  War,  acting  un- 
der and  by  virtue  of  the  [19]  Renegotiation  Act, 
and  pursuant  to  authority  delegated  to  him  by 
the  War  Contracts  Price  Adjustment  Board,  duly 
determined  that  of  the  profits  realized  by  defend- 
ants during  the  fiscal  period  commencing  Decem- 
ber 1,  1942  and  ending  August  31,  1943,  on  their 
contracts  and  subcontracts,  subject  to  renegotia- 
tion. Sixty  Nine  Thousand  Tv^o  Hundred  Thirty 
Two  and  06/100  Dollars  ($69,232.06)  thereof  were 
excessive  profits,  and  on  said  date  notified  defend- 
ants of  his  determination  by  Registered  mail  and 
sent  defendants  a  copy  of  his  order. 

3.  That  the  tax  credit  to  which  defendants  are 
entitled,  under  Section  3806,  of  the  Internal  Reve- 
nue Code,  is  in  the  amount  of  Thirty  Three  Thou- 
sand Five  Hundred  Eighty  Four  and  79/100  Dol- 
lars ($33,584.79). 

4.  That  on  February  10,  1945,  the  War  Con- 
tracts Price  Adjustment  Board  notified  defendants 
that  the  order  of  the  tinder  Secretary  of  War 
dated  December  11,  1944,  was  adopted  by  the  board 
as  its  order,  and  demand  was  made  upon  defend- 
ants, for  the  payment  to  the  United  States  on  or 
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before  February  25,  1945,  of  the  excessive  profits 
determined  to  be  owing,  less  the  appropriate  tax 
credit. 

5.  That  defendants  have  not  petitioned  the  tax 
court  of  the  United  States  for  a  redetermination 
of  the  amount  of  excessive  profits  received  by  them, 
as  provided  by  Section  403(e)  of  the  Renegotia- 
tion Act  and  the  period  for  filing  such  petition 
has  expired. 

6.  That  defendants  have  not,  nor  has  either  of 
them,  paid  to  the  United  States  said  excessive  pro- 
fits in  the  amount  of  Sixty  Nine  Thousand  Two 
Hundred  Thirty  Two  and  06/100  Dollars  ($69,- 
232.06),  less  the  tax  credit  aforesaid  nor  any  part 
thereof;  and  that  the  amount  now  due,  owing  and 
unpaid  the  United  States  from  the  defendants  is 
$40,103.18,  which  amount  includes  interest  at  the 
rate  of  6%  from  February  25,  1945  to  date. 

CONCLUSIONS  OF  LAW 

1.  That  the  Court  has  jurisdiction  of  the  parties 
and  of  the  subject  matter  of  this  action. 

2.  That  plaintiff  is  entitled  to  recover  from  the 
defendant,  the  sum  of  $40,103.18.   [20] 

It  Is  Ordered,  that  judgment  should  be  entered 
in  conformity  herewith. 
Dated  April  19,  1947. 

/s/  LEON  R.  YANKWICH, 
Judge,  United  States 
District  Court. 

(Affidavit  of  Service  by  Mail  attached.) 

[Endorsed] :  Filed  April  19,  1947.  [21] 
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In  the  District  Court  of  the  United  States  In  and 
For  the  Southern  District  of  California,  Cen- 
tral Division 

No.  5445-Y  Civil 
UNITED  STATES  OF  AMERICA, 

Plaintiff, 
vs. 
E.   L.  EASON,  Jr.,  FLORA  RUTH  EASON  and 
LEWIS  C.  EASON,  as  Trustee  of  the  Estate 
of  Mildred  Eason   Stouffer,   co-partners  doing 
business  as  Eason  Grinding  Company, 

Defendants. 
JUDGMENT 
This  cause  came  on  regularly  for  hearing,  before 
the  Court  without  a  jury,  on  January  19.  1947,  and 
in  conformity  with  the  Court's  Findings  of  Fact 
and  Conclusions  of  Law,  it  is: 

Ordered  and  Adjudged,  that  plaintiff,  United 
States  of  America,  do  have  and  recover  from  the 
defendants,  E.  L.  Eason,  Jr.,  Flora  Ruth  Eason, 
and  Lewis  C.  Eason,  as  Trustee  of  the  Estate  of 
Mildred  Eason  Stouffer,  co-partners  doing  business 
as  Eason  Grinding  Company,  the  sum  of  $40,- 
103.18. 

Dated  this  19th  day  of  April,  1947. 

/s/  LEON  R.  YANKWICH, 

Judge,  U.  S.  District  Court. 
Judgment  entered  April  19,  1947.  Docketed  April 
22,   1947.   C.   O.   Book  42.   Page  713.   Edmund   L. 
Smith,  Clerk. 

(Affidavit  of  Service  by  Mail  attached.) 
[Endorsed] :  Filed  April  19,  1947.  [23] 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  is  hereby  given  that  defendants  above 
named  do  herewith  and  hereby  appeal  to  the 
United  States  Circuit  Court  of  Appeals  for  the 
Ninth  Circuit  from  the  final  judgment  and  order 
made,  rendered  and  filed  in  the  above  entitled  court 
and  cause  on  April  19,  1947,  and  entered  in  the 
Civil  Order  Book  42,  at  page  713,  under  date  of 
April  22,  1947,  and  from  the  whole  of  said  judg- 
ment and  order.  Said  judgment  and  order  having 
been  made  and  rendered  in  favor  of  plaintiff  and 
against  defendants. 

Dated  April  25,  1947. 

LEO  R.  FRIEDMAN, 
JOS.  I.  McMULLEN, 

Attorneys  for  Defendants. 

(Acknowledgment  of  Service.) 

[Endorsed] :  Filed  May  2,  1947.  [25] 
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CERTIFICATE  OF  CLERK 

I,  Edmiuid  L.  Smith,  Clerk  of  the  District  Court 
of  the  United  States  for  the  Southern  District  of 
California,  do  hereby  certify  that  the  foregoing 
pages  numbered  from  1  to  30  inclusive  contain  full, 
true  and  correct  copies  of  Complaint;  Answer; 
Findings  of  Fact  and  Conclusions  of  Law;  Judg- 
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ment;  Notice  of  Appeal;  Statement  of  Points  on 
Which  Appellants  Intend  to  Rely  on  Appeal  and 
Designation  of  Record  on  Appeal  which,  together 
with  copy  of  Reporter's  Transcript  of  Proceedings 
held  on  January  15,  1947,  transmitted  herewith, 
constitute  the  record  on  appeal  to  the  United  States 
Circuit  Court  of  Appeals  for  the  Ninth  Circuit. 

I  further  certify  that  my  fees  for  preparing, 
comparing,  correcting  and  certifying  the  foregoing 
record  amount  to  $7.95  which  sum  has  been  paid 
to  me  by  appellants. 

Witness  my  hand  the  seal  of  said  District  Court 
this  5th  day  of  June,  A.  D.  1947. 

(Seal)  EDMUND  L.  SMITH, 

Clerk. 


[Endorsed]:  No.  11649.  United  States  Court  of 
Appeals  for  the  Ninth  Circuit.  E.  L.  Eason,  Jr., 
Flora  Ruth  Eason  and  Lewis  C.  Eason,  as  Trustee 
of  the  Estate  of  Mildred  Eason  Stouffer,  co-part- 
ners doing  business  as  Eason  Grinding  Company, 
Appellants,  vs.  United  States  of  America,  Appellee. 
Transcript  of  Record.  Appeal  from  the  United 
States  District  Court  for  the  Southern  District  of 
California,  Central  Division. 

Filed  June  6,  1947. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Court  of  Appeals  for 
the  Ninth  Circuit. 
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In  the  United  States  Circuit  Court  of  Appeals 
For  the  Nintli  Circuit 

No.   11648 

E.  L.  EASON,  JR., 

Appellant, 
vs. 

UNITED  STATES  OF  AMERICA, 

Appellee, 
and 

No.  11649 

E.  L.  EASON,  JR.,  FLORA  RUTH  EASON,  and 
LEAVIS  C.  EASON,  as  Trustee  of  the  Estate 
of  Mildred  Eason  Stouffer.  co-partners  doing 
business  as  Eason  Grinding  Company, 

Appellants. 
vs. 

UNITED  STATES  OF  AMERICA, 

Appellee. 

STIPULATION  FOR  CONSOLIDATION  OF 

CASES  ON  APPEAL  AND  THE  SUBMISSION 

THEREOF  ON  ONE  PRINTED  RECORD 

Whereas,  the  above  entitled  cases  were  consoli- 
dated and  tried  together  in  the  United  States  Dis- 
trict Court  for  the  Southern  District  of  California, 
and  ay)pellants  above  named  have  perfected  their 
ap])('als  to  the  above  entitled  court  from  the  judg- 
ments rendered  in  each  case,  which  said  appeals 
have  been   dockc^ted  as  ab(n'e  noted ;  and 
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Whereas,  said  cases  involved  the  same  legal 
points  and  issues; 

It  is  hereby  Stipulated  by  and  between  the  par- 
ties to  the  above  appeals  that  the  two  foregoing 
cases  may  be  consolidated  for  hearing  on  said  ap- 
peal and  that  but  one  record  be  printed  on  said 
appeal,  omitting  therefrom  the  duplication  of  the 
reporter's  transcript. 

Dated  June  9,  1947. 

/s/  LEO  R.  FRIEDMAN, 
/s/  JOS.  I.  McMULLEN, 

Attorneys  for  Appellants. 

CHARLES  H.  CARR, 

United  States  Attorney, 

RONALD  WALKER, 
ROBERT  E.  WRIGHT, 

Assistant  U.  S.  Attorneys, 

/s/  ROBERT  E.  WRIOHT, 

Assistant  U.  S.  Attorney, 
Attorneys  for  Appellee. 

So  Ordered: 

/s/  FRANCIS  A.  GARRECHT, 
Senior  United  States  Circuit  Judge. 

[Endorsed]:    Filed    June    17.    1947.    Paiii     P. 
O'Brien,  Clerk. 
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[Title  of  Court  of  Appeals  and  Causes  Nos.  11648-49] 

AMENDMENT  OF  DESIGNATION  OF  REC- 
ORD TO  BE  PRINTED,  POINTS  RELIED 
ON  ON  APPEAL  AND  STIPULATION 
RELATIVE  TO  SAME. 

Whereas,  the  above  entitled  Court  heretofore 
made  its  order  consolidating  the  above  cases  for 
hearing  on  appeal  and  holding  the  preparation  of 
record  on  appeal  in  abeyance  until  a  decision  of 
the  Supreme  Court  of  the  United  States  should  be 
rendered  on  the  constitutionality  of  the  Renegotia- 
tion Act;  and 

Whereas,  said  decision  has  heretofore  been  ren- 
dered in  the  cases  of  Lichter,  et  al,  v.  United 
States;  and 

Whereas,  said  decision  of  said  Supreme  Court 
has  disposed  of  all  questions  of  constitutionality 
relative  to  said  Renegotiation  Act  and  adversely 
to  the  contentions  of  appeallants; 

Appellees  do  herewith  and  hereby  waive  and 
withdraw  all  of  the  points  heretofore  designated 
in  their  Statement  of  Points  on  which  they  intend 
to  rely  on  appeal,  save  and  except  Point  No.  3 
thereof  reading: 

^^That  the  District  Court  erred  in  ho  Wing 
and  rendering  judgment  for  plaintiff  for  in- 
terest from  the  25th  day  of  February,  1945  to 
the  date  of  said  judgment  or  allowing  plain- 
tiff to  recover  any  interest  at  all.'' 
That  in  order  to  present  the  foregoing  point  on 
appeal,  it  is  unnecessary  to  print  the  entire  record 
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as  contained  in  appellants'  ^* Designation  of  Con- 
tents of  Record  on  Appeal"  heretofore  filed  in  the 
above  Court. 

Wherefore,  it  is  hereby  stipulated  by  and  be- 
tween the  parties  to  the  above  action  that  the 
'* Designation  of  Contents  of  Record  on  Appeal'' 
be  and  the  same  is  hereby  amended  by  excluding 
therefrom  all  matters  save  and  except  the  follow- 
ing, to  wit: 

1.  The  Complaint. 

2.  Answer  of  defendant. 

3.  Findings  of  fact  and  conclusions  of  law. 

4.  The  judgment. 

5.  Notice  of  appeal. 

6.  This  amendment  and  stipulation. 

/s/  LEO  R.  FRIEDMAN, 
/s/  JOS.  I.  McMULLEN, 

Attorneys  for  Appellant. 

JAMES  M.  CARTER, 

United  States  Attorney, 

By   /s/  (Illegible.) 

Assistant  U.  S.  Attorney. 

So  Ordered: 

/s/  WILLIAM  DENMAN, 
Chief  Judge  of  the  United  States  Court  of  Appeals 
for  the  Ninth  Circuit. 

[Endorsed]:  Filed  October  25,  1948.  Paul  P. 
0'P>rien,  Clerk. 
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APPELLANTS'  OPENING  BRIEF. 


These  are  appeals  from  two  judgments  rendered  in 
favor  of  the  United  States  of  America  (plaintiffs 
below)  in  actions  brought,  under  the  Federal  Renego- 
tiation Act,  to  recover  amounts  alleged  to  have  been 
excessive  i)rofits  realized  hy  appellants  in  the  years 
1942  and  1943. 


While  separate  appeals  were  taken  from  each  judg- 
ment, the  matters  have  been  consolidated  for  hearing 
by  stipulation  and  order  of  this  Court.  (R.  44.) 


JURISDICTIONAL  STATEMENTS. 

(1)  Statutes  conferring  jurisdiction  on  the  United  States  Dis- 
trict Court. 

The  Statutes  l^elieved  to  sustain  jurisdiction  of  the 
United  States  District  Court  are  as  follows: 

^'The  District  Courts  shall  have  original  juris- 
diction *  *  *  Of  all  suits  of  a  civil  nature,  at 
common  law  or  in  equity,  brought  by  the  United 
States,  or  by  any  officer  thereof  authorized  by 
law  to  sue,  *  *  *." 
28  U.S.C.A.,  Sec.  41,  Subdiv.  1;  Sec.  24  Judicial 
Code, 

''Actions  on  behalf  of  the  United  States  may  be 
brought  in  the  appropriate  Courts  of  the  United 
States  to  recover  from  the  contractor  any  amount 
of  such  excessive  profits  actually  paid  to  him  and 
not  withheld  or  eliminated  by  some  other  method 
under  this  subsection." 

Renerjotiation  Act,  Sec.  403  (c)   (2). 

(2)  Pleadings   showing   the  existence   of  the   District   Court's 
jurisdiction. 

(a)  The  complaints  of  the  United  States,  (R.  2,  22.) 

(b)  The  answers  of  appellants.  (R.  7,  30.) 


(3)  The  statute  conferring  appellate  jurisdiction  on  the  United 
States  Court  of  Appeals. 

28  U.S.(\A.,  Sec.  225;  Judicial  Code,  Sec.  128,  pro- 
vides : 

''The  circuit  court  of  appeals  shall  have  appel- 
late jurisdiction  to  review  by  appeal  final  de- 
»  cisions  *  *  *  First.  In  the  district  courts,  in  all 
cases  save  where  a  direct  review  of  the  decision 
may  be  liad  in  the  Supreme  Court  under  section 
345  of  this  title.'' 

(4)  The  statute  involved. 

The  Renegotiation  Acts  of  1942  and  1943.  Sec. 
403(c)  Sixth  Supplemental  National  Defense  Appro- 
priation Act,  Public  I^aw  528,  77th  Congress,  56  Stat. 
226,  245,  as  amended  by  (1)  Sec.  801  of  the  Revenue 
Act  of  1942,  Public  Law  753,  77th  Congress,  56  Stat. 
798,  982,  (2)  Act  of  July  14,  1943,  Public  Law  149, 
78th  Congress,  57  Stat.  564,  (3)  Military  Appropria- 
tion Act,  1944,  Public  Law  108,  78th  Congress,  57  Stat. 
564,  and  (4)  Revenue  Act  of  1943  (Effective  Feb.  25, 
1944),  Public  Law  235,  78th  Congress,  58  Stat.  21,78. 


STATEMENT  OF  THE  CASE. 

The  United  States,  in  the  (Jourt  below,  filed  two 
complaints  seeking  to  recover  from  appellants  amounts 
of  money  claimed  to  be  due  as  the  result  of  orders 
determining  excessive  j)rofits  made  by  the  Under  Sec- 
retai\'  of  War  under  authority  conferred  by  the  Re- 
negotiation Act. 


Ill  the  first  action  (numbered  on  tliis  appeal  11648) 
the  complaint  in  sul)stance  alleged  that  on  Aug.  11, 
1944  tlie  Under  Secretary  of  War  made  his  order  to 
the  effect  that  appellant  in  1942  made  excessive  profits 
in  the  amount  of  $33,920  and  was  entitled  to  a  tax 
credit  of  $6,073.43.  The  prayer  was  for  the  dift'erence 
between  said  amounts,  to-wit:  $27,946.57.  (R.  2.)  At 
tlie  hearing  Ijefore  the  lower  Court  the  United  States 
stipulated  that  the  tax  credit  appellant  was  in  fact 
entitled  to,  was  the  sum  $12,221.86  and  that  the  prin- 
cipal amount  due  the  United  States  under  said  order 
was  the  balance  of  $21,698.14. 

In  the  second  action  (numbered  on  this  appeal 
11649)  the  complaint  in  substance  alleged  that  on  Dec. 
11,  1944,  the  Under  Secretary  of  War  made  his  order 
to  the  effect  that  appellants  in  1943  made  excessive 
profits  in  the  amount  of  $69,232.06  and  were  entitled 
to  a  tax  credit  of  $33,584.79.  The  prayer  was  for  the 
difference  between  said  amounts,  to-wit:  $35,647.27. 
(R.  22.) 

Ap])ellants  filed  lengthy  answers  to  each  of  these 
complaints  (R.  7,  30)  advancing  many  grounds  as  to 
the  unconstitutionality  of  the  Renegotiation  Act,  and 
other  matters  of  defense. 

The  trial  judge  gave  judgment  for  the  United  States 
in  each  suit  and  appellants  appealed  to  this  Court. 
(R.  19,  42.) 

In  the  first  action.  Findings  of  Fact  Nos.  3  and  5 
are  as  follows : 


^^3.  That  the  tax  credit  to  which  defendant  is 
entitled,  under  Section  3806  of  the  Internal  Rev- 
enue Code  is  in  the  amount  of  Twelve  Thousand 
Two  Hundred  Twenty  One  and  86/100  Dollars.'^ 
(R.  16.) 

^^5.  Defendant  has  not  paid  to  the  United 
States  and  the  L^nited  States  has  not  withheld  or 
by  any  other  method  ehminated  said  excessive 
profits  in  the  amount  of  Thirty  Three  Thousand 
Nine  Hundred  Twenty  Dollars  ($33,920),  less  the 
tax  credit  afoi'esaid,  nor  any  part  thereof;  that 
the  amount  now  due,  owing,  and  unpaid  to  the 
United  States  from  defendant  is  $25,133.67  which 
amount  includes  interest  at  the  rate  of  6%  per 
annum,  from  August  11,  1944  to  date.''    (R.  16.) 

In  the  second  action,  Finding  of  Fact  Nos.  3  and  6 
are  as  follows: 

^'3.  That  the  tax  credit  to  which  defendants 
are  entitled,  under  Section  3806,  of  the  Internal 
Revenue  Code,  is  in  the  amount  of  Thirty  Three 
Thousand  Five  Hundred  Eighty  Four  and  70/100 
Dollars  ($33,584.79).''    (R.  39.) 

"6.  That  defendants  have  not,  nor  has  either 
of  them,  paid  to  the  United  States  said  excessive 
profits  in  the  amount  of  Sixty  Nine  Thousand 
Two  Hund]'ed  Thirty  Two  and  06/100  Dollars 
($69,232.06),  less  the  tax  credit  aforesaid  nor  any 
I)art  thereof ;  and  that  the  amount  now  due,  owing 
and  mij)aid  the  United  States  from  the  defendants 
is  $40,103.18,  which  amount  includes  interest  at 
the  rate  of  6%  from  February  25,  1945  to  date." 
(R.  40.) 
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Judgments  for  the  United  States  were  rendered 
accordingly.  (R.  18,  41.) 

While  these  appeals  were  pending,  there  was  pend- 
ing in  the  Supreme  Court  of  the  United  States  three 
cases  involving  the  constitutionality  of  the  Renego- 
tiation Act  (Lichter  v.  United  States;  Pownall  v. 
United  States,  and  Alexander  Wool  Combing  Co,  v. 
United  States),  and  it  was  stipulated  and  ordered 
herein  that  the  present  cases  be  held  in  abeyance  until 
decisions  were  rendered  by  the  Supreme  Court  in  the 
foregoing  cases. 

On  June  14,  1948,  the  Supreme  Court  rendered  its 
decision  in  the  three  foregoing  cases  (92  L.  ed.  Ad. 
Opinions  1260)  upholding  the  constitutionality  of  the 
Renegotiation  Act.  Following  which  decision  appel- 
lants herein  abandoned  all  points  on  which  said  ap- 
peals were  originally  based,  save  and  except  the  one 
point  relative  to  the  inclusion  of  interest  in  said  judg- 
ments.  (R.  46.) 

Judgment  in  the  first  action  includes  interest  in  the 
sum  of  $3,435.53,  which  sum  is  now  bearing  interest  at 
6%  ])er  anmun  from  the  date  of  said  judgment. 

Judgment  in  the  second  action  includes  interest  in 
the  sum  of  $4,455.91,  which  sum  is  now  bearing  in- 
terest at  6%  per  annum. 


SPECIFICATION  OF  ERRORS  RELIED  UPON. 

1.  That  tlie  District  Court  erred  in  including  in  the 
judgment  rendered  in  appeal  action  11648,  interest  on 
the  sum  of  $21,698.14  from  August  11,  1944  to  the  date 
of  entry  of  said  judgment,  or  including  therein  any 
interest  at  all. 

2.  That  the  Distiict  Court  erred  in  including  in  the 
judgment  rendered  in  ax)peal  action  11689,  interest  on 
the  sum  $35,647.27  from  February  25,  1945  to  the  date 
of  entry  of  said  judgment,  or  including  therein  any 
interest  at  all. 


SUMMARY  OF  ARGUMENT  AND  STATEMENT  OF 
GROUNDS  ON  WHICH  IT  IS  CLAIMED  NO  INTEREST 
COULD  BE  ALLOWED. 

Appellants  allege  and  maintain  that  the  lower  Court 
erred  in  including  interest  in  each  of  said  judgments 
for  the  following  reasons: 

1.  The  wording  and  provisions  of  the  Renegotiation 
Act,  as  construed  by  the  Supreme  Court,  make  mani- 
fest that  it  was  not  the  intention  of  Congress  to  make 
any  order  determining  excessive  profits  one  that  car- 
ried interest  thereon. 

2.  An  order  determining  excessive  profits  is  neither 
the  kind  nor  character  of  obligation  due  the  United 
States  that  heavH  interest  prior  to  judgment. 

:].  The  allowance  of  interest  j)rior  to  judgment,  on 
an  order  determining  excessive  profits,  is  ine(iuita))le. 
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ARGUMENT. 

1.  THE  WORDING  OF  THE  RENEGOTIATION  ACT  MAKES 
MANIFEST  THAT  IT  WAS  NOT  THE  INTENTION  OF  CON- 
GRESS TO  MAKE  ANY  ORDER  DETERMINING  EXCESSFSTE 
PROFITS  ONE  CARRYING  INTEREST. 

A  reading-  and  consideration  of  the  provisions  of  the 
Renegotiation  Act  clearly  demonstrates  that  it  was  not 
the  intention  of  Congress  to  make  any  order  of  an 
executive  or  administrative  agency  determining  ex- 
cessive i^rofits  one  carrying  interest  thereon.  Not  only 
does  the  Act  negative  any  conclusion  that  interest 
should  be  allowed,  but  the  very  purpose  sought  to  be 
attained  and  the  exigencies  of  the  situation  prevailing 
when  the  contracts  renegotiated  were  entered  into,  as 
explained  by  the  Supreme  Court  in  the  cases  of 
Lichter,  et  al.,  v.  United  States,  supra,  also  negatives 
such  conclusion/ 

The  Renegotiation  Act  does  not  provide  that  interest 
shall  be  collected  on  any  sums  foimd  to  be  excessive 
profits.  True,  the  failure  of  the  Act  to  provide  for 
such  interest  is  not  conclusive  on  the  question  of 
whether  interest  should  be  allowed  (Jackson  County 
V.  United  Stages,  308  U.S.  348,  351 ;  84  L.  ed.  313,  317)  ; 
but  the  failure  of  Congress  to  provide  for  interest  is 
a  strong  circmnstance  to  be  considered  in  determining 
the  question.  (Jackson  County  v.  United  States, 
supra;  Bill  in  ys  r.  United  States,  232  U.S.  261;  58  L. 
ed.  596.) 

The  particular  Renegotiation  Act  involved  herein 
is  the  Revenue  Act  of  1942  (commonly  referred  to  as 


iPertinent  extracts  from  the  opinion  of  the  Supreme  Court 
will  hereafter  be  set  forth. 


the  Renegotiation  Act  of  1942)  which  amended  Sec. 
403  of  the  Sixth  Supj^lemental  National  Defense  Ap- 
proi^riation  Act  and  became  effective  on  October  21, 
1942.^ 

Pertinent  provisions  of  the  Renegotiation  Act  of 
1942  are  as  follows: 

^^Sec.  403.  (a)  *  *  ^ 

(3)  The  terms  ^^renegotiate"  and  ^^renegotia- 
tion" include  the  refixing  by  the  Secretary  of  the 
Department  of  the  contract  price. 

(4)  The  term  ^^ excessive  profits"  means  any 
amount  of  a  contract  or  subcontract  price  which 
is  found  as  a  result  of  renegotiation  to  represent 
excessive  profits. 

')f  *  *  *  *  ^e-  * 

(b)  Subject  to  subsection  (i),  the  Secretary  of 
each  Department  is  authorized  and  directed  to 
insert  in  any  conti'act  for  an  amount  in  excess 
of  $100,000  hereafter  made  by  such  Department — 

(1)  a  provision  for  the  renegotiation  of  the 
contract  price  at  a  period  or  periods  when,  in  the 
judguK.vnt  of  the  Secretary,  the  profits  can  be  de- 
termined with  reasonable  certainty; 

(2)  a  provision  for  the  retention  by  the  United 
States  from  amounts  otherwise  due  the  contrac- 
tor, or  for  the  repayment  by  him  to  the  United 
States,  if  paid  to  him,  of  any  excessive  profits 
not  eliminated  through  reductions  in  the  contract 
price,  or  otherwise,  as  the  Secretary  may  direct; 


^There  are  certain  retroactive  provisions  of  the  Renegotiation 
Act  of  194:3,  effective  on  February  25,  1944,  which  we  will  here- 
after set  forth. 
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(3)  a  provision  requiring  the  contractor  to  in- 
sert in  each  subcontract  for  an  amount  in  excess 
of  $100,000  made  by  him  under  such  contract  (i) 
a  provision  for  the  renegotiation  by  such  Secre- 
tary and  the  subcontractoi'  of  the  contract  price 
of  the  subcontract  at  a  period  or  periods  when, 
in  the  judgment  of  the  Secretary,  the  profits  can 
be  determined  with  reasonable  certainty,  (ii)  a 
I)rovision  for  the  retention  by  the  contractor  for 
the  United  States  of  the  amount  of  any  reduction 
in  the  contract  price  of  any  subcontract  pursuant 
to  its  renegotiation  hereundci',  or  for  the  repay- 
ment by  the  subcontractor  to  the  United  States 
of  any  excessive  profits  from  such  subcontract 
paid  to  him  and  not  eliminated  through  reductions 
in  the  contract  price  or  otherwise,  as  the  Secre- 
tary may  direct,  and  (iii)  a  provision  for  relieving 
the  contractor  from  any  liability  to  the  subcon- 
tractor on  account  of  any  amount  so  retained  by 
the  contractor  or  repaid  by  the  subcontractor  to 
the  United  States,  and  (iv)  in  the  discretion  of 
the  Secretary,  a  provision  requiring  any  subcon- 
tractor to  insert  in  any  subcontract  made  by  him 
under  such  subcontract,  provisions  corresponding 
to  those  of  subparagraphs  (3)  and  (4)  of  this 
subsection  (b);  and 

(4)  a  provision  foi'  the  retention  by  the  United 
States  from  amounts  otherwise  due  the  contrac- 
tor, or  for  repayment  by  him  to  the  United  States, 
as  the  Secretary  may  direct,  of  the  amount  of  any 
reduction  in  the  contract  price  of  any  subcontract 
under  such  contract,  which  the  contractor  is  di- 
rected, pui'suant  to  clause  (3)  of  this  subsection, 
to  withhold   from  j)ayments   otherwise   due   the 
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subcontraetor  and  actually  unpaid  at  the  time  the 
contractor  receives  such  direction.  *  *  * 

(c)  (1)  Whenever,  in  the  opinion  of  the  Sec- 
retary of  a  Depai'tment,  the  profits  realized  or 
likely  to  be  realized  from  any  contract  with  such 
Department,  or  from  any  subcontract  thereunder 
whether  or  not  made  by  the  contractor,  may  be 
excessive,  the  Secretary  is  authorized  and  di- 
rected to  require  the  contractor  or  subcontractor 
to  renegotiate  the  contract  price.  *  *  * 

(2)  Upon  renegotiation,  the  Secretary  is  au- 
thoiized  and  directed  to  eliminate  any  excessive 
proj&ts  under  such  contract  or  subcontract  (i)  by 
reductions  in  the  contract  price  of  the  contract 
or  subcontract,  or  by  other  revision  in  its  terms; 
OT-  (ii)  by  withholding,  from  amounts  otherwise 
due  to  the  contractor  or  subcontractor,  any 
amount  of  such  excessive  profits;  or  (iii)  by  di- 
recting a  contractor  to  withhold  for  the  account 
of  the  United  States,  from  amounts  otherwise 
due  to  the  subcontractor,  any  amount  of  such  ex- 
cessive profits  under  the  subcontract;  or  (iv)  by 
recovery  from  the  contractor  or  subcontractor, 
through  repayment,  credit  or  suit,  of  any  amount 
of  such  excessive  profits  actually  paid  to  him; 
or  (v)  by  any  combination  of  these  methods,  as 
the  Secretary  deems  desirable.  The  Secretary 
may  bring  actions  on  behalf  of  the  United  States 
in  the  appropi'iate  courts  of  the  United  States 
to  recover  from  such  contractor  or  subcontractor, 
any  amount  of  such  excessive  profits  actually  paid 
to  him  and  not  withheld  or  eliminated  by  some 
othei'  metliod  undei*  tliis  subsection.  The  surety 
under  a  contract  or  subcontract  shall  not  be  liable 
for  the  repayment  of  any  excessive  profits  there- 
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on.  All  money  recovered  by  way  of  repayment  or 
suit  under  this  subsection  shall  be  covered  into 
the  Treasury  as  miscellaneous  receipts. 

(3)  ^  *  * 

(4)  Upon  renegotiation  pursuant  to  this  sec- 
tion, the  Secretary  may  make  such  final  or  other 
agrecmonts  with  a  contractor  or  subcontractor 
for  the  elimination  of  excessive  profits  and  for 
the  discharge  of  any  liability  for  excessive  profits 
under  this  section,  as  the  Secretary  deems  de- 
sirable. Such  agreements  may  cover  such  past 
and  future  period  or  periods,  may  apply  to  such 
contract  or  contracts  of  the  contractor  or  sub- 
contractor, and  may  contain  such  terms  and  con- 
ditions, as  the  Secretary  deems  advisable.  Any 
such  agreement  shall  be  final  and  conclusive  ac- 
cording to  its  terms;  and  except  upon  a  showing 
of  fraud  or  malfeasance  or  a  wilful  misrepresenta- 
tion of  a  material  fact,  (i)  such  agreement  shall 
not  be  reopened  as  to  the  matters  agreed  upon, 
and  shall  not  be  modified  by  any  officer,  employee, 
or  agent  of  the  United  States;  and  (ii)  such  agree- 
ment and  any  determination  made  in  accordance 
therewith  shall  not  be  annulled,  modified,  set 
aside,  or  disregarded  in  any  suit,  action,  or  pro- 
ceeding. 

(5)  Any  contractor  or  subcontractor  who  holds 
contracts  or  subcontracts,  to  which  the  provisions 
of  this  section  are  applicable,  may  file  with  the 
Secretaries  of  all  the  Departments  concerned 
statements  of  actual  costs  of  production  and  such 
other  financial  statements  for  any  prior  fiscal  year 
01'  years  of  such  contractoi'  or  subcontractor,  in 
such   form   and    detail,    as   tlie    Secretaries   shall 
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prescribe  by  joint  regulation.  Within  one  year 
after  the  filing  of  such  statements,  or  within  such 
shorter  period  as  may  be  prescribed  by  such  joint 
I'egulation,  tlie  Secretary  of  a  Dejjartment  may 
give  the  contractor  or  subcontractor  written  no- 
tice, in  form  and  manner  to  be  prescribed  in  such 
joint  regulation,  that  the  Secretary  is  of  the  opin- 
ion that  the  profits  reaUzcd  from  some  or  all  of 
such  contracts  or  subcontracts  may  be  excessive, 
and  fixing  a  date  and  place  for  an  initial  confer- 
ence to  be  held  within  sixty  days  thereafter.  If 
such  notice  is  not  given  and  renegotiation  com- 
menced by  the  Secretary  within  such  sixty  days 
the  contractor  or  subcontractor  shall  not  there- 
after be  required  to  renegotiate  to  eliminate 
excessive  profits  realized  from  any  such  contract 
or  subcontract  during  such  fiscal  year  or  years 
and  any  liabilities  of  the  contractor  or  subcon- 
tractor for  excessive  profits  realized  during  such 
period  shall  be  thereby  discharged. 

(6)  This  subsection  (c)  shall  be  applicable  to 
all  contracts  and  subcontracts  hereafter  made 
and  to  all  contracts  and  subcontracts  heretofore 
made,  whether  or  not  such  contracts  or  subcon- 
tracts contain  a  renegotiation  or  recapture  clause, 
unless  (i)  final  payment  pursuant  to  such  con- 
tract or  subcontract  was  made  prior  to  April  28, 
1942,  or  (ii)  the  contract  or  subcontract  provides 
otherwise  pursuant  to  subsection  (b)  or  (i),  or  is 
exemjjted  under  subsection  (i),  of  this  section 
403,  01'  (iii)  the  aggregate  sales  by  the  contractor 
or  subcontractor,  and  by  all  persons  under  the 
control  of  oi'  controlling  or  under  common  control 
with  tlie  contractor  or  subcontractoi*,  under  con- 
tracts  with   the    Departments   and   subcontracts 


14 


thereunder  do  not  exceed,  or  in  the  opinion  of  the 
Secretary  concerned  will  not  exceed,  $100,000  for 
the  fiscal  year  of  such  contractor  or  subcontractor. 

No  renegotiation  of  the  contract  price  pursuant 
to  any  provision  therefor,  or  otherwise,  shall  be 
commenced  by  the  Secretary  more  than  one  year 
after  the  close  of  the  fiscal  year  of  the  contractor 
or  subcontractor  within  which  completion  or 
termination  of  the  contract  or  subcontract,  as  de- 
termined by  the  Secretary,  occurs." 

According  to  the  Act,  ^'excessive  profits"  is  that 
amount  reached  as  the  result  of  '^renegotiation", 
which  in  turn  is  the  ^'refixing  of  the  contract  price." 
The  Act  provides  for  the  insertion  in  contracts  of  pro- 
visions for  the  repayment  by  the  contractor  to  the 
United  States  of  any  '^ excessive  profits"  not  otherwise 
eliminated;  for  the  '^ renegotiation  of  the  contract 
price"  at  a  period  of  time  when  'Hhe  profits  can  be 
determined  with  reasonable  certainty"  and  for  the 
''repayment"  to  the  United  States  of  the  amount  of 
''any  reduction  in  the  contract  price." 

The  Act  further  provides  tliat  upon  renegotiation, 
a  Secretary  is  authoiized  to  "eliminate  any  excessive 
profits"  in  several  distinct  manners: 

1.  By  reduction  of  the  contract  price  if  the 
same  has  not  been  paid ; 

2.  By  withholding  from  amounts  otherwise  due 
the  contractor  "any  amount  of  such  excessive 
profits"; 

3.  l)y  dii-ecting  a  contractor  to  withhold  for 
the  account  of  the  United  States,  from  amounts 


15 


otherwise  clue  the  subcontractor,  ^^any  amount  of 
such  excessive  profits"  under  the  subcontract; 

4.  By  recovery  from  the  contractor  by  repay- 
ment, credit  or  suit  '*any  amoimt  of  such  excessive 
profits  actually  paid''.  In  conferring  authority 
of  the  Secretaiy  to  sue,  the  authority  is  limited  to 
'^recovery  from  such  contractor  or  subcontractor, 
any  amount  of  such  excessive  profits  actually  paid 
to  him/' 

It  should  be  noted  that  the  Act  j)rovides  that  all 
money  recovered  by  way  of  repayment  or  suit  is  to 
be  covered  into  the  Treasury  as  miscellaneous  receipts 
and  not  credited  back  to  any  expenditures  made  by 
the  Department. 

Throughout  the  Act,  the  purpose  is  limited  to  the 
elimination  of  excessive  profits  and  to  the  payment  to 
the  United  States  of  the  amount  of  such  excessive 
profits  and  no  more. 

In  the  Renegotiation  Act  of  1943,  drastic  changes 
wvA'd  made  in  the  procedure,  but  the  Act  is  again  lim- 
ited solely  to  excessive  profits.  The  Act  sets  up  a  War 
Contracts  Price  Adjustment  Board  for  the  purpose  of 
determining  the  excessive  profits  in  the  place  of  the 
Secretary  in  whom  was  vested  such  power  by  the 
prior  Acts. 

Sec.  403(a)  (D)  provides  for  the  recomputation  of 
a  renegotiation  order  and  that  by  such  recomputation 
there  shall  be  repaid  by  the  United  States  (without 
interest)  to  the  contractor,  the  amount  of  the  net 
renegotiation  rebate  computed  as  in  said  section  pro- 
vided. 
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Sec.  4():]()))  provides  for  the  insertion  of  certain 
provisions  in  conti'acts  and  snbcontracts,  all  relating 
to  the  elimination  and  reduction  in  the  contract  price, 
or  repayment  to  the  United  States,  of  any  excessive 
profits  received. 

Sec.  403(c)  (1)  provides  that  any  order  of  the 
Board  determining  excessive  profits  shall  be  final  and 
conclusive  and  not  subject  to  review  by  any  Court  in 
the  absence  of  filing  a  petition  with  the  Tax  Court  of 
the  United  States. 

Sec.  403(c)  (2)  provides  for  the  same  methods  of 
eliminating  excessive  profits  as  is  contained  in  the 
Act  of  1942. 

Sec.  403(e)  (1)  provides  that  ^^tlie  filing  of  a  peti- 
tion under  this  section  (with  the  Tax  Court)  shall  not 
operate  to  stay  the  execution  of  an  order  of  the 
Board.'' 

Sec.  403(e)  (2)  provides  that  under  orders  of  re- 
negotiation made  under  the  Act  of  1942,  an  aggrieved 
contractor  may  file  a  ])etition  with  the  Tax  Court  of 
the  United  States  for  a  redetermination  thereof. 

Sec.  403(e)  (2)  (B)  provides  that  renegotiation 
can  take  place  on  all  contracts  entered  into  as  late  as 
six  months  following  June  30,  1945  oi*  until  such  time 
as  the  President  or  the  Congress  may  proclaim  the 
termination  of  hostilities. 

The  Su])reme  Court  of  the  United  States,  in  the 

cases  of  Liclffcr,  et  al.,  r.  Vuitcd  States,  U.S , 

92  L.  ed.  Ad.  Op.  12()0,  has  analyzed  the  Act  and  at 
great  length  set  forth  the  exigencies  of  war  leading 


17 


to  its  adoption,  tlie  purposes  sought  to  be  attained 
tliereby,  the  reasons  and  necessities  for  its  adoption 
and  tlie  rights  of  contractors  and  the  Government 
thereunder.  Before  proceeding  to  further  argument 
we  set  forth  some  of  tlie  pertinent  language  of  the 
Court's  opinion.^ 

In  Footnote  6  to  the  oj^inion  (p.  1271)  a  portion  of 
Senator  Harry  S.  Truman's  Committee  Report  as  to 
the  reasons  for  adopting  Renegotiation,  in  place  of 
some  other  form  of  letting  contracts,  is  set  forth  as 
follows: 

^'To  obtain  speed  we  have  had  to  use  contract- 
ing methods  that  would  never  have  been  tolerated 
in  peacetime.  We  granted  cost-plus-fi.xed-fee  con- 
tracts whei'c  specifications  were  not  known  or 
had  to  be  subject  to  numerous  changes  or  where 
there  was  no  time  to  prepare  detailed  specifica- 
tions. Wc  also  granted  lump-sum  contracts  for 
many  items  which  had  never  before  been  made  in 
(jiuuitity  and  for  which  estimates  of  cost  were 
mere  guesses.  This  was  especially  true  of  the 
billions  of  dollars  of  war  contracts  which  were 
hastily  ^shoveled'  out  early  in  January  1942.'' 

In  the  same  Footnote  and  still  quoting  from  the 
same  Rejjort  it  is  stated  (p.  1272): 

''Accordingly,  advance  prices  quoted  in  good 
faith  by  manufacturers  in  a  large  number  of  cases 
have  little  relation  to  costs  actually  experienced 
in  the  course  of  production." 


•^Pnge  rei'ei'cneos  to  the  Lichter  Case  are  to  tho  report  in  92 
L.  ed.  Advance  Opinions.  AH  emphasis  appearing  in  any  quota- 
tions in  the  Brief  have  been  supplied  by  the  writers. 
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On  page  1275  of  the  opinion,  the  Court  points  the 
reasons  why  Renegotiation  was  for  the  benefit  of  both 
parties  as  follows: 

**The  demands  for  war  ecjuipment  and  supplies 
wei'e  so  great  in  volume,  were  for  such  new  types 
of  pi'oducts,  were  subject  to  so  many  changes  in 
specifications  and  were  subject  to  such  pressing 
demands  for  delivery  that  accurate  advance  esti- 
mates of  cost  were  out  of  the  question.  ^  "  * 
Congress  sought  to  do  everything  possible  to  re- 
tain and  encourage  individual  initiative  in  the 
world-wide  race  for  the  largest  and  quickest  pro- 
duction of  the  best  equipment  and  supplies.  It 
clung  to  its  faith  in  private  enterprise.  The  prob- 
lem was  to  find  a  fair  means  of  compensation  for 
the  services  rendered  and  the  goods  purchased. 
*  *  '^  However,  experience  with  these  alterna- 
tives convinced  the  Government  that  contracts  at 
fixed  initial  prices  still  provided  the  best  incen- 
tive to  production." 

In  dealing  with  the  advisability  of  Renegotiation 
ovei*  all  other  tyx)es  of  contracts  the  Court  states  at 
p.  1277: 

''The  plan  proved  itself  readily  adaptable  to 
the  n(^eds  of  the  time.  It  called  for  initial  contract 
estimates  based  upon  the  best  available  informa- 
tion at  the  time  of  entering  into  the  conti'acts. 
Production  pi'oceeded  at  once  on  the  basis  of 
those  estimat(^s.  Many  factors  were  incapable  of 
exact  determination.  The  final  net  compensation, 
however,  resulted  from  a  renegotiation  made  after 
both  parties  had  had  the  benefit  of  actual  experi- 
ence under  the  contract." 
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On  page  1279  the  Court,  in  other  language,  sums  up 
the  matter  as  follows: 

^^ There  was  no  express  definition  of  the  term 
^excessive  profits'  in  the  Original  Renegotiation 
Act.  HoAvever,  in  its  §403  (b),  there  was  a  rele- 
vant statement  in  connection  with  the  renegotia- 
tion clauses  required  to  be  inserted  in  future  con- 
tracts for  an  amount  in  excess  of  $100,000  each. 
The  Secretary  was  required  to  insert  in  such  con- 
tracts, thereafter  made  by  his  Department,  ^a 
provision  for  the  renegotiation  of  the  contract 
price  at  a  period  or  periods  when,  in  the  judgment 
of  the  Secretary,  the  profits  can  be  determined 
with  reasonable  certainty;  *  *  *.'  Contractors 
were  also  to  be  required  to  insert  a  like  provision 
in  their  subcontracts.  This  statement  indicated  a 
relationship  between  current  *  excessive  profits' 
and  those  which  later  might  be  determined  with 
*  reasonable  certainty.*  " 

Many  other  portions  of  the  Opinion  might  be  quoted 
to  the  same  effect. 

To  the  foregoing  must  be  added  the  undisputed  fact 
that  the  Renegotiation  Act  neither  prohibits  nor 
makes  unlawful  the  making  of  contracts  for  war  ma- 
tei'ial  between  individuals  or  an  individual  and  the 
Government;  it  does  not  prohibit  or  make  imlawful 
the  charging  of  any  initial  price  the  parties  may  agree 
upon  in  such  contracts ;  it  does  not  prohibit  or  make 
unlawful  the  receiving  of  any  profit  whether  large  or 
small  imder  such  contract ;  it  does  not  declare  that  any 
such  coiitracts  shall  be  imlawful  or  unenforceable  be- 
tween the  i)arties  (Cf.  Panama  Refining  Co.  v.  Ryan, 
293,  U.S.  388,  79  L.  ed.  446.) 
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In  fact,  as  stated  in  the  LicJiter  case,  the  prompt  en- 
tering into  and  exeention  of  such  contracts  was  the 
end  sought  to  be  attained  by  the  Act.  Private  enter- 
prise was  to  be  encouraged  and  the  necessities  of  war 
brooked  no  quibbhng  over  initial  price  or  delay  attend- 
ant upon  such  quibbling.  The  parties  were  to  enter 
upon  and  execute  their  contracts  based  upon  a  tenta- 
tive estimate  agreeal:)Ie  to  both  parties  and  to  be  made 
certain  at  some  later  date  when  conditions  were  such 
that  the  tentative  estimate  could  be  reformed  into  a 
certain  and  proper  one. 

Furthermore,  the  opinion  of  the  Supreme  Court 
demonstrates  that  tlie  Act  was  not  a  remedy  for  fraud. 
The  fraud  statutes  of  the  United  States  were  adequate 
to  cover  any  such  situation.  The  Act  did  not  seek  to 
impose  any  penalty  upon  an}^  manufacturer  or  sup- 
plier of  goods  and  services  to  the  Government  because 
an  initial  estimate  was  subsequently  found  to  be  ex- 
cessive. The  Act  was  a  mere  procedure  whereby  that 
whicli  originally  was  indefinite  and  uncertain  could 
subsecjueiitly  l)e  made  definite  and  certain.  If,  in  \\\{i 
light  of  su])se(iuent  events  and  knowledge,  the  original 
estimate  was  too  high  then,  as  stated  in  the  Act,  there 
was  to  l)e  a  "refixing  by  the  Secretary  of  the  depart- 
ment of  the  contract  y^rice."  The  Supreme  Court's 
opinion  points  out  that  there  were  many  other  w^ays 
tried  and  discarded  by  the  (Tovernment  for  the  letting 
of  contracts  and  that  I'enegotiation  was  the  only  one 
that  was  fair  to  ))oth  parties.  '^I'he  Trmnan  Report  was 
not  dealing  with  Fraudulent  estimates  but  with  'Sad- 
vance  jj rices  quoted  in   good   faith'',  and  there  has 
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never  been  any  contention  in  the  instant  cases  but 
Avhat  the  compensation  received  by  appellants  herein 
was  l)ased  upon  initial  prices  quoted  in  good  faith. 
Such  profits  were  reported  as  income  and  the  requisite 
income  tax  paid  thereon. 

Summed  up,  the  Renegotiation  Act  was  not  enacted 
for  the  purpose  of  imposing  any  penalty  of  any  kind 
on  any  person  directly  or  indirectly  contracting  with 
the  Government.  The  Act,  in  express  terms  and  as 
construed  by  the  Supreme  Court,  had  no  other  object 
than  to  reimburse  the  Govermnent  for  any  profits  re- 
ceived by  a  private  citizen  which,  on  an  analysis  made 
months  after  the  original  contract  was  entered  into, 
was  found  to  be  out  of  proportion  to  services  rendered 
or  goods  manufactured  or  supplied. 

To  add  to  the  amount  of  such  sum  that  has  been 
determined  to  be  excessive  profits  interest  thereon, 
is  in  effect  to  add  a  penalty  to  those  private  firms  and 
individuals  who  exerted  their  best  efforts  to  speedily 
supply  the  Government  with  the  munitions  of  war. 

There  are  other  reasons,  disclosed  on  the  face  of  the 
Act,  w^hy  interest  cannot  be  allowed  on  orders  deter- 
mining excessive  profits.  We  here  state  a  few^  of  such 
reasons. 

In  the  Renegotiation  Act  of  1943  there  is  a  provision 
for  the  recomputation  of  a  prior  renegotiation  order 
(Sec.  403  (a)  (D)  w^herein  it  is  provided  that  if  on 
such  recomputation  a  re))ate  is  to  l)e  given  to  the  indi- 
vidual, the  Ignited  States  shall  i)ay  such  rebate  with- 
out interest. 
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In  the  case  of  Jackson  County  v.  United  States,  308 
U.S.  350,  84  L.  ed.  313,  the  United  States  brought  suit 
against  the  County  Commissioners  of  Jackson  County, 
Kansas,  to  recover  taxes  paid  by  the  United  States  on 
behalf  of  an  Indian,  together  with  interest  on  such 
taxes.     In  a  treaty  with  the  Indians  it  was  provided 
that  lands  held  in  trust  by  the  United  States  for  such 
Indians  should  be  exempt  from  taxation.     Jacksonj 
County  levied  and  collected  taxes  upon  this  land.  The 
original  judgment  was  in  favor  of  the  United  States 
for  the  recovery  of  such  taxes  together  with  interest 
thereon.    The  Supreme   Court  held  that  the  United 
States  could  not  recover  such  interest.    On  p.  352  of 
the  United  States  Reports,  the  Supreme  Court  states : 
''The  cases  teach  that  interest  is  not  recovei'cd 
according  to  a  rigid  theory  of  compensation  for 
money  withheld,  but  is  given  in  response  to  con- 
siderations of  fairness.     It  is   denied  when   its 
exaction  would  be  inequitable.    United  States  v. 
Sanhorn,  135  U.S.  271,  281,  34  L.  ed.  112,  115,  10 
S.  Ct.  812 ;  Billings  v.  United  States,  232  U.S.  261, 
58L.  ed.  596,  34S.  Ct.  421." 

h\  the  concurring  opinion  of  Mr.  Justice  Black  (p. 
354)  he  states: 

^^That  Congi'css  contented  itself  wth  the  crea- 
tion of  the  right  to  be  free  from  taxation — as  dis- 
tinguished from  a  right  to  interest  in  a  suit  for 
refund — is  emphasized  l)y  the  conclusion  which 
would  l)e  inescapa])le  were  this  a  suit  against  the 
United  States  for  violation  of  the  exemption  here 
conceded  to  be  ])inding  on  it.  Without  more.  Con- 
gress would  then — even  on  the  basis  of  this  con- 
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cession — he  deemed  to  have  refused  to  create  the 
separate  right  to  recover  interest." 

As  the  (xoverninent  would  not  be  chargeable  with 
interest  in  a  suit  brought  by  an  individual  to  recover 
such  renegotiation  rebate,  the  Government  cannot  re- 
cover interest  in  a  suit  to  recover  excessive  profits. 

The  various  methods  provided  in  the  Act  for  the 
elimination  of  any  excessive  profits  likewise  leads  to 
the  conclusion  that  interest  cannot  be  collected  on  the 
order  determining  excess  profits  from  the  date  of  said 
order  to  the  time  of  judgment,  where  suit  for  collec- 
tion is  instituted  by  the  United  States. 

According  to  the  Act,  the  Government  had  the  right 
to  eliminate  such  profits  (1)  by  withholding  from 
amounts  otherwise  due  the  contractor,  any  amount  of 
such  excessive  profits;  (2)  by  in  effect  levying  an  at- 
tachment or  execution  on  a  debtor  by  directing  a 
prime  contractor  to  withhold  for  the  account  of  the 
United  States  out  of  sums  due  to  the  person  charged 
with  excessive  profits  '^any  amoimt  of  such  excessive 
profits."  The  Act  does  not  direct  that  the  Government 
can  withhold  from  amounts  otherwise  due  to  the  con- 
tractor *'any  amount  of  such  excessive  profits"  plus 
interest  thereon  from  the  date  of  the  order  adjudi- 
cating excessive  j)rofits.  Neither  does  the  Act  pro\dde 
that  the  Government  may  order  a  debtor  of  the  person 
charged  with  excessive  profits  to  withhold  for  the  ac- 
count of  the  United  States  ''any  amount  of  such  ex- 
cessive profits"  plus  interest  thereon  from  the  time 
of  the  making  of  the  order.  Neither  does  the  Act  pro- 
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vide  that  in  any  suit  Ijrought  by  the  Government  to 
collect  excessive  profits  that  interest  may  be  charged 
from  the  date  of  the  making  of  the  order;  the  Act 
provides  that  the  Government  may  only  recover  ''any 
amoimt  of  such  excessive  profits  actually  paid  to  him." 

As  the  Act  is  explicit  in  limiting  the  right  of  the 
Government,  in  eliminating  excessive  profits,  to  the 
collection  by  suit  or  withholding  or  collection  from  a 
debtor  of  the  amount  of  the  excessive  profit,  the  Con- 
gressional intention  is  clearly  expressed  that  nothing 
else  shall  be  recovered. 

If  resort  to  any  of  the  measures  provided  for  in  the 
Act,  other  than  suit  for  the  elimination  of  such  exces- 
sive profits,  does  not  carry  with  it  the  right  to  interest, 
then  where  suit  is  brought,  to  allow  interest  on  the 
order  from  the  time  of  its  making  to  the  date  of  judg- 
ment would  be  in  effect  to  allow  interest  upon  interest ; 
l^ecause  once  the  amount  of  interest  is  reduced  to 
judgment,  it  in  turn  l)ea]'s  interest  until  the  judgment 
is  paid.  Interest  upon  interest  cannot  be  allowed  un- 
less the  contract  expressl}^  provides  therefor  or  the 
same  is  authorized  by  a  statute  to  that  effect.  (Chero- 
kee Nation  v.  United  States,  270  U.S.  476,  490,  70  L. 
ed.  694,  700.) 

An  added  reason  why  interest  was  not  contemplated 
l)y  the  Act  is  found  in  the  provision  that  even  excessive 
profits  cannot  be  recovei-ed  from  anyone  whose  con- 
tracts, in  the  aggregate,  for  any  fiscal  year,  did  not 
exceed  $100,000.  In  such  event  the  contractor  may 
have  had  a  net  profit  of  99%   and  yet  no  portion 
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thereof  could  be  recovered  by  the  Grovernment ;  while 
a  contractor  who  had  done  a  million  dollars  worth  of 
lousiness  may  have  made  only  5%  net  profit  and  still 
such  sum  could  be  found  by  a  Secretary  to  be  excessive 
in  part.  To  allow  the  Grovernment  to  recover  not  only 
the  amount  determined  to  be  excessive  profits  in  the 
latter  case  but  also  to  collect  interest  thereon  could 
Aery  easily  result  in  depriving  the  contractor  of  any 
profit  at  all.  Such  was  not  the  purpose  or  intent  of 
the  law. 

Lastly,  and  for  a  reason  to  be  argued  more  fully 
imder  the  next  succeeding  heading,  the  recovery  of 
excessive  profits  does  not  fall  into  that  category  of 
obligations  which  must  forthwith  be  paid  to  the  Gov- 
ernment in  order  that  the  Government  may  carry  on 
its  fiscal  affairs.  By  the  very  terms  of  the  Act,  re- 
negotiation does  not  require  payment  to  the  Govern- 
ment of  any  excessive  profits  during  the  period  that 
warfare  is  actually  being  conducted;  the  Act  permits 
of  such  renegotiation  for  a  period  long  after  the  cessa- 
tion of  actual  warfare  and  during  the  time  ^Hhat  com- 
petitive conditions  have  not  been  restored.''  (Act  of 
1943,  Sec.  403(e)  (2)  (B)). 


2.  AN  ORDER  DETERMINING  EXCESSIVE  PROFITS  IS 
NEITHER  THE  KIND  NOR  CHARACTER  OF  INDEBTEDNESS 
DUE  THE  UNITED  STATES  THAT  BEARS  INTEREST. 

The  law  in  the  Federal  Courts,  as  to  the  allowance 
of  interest  on  indebtedness  owing  the  United  States 
differs  from  the  law  of  the  States  in  that  the  Federal 
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Courts  do  not  follow  the  rule  that  interest  can  only  be 
allowed  when  provided  for  by  statute.    In  place  of  the 
rule  that  interest  is  a  creature  of  statute  the  Federal 
Courts  have  adopted  an  equitable  doctrine  as  follows : 
^^The  cases  teach  that  interest  is  not  recovered 
according  to  a  rigid  theory  of  compensation  for 
money  withheld,  but  is  given  in  response  to  con- 
siderations of  fairness.   It  is  denied  when  its  ex- 
action would  be  inequitable.'' 
Jackson  County  v.  United  States,  308  U.S.  350; 
353;  84  L.  ed.  313. 

The  foregoing  rule  has  been  applied  by  the  Supreme 
Court  in  the  recent  case  of  Rodgers  v.  United  States, 
(decided  October  17,  1947)  92  L.  ed.  Ad.  Opinions,  64, 
by  holding  that  a  test  of  whether  interest  should  be 
allowed  to  the  United  States  prior  to  judgment  is 
whether  the  money  due  was  necessary  to  the  United 
States  on  a  particular  date  to  meet  its  estimated  ex- 
penditures.   The  Court  states,  on  page  66: 

^^Tlie  contention  is  hardly  supportable  that  the 
Federal  Government  suffers  money  damages  or 
loss,  in  the  common  law  sense,  to  be  compensated 
for  by  interest,  when  one  convicted  of  a  crime 
fails  pi'omptly  to  pay  a  money  fine  assessed 
against  him  *  '^  '';  unlike  a  tax,  it  does  not  rest 
on  the  basic  necessity  of  the  Government  to  col- 
lect a  carefully  estimated  sum  of  money  by  a 
particular  date  in  order  to  meet  its  anticipated 
expenditures.'' 

As  pointed  out  under  the  preceding  heading,  there 
is  nothing  in  the  Renegotiation  Act  leading  to  the 
conclusion  that  it  was  necessary  for  the  Government 
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to  ininiodiately  collect  any  amount  determined  by  such 
administrative  order  in  order  to  meet  its  anticipated 
expenditures,  or  that  such  amount  was  a  carefully  or 
otherwise  estimated  amount  necessary  for  such  future 
expenditures.  On  the  contrary,  the  wording  and  pro- 
cedure of  the  Act  negative  such  conclusion. 

The  Act  sets  up  the  following  procedure  and  states 
the  times  in  which  each  step  is  to  be  taken: 

(1)  Renegotiation  is  not  to  start  imtil  a  Secretary 
is  of  the  opinion  that  some  contractor  has  realized 
excessive  profits;  (Sec.  403  (c)  (1)); 

(2)  Tlie  Secretary  is  then  to  notify  the  contractor 
to  ^^renegotiate  the  contract  price'\  (id.); 

(3)  Within  one  year  after  the  filing  of  certain  finan- 
cial statements  by  the  contractor,  or  within  such 
shorter  period  as  may  be  prescribed,  ^Hhe  Secretary 
of  a  Department  may  give  the  contractor  or  subcon- 
tractor written  notice  ^'  *  *  that  the  Secretary  is  of 
the  opinion  that  the  profits  realized  from  some  or  all 
of  such  contracts  ma}'  be  excessive,  and  fixing  a  date 
and  place  for  an  initial  conference  to  be  held  within 
sixty  days  thereafter.'^  (Sec.  403  (c)  (5)); 

(4)  No  renegotiation  of  the  contract  price  *  *  * 
shall  be  connnenced  b.y  the  Secretary  more  than  one 
year  after  the  close  of  the  fiscal  year  of  the  contractor 
or  subcont]'actor  within  which  completion  or  termina- 
tion of  the  contract  or  sub-contract,  as  determined  by 
the  Secretary,  occurs,  (id.) 

The  foregoing  is  certainly  not  consistent  with  the 
claim  that  anv  amount  determined  to  be   excessive 
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profits  constitutes  a  ''basic  necessity  of  the  Govern- 
ment to  collect  a  carefully  estimated  sum  of  money 
by  a  particular  date  in  oi'der  to  meet  its  anticipated 
expenditui'es." 


3.     THE  ALLOWANCE  OF  INTEREST  PRIOR  TO  JUDGMENT 
WOULD  BE  INEQUITABLE. 

It  is  held  in  Jackson  County  v.  United  States,  supra, 
that  interest  is  ''given  in  response  to  considerations 
of  fairness"  and  "It  is  denied  when  its  execution 
would  be  inequitable".  Applying  this  rule  to  the  cases 
at  bar  results  in  the  conclusion  that  the  allowance  of 
interest  prior  to  judgment  is  unfair  and  inequitable. 

Until  the  Supreme  Court  spoke  in  the  Lichter  case, 
many  legal  minds  throughout  the  Nation  were  of  the 
opinion  that  the  Renegotiation  Acts  were  unconstitu- 
tional and  numerous  actions  were  filed  in  the  various 
Courts  seeking  injunctions,  declaratory  relief  and 
other  remedies  based  on  such  opinions  and  contentions. 
Several  of  these  cases  found  their  way  to  the  Supreme 
Court  and  that  Court  disposed  of  the  cases  without 
])assing  on  the  constitutionality  of  the  Acts.  (Aircraft 
d  Diesel  Equip.  Corp.  v.  Hirscli,  331  U.S.  752;  Macau- 
ley  V.  Waterman  S.S.  Co.,  327  U.S.  540;  Mine  Safety 
Co.  V.  Forrest al  326  U.S.  371). 

In  the  instant  cases  the  appellants  resisted  the  com- 
plaints on  numerous  specifications  as  to  the  Acts  being 
unconstitutional. 

That  the  claims  going  to  the  constitutionality  of  the 
Acts  were  advanced  in  good  faith  and  merited  sui)reme 
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judicial  interpretation  and  decision  is  evidenced 
(1)  by  the  fact  that  the  Supreme  Court  granted 
certiorari  in  three  such  cases,  and  (2)  by  the  very 
lengthy  opinion  filed  by  the  Supreme  Court  when  it 
determined  the  Acts  to  l)e  constitutional. 

There  has  never  been  any  claim — as  indeed  there 
could  not  be — that  appellants'  refusal  to  abide  by  the 
orders  of  the  Under  Secretary  of  War  was  prompted 
by  any  evil  motives  or  by  any  desire  to  defraud  the 
Grovernment,  or  by  any  motive  other  than  a  firm  belief 
that  the  orders  violated  the  Constitution. 

In  addition  there  is  the  fact,  well  known  to  the 
Grovernment  and  its  representatives,  that  the  enforce- 
ment of  Renegotiation  determinations  is  resulting  in 
the  virtual  bankruptcy  of  those  called  upon  to  pay. 
The  so-called  excessive  profits  have  been  lawfully  ex- 
pended, in  many  instances  by  using  them  for  the 
expansion  of  plants  and  the  installing  of  new  ma- 
chinery to  meet  the  demands  of  the  Government  for 
sjjeedier  and  greater  production.  Now,  such  machinery 
and  expansion  is  worth  no  more  than  jmik  on  the 
market. 

To  allow  interest  on  the  detemiinations  of  the  Sec- 
retary prior  to  judgment,  results  in  cutting  down  the 
profits  that  under  the  law  appellants  were  entitled  to 
receive  and,  in  many  instances,  in  wiping  out  of  such 
profits  in  full. 

I'o  allow  such  interest  would  be  inequitable  and 
unjust. 
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In  Sheppard  v.  Taylor,  5  Peters  675,  8  L.  ed.  269, 
sailors,  who  embarked  on  a  lawful  A^oyage  but  which 
was  turned  into  an  unlawful  one  for  which  they  were 
imprisoned,  sued  to  recover  their  wages.  In  upholding 
their  right  thereto,  the  Court  held  they  were  not  en- 
titled to  interest  for  the  following  reason: 

^^In  respect  to  the  claim  of  interest  made  by  the 
libelants,  we  are  of  opinion  that  under  the  pecu- 
liar circumstances  of  this  case,  none  ought  to  be 
allowed  upon  the  wages,  except  for  the  period  of 
time  which  has  elapsed  since  the  petition  was 
filed  against  the  assignees  and  owners  on  the  1st 
of  December,  1825.  The  previous  delay  was  ""  *  ^* 
under  circumstances  of  so  much  doubt  as  to  the 
nature  and  extent  of  the  claim,  as  ought  to  pre- 
clude any  claim  for  interest/'  (8  L.  ed.  at  283) 

Compare  SiJsby  v,  Foote,  61  U.S.  378,  15  L.  ed.  953 
and  Croshy  Valve  Co.  v.  Consolidated  Valve  Co,,  141 
U.S.  441,  35  L.  ed.  809,  where  suits  were  instituted  for 
the  infringement  of  a  patent.  The  Court  in  each  case 
held  that  there  was  an  infringement  and  plaintiffs 
were  entitled  to  damages  to  the  extent  that  profits  had 
been  realized  by  defendants  in  the  use  of  the  j)atents; 
but  that  interest  could  only  be  allowed  from  the  time 
it  was  judicially  determined  that  such  infringement 
occurred. 

So  here,  until  the  Court  determined  that  the  Act 
was  valid  and  the  excessive  profits  were  collecti))le  by 
the  Government,  no  interest  should  be  allowed. 
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CONCLUSION. 

For  each  and  all  of  the  foregoing  reasons  the  judg- 
Jiient  should  be  modified  by  striking  therefrom  all 
allowance  of  interest  prior  to  judgment. 

Dated,  San  Francisco, 
December  20,  1948. 

Respectfully  submitted, 
Leo  R.  Friedman, 

Jos.  I.  McMULLEN, 

Attorneys  for  Appellants, 
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Jurisdictional  Statement. 

Jurisdiction  of  the  District  Court  is  estabhshed  by  Sec- 
tion 24  of  the  Judicial  Code,  as  amended  (28  U.  S.  C, 
41),  and  by  the  provisions  of  Section  403(c)  of  the  Rene- 
gotiation Act. 
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Jurisdiction  of  this  Court  is  established  by  the  provisions 
of  Section  28,  U.  S.  C,  225. 

Appellee  brought  separate  actions  in  the  District  Court 
pursuant  to  Section  403(c)  of  the  Renegotiation  Act  to 
recover  amounts  which  the  Under  Secretary  of  War,  act- 
ing under  and  by  virtue  of  the  Renegotiation  Act,  had 
duly  determined  to  be  excessive  profits  realized  by  the 
defendants  during  each  of  the  fiscal  years  ended  1942  and 
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of  entry  of  judgment.     [R.  16  and  40.] 

Statement  of  the  Case. 

The  statement  of  the  case  contained  in  Appellants'  Brief, 
from  pages  3  to  6,  is  fair  and  accurate  and  is  adopted  by 
Appellee. 

Question  Presented. 

The  sole  question  on  each  appeal  is  whether  the  District 
Court  erred  in  allowing  the  United  States  interest  on  the 
balance  determined  by  the  Under  Secretary  of  War  to  be 
due  pursuant  to  the  Renegotiation  Act. 


Argument. 

The  precise  question  presented  and  argued  by  the  Ap- 
pellants herein  was  decided  by  this  Court  in  the  case  of 
Sampson  Motors,  Inc.,  No.  11644,  decided  June  21,  1948 
(168  F.  2d  878 j,  which  upheld  the  judgment  of  the  Dis- 
trict Court  allowing  interest  on  the  balance  found  due 
the  United  States  after  tax  allowance  resulting  from  rene- 
gotiation of  war  contracts. 

It  is  submitted  that  the  decision  of  this  case  is  controlled 
by  the  opinion  in  the  Sampson  case. 

Respectfully  submitted, 

James  M.  Carter, 

United  States  Attorney, 

Clyde  C.  Downing, 

Assistant  United  States  Attorney, 
Chief,  Civil  Division, 

Bernard   B.   Laven, 

Assistant  United  States  Attorney, 

Attorneys  for  Appellee,  United  States  of  America. 
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2  H,  W.  Fowler  and  U.  Z,  Fowler 

In  the  District  Court  of  the  United  States 
For  the  District  of  Oregon 

No.  Civ.  2734 

H.  W.  FOWLER  and  U.  Z.  FOWLER, 

Plaintiffs, 

vs. 

CROWN-ZELLERBACH  CORPORATION, 

Defendants. 

COMPLAINT 
ACTION  AT  LAW  FOR  DAMAGES,  ETC. 

Plaintiffs  complain  against  the  defendant  and  for 
their  first  cause  of  action  allege  as  follows : 


That  plaintiffs  are  husband  and  wife  and  are 
citizens  and  residents  of  the  State  of  Oregon,  and 
that  the  defendant  is  a  corporation  organized,  li- 
censed and  existing  under  and  by  virtue  of  the  laws 
of  the  State  of  Nevada;  and  that  there  is  a  com- 
plete diversity  of  citizenship  existing  between  the 
plaintiffs  and  the  said  defendant. 

IL 

That  these  plaintiffs  are  the  owners,  as  tenants 
by  the  entirety,  of  a  parcel  of  land  comprising 
approximately  16.25  acres,  abutting  upon  Lake 
Tahkenitch,  in  the  County  of  Douglas  and  State  of 
Oregon,  and  have  there  invested  a  large  amount  of 
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money  with  the  purpose  of  operating  the  said  prop- 
erty as  a  recreational  resort.  That  the  chief  assets 
of  the  said  property  as  a  recreational  resort  and 
for  the  successful  operation  of  that  business  lie  in 
the  facts  that  the  said  property  is  on  the  said  lake 
front ;  that  by  reason  of  the  location  thereof  on  said 
lake  it  gets  the  benefit  of  the  beauties  of  the  lake 
and  the  shorelines  thereof;  that  the  said  lake  is, 
under  normal  conditions,  an  excellent  fishing  and 
boating  lake,  ideal  for  both  purposes,  with  great 
quantities  of  tule  beds  lying  along  the  margins  of 
said  lake,  and  that  said  property  is  also  adjacent 
to  the  ocean  beach,  being  approximately  one  mile 
therefrom,  and  that  under  normal  conditions  the 
beach  and  the  approaches  thereto  from  the  outlet  of 
said  lake  are  beautiful  and  attractive ;  and  that  also 
there  is  adjacent  to  the  highw^ay  that  passes  immedi- 
ately by  the  entrance  to  plaintiffs'  said  property  a 
public  boat  landing  in  the  U.  S.  Forest  Reserve,  at 
which  boats  navigating  the  said  Lake  Tahkenitch 
can  land,  and  adjacent  to  which  boat  landing  there 
is  convenient  level  space  for  the  parking  of  motor 
vehicles. 

III. 

That  these  plaintiffs  obtained  their  said  title  to 
said  property  by  mesne  conveyances  from  the  said 
defendant,  which,  under  date  of  January  10,  1938, 
conveyed  the  said  real  property  by  special  warranty 
deed  to  Ross  R.  Dean  and  G.  M.  Dean,  brothers,  of 
Gardiner,  Douglas  County,  Oregon,  which  said  deed 
was  duly  recorded  in  Volume  99  of  the  Deed  Rec- 
ords for  Douglas  County,  Oregon,  at  page  253.  That 
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the  said  defendant  sold  and  conveyed  the  said  real 
property  to  the  said  Dean  brothers  as  and  for  a 
recreational  resort  and  charged  and  received  from 
the  said  vendees  a  price  commensurate  with  the 
value  of  said  property  for  adaptation  to  that  pur- 
pose, charging  and  receiving  for  said  real  property 
from  said  vendees  the  full  sum  of  $9,500.00.  That 
in  the  said  transaction  between  the  said  defendant 
and  said  Dean  brothers  it  was  contemplated  and 
understood  between  the  parties  thereto  that  the  said 
property  conveyed  by  said  deed  was  to  be  used  as  a 
recreational  resort  and  would  be  kept  in  a  condition 
attractive  to  tourists  and  others  seeking  recreation 
at  a  resort  having  the  advantages  of  a  fresh  water 
lake  of  great  beauty,  ideal  for  fishing  and  boating, 
and  also  convenient  to  a  beautiful  ocean  beach. 

IV. 

That  in  the  early  smnm.er  of  1944  these  plaintiffs 
opened  their  said  pro^jcrty  for  business  as  a  recre- 
ational resort,  but  that  for  some  time  prior  thereto 
it  had  been  becoming  increasingly  a])parent  that 
the  defendant  was  attempting  to  force  plaintiffs  to 
discontinue  the  maintenance  of  their  said  property 
as  a  recreational  resort,  and  were  seeking  to  '^step 
up''  a  logging  operation  which  was  being  conducted 
by  the  defendant  in  that  vicinity  and  v/as  deter- 
mined to  have  no  interference  with  said  logging 
operation  or  any  delay  or  stoppage  thereof  that 
might  or  could  result  from  reasonable  efforts  on 
its  part  to  keep  the  said  lake  in  a  fairly  navigable 
condition  for  rowboats  and  power  boats  and  in  a 
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fairh^  good  condition  as  a  fishing  lake,  and  the  lake, 
the  lake  outlet,  and  the  ocean  beach  in  a  reasonably 
attractive  condition  as  a  recreation  area,  for  which 
purpose  said  area  had  been  set  apart  by  the  National 
Forest  Reserve,  and  which  condition  obtained  at  the 
time  the  Dean  brothers  purchased  from  Crown- 
Zellerbach  Corporation  and  continued  down  to  and 
including  the  time  when  plaintiffs  became  the 
owners  of  said  real  property.  That  in  this  regard 
defendant  Crown-Zellerbach  Corporation  in  its  said 
logging  operation  had  been  falling,  and  continued 
to  fall,  trees  directly  into  the  said  lake,  destroying 
the  tule  beds  along  the  margins  of  the  said  lake, 
which  tule  beds  were  and  are  necessary  to  the  rea- 
sonable fish  feeding  and  propagation  and  spawning 
of  fish  in  said  lake;  had  been  sawing  logs  in  the 
lake,  permitting  the  sawdust  and  pitch  and  other 
saps  from  the  tree  trunks  to  mix  with  the  waters 
of  the  lake,  also  to  the  detriment  of  fish  life  in  said 
lake ;  had  strung  logging  cables  across  the  lake  with 
one  end  attached  to  a  donkey  engine  and  the  other 
anchored  on  the  opposite  side  of  the  lake  so  that 
when  the  line  would  slacken  most  thereof  would  lie 
beneath  the  surface  of  the  water,  but  upon  being 
tautened  by  the  drum  of  the  donkey  engine  would 
rise  with  great  force  out  of  the  water,  falling  again, 
and  thereby  constituting  such  a  menace  to  safety  as 
to  keep  fishermen  and  others  from  seeking  to  navi- 
gate the  lake,  either  in  rowboats  or  power  boats ;  had 
installed  boom  sticks  in  the  lake  for  booming  logs 
at  various  places  thereof,  leaving  the  same  without 
any  lights  or  other  warnings  for  the  safety  of  per- 


6  H.  W,  Fowler  and  U.  Z.  Fowler 

sons  who  might  be  navigating  the  lake  in  boats  in 
the  nighttime,  or  might  desire  to  do  so;  had  per- 
mitted numerous  ^^flotus''  from  their  logging  oper- 
ations to  go  out  upon  the  surface  of  the  lake  in 
various  places,  some  partially  and  some  almost 
completely  submerged  (depending  upon  individual 
weight  and  fioatability)  whereby  boating  on  the 
lake,  either  for  fishing  or  for  pleasure  riding, 
was  and  is  rendered  extremely  dangerous;  had 
so  conducted  their  said  logging  operations  that 
the  unboomed  logs  and  snags,  tree  tops  and  other 
debris  from  said  logging  operations  customarily 
floated  into  and  blocked  boat  passages  provided  in 
bridge  trestling  crossing  the  lake,  so  that  boats  were 
and  are  unable  to  pass  from  one  side  of  the  trestles 
to  the  other,  thereby  making  impossible  the  com- 
plete and  satisfactory  navigation  of  the  lake;  had 
^'swamped"  many  fallen  trees  in  the  lake,  i^er- 
mitting  the  slashings  from  such  swamping  opera- 
tions to  float  about  the  lake  and  to  lodge  along  the 
margins  of  the  lake,  and  finally  to  drift,  together 
with  old  snags,  limbs,  stumps  and  other  debris  re- 
sulting from  the  said  logging  operations  of  said 
defendant,  down  into  the  channel  of  said  lake's  out- 
let to  the  ocean,  there  to  be  s<3attered  about  in  an 
unsightly  ''mess''  upon  the  beach  and  upon  the 
lands  adjoining  the  said  outlet,  all  of  which  were, 
and  except  for  the  action  of  the  defendant  still 
would  be,  of  great  beauty,  and  a  valuable  adjunct 
to  plaintiffs'  said  property  as  a  recreational  resort; 
and  have  commenced  and  are  constructing  an  un- 
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jsiglitly  logging  cami)  immediately  adjoining  said 
X)roperty  of  these  plaintiffs,  and  somewhat  below 
the  grade  of  the  cottages  standing  upon  the  property 
of  these  plaintiffs,  [By  order  9/10/45  VOB]  and 
have  commenced  and  are  constructing  an  unsightly 
noisy  logging  camp  immediately  adjoining  said  re- 
sort property  of  these  plaintiffs,  and  somewhat 
below  the  grade  of  the  cottages  standing  upon  the 
property  of  these  plaintiffs,  and  have  installed 
thereon  a  work-shop  for  repairing  heavy  machinery 
and  which  operates  a  trip-hammer  with  action  so 
violent  as  to  vibrate  cabins  on  plaintiffs'  said  prop- 
erty, and  has  and  did  ostentatiously  cut  down  the 
fringe  of  trees  which  served  as  a  natural  screen  or 
partial  screen,  and  the  sole  barrier  that  would  have 
tended  to  obscure  the  obnoxious  view  of  said  camp 
from  the  property  of  these  plaintiffs,  and  that,  to 
some  extent,  would  have  preserved  the  naturally 
beautiful  setting  of  plaintiffs'  said  property;  that 
these  plaintiffs  are  informed  and  believe,  and  there- 
fore do  allege  and  say  on  such  information  and 
belief,  that  the  said  camp  is  constructed  and  being 
constructed  in  such  manner  that  the  sewage  there- 
from empties  directly  into  the  lake  and  close  to  the 
swimming  float  on  plaintiffs'  property.  Also  in  the 
conduct  of  its  said  logging  operation  said  defendant 
operates  a  number  of  tugs  and  launches  on  said  lake, 
and  in  the  operation  thereof  runs  said  tugs,  etc.,  at 
such  a  speed  by  and  adjacent  to  plaintiffs'  said 
property  that  the  swimming  floats  and  other  im- 
provements built  by  plaintiffs  along  the  shore  line 
of  their  property  have  been  and  are  being  grievously 
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injured  and  weakened  by  the  force  of  the  water  and 
wash  thereof  by  the  said  tugs  when  speeded  past 
said  floats.  That  said  injury  has  been  so  great  that 
some  of  the  logs  under  said  floats  have  been  loosened 
and  displaced  and  the  diving  tovrer  heretofore  main- 
tained by  plaintiffs  on  one  of  the  said  floats  was  so 
wrecked  and  weakened  that  it  was  recently  blow^n 
over,  all  to  plaintiffs'  great  damage.  Also  that  said 
defendant,  by  threats  that  it  intended  to  '^get"  the 
plaintiff  H.  W.  Fowler,  and  by  reason  of  a  violent 
assault  and  battery  committed  by  said  defendant 
through  one  of  its  agents  upon  both  of  the  plaintiffs 
and  upon  a  guest  in  the  house  of  the  plaintiff,  has 
made  it  appear  unsafe  that  the  plaintiffs  should 
even  remain  on  the  said  premises;  and  the  plaintiffs, 
each  for  himself  or  herself,  and  each  for  the  other, 
stand  in  fear  that  the  defendant  will  cause  great 
bodily  haiTn  to  come  to  one  or  both  of  said  plain- 
tiffs. That  said  acts  of  said  defendant  continue 
unabated,  and  the  inevitable  destruction  thereby  of 
plaintiffs'  said  investment  is  the  deliberate  purpose 
of  the  said  defendant. 

V. 
That  by  reason  of  the  facts  hereinbefore  set  forth 
said  property  of  the  plaintiffs  has  been  and  is  ren- 
dered of  little  or  no  value  as  a  re<3reational  resort, 
and  plaintiffs  have  lost  [By  Order  6/22/45  VOB] 
and  will  lose  much  of  the  normal  income  therefrom 
all  to  plaintiffs'  damage  in  the  full  sum  of 
$50,000.00;  and  that  the  said  facts  hereinbefore 
alleged  constitute  a  private  nuisance  which  these 
plaintiffs  claim  the  right  to  have  abated  in  the  man- 
ner provided  by  law.     That  said  defendant's  said 
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conduct  Avas  and  is  malicious  and  wanton,  and  in 
some  respects  criminal,  by  reason  of  which  it  should 
be  required  to  pay  punitive  damages  in  the  further 
sum  of  $100,000.00. 

As  a  second  cause  of  action  against  the  said  de- 
fendant plaintiffs  affirmatively  allege: 

I. 

Re-affirm  and  re-allege  Subdivisions  numbered  I, 
II  and  III  of  the  first  cause  of  action  in  this  com- 
plaint, making  the  same  by  this  reference  a  part  and 
parcel  of  this  second  cause  of  action. 

II. 

That  adjacent  to  the  said  property  of  these  plain- 
tiffs there  has  heretofore  been  set  apart  by  the  For- 
est Service  of  the  United  States  of  America  a  rec- 
reational area  which  includes  thereon  a  public  boat 
landing  on  Lake  Tahkenitch,  with  parking  space 
for  automobiles  and  other  vehicles  by  which  boats 
may  be  brought  to  the  said  lake,  or  in  which  people 
may  come  to  make  use  of  the  boating  facilities  and 
fishing  facilities  on  said  lake.  That  while  the  said 
landing  is  a  public  boat  landing  and  is  in  general 
use  by  the  public,  including  some  people  who  reside 
on  or  near  the  said  Lake  Tahkenitch,  and  including 
others  who  <?ome  there  habitually  for  fishing  and 
boating,  the  destruction  or  rendering  useless  of  said 
boat  landing  and  said  parking  space  and  said  por- 
tion of  said  recreational  park  is  especially  injurious 
to  these  plaintiffs,  and  they  suffer  special  and  extra- 
ordinary damage  from  the  destruction  or  impair- 
ment thereof  by  reason  of  the  fact  that  they  own 
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the  i)roperty  acquired  by  tliem  by  mesne  convey- 
ances from  the  defendant  corporation,  which  prop- 
erty is  fitted  and  designed  to  be  used  as  a  recre- 
ational resort,  and  the  said  boat  landing  and  the 
said  parking  facilities  adjacent  thereto  were  and 
are  of  great  value  to  these  plaintiffs  as  an  adjunct 
to  the  use  of  their  said  property  as  a  recreational 
resort. 

III. 

That  plaintiffs  are  informed  and  believe,  and 
therefore  do  allege  and  say,  that  the  defendant  has 
obtained  from  the  Forest  Service  of  the  United 
States  a  special  permit  to  install  a  log-dump  at  or 
near  the  present  location  of  the  said  public  boat 
landing,  and  is  now  in  process  of  preparing  the  said 
property  at  said  place  for  use  as  a  log-dump  to  be 
used  by  the  defendant  in  connection  with  its  logging 
operations  in  that  vicinity. 

IV. 

That  the  logging  operations  of  said  defendant  at 
that  point  are  of  great  proportions,  and  the  use  of 
said  place  and  property  as  a  log-dump  for  defend- 
ant's said  logging  operations  will  render  the  said 
public  boat  landing  and  the  said  parking  spa<^e  so 
dangerous  that  it  will  be  of  no  use  whatever  to  the 
public,  to  which  public  these  i3laintiffs  belong,  and 
that  these  plaintiffs  will  be  peculiarly  injured  and 
damaged  by  the  installation  of  the  log-dump  at  said 
place  by  reason  of  the  fact  that  they  are  the  owners 
of  the  said  recreational  resort  property  heretofore 
mentioned  and  referred  to,  the  value  of  which  is 
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greatly  enhanced  by  the  public  boat  landing  facili- 
ties heretofore  existing  on  the  government  reserve 
adjacent  to  plaintiffs'  said  property. 

V. 

That  the  installation  of  said  log-dump  at  the  place 
selected  by  defendant  and  provided  for  in  the  spe- 
cial permit  issued  by  the  Forest  Service  herein- 
before mentioned  and  referred  to,  will  result  in 
special  injury  to  plaintiffs  as  aforesaid,  to  their 
damage  in  the  full  sum  of  $10,000.00,  and  will  con- 
stitute a  nuisance  w^hich  plaintiffs  claim  the  right 
to  have  abated  in  the  manner  provided  for  by  law. 

Wherefore  plaintiffs  demand  judgment  against 
the  defendant  on  their  first  cause  of  action  in  the 
full  sum  of  $150,000.00;  and  on  their  second  cause 
of  action  in  the  full  sum  of  $10,000.00 ;  and  also  for 
their  costs  and  disbursements  herein.  And  these 
plaintiffs  reserve  the  right  to  move  the  Court  for 
an  order  allowing  a  warrant  to  issue,  directing  the 
abatement  of  the  private  nuisance  described  in 
plaintiffs'  first  cause  of  action,  and  also  for  the 
abatement  of  the  nuisance  described  in  plaintiffs' 
second  cause  of  action. 

/s/  HOY  &  PRAG, 

Attorneys  for  Plaintiffs. 

[Endorsed] :     Filed  April  3,  1945. 
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State  of  Oregon, 
County  of  Douglas — ss. 

I,  H.  W.  Fowler,  being  first  duly  sworn,  depose 
and  say  that  I  am  one  of  the  plaintiffs  in  the  above- 
entitled  cause;  and  that  the  foregoing  Complaint  is 
true,  as  I  verily  believe. , 

/s/  H.  W.  FOWLER. 

Subscribed  and  sworn  to  before  me  this  2nd  day 
of  April,  1945. 

[Seal]        /s/  M.  F.  WRIGHT, 

Notary  Public  for  the   State 
of  Oregon. 

My  commission  expires  April  21,  1945. 


[Title  of  District  Caurt  and  Cause.] 

AMENDED  ANSWER  TO  FIRST  CAUSE 
OF  ACTION 

Comes  now  the  defendant  and  for  its  amended 
answer  to  the  first  cause  of  action  as  set  forth  in 
the  complaint  herein  admits,  denies  and  alleges : 

I. 

Admits  the  allegations  of  paragraph  I  thereof. 

II. 

Answering  paragraph  II  thereof  admits  that  the 
plaintiffs  are  the  owners  by  the  entirety  of  a  parcel 
of  land  comprising  approximately  sixteen  (16) 
acres,    abutting    upon    Lake    Tahkenitch,    Douglas 
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County,  Oregon,  and  have  there  made  investments 
for  the  purpose  of  operating  said  property  as  a 
recreational  resort,  but  this  defendant  alleges  that 
such  investments  were  also  made  for  the  purpose 
of  operating  said  property  as  an  auto  <!ourt  and  as 
a  motel ;  admits  that  one  of  the  assets  of  said  prop- 
erty as  a  recreational  resort  is  the  fact  that  said 
property  is  located  on  said  lake,  and  by  reason  of 
such  location  said  property  is  benefited ;  admits  that 
said  lake  is  now,  and  for  many  years  last  past  has 
been,  a  lake  upon  which  boats  may  be  operated  and 
fishing  may  be  followed;  admits  that  tule  beds  are 
located  along  certain  of  the  shore  lines  of  said  lake 
and  that  the  property  is  approximately  one  mile 
from  the  ocean  beach  but  with  reference  to  the 
proximity  of  said  property  to  the  ocean  beach  this 
defendant  alleges  that  the  said  beach  is  not  visible 
from  said  property  and  that  said  beach  can  be 
reached  only  by  arduous  trudging  over  soft  sand 
dunes;  and  admits  that  adjacent  to  the  coast  high- 
way, which  passes  immediately  by  the  entrance  to 
said  property  of  the  plaintiffs,  there  is  a  boat  land- 
ing in  the  U.  S.  Forest  Reserve,  at  which  small  boats 
may  be  launched  into  said  lake  or  taken  from  said 
lake,  and  that  adjacent  to  said  boat  landing  there  is 
now,  and  for  some  time  has  been,  a  convenient  level 
space  for  the  parking  of  motor  vehicles. 

III. 

Answering  paragraph  III  thereof  admits  that  the 
plaintiffs  obtained  title  to  said  property  by  mesne 
conveyances  from  the  defendant,  which,  under  date 
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of  January  10,  1938,  conveyed  the  said  real  property 
by  special  warranty  deed  to  Ross  R.  Dean  and  G.  M. 
Dean,  brothers,  of  Gardiner,  Douglas  County,  Ore- 
gon, which  said  deed  was  duly  recorded  in  Volume 
99  of  the  Deed  Records  for  Douglas  County,  Ore- 
gon, at  i3age  253. 

IV. 

Answering  paragraph  IV  thereof  admits  that  the 
plaintiffs  in  1944  operated  said  property  as  a  rec- 
reational resort  but  alleges  also  that  the  plaintiffs 
operated  said  property  in  1944  as  an  auto  eourt  and 
motel;    admits    that    the    defendant    conducted    its 
logging  operations  upon  the  shores  of  said  lake  but 
alleges  that  the  defendant  so  conducted  its  logging 
operations  in  a  proper,  reasonable,  lawful  and  work- 
manlike manner;  admits  that  in  such  conduct  of  its 
logging  operations  around,  in  and  upon  said  lake 
the  defendant  did  at  times  operate  a  log  cut-off  saw 
but  alleges  that  the  operation  of  said  saw  was  war- 
ranted and  reasonable  in  the  conduct  of  said  logging 
operations  and  that  any  sawdust  from  said  sawing 
operation    was    in    a    trifling    and    inconsequential 
amount  and  in  no  way  adversely  affected  the  plain- 
tiffs in  the  use  and  operation  of  their  said  property ; 
admits  that  in  such  logging  operations  the  defend- 
ant, at  times,  stret<!hed  logging  cables  across  the 
narrowed  areas  of  said  lake  and,  in  the  reasonable 
and  proper  operation  of  said  cables,  the  same  would 
be  tautened  so  as  to  raise   such   cables   from   the 
waters  of  said  lake  and,  upon  the  release  of  said 
cables,  the  same  would  drop  into  the  w^aters  of  said 
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lake;  admits  that  the  defendant  installed  boom  sticks 
in  said  lake  for  the  booming  and  holding  of  logs 
and  admits  that  such  boom  sticks  were  not  lighted 
at  night  and  alleges  in  that  regard  that  the  main- 
tenance of  such  boom  sticks  was  a  proper,  reason- 
able and  lawful  conduct  of  its  logging  operations 
and  that  there  was  no  traffic  upon  sudi  lake  which 
would  justify   any   lighting   of   such   boom   sticks; 
admits  that  logs  of  the  defendant  sometimes  drifted 
in  the  waters  of  said  lake  but  alleges  in  that  regard 
that  any  such  drifting  of  logs  was  brought  about 
by  the  breaking  up  of  log  storage  because  of  storms 
of  unusual  severity,  and  further  alleges  that  the 
defendant,  in  the  reasonable  conduct  of  its  opera- 
tions immediately  collected  any  such  drifting  logs 
and  replaced  the  same  in  storage;  admits  that  the 
defendant  has  cleared  the  outlet  of  said  lake  to  the 
ocean  and  alleges  that  su<3h  clearance  benefited  the 
recreational  and  fishing  possibilities  of  said  lake; 
admits  that  the  defendant  cut  down  a  fringe   of 
trees  located  betw^een  the  property  of  the  plaintiffs 
and  the  logging  camp  of  the  defendant  but  alleges 
that  such  fringe  of  trees  was  cut  down  upon  the 
express  order  of  the  Safety  Division  of  the  Indus- 
trial Accident  Commission  of  the  State  of  Oregon 
and  that  said  Division,  in  issuing  said  order,  was 
acting  with  authority  under  the  statutes  of  the  State 
of  Oregon  and  that  the  defendant   was  required, 
under   such   statutes,   to   comply  with   said   order; 
admits  that  the   defendant  in  the   condu<3t   of  its 
logging  operations  operated  a  small  number  of  tow 
])oats  and  launches  upon  said  lake. 
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Denies  each  and  every  allegation  in  said  first 
cause  of  action  contained  except  as  hereinbefore  or 
as  hereinafter  in  the  further  and  separate  answer 
of  this  defendant  may  be  expressly  admitted,  stated 
or  qualified,  which  further  and  separate  answer  is, 
for  the  purpose  of  this  denial,  hereby  referred  to 
and  made  a  part  hereof. 

AMENDED  ANSWER  TO  SECOND  CAUSE 

OF  ACTION 

Comes  now  the  defendant  and  for  its  Amended 
Answer  to  the  second  cause  of  action  as  set  forth 
in  the  complaint  herein,  admits,  denies  and  alleges : 

I. 

Answering  paragraph  I  thereof  reaffirms  and  re- 
alleges its  answers  to  paragraphs  I,  II  and  III  of 
the  first  cause  of  action  of  the  plaintiffs  as  such 
answers  are  hereinbefore  pleaded. 

II. 

Answering  paragraph  II  thereof  the  defendant 
admits  that  adjacent  to  the  property  of  the  plain- 
tiffs is  an  area  over  which  the  Forest  Service  of  the 
United  States  of  America  has  jurisdiction  and  which 
includes  a  public  boat  landing  upon  said  lake,  with 
parking  space  for  automobiles  and  other  vehicles. 

III. 

Answering  paragraph  III  thereof  the  defendant 
admits  that  it  has  received  from  the  Forest  Service 
of  the  United  States  a  permit  to  install  a  log-dump 
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in  said  area  which  is  under  the  jurisdiction  of  said 
Forest  Service  and  admits  that  it  has  constructed 
and  is  now  operating  said  log-dump  under  and  in 
accordance  with  the  terms  of  said  permit. 

IV. 

Denies  each  and  every  allegation  in  said  second 
cause  of  action  contained  except  as  hereinbefore  or 
hereinafter  in  the  Further  and  Separate  Answer  of 
this  defendant  may  be  expressly  admitted,  stated  or 
qualified,  which  Further  and  Separate  Answer  is, 
for  the  purpose  of  this  denial,  hereby  referred  to 
and  made  a  part  hereof. 

FURTHER  AND  SEPARATE  ANSWER 

Comes  now  the  defendant  and  for  its  Further 
and  Separate  Answer  to  each  and  both  of  said 
causes  of  action,  alleges: 

I. 

That  the  defendant  is  a  corporation  of  the  State 
of  Nevada  and  duly  licensed  and  qualified  to  do 
business  in  the  State  of  Oregon  under  the  foreign 
corporation  laws  of  the  State  of  Oregon. 

II. 

That  plaintiffs  are  husband  and  wife  and  own 
approximately  sixteen  (16)  acres  of  land  in  Section 
29,  Township  20  South,  Range  12  West  of  the  Willa- 
mette Meridian  abutting  upon  Lake  Tahkenitch, 
Douglas  County,  Oregon,  v/hich  said  property  was 
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acquired  by  said  plaintiffs  from  C.  H.  Cook  and    , 
^yife  by  deed  dated  April  13,  1943.  I 

III.  ■ 

That  tlie  defendant  and  its  prede-cessor  in  title 
have  for  more  than  ten  years  last  past  owned  the 
lands  which  are  adjacent  to  the  shores  of  said  lake; 
that  said  lands  of  the  defendant  were,  when  pur- 
chased by  the  predecessors  of  the  defendant,  covered 
witli  timber  which  was  ripe  for  logging;  that  the 
defendant  since  1937,  and  its  predecessors  in  title 
])efore  1937,  have  been  continuously  engaged  in  the 
logging  of  said  lands  abutting  upon  said  lake;  that 
the  defendant  has  universally  conducted  its  said 
logging  operations  in  a  reasonable,  warranted  and 
lawful  manner,  and  any  conduct  of  such  logging 
operations  other  than  in  a  reasonable,  w^arranted 
and  lawful  manner  has  been  of  isolated  and  infre- 
quent occurrence  and  has  not  constituted  any  nui- 
sance to  the  plaintiffs  and  has  not  caused  the  plain- 
tiffs any  damage. 

IV. 

That  the  plaintiffs,  well  knowing  that  the  defend- 
ant had  for  many  years  been  carrying  on  such 
logging  operations  and  intended  to  continue  to  carry 
on  such  operations,  did,  in  1943,  purchase  said 
property  with  the  intent  of  using  the  same  as  a  rec- 
reational resort,  as  an  auto  court  and  as  a  motel. 

V. 

That  the  plaintiffs  have  not  been  legally  damaged 
by  any  operations  of  the  defendant  and  any  damage 
which  the  plaintiffs  may  have  suffered  in  their  in- 
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vestment  in,  or  in  their  income  from  said  property 
and/or  in  the  conduct  of  their  said  business  in  op- 
erating said  property,  has  been  solely  and  only  due 
to  two  fa<3ls,  to-wit: 

(1)  The  gasoline  shortage  resvilting  from 
war  restrictions  which  has  markedly  limited 
public  travel  to  and  from  said  properties  of  the 
plaintiffs;  and 

(2)  The  incompetent  and  bad  management 
of  the  plaintiffs  in  the  conduct  of  said  business, 
particularly  referring  to  (1)  the  continual 
opening  and  closing  of  the  resort  so  that  the 
public  could  not  depend  upon  admittance  to 
said  resort,  and  (2)  the  manifestation  of  an 
antagonistic  attitude  toward  the  defendant  and 
its  employees  which  has  resulted  in  driving 
away  the  custom  and  trade  of  many  of  the 
employees  of  the  defendant  who  are  there 
engaged  in  said  logging  operations  and  has 
alienated  the  custom  and  trade  of  the  relatives, 
friends  and  acquaintances  of  such  employees. 

VI. 

That  the  defendant  has  spent  large  sums  of  money 
in  reforesting  the  logged-off  land  in  the  Lake 
Tahkenitch  area,  and  it  is  the  intent  and  purpose  of 
the  defendant,  as  a  post-w^ar  activity  when  man- 
power and  materials  may  be  available,  to  reforest 
all  of  the  logged-off  lands  in  said  area.  That  this 
defendant  has  never  at  any  time  pursued  any  course 
of  conduct  with  a  purpose  of  in  any  way  or  wise 
damaging  the  plaintiffs  and  has  tended  strictly  to 
its  own  business  in  lawfully  carrying  on  its  logging 
operations. 
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VII. 

That  with  reference  to  any  assault  and  battery 
upon  the  plaintiff  H.  W.  Fowler  as  alleged  in  Para- 
graph IV  of  the  first  cause  of  action,  the  defendant 
alleges  that  it  is  informed  and  believes  that  the 
plaintiffs  refer  to  an  assault  and  battery  on  July  4, 
1944,  made  by  Bert  Ross  upon  the  defendant  Plain- 
tiff [By  order  6/22/45  VOB]  H.  W.  Fowler  and 
with  reference  to  said  assault  and  battery  this  de- 
fendant alleges : 

(1)  That  such  assault  and  battery  was  not 
made  by  said  Ross  within  the  scope  of  any 
agency  relationship  existing  between  the  de- 
fendant and  said  Ross  and  was  not  authorized 
by  the  defendant  either  directly  or  impliedly 
and  this  defendant  has  no  responsibility  there- 
for; and 

(2)  That  such  assault  and  battery  was  jus- 
tified and  provoked  by  the  conduct,  threats  and 
language  of  said  H.  W.  Fowler  with  respect  to 
the  said  Ross  and  his  employment,  and  the 
plaintiffs  should  be  and  are  estopped  from 
making  any  legal  complaint  of  that  which  was 
so  justified  and  provoked. 

Wherefore,  this  defendant  demands  judgment  for 
its  costs  and  disbursements  herein. 

/s/  CASSIUS  R.  PECK, 

GRIFFITH,  PECK,  PHILLIPS 

&  NELSON, 

Attorneys  for  Defendant. 
[Endorsed]:     Filed  June  18,  1945. 
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[Title  of  District  Court  and  Cause.] 

SUPPLEMENTAL  COMPLAINT 

Come  now  the  plaintiffs  and  pursuant  to  author- 
ity granted  them  in  open  court,  supplement  their 
second  cause  of  action  against  the  defendant,  affir- 
matively alleging  in  connection  therewith  as  follows : 

I. 

That  since  the  commencement  of  the  above-en- 
titled action  and  prior  to  the  filing  of  this  Supple- 
mental Complaint  the  log-dump  at  or  near  the  pres- 
ent location  of  the  public  boat  landing,  referred  to 
in  subdivision  III  of  plaintiff's  second  cause  of 
action  in  their  original  complaint,  has  been  com- 
pletely installed  and  the  defendant  is  using  the 
same  for  dumping  logs  and  is  rafting  the  logs  on 
the  lake  in  front  of  the  property  of  these  plaintiffs 
and  is  pulling  the  said  logs  through  the  tule  beds 
along  the  shores  of  the  said  lake. 

That  the  said  defendant  installed  said  log-dump 
and  is  operating  the  same  under  a  spe-cial  permit 
from  the  Forest  Service  of  the  United  States,  which 
these  plaintiffs  are  informed  and  believe,  and,  there- 
fore, do  allege  and  say  grants  the  said  special  per- 
mit for  the  period  of  one  (1)  year  with  a  provision 
that  it  may  be  renewed. 

11. 

That  the  operation  of  said  log  dump  for  said  de- 
fendant's said  logging  operation  has  rendered,  and 
will  continue  to  render  the  said  public  boat  landing 
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and  tlie  parking  space  adjacent  thereto  so  danger- 
ous that  they  are,  and  will  be,  of  no  use  to  the 
public;  and  that  these  plaintit¥s  are,  and  in  the 
future  will  be,  x^eculiarly  injured  and  damaged  by 
the  said  operation  of  said  log  dump  at  said  place 
by  reason  of  their  ownership  of  the  said  recrea- 
tional-resort property  mentioned  and  referred  to  in 
plaintiffs'  original  complaint,  and  the  value  of  \Yhich 
was  greatly  enhanced  by  the  public  boat  landing 
facilities  which  existed  on  the  Federal  Government 
Reserve  at  or  near  said  boat  landing  and  adjacent 
to  plaintiffs'  said  property. 

III. 

That  b}^  reason  of  the  facts  herein,  and  in  plain- 
tiffs' original  complaint  set  forth  in  the  second 
cause  of  action  thereof,  these  plaintiffs  have  been, 
and  are,  damaged  in  the  full  sum  of  $10,000.00. 

Wherefore,  these  plaintiffs  renew  the  prayer  of 
their  original  complaint  on  file  in  the  above-entitled 
Court  and  case. 

HOY  and  PRAG, 

Attorneys  for  Plaintiffs. 

[Endorsed] :     Piled  June  29,  1945. 
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ANSWER  TO  SUPPLEMENTAL  COMPLAINT 

Comes  now  the  defendant  and  for  its  Answer  to 
the  Supplemental  Complaint  herein  admits,  denies 
and  alleges: 
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I. 

Answering  paragraph  I  thereof  admits  that  the 
defendant  has  completely  installed  the  log-dump 
referred  to  in  said  paragraph  I  and  is  using  the 
same  for  dumping  logs;  admits  that  the  defendant 
has  installed  said  log-dump  and  is  operating  the 
same  under  a  special  permit  from  the  Forest  Serv- 
ice of  the  United  States ;  admits  that  said  permit  is 
granted  for  a  period  from  March  1,  1945,  to  Feb- 
ruary 29,  1946,  and  is  subject  to  further  extension 
if  requested  in  writing. 

II. 

Denies  each  and  every  other  allegation  contained 
in  said  Supplemental  Complaint  except  as  herein- 
before may  have  been  expressly  admitted,  stated  or 
qualified. 

Wherefore  this  defendant  demands  judgment  for 
its  costs  and  disbursements  herein. 

/s/  CASSIUS  E.  PECK, 
/s/  GRIFFITH,  PECK,  PHILLIPS 
&  NELSON, 

Attorneys  for  Defendant. 

State  of  Oregon, 

County  of  Multnomah — ss. 

Due,  timely  and  legal  service  by  copy  admitted  at 
Portland,  Oregon,  this  2nd  day  of  July,  1945. 

/s/  HARVEY  G.  HOY, 

Attorney  for  Plaintiffs. 

[Endorsed]:     Filed  July  2,  1945. 
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[Title  of  District  Court  and  Cause.] 

ORDER  AUTHORIZING  AMENDMENT 
TO  COMPLAINT 

Pursuant  to  and  in  conformity  with  a  stipulation 
entered  into  by  and  between  the  parties  through 
their  respective  attorneys : 

It  Is  Hereby  Ordered  that  the  complaint  in  the 
above-entitled  suit  may  be  further  amended  by 
changing  the  clause  found  in  lines  14  to  17,  inclu- 
sive, on  page  4  of  the  complaint  to  read  as  f ollow^s : 
'^and  have  commenced  and  are  constructing  an  un- 
sightly, noisy  logging  camp  immediately  adjoining 
said  resort  property  of  these  plaintiffs,  and  some- 
what below  the  grade  of  the  cottages  standing  upon 
the  property  of  these  plaintiffs,  and  have  installed 
thereon  a  work-shop  for  repairing  heavy  machinery 
and  which  operates  a  trip-hammer  with  action  so 
violent  as  to  vibrate  cabins  on  plaintiffs'  said  prop- 
erty/' That  said  amencbnent  may  be  made  either 
by  interlineation  or  by  striking  out  with  a  pen  the 
said  clause  beginning  with  the  first  word  '^and"  on 
line  14  of  page  4  of  said  complaint  down  to  and 
including  the  word  ^'plaintiffs"  on  line  17  of  said 
complaint  and  placing  a  rider  on  said  page  4  con- 
taining the  words  of  the  clause  as  amended  pur- 
suant to  this  order. 

It  Is  Further  Hereby  Ordered  that  when  the  com- 
plaint is  so  amended,  the  amended  answer  of  the 
defendant,  as  heretofore  filed  herein,  shall  stand  as 
an  answer  to  the  complaint  as  so  amended  and  the 
new^  matter  of  the  complaint  as  inserted  by  said 
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amendment  shall  be  deemed  to  be  denied  by  said 
amended  answer  of  the  defendant. 

Dated  Sept.  10th,  1945. 

/s/  CLAUDE   McCOLLOCH, 

O.K.     Cassius   R.    Peck,   of   Attorneys   for   De- 
fendant. 

O.K.     Harry  G.  Hoy  of  Attorneys  for  Plaintiffs. 

[Endorsed]:     Filed   September  10,   1945. 


[Title  of  District  Court  and  Cause.] 
PRE-TRIAL  ORDER 

Appearances : 

Attorneys  for  Plaintiff,  Hoy  and  Prag. 

Attorneys  for  Defendant,  Griffith,  Peck,  Phillips 
and  Nelson ;  John  J.  Coughlin,  and  Wilbur  Beckett 
Oppenheimer;  Mautz  &  Souther. 

Character  of  Action 

This  is  an  action  by  the  plaintiffs,  H.  W.  Fowler 
and  U.  Z.  Fowler,  against  the  defendant,  Crown 
Zellerbach  Corporation,  to  recover  damages.  In  their 
Complaint  and  in  their  Supplemental  Complaint 
plaintiffs  set  up  two  causes  of  action.  By  their  first 
cause  of  action  they  ask  for  $50,000.00  compensa- 
tory and  $100,000.00  punitive  damages,  which  they 
allege  they  suffered  by  reason  of  certain  acts  alleged 
against  the  defendant  which  they  claim  has  reduced 
the  value  of  property  owned  by  them,  as  hereinafter 
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described,  and  by  reason  of  loss  of  the  normal  in- 
come from  said  property ;  and  in  this  cause  of  action 
they  claim  that  the  acts  and  conduct  of  defendant 
and  the  manner  in  which  it  has  maintained  its  log- 
ging operations  on  and  near  Lake  Tahkenitch,  con- 
stitute a  private  nuisance  and  allege  that  the  con- 
duct of  the  defendant  has  been  malicious  and  wan- 
ton. 

By  their  second  cause  of  action,  as  set  forth  in 
their  Supplemental  Complaint,  the  plaintiffs  ask 
damages  in  the  sum  of  $10,000.00  against  the  de- 
fendant on  the  ground  that  the  defendant  has  in- 
stalled a  log-dump  at  or  near  the  location  of  a  public 
boatlanding  on  said  Lake  Tahkenitch  near  the  prop- 
erty of  the  plaintiffs  which  constitutes  a  nuisance, 
injuring  the  business  and  said  property  of  the 
plaintiffs. 

The  pleadings  of  the  defendant  disclose  that  it 
contends  that  the  defendant  has  conducted  its  log- 
ging operations  upon  its  lands  adjacent  to  said 
Tahkenitch  Lake  in  a  reasonable  manner  and  that 
the  plaintiffs  have  suffered  no  damage  by  reason 
of  any  acts  of  the  defendant ;  that  if  plaintiffs  have 
suffered  any  loss  of  value  of,  or  loss  of  income  from 
their  properties  adjacent  to  said  Lake,  such  damage 
has  been  solely  and  only  due  to  (1)  the  gasoline 
shortage  resulting  from  war  restrictions  which 
markedly  limited  public  travel  to  and  from  the  said 
properties  of  the  plaintiffs,  and  (2)  the  incompetent 
and  bad  management  of  the  plaintiffs  in  the  conduct 
of  said  business,  particularly  referring  to  (a)  the 
continual  opening  and  closing  of  the  resort  so  that 
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tlie  public  could  not  depend  upon  admittance  to  said 
resort,  and  (b)  the  manifestation  of  an  antagon- 
istic attitude  toward  the  defendant  and  its  em- 
ployees which  has  resulted  in  driving  away  the 
custom  and  trade  of  many  of  the  employees  of  the 
defendant  who  are  there  engaged  in  said  logging 
operations  and  has  alienated  the  custom  and  trade 
of  the  relatives,  friends  and  acquaintances  of  said 
employees. 

General  Description  of  the  Premises  Involved  in 
the  Controversy 

The  property  of  the  plaintiffs,  the  easterly  portion 
of  which  borders  upon  Tahkenitch  Lake,  has  been 
improved  with  cabins,  floats  and  boats  for  a  recrea- 
tional resort  on  said  Lake.  It  abuts  upon  Lake 
Tahkenitch  on  the  westerly  shore  thereof  and  is  cut 
from  north  to  south  of  the  improved  Coast  High- 
way. To  the  North  of  the  northern  extremity  of 
plaintiff's  said  property,  and  on  the  westerly  shore- 
line of  said  Lake  is  a  public  boat-landing.  This  boat- 
landing  is  reached  from  plaintiffs'  said  property 
either  by  traveling  the  highway  which  crosses  a 
branch  of  the  Lake  immediately  north  of  a  portion 
of  plaintiff's  property  or  by  water  by  navigating 
the  Lake  from  the  easterly  side  of  plaintiffs'  prop- 
erty to  said  boatlanding. 

A  log-dump  has  been  installed  by  the  defendant 
approximately  75  feet  northerly  from  said  boat- 
landing  on  the  shore  of  said  Lake,  which  is  the  log- 
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dump  of  which  plaintiffs  make  complaint  in  their 
second  cause  of  action. 

The  defendant  owns  property  on  the  lake  front 
immediately  South  of  said  property  belonging  to 
the  plaintiffs  and  has  built  on  its  said  property  a 
logging  camp  southerly  of  and  within  a  short  dis- 
tance of  plaintiffs'  resort  property,  which  camp  is 
somewhat  lower  in  elevation  than  most  of  the  prop- 
erty of  the  plaintiffs  and  to  which  said  camp 
an  artificial  channel  from  said  Lake  has  been 
constructed. 

Plaintiffs  acquired  title  to  their  said  property 
consisting  of  approximately  16.25  acres  from  one 
C.  H.  Cook  by  deed  dated  April  13,  1943. 

The  defendant,  for  many  years  last  past,  has  been 
conducting  a  logging  operation  upon  its  lands  ad- 
jacent to  the  said  Lake  Tahkenitch. 

Admissions 

The  following  facts  are  admitted  by  the  parties 
plaintiff  and  defendant: 

(1)  That  plaintiffs  are  husband  and  wife  and 
are  citizens  and  residents  of  the  State  of  Oregon 
and  that  the  defendant  is  a  corporation  licensed 
and  existing  under  the  laws  of  the  State  of  Nevada 
and  domesticated  in  the  State  of  Oregon. 

(2)  That  the  plaintiffs  are  the  owners  as  tenants 
by  the  entireties  of  the  said  parcel  of  land,  com- 
prising approximately  16.25  acres  on  Lake 
Tahkenitch,  Douglas  County,  Oregon,  having  in- 
vested therein  for  the  purpose  of  operating  said 
property  as  a  recreational  resort,  auto  court  and 
motel. 
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(3)  That  cno  of  the  assets  of  said  proi)erty  as 
a  recreational  resort  is  the  fact  that  said  property 
is  located  on  said  Lake  and  thereby  benefits  from 
the  fact  that  the  Lake  is,  and  long  has  been,  a  lake 
upon  which  boats  may  be  operated  and  fishing  may 
be  indulged  in  as  a  sport ;  that  tule  beds  are  located 
along  certain  of  the  shorelines  of  said  Lake,  and 
that  the  property  of  the  plaintiffs  is  approximately 
one  mile  from  the  ocean  beach. 

(4)  That  adjacent  to  the  Coast  Highway,  v/hich 
passes  immediately  by  the  entrance  to  the  said  prop- 
erty of  the  plaintiffs  there  is  a  boat-landing  of  the 
United  States  Forest  Reserve  at  which  small  boats 
may  be  launched  into  said  Lake  and  taken  therefrom 
and  that  adjacent  to  said  boat-landing  there  is  now, 
and  for  some  time  has  been,  a  convenient  level  space 
for  the  parking  of  motor  vehicles. 

(5)  That  the  plaintiffs  operated  their  property 
in  1944  as  a  recreational  resort,  auto  court  and 
motel,  and  that  the  defendant  conducted  its  logging 
operations  upon  its  lands  adjacent  to  said  Lake, 
and  that  the  defendant  did  at  times  operate  a  log 
cut-off  saw,  sawing  logs  in  the  waters  of  said  Lake 
Tahkenitch. 

(6)  That  in  its  said  logging  operations  the  de- 
fendant at  times  stretched  logging  cables  across 
portions  of  the  Lake  and  in  the  operation  of  said 
cables  the  same  would  be  at  times  tautened  so  as 
to  raise  such  cables  from  the  waters  of  the  Lake 
and  upon  the  release  of  said  cables  the  same  would 
drop  into  the  waters  of  the  Lake. 

(7)  That  the   defendant  in  connection  with   its 
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logging  operations  installed  boom  sticks  for  the 
booming  and  holding  of  logs,  and  such  boom  sticks 
were  not  lighted  at  night. 

(8)  That  the  logs  of  the  defendant  sometimes 
drifted  in  the  waters  of  said  Lake. 

(9)  That  the  defendant  cut  down  a  fringe  of 
trees  located  upon  the  property  of  the  defendant 
and  between  the  said  property  of  the  plaintiffs  and 
the  said  logging  camp  of  the  defendant. 

(10)  That  the  defendant  in  the  conduct  of  its 
logging  operations  operated  a  small  number  of  tow- 
boats  and  launches  on  said  Lake. 

Issues  to  Be  Tried  by  Reason  of 
Plaintiffs'  Contentions 

First:  Did  the  defendant  in  connection  with  its 
said  logging  operation  during  said  time  fall,  and 
contiime  to  fall,  trees  directly  into  the  Lake,  de- 
stroying tule  beds  along  the  margin  of  the  Lake^ 

Second:  Did  the  defendant  in  its  said  logging 
operations  unnecessarily  saw  logs  in  the  said  Lake, 
permitting  the  sawdust,  pitch  and  other  saps  from 
the  tree  trunks  to  mix  with  the  waters  of  the  Lake  ? 

Third:  Did  the  defendant  conduct  its  logging 
operation  in  such  a  manner  that  it  unnecessarily 
permitted  numerous  floaters  from  its  logging  opera- 
tions to  go  out  upon  the  surface  of  the  Lake  in 
various  places,  some  of  which  would  be  partially, 
and  some  almost  completely,  submerged  and 
whereby  boating  on  the  Lake  either  for  fishing  or 
for  pleasure  riding  was  rendered  dangerous? 

Fourth:     Did  the  defendant  so  conduct  its  said 
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logging  operations  that  unboomed  logs  and  snags, 
tree  tops  and  other  debris  from  its  said  logging 
operation  customarily  floated  into  and  blocked 
passages  provided  under  bridge  trestling  crossing 
the  Lake  so  that  boats  were  unable  to  pass  from 
one  side  of  the  trestles  to  the  other  % 

Fifth:  Did  the  defendant  unnecessarily  swamp 
fallen  trees  in  the  Lake  permitting  the  slashings 
from  such  swamping  operations  to  float  along  the 
Lake  and  to  lodge  along  the  margins  of  the  Lake 
and  finally  to  drift  together  with  old  snags,  limbs, 
stumps  and  other  debris  resulting  from  defendant's 
logging  operations  down  into  the  channel  of  said 
Lake's  outlet  to  the  ocean  and  to  be  scattered  on 
the  beach,  rendering  the  beach  unsightly? 

Sixth:  Did  the  defendant  construct  a  logging 
camp  in  which  it  installed  a  workshop  for  repairing 
heavy  machinery  which  operates  a  trip  hammer  with 
action  so  violent  as  to  vibrate  cabins  on  plaintiffs' 
said  property,  and  the  noises  from  which  camp 
constituted  an  unnecessary  annoyance  to  persons  oc- 
cupying plaintiffs'  said  property? 

Seventh:  Does  the  sewage  from  said  camp  of 
the  defendant  render  unsafe  and  unsanitary  the 
said  Lake  Tahkenitch  close  to  the  swimming  float 
on  the  property  of  the  plaintiffs'? 

Eighth:  Has  the  defendant  in  the  operation  of 
its  said  logging  business  operated  tugs  and  launches 
on  the  Lake  unnecessarily  and  in  such  a  manner  as 
to  injure  the  underpining  and  substructure  of  the 
floats  on  plaintiff's  property? 

Ninth :     Did  the  said  conduct  of  the  defendant  in 
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the  operation  of  its  tugs  and  launches  loosen  and 
displace  the  logs  under  plaintiffs'  floats  and  cause 
the  diving  tower  maintained  by  plaintiffs  on  one  of 
said  floats  to  become  so  wrecked  and  weakened  that 
it  was  blown  over? 

Tenth:  Did  the  defendant,  through  its  agent, 
or  agents,  make  threats  to  the  plaintiff  H.  W. 
Fowler  that  it  intended  to  "geV^  him;  and  did  it 
eause  a  violent  assault  and  battery  to  be  committed 
by  one  of  its  agents  upon  the  plaintiffs  and  upon 
a  guest  in  the  house  of  the  plaintiffs;  and  has  the 
defendant  made  it  appear  unsafe  for  the  plaintiffs 
to  remain  on  the  premises  ? 

Eleventh:  If  it  be  determined  that  any  act  of 
the  defendant,  as  specified  in  the  foregoing  para- 
graphs  '*Firsf  to  '"Tenth"  inclusive,  occurred  con- 
tinuously and  not  as  an  isolated  act,  and  that  such 
act  was  unwarranted  or  unreasonable  in  the  reason- 
able operation  of  the  business  of  the  defendant, 
and  that  the  defendant  committed  such  act  either 
for  the  purpose  of  causing  an  invasion  of  the  rights 
of  the  plaintiffs,  or  knew  that  such  act  would  result 
in  injury  to  the  plaintiffs'  property  or  the  plaintiffs' 
business,  or  both,  and  if  it  be  further  determined 
that  such  act  resulted  in  a  substantial  damage  of 
the  plaintiffs'  property  or  the  plaintiffs'  business, 
or  both,  then  it  is  for  the  jury  to  determine  how 
much,  if  any,  was  the  value  of  said  property  of  the 
plaintiffs  reduced  by  the  said  conduct  of  the  de- 
fendant, and  how  much,  if  any,  did  the  plaintiffs 
lose  of  the  normal  income  from  their  said  property 
as  the  result  of  such  act  or  acts. 
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Twelfth:  If  it  be  determined  that  any  act  of 
the  defendant,  as  specified  in  the  foregoing  para- 
graphs ^^ First"  to  ^^ Tenth''  inclusive,  occurred  con- 
tinuously and  not  as  an  isolated  act,  and  that  such 
act  was  unw^arranted  or  unreasonable  in  the  reason- 
able operation  of  the  business  of  the  defendant,  and 
that  the  defendant  committed  such  act  with  malice, 
and  if  it  be  further  determined  that  such  act  re- 
sulted in  a  substantial  damage  of  plaintiffs'  prop- 
erty or  the  plaintiffs'  business,  or  both,  then  it  is 
for  the  jury  to  determine  how  much,  if  any,  punitive 
damages  should  be  awarded  the  plaintiffs. 

Issues  to  Be  Tried  by  Reason  of  the  Contentions 
of  the  Defendant 

First:  The  property  of  the  plaintiffs  is  located 
approximately  one  mile  from  the  ocean  beach  and 
said  beach  is  not  visible  from  said  property  and 
can  be  reached  only  by  arduous  trudging  over  soft 
sand  dunes,  and  by  reason  of  the  remoteness  of 
said  ocean  beach  from  said  plaintiffs'  property,  the 
plaintiffs  have  no  special  interest  in  said  ocean- 
beach  and  cannot  be  heard  to  complain  with  respect 
to  the  effect  of  the  operations  of  the  defendant  upon 
said  ocean  beach. 

Second :  That  the  operation  by  the  defendant  of 
a  log  cut-off  saw  in  said  Lake  was  warranted  and 
reasonable  in  the  conduct  of  its  logging  operations 
and  any  saw^dust  from  said  sawing  operations  was 
in  a  trifling  and  inconsequential  amount  and  in  no 
way  adversely  affected  the  plaintiffs  in  the  use  and 
operation  of  their  property. 
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Third:  That  the  maintenance  of  boom  sticks 
upon  said  Lake  without  lights  was  a  proper,  reason- 
able and  lawful  conduct  of  the  logging  operations 
of  the  defendant  and  there  was  no  traffic  upon  such 
Lake  which  would  justify  any  lighting  of  such  boom 
sticks. 

Fourth:  That  any  drifting  of  logs  of  the  de- 
fendant upon  the  waters  of  said  Lake  was  brought 
about  by  the  breaking  up  of  log  storage  because  of 
storms  of  unusual  severity,  and  the  defendant,  in 
the  reasonable  conduct  of  its  operations,  immedi- 
ately collected  any  such  drifting  logs  and  replaced 
the  same  in  storage. 

Fifth:  That  the  clearance  by  the  defendant  of 
the  outlet  of  the  said  Lake  to  the  ocean  has  benefited 
the  recreational  and  fishing  possibilities  of  said 
Lake. 

Sixth:  In  cutting  down  the  fringe  of  trees  lo- 
cated upon  the  property  of  the  defendant  and  be- 
tw:een  the  property  of  the  plaintiffs  and  the  logging 
camp  of  the  defendant,  the  defendant  acted  upon 
express  orders  of  the  Safety  Division  of  the  In- 
dustrial Accident  Commission  of  the  State  of  Ore- 
gon, and  the  defendant,  under  the  Statutes  of  the 
State  of  Oregon,  was  required  to  comply  with  said 
order. 

Seventh:  That  the  defendant  constructed  and 
operated  a  log-dump  upon  said  Lake  Tahkenitch 
upon  government  lands  and  under  and  in  accord- 
ance with  the  conditions  of  a  permit  therefor  issued 
to  the  defendant  by  the  Forest  Service  of  United 
States. 
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Eiglith :  That  the  defendant  and  its  predecessor 
in  title  have  for  more  than  ten  years  last  past  owned 
the  lands  which  are  adjacent  to  the  shores  of ''Said 
Lake  and  that  said  lands  of  the  defendant  were, 
when  purchased  by  the  predecessors  of  the  defend- 
ant, covered  with  timber  which  was  ripe  for  logging ; 
that  the  defendant  since  1937,  and  its  predecessors 
in  title  before  1937,  have  been  continuously  engaged 
in  the  logging  of  said  lands  abutting  upon  said 
Lake ;  that  the  defendant  has  universally  conducted 
its  said  logging  operations  in  a  reasonable,  war- 
ranted and  lawful  manner  and  any  conduct,  as  con- 
tended by  the  plaintiffs,  of  such  logging  operations 
other  than  in  a  reasonable,  warranted  and  lawful 
manner  have  been  of  isolated  and  infrequent  occur- 
rances,  and  has  not  constituted  a  nuisance  to  the 
plaintiifs  and  has  not  caused  the  plaintiffs  any 
damage. 

Ninth :  That  the  plaintiffs  well  knowing  that  the 
defendant  intended  to  carry  on  such  logging  opera- 
tions, did,  in  1943,  purchase  said  property  with  the 
intent  of  using  the  same  as  a  recreational  resort^ 
as  an  auto  court  and  as  a  motel. 

Tenth:  That  the  plaintiffs  have  not  been  legally 
damaged  by  any  operations  of  the  defendant  and 
any  damage  which  the  plaintiffs  may  have  suffered 
in  their  investment  in,  or  in  their  income  from  said 
property  and/or  in  the  conduct  of  their  said  busi- 
ness in  operating  said  property,  has  been  solely  and 
only  due  to  two  facts,  to-wit : 

(1)  The  gasoline  shortage  resulting  from  war  re- 
strictions which  has  markedly  limited  public  travel 
to  and  from  said  properties  of  the  plaintiffs;  and 
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(2)  The  incompetent  and  bad  management  of  the 
plaintiffs  in  the  conduct  of  said  business,  particu- 
larly referring  to  (1)  the  continual  opening  and 
closing  of  the  resort  so  that  the  Public  could  not 
depend  upon  admittance  to  said  resort,  and  (2)  the 
manifestation  of  an  antagonistic  attitude  toward  the 
defendant  and  its  employees  which  has  resulted  in 
driving  away  the  custom  and  trade  of  many  of  the 
employees  of  the  defendant  w^ho  are  there  engaged 
in  said  logging  operations  and  has  alienated  the 
custom  and  trade  of  the  relatives,  friends  and  ac- 
quaintances of  such  employees. 

Eleventh:  With  reference  to  the  alleged  assault 
and  battery  by  Bert  Ross  upon  the  said  H.  W. 
Fowler  on  July  4,  1944  the  defendant  contends: 

(1)  That  such  alleged  assault  and  battery  was 
not  made  by  said  Ross  within  the  scope  of  any 
agency  relationship  existing  between  the  de- 
fendant and  said  Ross  and  w^as  not  authorized 
by  the  defendant  either  directly  or  impliedly 
and  the  defendant  has  no  responsibility  there- 
for; and 

(2)  That  such  alleged  assault  and  battery 
was  justified  and  provoked  by  the  conduct, 
threats  and  language  of  said  H.  W.  Fowler  with 
respect  to  the  said  Ross  and  his  employment, 
and  the  plaintiffs  should  be  and  are  estopped 
from  making  any  legal  complaint  of  that  which 
was  so  justified  and  provoked. 
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Reservations  by  Plaintiffs  of  Points  of  Law 

Upon  Pre-Trial  the  Court  overruled  the  conten- 
tion of  the  plaintiffs  with  respect  to  the  following 
proposition  at  law  and  the  plaintiffs  reserve  the 
right  to  hereafter  present  and  urge  such  proposi- 
tions in  the  further  trial  of  this  case : 

(1)  That  the  issue  as  tendered  by  the  plain- 
tiffs to  the  effect  that  a  part  of  the  considera- 
tion for  the  payment  of  $9,500.00  to  the  defend- 
ant by  the  Dean  Brothers  for  the  sixteen  and 
a  fraction  acres  acquired  by  the  plaintiffs  by 
mesne  conveyance  from  the  defendant  was  the 
understanding  that  the  property  should  be  used 
as  a  recreational  resort  and  that  that  character 
of  the  transaction  created  in  effect  an  implied 
covenant  running  with  the  land  to  the  effect 
that  the  Grantor  in  the  deed  to  Dean  Brothers 
would  carefully  conduct  or  manage  or  operate 
its  adjoining  properties  so  as  not  to  unneces- 
sarily injure  or  impair  the  said  property  as  a 
recreational  resort. 

Reservations  by  Defendant  of  Points  of  Law 

Upon  pre-trial  the  Court  overruled  the  conten- 
tions of  the  defendant  with  respect  to  the  following 
propositions  of  law  and  the  defendant  reserves  the 
right  to  hereafter  present  and  urge  such  proposi- 
tions in  the  further  trial  of  the  case: 

(1)  That  the  issues  as  raised  by  the  plaintiffs 
with  respect  to  the  assault  and  battery  ui)on 
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the  plaintiffs  and  upon  a  guest  in  the  house 
of  the  plaintiffs  are  not  proper  issues  to  be 
considered  in  this  case,  which  is  founded  upon 
establishment  of  a  nuisance,  under  Section 
8-401  Oregon  Compiled  Laws  Annotated,  and 
in  which  damages  are  asked  only  for  the  depre- 
ciation of  the  property  and  the  loss  of  income 
from  property. 

(2)  That  the  issue  as  raised  by  the  plaintiffs 
with  respect  to  the  establishment  and  operation 
of  a  log-dump  upon  the  lands  of  the  United 
States  under  a  permit  from  the  Forestry  Serv- 
ice of  United  States  is  not  a  proper  issue  to 
be  considered  under  the  pleadings  of  this  case, 
and  such  issue  should  be  stricken  from  further 
consideration  for  the  reason  that  the  same  is 
not  supported  by  the  pleading  of  any  facts 
which  would  support  the  retention  of  such  issue. 

Exhibits  Offered  and  Marked  at  Pre-Trial 

All  exhibits  produced  by  each  and  both  of  the 
parties  to  the  action  were  marked  for  identification 
at  the  Pre-Trial  subject  to  offer  and  further  con- 
sideration of  the  Court  at  the  time  of  the  trial  of 
the  case;  a  schedule  and  list  of  said  exhibits  is  at- 
tached hereto,  made  a  part  hereof  and  marked  Ex- 
hibit ^^A." 

Plaintiffs  objected  to  defendant's  Pre-Trial  Ex- 
hibits Nos.  1  to  23  inclusive;  also,  to  Defendant's 
Exhibits  Nos.  30  to  33;  and  also,  to  Defendant's 
Exhibits  Nos.  36  to  44  inclusive,  and  also  to  De- 
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fendant's  Exhibits  Nos.  46  to  48  inclusive.  For 
the  most  part  the  objection  was  based  upon  the 
ground  that  the  exhibit  objected  to  was  irrelevant 
and  immaterial.  In  certain  cases  where  copies  were 
offered  further  objection  was  made  that  these  copied 
were  not  the  best  evidence. 

At  the  time  of  Pre-Trial  the  court  overruled  the 
motion  of  the  defendant  for  a  view  by  the  jury 
of  the  premises  and  at  that  time  it  was  stipulated 
that  the  defendant  should  be  permitted  to  take 
l^hotographs  of  the  premises  involved  in  litigation 
and  offer  the  same  at  the  trial  without  having  pre- 
sented the  same  for  identification  at  the  Pre-Trial. 
In  accordance  with  such  stipulation,  the  defendant 
reserves  the  right  to  present  such  photographs  at 
the  Pre-Trial  without  first  having  presented  the 
same  at  the  Pre-Trial. 

Order  of  Court 

Based  upon  a  hearing  before  this  Court,  plaintiffs 
appearing  in  person  and  by  Harry  G.  Hoy  of  their 
attorneys  and  the  defendant  appearing  by  its  duly 
authorized  representative  and  Cassius  R.  Peck,  John 
J.  Coughlin  and  Eobert  T.  Mautz  of  its  attorneys, 
it  is  hereby 

'  Ordered,  Considered  and  Adjudged  that  the  fore- 
going constitutes  the  Pre-Trial  Order  in  the  above 
entitled  action  and  shall  supersede  the  pleadings, 
and  that  the  Pre-Trial  Order  shall  not  be  amended 
in  the  trial  except  by  consent  or  by  order  of  the 
Court  to  prevent  manifest  injustice. 
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Dated  this  13th  day  of  November,  1945. 

CLAUDE  McCOLLOCH, 

Judge. 

[Endorsed]:     Filed  November  13,  1945. 


In  the  District  Court  of  the  United  States  for  the 
District  of  Oregon 

No.  Civ.  2734 

H.  W.  FOWLER  and  U.  Z.  FOWLER, 

Plaintiffs, 

vs. 

CROWN   ZELLERBACH   CORPORATION, 

Defendant. 

JUDGMENT  FOR  DEFENDANT 

The  above  entitled  action  came  on  regularly  for 
trial  before  the  undersigned  on  the  8th  day  of  May, 
1946,  and  a  jury  was  duly  impanelled  and  sworn; 
by  direction  of  the  court  the  jury  was  thereupon 
taken  to  view  the  localities  where  the  matters  and 
things  involved  in  the  pleadings  transpired,  and 
said  trial  was  resumed  on  May  14  and  continued 
until  May  15,  1946.  At  the  conclusion  of  all  the 
testimony  and  after  all  parties  had  rested  defend- 
ant made  a  motion  that  the  court  direct  a  verdict 
in  favor  of  the  defendant  and  against  the  plaintiffs 
and  decision  of  said  motion  was  reserved  and  said 
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cause  was  on  the  16th  day  of  May,  1946,  submitted 
to  the  jury.  On  the  17th  day  of  May,  1946,  the  jury 
not  having  returned  a  verdict  for  either  party  but 
advising  the  court  that  in  their  opinion  no  verdict 
could  be  agreed  upon  was  discharged,  and  defendant 
within  ten  days  after  the  jury  had  been  discharged 
filed  a  motion  for  judgment  in  accordance  with  its 
motion  for  a  directed  verdict. 

Defendant's  said  motion  for  judgment  having 
been  argued  to  the  court  by  attorneys  for  the  re- 
spective parties  and  the  court  having  considered 
said  motion  finds  that  it  should  be  and  the  same  is 
hereby  granted. 

It  is  therefore  hereby  Ordered  and  Adjudged  that 
plaintiffs  recover  nothing  and  that  their  complaint 
and  action  be  and  the  same  are  hereby  dismissed. 

It  is  further  Ordered  and  Adjudged  that  defend- 
ant have  and  recover  of  and  from  plaintiffs  its 
costs  and  disbursements  incurred  herein  taxed  at 
$1,756.92,  and  that  execution  issue  therefor. 

Dated  this  25th  day  of  June,  1946. 

CLAUDE  McCOLLOCH, 
Judge. 

Due  and  legal  service  of  the  within  proposed 
Judgment  by  receipt  of  a  duly  certified  copy  thereof, 
as  required  by  law,  is  hereby  accepted  in  Multnomah 
County,  Oregon,  on  this  24th  day  of  June,  1946. 

/s/  HARRY  G.  HOY, 

Of  Attorneys  for  Plaintiffs. 

[Endorsed]  :     Filed  June  25,  1946. 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

To  Crown  Zellerbach  Corporation,  defendant,  and 
to  Cake,  Jaureguy  and  Tooze  and  John  J. 
Coughlin,  its  attorneys : 

Notice  is  hereby  given  that  H.  W.  Fowler  and 
U.  Z.  Fowler,  the  plaintiffs  above  named,  hereby 
appeal  to  the  Circuit  Court  of  Appeals  for  the  Ninth 
Circuit  from  the  final  judgment  made  and  entered 
in  the  above-entitled  case  on  or  about  the  25th  day 
of  June,  1946,  which  provided  that  the  plaintiffs 
recover  nothing  and  that  their  complaint  and  action 
'^be  and  the  same  are  hereby  dismissed"  and  which 
further  provided  that  the  defendant  recover  of  and 
from  the  plaintiffs  its  costs  and  disbursements  in- 
curred in  said  action,  said  judgment  being  the  only 
final  judgment  heretofore,  or  at  all,  made  and  en- 
tered in  the  above  entitled  action.  Said  plaintiffs 
appeal  from  the  whole  of  said  judgment  and  from 
each  and  every  part  thereof. 

Dated  September  24th,  1946. 

HOY  &  PRAG, 

Attorneys  for  Plaintiffs. 

[Endorsed] :     Filed  September  24,  1946. 


vs,  Crown-Z ellerbach  Corp,  43 

[Title  of  District  Court  and  Cause.] 
BOND  ON  APEAL 

4846988 

Know  All  Men  by  These  Presents,  that  We,  H.  W. 
Fowler  and  U.  Z.  Fowler,  as  Principals,  and  Fidel- 
ity and  Deposit  Company  of  Maryland  as  surety, 
are  held  and  firmly  bound  unto  Crown  Zellerbach 
Corporation,  defendant,  and  to  whom  it  does  or 
may  concern,  in  the  full  and  just  sum  of  Two  Hun- 
dred Fifty  and  no/100  ($250.00)  Dollars  to  be  paid 
to  the  said  Crown  Zellerbach  Corporation,  its  at- 
torneys, executors,  administrators  or  assigns;  to 
which  payment  well  and  truly  to  be  made  we  bind 
ourselves,  our  heirs,  executors  and  administrators, 
jointly  and  severally,  by  these  presents. 

Sealed  with  our  seals  and  dated  this  24th  day  of 
September,  1946. 

Whereas,  lately  at  a  District  Court  of  the  United 
States  for  the  District  of  Oregon,  in  an  action  pend- 
ing in  said  Court  between  H.  W.  Fowler  and  U.  Z. 
Fowler  as  plaintiffs  and  Crown  Zellerbach  Corpora- 
tion as  defendant,  a  judgment  was  rendered  against 
the  said  plaintiffs,  and  the  said  plaintiffs  having 
filed  in  said  Court  a  Notice  of  Appeal  to  reverse 
the  judgment  in  the  aforesaid  case  on  appeal  to  the 
United  States  Circuit  Court  of  Appeals  for  the 
Ninth  Circuit,  at  a  session  of  said  Circuit  Court 
of  Appeals  to  be  holden  at  San  Francisco  in  the 
State  of  California,  or  at  such  other  proper  place 
as  the  Court  may  see  fit  to  hold  said  session. 

Now,  the  condition  of  the  above  obligation  is  such. 
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that  if  the  said  H.  W.  Fowler  and  U.  Z.  Fowler 
shall  prosecute  their  said  appeal  to  effect,  or  shall 
X)ay  all  costs,  interest  and  damages  for  delay  if  for 
any  reason  the  appeal  is  dismissed,  or  if  the  judg- 
ment is  affirmed,  being  such  costs  and  disbursements 
as  the  appellate  court  may  adjudge  and  award,  if 
said  appellants  fail  to  make  their  appeal  good  or 
prevail  therein,  then  the  above  obligation  to  be  void ; 
else  to  remain  in  full  force  and  virtue. 

[Seal]  H.  W.  FOWLER, 

[Seal]  U.  Z.  FOWLER, 

Appellants 
[Seal]  FIDELITY  AND  DEPOSIT 

COMPANY  OF  MARYLAND, 
By  CLARENCE  D.  PORTER, 

Countersigned : 

JOHN  H.  RANKIN  AGENCY, 
/s/  JOHN  H.  RANKIN, 
Resident  Agent. 

[Endorsed] :     Filed  September  24,  1946. 


[Title  of  District  Court  and  Cause.] 

DOCKET  ENTRIES 
1945 

Apr.    3 — Filed  complaint. 
Apr.    3 — Issued  summons — to  marshal. 
Apr.     6 — Filed  summons  with  marshal's  return. 
Apr.  24 — Filed  demurrer. 
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1945 

Apr.  24 — Filed  answer  of  defendant. 

Apr.  25 — Filed  demand  for  jury. 

Ajjr.  25 — Filed    motion    of    ptff.    to    strike    from 

answer. 
May     7 — Record   of   hearing   of   Pltf's   motion   to 

strike  from  answer,  U.  A.  McC. 
May     7 — Record   of   hearing   of   Deft's   demurrer, 

U.  A.  McC 
May    7 — Entered  order  setting  for  P.  T.  on  Wed., 

June  13,  1945.  McC 
May  28 — Entered  order  setting  for  P.  T.  on  Fri- 
day, June  22,  1945.    McC 
June  18 — Filed  motion  of  Deft,  to  strike  parts  of 

complaint. 
June  18 — Filed  amended  answer. 
June  22 — Record  of  Pre-trial  Conference.  McC 
June  22 — Entered    order   to    correct    Complaint    & 

Amended  Answer  by  interlineation.  McC 
June  22 — Oral  motion  by  Pltf .  for  order  granting 

leave  to  file  supplemental  complaint.  U.  A. 

McC 
June  29 — Filed  supplemental  complaint. 
July    2 — Filed  answer  of  Deft,    to    supplemental 

complaint. 
Aug.  30 — Filed   transcript   Pre-Trial     Proceedings 

June  22,  1945. 
Sept.  10 — Filed  stipulation. 
Sex^t.lO — Filed     and     entered     order     authorizing 

amendment  to  complaint.  McC 
Oct.     4 — Filed  Index  of  Pre-trial  exhibits,  Defts. 

1-107,  Pis.  108-128  J4. 
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1945 

Oct.   16 — Entered  order  setting  for  trial  Tuesday, 

Nov.  13,  1945.   (attys.  notified)   McC 
Oct.   26— Entered  order  setting  for  further  P.  T. 
Thursday,  Nov.  1,  1945.   (attys.  notified) 
MeC 
Oct.   31 — Issued  original  subpena,  &  35  copies  to 

defendant. 
Nov.    2 — Record  of  Pre-trial  conference.  McC 
Nov.    2 — Entered  order  overruling  demurrer.  McC 
Nov.    2 — Entered  order  reserving  decisions  on  legal 

questions  until  time   of   Trial.   McC 
Nov.    2 — Entered  order  reserving  decisions  on  mo- 
tion to  strike  from  answer.  McC 
Nov.    5 — Issued  2  civil  subpoenas  &  16  copies. 
Nov.     8 — Filed  further  pretrial  proceedings  tran- 
script dated  Nov.  2,  1945. 
Nov.  13 — Record   of   trial   begun — jury   impaneled 

&  sworn — evidence  adduced.  McC 
Nov.  13 — Filed  &  entered  Pretrial  order.  McC 
Nov.  14 — Record  of  trial — evidence  adduced.  McC 
Nov.  Ie5 — Record  of  trial — evidence  adduced.  McC 
Nov.  16 — Issued  subpoena  for  plntf.  and  7  copies. 
Nov.  16 — Record  of  trial — evidence  adduced.  McC 
Nov.  17 — Record  of  trial — evidence  adduced.  McC 
Nov.  19 — Record  of  trial — evidence  adduced.  McC 
Nov.  20 — Filed  motion  for  directed  verdict. 
Nov.  20 — Order  excusing  Juror  Mrs.  B.  C.  Rue  be- 
cause of  illness — oral  stipulation  of  coun- 
sel to  continue  with  11  Jurors — Order  to 
continue  with  11  Jurors.  McC 
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1945 

Nov.  20 — Eecord  of  hearing  on  Deft's  motion  for 
directed  verdict — order  reserving  decision. 
McC 

Nov.  20 — Record  of  trial,  evidence  adduced — clos- 
ing argument.  McC 

Nov.  21 — Record  of  trial — Jury  unable  to  agree. 
McC 

Nov.  21 — Entered  order  dismissing  jury  from 
further  consideration  of  this  case.  McC 

Nov.  21 — Filed  exhibits.    J-4 

Nov.  28 — Filed  motion  for  Judgment  (by  deft.) 
with  notice  attached. 

1946 

Jan.  21 — Entered  record  of  hearing  on  motion  of 
deft,  for  judgment — argued  &  taken  under 
advisement. 

Feb.  9 — Entered  order  denying  motion  of  deft's 
for  judgment,  order  setting  for  further 
pre-trial  on  Feb.  18,  1946  at  2  p.m.  and 
order  setting  for  trial  on  March  7,  1946. 
Attys.  notified  McC 

Feb.  16 — Filed  motion  for  postponement  of  trial 
date  with  affidavit. 

Feb.  18 — Entered  record  of  pre-trial  &  hearing  on 
motion  of  deft,  to  continue  cause  for  trial 
&  order  continuing  to  further  order  pre- 
trial &  motion.  McC 

Feb.  21 — Entered  order  striking  trial  date  of  March 
7,  1946.  attys.  notified.  McC 

Mar.  4 — Entered  order  allowing  ptif.  to  file 
amended  complaint  &  continuing  for  trial 
setting.  McC 
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1946 

Mar.  16 — Filed  motion  of  ptff.  to  set  for  trial. 

Apr.  1 — Entered  order  setting  for  trial  on  May 
8,  1916—10  a.m.    (Jury)   MeC 

Apr.  1 — Filed  &  entered  order  to  deliver  exhibits. 
McC 

Apr.  11 — Issned  subpoena  &  12  copies  to  ptff 's  atty. 

Apr.  22— Filed  &  entered  Order  for  WithdraAval  of 
exhibits  until  Apr.  25,  1946. 

Apr.  18 — Filed  vol.  I  and  II,  transcript  of  trial 
proceedings. 

May  8 — Issued  original  &  20  copies  of  subpoenas 
to  atty. 

May  8 — Entered  order  consolidating  this  cause 
with  Civ.  3057  for  trial  to  make  available 
evidence  in  this  cause  for  use  in  Civ. 
3057;  record  of  trial,  order  for  view  and 
order  to  resume  court  trial  on  May  14, 
1946  after  view.   Person  Rep.   McC 

May  14 — Record  of  trial.    Person  Rep.  McC 

May  15 — Record  of  trial  &  order  to  w^ithdraw  cer- 
tain exhibits.    Person  Rep.  McC 

May  16 — Record  of  trial;  order  reserving  decision 
on  motion  of  deft,  for  a  directed  verdict 
in  its  favor. 

May  16 — Entered  order  for  meals.  McC 

May  17 — Entered  record  of  trial  (jury  deliberat- 
ing) &  order  discharging  jury  (disagree- 
ment) McC 

May  21 — Filed  motion  of  deft,  for  judgment. 

May  21 — Filed  exhibits  on  2nd  trial  numbered  49, 
140,  119,  107-D,  40,  39,  24,  135,  38,  187, 
37,  2,  134,  133,  132  and  188.  J-4. 
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1946 

May  24 — Entered  order  setting  argument  on  motion 
of  deft,  to  dismiss  for  June  5,  1946 — 10 
a.m.  (not  heard)  McC 

June  14 — Entered  order  setting  hearing  on  motion 
of  deft,  for  a  judgment  in  its  favor  on 
June  24,  1946—10  a.m.  attys.  notified.  McC 

June  24 — Record  of  hearing  on  motion  of  deft,  for 
judgment  &  entered  order  allowing  mo- 
tion.  McC 

June  25 — Filed  &  entered  judgment  for  deft,  attys. 
notified.  McC 

June  26 — Piled  defendant's  cost  bill. 

June  28 — Entered  costs  in  Lien  Docket. 

Sept.  17 — Piled  judgment  roll. 

Sept.  24 — Piled  notice  of  appeal. 

Sept.  24 — Piled  bond  on  appeal. 

Sept.  24 — Mailed  copies  of  Notice  on  Appeal — to 
attys. 

Oct.  25 — Filed  stipulation  enlarging  time  for  filing 
designation  of  record. 

Oct.  25 — Filed  &  entered  order  allowing  to  Dec.  21, 
1946  for  filing  designation  of  record  on 
appeal.  McC 

Dec.  6 — Time  for  appeal  extended  by  C.  C.  of  A. 
to  and  including  March  10,  1947. 

Dec.  6 — Time  for  appeal  extended  by  C.  C.  of  A. 
to  and  including  June  10,  1947. 

1947 

May  29 — Piled  stipulation  re  contents  of  record. 

May  29 — Filed  in  duplicate  excerpts  from  trial  pro- 
ceedings. 

May  29 — Piled  in  duplicate  transcript  of  cross 
examination  of  Mrs.  U.  Z.  Fowler. 
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[Title  of  District  Court  and  Cause.] 

STIPULATION  IN  RE  RECORD 

It  is  hereby  Stipulated  between  the  parties  to 
the  above-entitled  action  that  the  following  men- 
tioned parts  of  the  record,  proceedings  and  evi- 
dence are  to  be  included  in  the  record  on  appeal: 

(1)  The  pleadings  upon  which  the  case  was 
tried,  particularly  including  the  Complaint 
and  the  Amended  Answer.  (The  Supple- 
mental Complaint  and  the  Answer  thereto 
could  be  of  no  assistance  to  the  Court.) 

(2)  The  Pretrial  Order. 

(3)  A  transcript  of  the  testimony  of  Mrs.  U.  Z. 
Fowler,  which  is  herewith  filed  with  the 
Clerk   of   the   above-entitled   Court. 

(4)  A  transcript  of  an  offer  of  proof  and  of 
a  portion  of  the  Court's  instructions,  which 
is  this  day  filed  with  the  Clerk. 

In  view  of  the  fact  that  it  has  been  impossible 
to  obtain  a  transcript  of  the  testimony  in  this  case 
and  in  order  that  the  appellants  may  have  a  rec- 
ord of  an  alleged  error  upon  which  to  base  their 
appeal. 

It  Is  Further  Hereby  Stipulated  that  through- 
out the  last  trial  of  this  case  the  Trial  Judge  con- 
sistently ruled  that  no  damages  could  be  predi- 
cated upon  any  alleged  act  of  the  defendant  occur- 
ring later  than  July  9,  1944,  because  prior  to  that 
date  plaintiffs  had  announced  that  on  and  after 
that  date  their  report  would  be  closed  to  the  pub- 
lic and  on  and  after  that  date  the  plaintiffs  had 
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excluded  tlic  general  public  from  the  premises 
and  had  built  a  fence  between  their  premises 
and  the  public  highway  and  had  used  the  premises 
thereafter  only  as  their  residence  and  for  the  hous- 
ing and  entertainment  of  special  guests  whom  they 
were  willing  to  accept  and  who  made  special  reser- 
vations to  enter  the  premises  for  recreational  pur- 
poses; whereas,  the  plaintiffs,  through  their  coun- 
sel, excepted  to  such  ruling  and  contended  that  they 
should  be  entitled  to  damages  on  any  wrongful  act 
of  the  defendant  resulting  in  injury  to  their  prop- 
erty or  property  rights  referred  to  in  the  pleadings. 
The  defendant  by  executing  this  Stipulation  does 
not  concede  that  the  portions  of  the  record  referred 
to  in  this  Stipulation  are  sufficient  to  adequately 
present  to  the  appellate  court  any  question  which 
appellants  may  endeavor  to  present  to  that  court, 
but  expressly  reserves  the  right  to  maintain  that 
the  record  is  not  sufficient  for  that  purpose.  Both 
parties  also  expressly  reserve  the  right  to  supple- 
ment the  transcript  on  appeal  by  additional  por- 
tions of  the  record,  including  additional  portions 
of  the  transcript  of  testimony  if  and  when  it  be- 
comes possible  to  obtain  such  transcript. 

Dated  this  29th  day  of  May,  1947. 

/s/  HARRY  G.  HOY, 

Attorney  for  Plaintiffs. 

/s/  NICHOLAS  JAUREGUY, 

Of  Attorneys  for  Defendant. 

[Endorsed] :     Filed  May  29,  1947. 
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United  States  of  America, 
District  of  Oregon — ss. 

I,  Lowell  Mundorff,  Clerk  of  the  District  Court 
of  the  United  States  for  the  District  of  Oregon, 
do  hereby  certify  that  the  foregoing  pages  num- 
bered from  1  to  35  inclusive,  constitute  the  tran- 
script of  record  upon  the  appeal  from  a  judgment 
of  said  Court  in  a  cause  therein  numbered  Civil 
2734,  in  which  H.  W.  Fowler  and  U.  Z.  Fowler 
are  plaintiffs  and  appellants  and  Crown-Zellerbach 
Corporation  is  defendant  and  appellee;  that  said 
transcript  has  been  prepared  by  me  in  accordance 
with  the  stipulation  in  re  record  on  appeal  filed 
by  appellants  and  in  accordance  with  the  rules  of 
Court;  that  I  have  compared  the  foregoing  tran- 
script with  the  original  record  thereof  and  that  it 
is  a  full,  true  and  correct  transcript  of  the  record 
and  proceedings  had  in  said  Court  in  said  cause,  in 
accordance  with  the  said  stipulation,  as  the  same 
appears  of  record  and  on  file  at  my  office  and  in 
my  custody. 

1  further  certify  that  I  have  enclosed  a  duplicate 
transcript  of  Cross-Examination  of  Mrs.  U.  Z. 
Fowler  and  a  duplicate  transcript  of  Excerpts  from 
Trial  Proceedings. 

I  further  certify  that  the  cost  of  comparing  and 
certifying  the  within  transcript  is  $18.75  and  that 
the  same  has  been  paid  by  appellants. 

In  Testimony  Whereof,  I  have  hereunto  set  my 
hand  and  affixed  the  seal  of  said  Court  in  Port- 
land, in  said  District,  this  5th  day  of  June,  1947. 

[Seal]  LOWELL  MUNDORFF, 

Clerk. 
By  /s/  F.  L.  BUCK, 

Chief  Deputy. 


vs.  Crown-Z ellerhach  Corp.  53 

In  the  District  Court  of  the  United  States 
for  the   District  of   Oregon 

Civil  No.  2734 

H.  W.  FOWLER,  et  ux, 

Plaintiffs,  :■ 

vs. 

CROWN  ZELLERBACH  CORPORATION, 
a  corporation, 

Defendant. 

Portland,   Oregon,   Wednesday,  May  15,   1946 
Before:  Honorable  Claude  McColloch,  Judge. 

Appearance : 

Mr.  Harry  G.  Hoy,  Attorney  for  the  Plaintiffs. 

Mr.    Nicholas   Jaureguy,   Attorney   for   the    De- 
fendant. 

Alva  W.  Person,  Court  Reporter. 

MRS  U.  Z.  FOWLER 

one  of  the  Plaintiffs,  was  produced  as  a  witness  on 
behalf  of  the  Plaintiffs  and,  having  been  first  duly 
sworn,  testified  as  follows: 

Cross-Examination 
By  Mr.  Jaureguy: 

Q.     As  I  understand  it,  Mrs.  Fowler,  you  are  the 
bookkeeper?  A.     Yes,    sir. 

Q.    Who  takes  charge  of  the  books,  and  I  sup- 
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(Testimony  of  Mrs.  U.  Z.  Fowler.) 
pose  you  have  a  record  showing  all  the  money  that 
is  taken  in?   That  is,  somebody  comes  in  and  pays 
you,  you  put  that  in  the  cash  book,  the  cash  received, 
we  would  call  it  ? 

A.     Well,  that  is  all  taken  care  of  in  the  books. 

Q.     That  is  all  in  the  books'?  A.     Yes,  sir. 

Q.     But  you  didn't  bring  the  books  along? 

A.     No,  sir. 

Q.  Did  you  and  Mr.  Hoy  discuss  as  to  whether 
you  should  or  should  not  bring  the  books? 

A.  No.  He  never  mentioned  it  to  me  and  I  never 
thought  of  it. 

Q.  Now  could  you  tell  us  the  gross,  all  the  money 
that  was  taken  in  at  your  resort  between  the  first 
day  of  January,  1944,  and  the  9ih  day  of  July, 
1944?  A.     No,  I  could  not. 

Q.  Could  you  tell  us  within  five  thousand  dol- 
lars? 

A.  I  could  not,  because  I  keep  my  books  on  a 
yearly  basis. 

Q.     On  a  yearly  basis? 

A.  And  I  would  have  to  take  my  adding  ma- 
chine and  go  through  everything  to  get  it  for  that 
period  of  time. 

Q.  So,  as  I  understand  it,  you  could  not  tell  us 
within  five  thousand  dollars  of  the  amount  of  money 
taken  in  between  January  1st  and  July  9th,  1944  ? 

A.     I  could  not. 

Q.  Could  you  tell  us  within  $3,000.00  what  ex- 
penses you  had  between  the  first  day  of  January 
and  the  9th  day  of  July,  1944? 
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A.  Well,  that  would  be  the  same  story.  Those 
are  not  broken  down  there. 

Q.     You  could  not  tell  us  within  $3,000.00? 

A.     No. 

Q.  Could  you  tell  us  the  amount  that  was  charged 
in  1944  for  depreciation? 

A.  Depreciation  is  something  that  my  auditor 
takes  care  of  altogether.  I  don't  have  anything  to 
do  with  that.  At  the  end  of  the  year  he  figures  all 
of  that  out. 

Q.  Yes,  but  could  you  tell  us — you  have  looked 
at  the  books,  I  guess  ?  A.     That  is  right. 

Q.  From  your  recollection  of  the  books  could 
you  tell  us  the  amount  that  was  taken  for  deprecia- 
tion? A.     Not  in  any  set  year,  no. 

Q.     I  beg  pardon? 

A.  Not  in  any  set  year,  no,  because  it  varies, 
naturally. 

Q.  I  remember  in  answer  to  one  of  Mr.  Hoy's 
questions  you  said  that  the  net  loss  of  $2800.00  for 
1944  was  after  taking  depreciation? 

A.  That  was  the  net  loss,  as  shown  on  our  in- 
come taxes,  I  remember  it. 

Q.  So  you  remember  that  figure  from  the  income 
tax? 

A.     Yes,  because  that  is  the  total  for  the  year. 

Q.  If  that  was  the  income  tax  returned  that 
must  have  shown  the  depreciation,  didn't  it? 

A.     It  did  show  it,  yes,  sir. 

Q.     Can  you  remember  anything   else   that   en- 
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tered  into  the  result  for  1944  other  than  what  you 

say  as  the  net  loss  ? 

A.  No,  because  that  is  the  only  figures  we  ever 
try  to  remember  from  year  to  year,  is  what  the 
total  was,  because  if  I  remembered  them  all  I  would 
not  have  room  in  my  head  for  anything  else. 

Q.     As  I  understand  you,  you  keep  the  books  ? 

A.     That  is  right. 

Q.  As  I  understand  it,  you  could  not  tell  within 
$5,000.00  the  amount  taken  in  from  the  1st  of  Jan- 
uary to  the  9th  of  July?  I  want  to  ask  you  if  you 
can  recall  within  $5,000.00  what  was  taken  in  during 
the  entire  year  of  1944? 

A.     I  don't  know  what  those  figures  were. 

Q.     You  think  you  could  tell  us  within  $10,000.00  ? 

A.  You  would  just  have  me  guessing  if  I  did 
that  and  I  don't  think  that  would  amount  to  any- 
thing. 

Q.  I  don't  want  you  to  guess,  if  you  could  not 
tell  from  what  you  know  came  in,  or  what.  So  you 
could  not  tell  except  as  a  guess  ? 

A.     That  is  right. 

Q.     Within  $10,000.00?  A.     That   is   right. 

Q.  Mr.  Fowler,  you  will  remember,  said  that 
even  while  you  were  open  there  sometimes  in  the 
middle  of  the  week  you  had  some  cabins  that  were 
not  occupied? 

A.  That  is  right.  You  are  bound  to  have  cabins 
that  are  not  occupied. 

Q.     Was  that  frequent  or  was  it  all  the  time? 

A.  Well,  it  varied  a  great  deal.  That  depends 
a  little  on  how  many  people  move  out  on  us,  too. 
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Q.  During  the  middle  of  the  week  did  you  ever 
have  to  turn  away  people  because  your  cabins  were 
all  filled?  A.     We  have,  yes. 

Q.  And  during  week  ends  did  you  have  to  turn 
away  people  because  your  cabins  were  filled  % 

A.     Yes,  we  have. 

Q.     That  was  rather  frequent,  I  sux3pose'? 

A.     On  week  ends,  yes. 

Q.     That  was  in  both  1943  and  1944? 

A.     Yes,  sir. 

Q.  I  think  Mr.  Fowler  said  when  you  closed 
your  resort  on  July  9th  you  had  to  cancel  all  your 
cabins  because  they  were  all  full? 

A.  Yes.  I  remember  we  were  completely  filled 
on  that  day. 

Q.  Had  you  been  turning  away  people  there 
from  the  1st  of  July  to  the  9th  of  July? 

A.  From  the  4th  of  July.  From  the  1st  to  the 
9th?  That  is  when  I  have  to  always  turn  people 
away,  because  that  is  when  everybody  wants  to 
come. 

Q.  How  many  people  would  you  say  you  turned 
away  in  comparison  with  those  you  took  ?  Did  you 
turn  away  more  than  you  took? 

A.     No,  I  would  not  say  so. 

Q.     About  the  same? 

A.  No.  I  would  say  if  we  took  sixteen  cabins 
every  day  we  would  not  turn  away  that  many 
people. 

Q.  In  June,  1944,  did  you  have  to  turn  away  a 
lot  of  people  ? 


58  H,  W.  Fowler  and  TJ.  Z.  Fowler 

(Testimony  of  Mrs.  U.  Z.  Fowler.) 

A.  Oh,  it  would  probably  be  about  the  same. 
Maybe  a  little  less. 

Q.  You  would  turn  away  a  few  less  than  you 
took  in;  is  that  what  you  mean? 

A.     No.    I  mean  a  few  less  than  in  July. 

Q.  Than  in  July.  And  from  May  13th,  when 
you  opened  up,  until  the  last  of  May,  did  you  have 
to  turn  away  people? 

A.  Not  so  many,  but  I  imagine  we  did  on  week 
ends.   Pretty  near  always  on  week  ends. 

Q.  But  during  any  of  that  period  from  May 
13th  to  July  9th  was  there  any  time  during  the 
week  ends  that  you  were  not  filled  up? 

A.  As  I  remember  it,  I  believe  we  were  prac- 
tically always  filled  on  week  ends.  Now,  of  course,, 
there  might  be  a  cabin  here  and  there,  but  you 
can't  really  take  that  into  consideration. 

Q.  Yes.  And  many  times  during  the  middle  of 
the  week  you  were  filled  up  during  that  period  of 
time,  weren't  you?  A.     Often,  yes. 

Q.     Often? 

A.     Then  again  we  would  not  be. 

Q.  Now  your  cabins,  what  is  the  rate  on  your 
cabins  ? 

A.  We  have  cabins  that  go  all  the  way  from  a 
dollar  and  a  half  a  night  to  seven  dollars  a  night. 

Q.  One  and  a  half  to  seven.  Could  you  tell  us 
what  the  average  is  ?  In  other  words,  when  we  have, 
say,  sixteen  filled  one  night  what  is  that  ? 

A.  During  my  lunch  hour  I  figured  it  out.  It 
would  be  sixty-four  dollars  a  night. 
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Q.  $64.00  a  night.  Well,  I  suppose  we  might  say 
that  $64.00 — I  suppose  we  might  say  on  the  average 
during  that  period  you  w^ere  two-thirds  filled  up, 
weren't  you'? 

A.     Well,  that  is  awfully  hard  to  estimate. 

Q.  Yes.  Well,  would  you  say  my  guess  there 
is  pretty  close  ? 

A.     Two-thirds?    That  I  don't  know. 

Q.  Well,  you  ought  to  be  able  to  guess  better 
than  I  can  about  it? 

A.  Well,  you  are  doing  the  guessing.  I  am  try- 
ing to  tell  you  what  I  know. 

Q.  Yes.  Well,  would  you  say  that  on  the  aver- 
age in  1944,  while  you  were  open,  between  the  13th 
of  May  and  the  9th  of  July,  on  the  average  you 
were  two-thirds  filled  up  during  the  middle  of  the 
week  and  taking  the  w^hole  time  together? 

A.  Well,  there  have  been  times  during  the  mid- 
dle of  the  week  when  w^e  have  had  hardly  anyone 
there.  Then  again  we  have  had  people.  That  is 
what  makes  it  so  hard  to  tell. 

Q.  I  am  just  asking  the  general  average,  or  I 
might  get  at  it  this  way.  I  am  not  sure  whether 
I  asked  this  question  or  not,  or  whether  you  can 
tell  us  the  total  amount  you  took  in  from  the  13th 
of  May  to  July  9th,  1944? 

A.     I  told  you  that  I  could  not  tell  you. 

Q.     Can  you  tell  me  the  approximate  amount? 

A.     Please  don't  get  me  guessing. 

Q.  No,  I  don't  want  to  get  you  guessing  now. 
I  am  trying  to  get  at  some  other  way.    You  could 
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not  help  me  either,  whether  saying  on  the  average, 

just  taking  that  entire  period  of  one  and  two-thirds 

of  a  month,  whether  on  the  average  you  were  filled 

up? 

A.  Because  that  is  a  long  while  to  try  to  re- 
member figures  in  your  head. 

Q.  That  is  right.  Now  in  arriving  at  the  figure 
of  $28,000  net  loss  did  you  make  deductions  for 
improvements  that  you  put  on  the  cabins? 

A.  Improvements  are  capital  gain  and  not  de- 
ductible as  an  expense. 

Q.  I  think  I  remember  that  there  is  something 
on  it.    Repairs,  I  take  it,  though 

A.     Repairs  are  deductible  as  an  expense,  yes. 

Q.  That  is  an  expense.  That  is  the  distinction 
between  improvements  and  repairs? 

A.     Yes.    They  make  quite  a  definite  distinction. 

Q.  Sometimes  it  is  hard  to  draw  the  line, 
though  ? 

A.  That  is  one  of  the  serious  problems  of  a  book- 
keeper. 

Q.  That  is  right.  I  think  you  said  you  put  in 
a  lot  of  repairs  in  '44? 

A.  A  lot  of  repairs  and  a  lot  of  improvements 
both. 

Q.  Because,  as  I  understand  your  testimony, 
from  the  1st  of  January,  1944,  to  the  13th  of  May, 
I  think  you  said  you  merely  took  in  enough  guests 
to  fill  the  houses  that  you  were  not  working  on? 

A.  Well,  if  you  are  working  on  one  you  could 
not  earn  anything  on  it. 
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Q.  That  is  what  I  say.  And  I  got  the  impression 
there  were  quite  a  few  you  were  working  on? 

A.  Well,  we  try  to  never  work  on  too  many  at 
one  time.  "\Ve  try  to  get  one  finished  and  ready  and 
then  start  the  next  one. 

Q.  Now  I  want  to  ask  you  another  question.  If 
you  can't  answer  it,  all  right.  I  will  ^^t  through 
pretty  soon,  Mrs.  Fowler.  Could  you  give  us  some 
account  of  an  estimate  of  the  amount  in  1944  that 
was  deducted  for  repairs  ? 

A.  You  ask  me  to  remember  too  far  back  on 
that,  too. 

Q.  Just  what  I  thought.  Xow  did  this  twenty- 
eight  thousand  dollar  loss 

Mr.  Hoy:     Twenty-eight  hundred. 

Q.  (By  Mr.  Jaureguy)  :  This  twenty-eight  hun- 
dred dollar  loss — did  this  twenty-eight  hundred 
dollar  loss  include  any  salaries  for  anybody  there  ? 

A.  That  twenty-eight  hundred  dollar  loss  for 
the  year? 

Q.     Yes. 

A.  That  includedc  the  help  we  had  during  the 
period  they  were  employed,  yes,  sir.  That  didn't 
include  any  salaries  or  remuneration  for  either  M]-. 
Fowler  or  myself. 

Q.     Living  expenses  the  same  way? 

A.  Xo.  Living  expenses  we  paid  ourselves,  nat- 
urally. 

Q.  I  am  thinking  of  the  living  expenses  for  the 
help. 

A.     Well,  on  that  it  depends.    If  you  make  your 
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board  and  room,  you  charge  them  so  much  on  their 

wages  as  a  set  schedule  on  that. 

Q.  Do  you  remember  the  latter  part  of  May, 
1944,  when  you  decided  to  close  down  the  resort  and 
Avas  out  just  for  your  own  home? 

A.  I  heard  that  the  other  day,  Init  that  is  not 
the  truth. 

Q.     You  don't  agree  then  with  Mr.  Fowler? 

A.  Xo.  He  might  have  been  talking  to  someone 
and  made  some  such  remark.  No,  that  was  not  our 
plan,  and  that  item  in  the  paper  was  not  put  in 
there  for  publication.  We  did  not  have  anything 
to  do  with  putting  that  in  the  paper. 

Q.  You  heard  Mr.  Fowler  say  that  that  was 
true,  that  you  did  plan,  and  you  told  the  editor  of 
the  paper  that  you  were  closing  as  of  the  last  of 
May  and  turning  it  into  a  private  home? 

Mr.  Hoy:  If  your  Honor  please,  I  object  to 
that.  I  don't  believe  it  is  a  correct  statement  of 
Mr.  Fowler's  testimony,  as  I  understand. 

The  Court:     The  jury  will  have  to  decide. 

Q.  (By  Mr.  Jaureguy) :  Do  you  remember  that 
testimony  ? 

A.     Well,  may  I  tell  it  as  I  remember  it? 

Q.  Well,  no.  I  say,  do  you  remember  the  testi- 
mony ? 

A.     I  remember  him  testifying,  yes,  sir. 

Q.     To  that  effect? 

A.  Well,  oh,  I  thought  he  said  he  was  talking 
to  the  editor  of  the  paper,  and  he  might  have  made 
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some  such  remark.   However,  that  was  nothing  that 

Mr.  Fowler  and  I  had  planned  together. 

Q.  Well,  he  not  only  made  the  remark  but  it 
was  all  true,  except  the  last  few  words  when  he 
had  referred  to  a  mistake.  All  right.  You  just  tell 
what  the  facts  were. 

A.  Frankly,  that  was  something  I  didn't  know 
anything  about  until  I  read  in  the  paper  about  that. 

Q.  That  is  when  you  first  learned  you  were 
closing?  A.     That  is  right. 

Q.     It  came  as  sort  of  a  shock  to  you? 

A.  No.  You  could  say  you  laugh  when  you  hear 
a  lot  of  things  at  any  time. 

Q.  Yes,  but  you  were  surprised  anyway,  I 
take  it? 

A.  Yes.  But  then  the  next  week,  as  Mr.  Fowler, 
I  believe,  stated,  he  talked  to  the  gentleman  that 
edited  the  paper  and  he  put  in  an  article  contra- 
dicting it. 

Q.  Yes,  I  remember.  He  testified,  too,  that  there 
were  a  lot  of  protests  from  people  against  the 
closing?  A.     That  was  what  the  paper  said. 

Q.     That  is  what  he  said,  too? 

A.  Well  then,  of  course,  too,  he  tried  to  m.ake 
things — to   smooth   it   over. 

Q.  Yes.  AVell,  that  was  pretty  well  smoothed 
over.  As  I  understand  it,  then,  on  the  26th  of  June 
you  wrote  that  letter,  as  I  understand  it,  to  the 
Highway  Commission 

A.     Yes,  I  w^rote  that. 
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Q.     in   which   you   said   you   were   going   to 

close  it  and  put  it  up  for  sale'? 

A.     That  is  right. 

Q.  That,  I  suppose,  you  had  talked  over  with 
Mr.  Fowler?  A.     Naturally. 

Q.  Xow  you  heard,  of  course,  Mr.  Cook  testify 
a  few  moments  ago?  A.     Yes,  sir. 

Q.  And  about  all  the  cull  logs  that  were  let 
down  the  outlet  in  the  fall  of  '42  and  spring  of  '43  ? 

A.     Yes,  I  heard  him. 

Q.  When  you  visited  the  beach,  when  you  first 
bought  the  place,  did  you  find  yourself  cull  logs 
down  on  the  beach? 

A.     I  didn't  notice  any  on  the  beach,  no,  sir. 

Q.     Did  you  notice  them  any  place? 

A.     I  believe  there  were  logs  in  the  outlet. 

Q.     How  far  up? 

A.     I  am  not  very  good  on  distances. 

Q.  You  mean  right  where  the  outlet  goes  into 
the  ocean,  or  do  you  mean  back  a  mile,  or  where? 

A.     I  didn't  really  notice. 

Q.     I  beg  pardon? 

A.  I  didn't  really  notice  up  the  outlet  how  far 
they  had  gone. 

Q.     You  just  noticed 

A.  I  noticed  the  beach  was  nice  and  let  it  go 
at  that. 

Q.  Well,  I  think  I  am  a  little  confused,  Mrs. 
Fowler.  I  will  have  to  get  back  and  ask  you 
whether  you  noticed  any  of  those  cull  logs  ? 

A.     I  believe  that  I  did. 
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Q.     And  they  were  at  the  outlet '^ 

A.  Well  now,  by  the  outlet  do  you  mean  way 
up  at  the  first  part  of  the  outlet '^ 

Q.  You  see,  now,  you  are  getting  me  confused. 
I  wish  you  would  just  tell  us  where  you  saw  them. 

A.  Somewhere  between  the  outlet  and  the  ocean, 
I  guess. 

Q.  Well,  that  is  pretty  good.  And  about  how 
many  would  you  say  you  saw^ 

A.     I  would  not  attempt  to  estimate  that. 

Q.     By  the  way,  a  very  good  question.    Guess. 

A.     Well,  I  couldn't.    There  were 

Q.  So  it  wasn't  very  clean  when  you  saw  many 
of  them? 

A.     The  beach  itself  was  clean,  yes. 

Q.  You  mean  by  the  beach,  between  low  and 
high  water? 

A.  I  mean  the  sandy  beach,  where  you  walk  out 
there  and  want  to  walk  down  to  the  ocean  you  go 
across. 

Q.  Well,  yes.  You  have  been  down  there  at 
high  tide?  A.     Yes,  I  think  I  have. 

Q.     Been  down  there  at  low  tide? 

A.     Yes,  sir. 

Q.  You  are  referring  now  to  that  space  between 
the  high  tide  and  low  tide? 

A.  Well,  high  tide  and  low  tide — well,  all  along 
up  there  it  goes  from  the  sand  dunes  and  then  it 
goes  right  down  to  little  brush  stuff,  and  from  there 
on,  I  practically  considered  from  there  on,  I  don't 
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know  how  far  up.    Probably  at  extreme  high  tide 

it  might  gei  up  there;  I  don't  know. 

Q.  But  where  you  say  you  saw  a  lot  of  cull  logs 
and  things,  after  the  spring  of  1944  there  you  didn't 
see  any  when  you  were  down  there  before'? 

A.     I  beg  your  pardon  ^ 

Q.  Yfell,  I  guess  I  will  just  withdraw  it.  It  is 
kind  of  vague — to  me,  I  mean,  as  well  as  to  you; 
I  will  say  to  me,  if  not  to  you.  Now  do  I  under- 
stand that  you  made  some  protests  to  Crown  Zeller- 
bach  in  the  spring  of  1944  about  anything  they  were 
doing,  or  not  doing "?  I  mean  you  personally.  I  am 
not  speaking  about  the  letters. 

A.     Well,  I  referred  to  the  letters  I  had  written. 

Q.     Oh,  these  letters  have  been  in. 

A.  I  believe  so.  I  don't  remember  the  dates  on 
them. 

Q.  You  don't  remember  any  protest  except  what 
is  in  the  letters? 

A.  Well,  then  I  know  we  discussed  it  with  their 
superintendent,  and  that  is  the  only  person  really 
that  I  have  ever  personally  talked  to. 

Q.  Could  you  give  us  some  idea  when  you  talked 
to  Mr.  Ross?    I  mean  on  that  subject. 

A.     As  to  dates? 

Q.     Yes.  A.    No. 

Q.  You  couldn't.  During  1943  I  think  you  said 
you  had  a  lot  of  trouble  with  your  equipment? 

A.     Yes,  we  did. 

Q.  You  don't  have  any  complaint  about  the  log- 
ging operations  themselves  during  1943,  as  I  under- 
stand it? 
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A.  We  didn't  make  any  formal  complaint  on 
it,  because  we  kept  thinking  that  the  things  that 
we  saw  would  be  corrected. 

Q.  Well,  those  troubles  that  you  had  of  your 
own,  what  were  they? 

A.  Well,  they  were  mainly  concerned  with  our 
water  system.    Do  you  want  me  to  go  into  that? 

Q.  Just  tell  us,  but  not  with  too  much  detail, 
like  you  did  at  the  last  trial,  for  instance. 

A.  Well,  we  had  our  water  pump  break  on  us. 
We  had  a  shut  down  and  get  a  new  water  pump. 

Q.     Who  helped  you  put  that  in?   Anybody? 

A.  I  believe  there  was  a  Mr.  Vaughn  did.  I 
believe  that  was  the  name  of  the  man  that  came 
over  and  tried  to  help  us. 

Q.     Somebody  from  Crown  Zellerbach? 

A.    Yes. 

Q.     Then  what  happened? 

A.  Then  our  water  pipes  bursted  and  we  bad 
to  get  new  pipes. 

Q.  You  mean  then  you  had  to  pump  by  som.e 
other  device? 

A.  We  had  to  keep  the  water  running  contin- 
ually. You  see,  ordinarily  we  run  the  water  up  in 
the  water  tank,  then  it  comes  down  by  gravity  into 
the  cabins,  but  we  have  a  way  we  can  shut  that  off. 
It  is  sort  of  confusing  to  me,  but  the  water  goes 
directly  through  the  lines  to  the  cabins,  and  there- 
fore by  keeping  the  water  going 

Q.  Did  Mr.  Ross  come  over  and  help  you  on 
that? 
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A.     Yes,  he  did.    He  was  very  good. 

Q.     That  was  Mr.  Ross,  the  superintendent? 

A.     Yes,  sir. 

Q.     Then  what  hapi)ened? 

A.  Then  the  w^ater  tank  started  leaking.  We 
had  to  g^i  a  new  water  tank. 

Q.     That  was  quite  a  job? 

A.  The  whole  thing  was  quite  a  job.  It  took  a 
great  deal  of  time  and  a  great  deal  of  work. 

Q.  So  during  1933 — you  didn't  start  in  until 
the  1st  of  May,  as  I  recall,  during  1933 — you  were 
shut  down  the  major  portion  of  the  time  on  account 
of  things  of  that  kind? 

A.     I  think  you  are  off  your  dates.   It  wasn't  '33. 

Q.     '43,  yes.    Ten  years  is  not  so  bad. 

A.     It  makes  a  little  difference. 

Q.  During  that  season,  1943,  you  were  shut  down 
a  lot  of  the  time  because  of  the  things  you  have 
been  relating?  A.     Yes. 

Q.  And  similar  things.  Now  these  tugboats  that 
you  talk  about,  that  is  these  big  boats  I  mean  com- 
pared to  an  outboard  motor  that  we  use  to  tow  the 
logs  around A.     Yes. 

Q.     that  is  the  same  type  of  a  boat  they  used 

the  other  day  to  take  the  jury  out  on? 

A.     I  believe  it  is. 

Q.  Isn't  it  a  fact  those  were  geared  down  to 
about  six  miles  an  hour? 

A.     I  never  looked  at  the  speedometers. 

Q.     Well,  I  won't  say  geared.  I  will  say  you  saw 
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how  fast  they  were  going?    They  were  going  six 

miles  an  hour  and  less,  weren't  they? 

A.  Well,  the  speed  would  have  been  comparative. 
They  could  have  gone  somewhat  slower  and  done 
a  great  deal  less  damage. 

Q.  Mr.  Fowler  has  a  pretty  nice  looking  boat 
there,  hasn't  he?  A.     Yes,  he  has. 

Q.  How  fast  does  that  go  when  he  is  out  on  the 
lake? 

A.  You  should  ask  Mr.  Fowler  that.  I  believe 
that  it  is — I  don't  know  how  fast  they  go,  but  I 
know  we  can't  go  as  fast  as  the  book  says  w^e  should. 

Q.  Well,  that  is  generally  true,  yes.  The  book 
says  forty- two  and  it  goes  thirty-five;  isn't  that  so? 

A.  Something  like  that.  I  was  going  to  say 
thirty-two  to  thirty-five.  Forty-two,  on  the  other 
hand,  in  case  that  is  right. 

Q.  I  wonder  if  you  ever  have  had  occasion  to 
observe  the  waves  from  that  boat  when  it  is  going 
thirty-five?  A.     Yes,  sir,  I  have. 

Q.     How^  are  they? 

A.  They  are  entirely  a  different  type  of  wave 
than  you  get  from  the  tugboat. 

Q.     A  different  wave  length,  you  mean? 

A.  Well,  on  a  tugboat  your  prow,  I  think  you 
call  it,  goes  down  in  the  front  end  of  the  water  and 
it  makes  a  big  wave  that  keeps  going  like  this,  and 
on  the  speedboat  the  front  end  goes  up  and  you 
sort  of  skim  the  water  and  all  you  get  is  a  little 
wash  behind.  It  looks  like  there  is  a  lot  of  spray 
coming  out  of  the  sides,  and  that  is  not  the  steep 
roll  that  you  get  from  a  tugboat. 
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Q.  I  never  thought  of  that.  Maybe  there  is 
something  to  it. 

A.  I  think  if  you  ever  watch  the  boat  you  will 
fuicl  I  am  right  on  that. 

Mr.  Jaureguy:  I  will  have  to  watch  it.  I  saw 
a  boat  the  other  day  with  the  front  end  out  that 
made  quite  a  wave.  It  didn't  happen  to  be  Mr. 
Fowler's,  though.  I  think  that  will  be  all,  Mrs. 
Fowler.   Thank  you. 

Kedirect  Examination 
By  Mr.  Hoy: 

Q.  Mrs.  Fowler,  I  think  I  overlooked  asking  you 
what  other  means  of  income  did  you  have  there  be- 
sides the  cottages  and  the  boats  ?  What  other  facili- 
ties did  you  have  for  making  money? 

A.  Well,  we  had  the  cottages  and  boats,  and 
motors;  and  then  we  had  the  store  and  the  restau- 
rant and  the  gas  pumps. 

Mr.  Jaureguy:  I  didn't  get  that.  Something, 
and  the  restaurant? 

A.  The  restaurant  and  the  store  and  the  gas 
pumps. 

Q.  (By  Mr.  Hoy)  :  Did  you  also  sell  a  certain 
kind  of  gas,  or  something,  some  kind  of  a  mix  for 
boats? 

A.  Yes,  we  had.  That  is,  for  outboard  motors 
and  boats  like  that  they  mix  oil  and  gasoline  to 
make  what  they  call  a  gas  mix.   We  sell  that. 

Q.  How  does  the  price  on  that  compare  with 
the  price  for  ordinary  gas,  do  you  know? 

A.     It  is  higher. 
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Q.  So  you  had — your  source  of  income  consisted, 
as  I  understand  it,  of  the  cottages  and  the  boats,  the 
motors  attached  to  some  of  the  boats,  the  store,  res- 
taurant and  gas;  is  that  right?  A.     Yes,  sir. 

Mr.  Hoy:     I  think  that  is  all. 

Recross-Examination 
By  Mr.  Jaureguy: 

Q.  Now  the  restaurant  has  been  shut  down 
nearly  all  the  time  from  the  beginning,  hasn't  it? 

A.  No.  When  we  were  open  to  the  public,  be- 
tween May  13th  and  July  9th,  it  was  open  all  of 
the  time. 

Q.  Now  I  have  got  to  ask  you  another  question. 
Can  you  give  us  an  approximation  of  the  amount 
of  money  during  that  time  you  took  in  from  the 
restaurant  ? 

A.  I  would  not  like  to  guess  on  that  either,  Mr. 
Jaureguy. 

Q.  Well,  to  ask  you  about  the  other  means  of 
income,  as  I  understand  it,  your  principal  income 
has  been  this  cottage  that  Mr.  Fowler  talked  about, 
where  you  got  forty 

Mr.  Hoy:  If  your  Honor  please,  we  object  to 
that.  That  has  nothing  to  do  with  the  income  that 
we  are  talking  about. 

The  Court:     Sustained. 

Mr.  Jaureguy:     That  will  be  all. 

Mr.  Hoy:     That  is  all,  Mrs.  Fowler. 
(Witness  excused.) 
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[Title  of  District  Court  and  Cause.] 

EEPORTER'S  CERTIFICATE 

I,  Alva  W.  Person,  Official  Reporter,  hereby  cer- 
tify that  I  reported  the  proceedings  had  before  the 
Honorable  Claude  McColloch,  Judge,  in  the  above 
entitled  cause,  on  Wednesday,  May  15,  1946,  in- 
cluding the  cross-examination  of  Mrs.  U.  Z.  Fowler ; 
that  I  thereafter  prepared  a  transcript  of  the  cross- 
examination  of  the  witness,  Mrs.  U.  Z.  Fowler,  and 
the  foregoing  transcript,  pages  numbered  2  to  21, 
both  inclusive,  contains  a  full,  true  and  correct 
transcript  of  the  cross-examination  of  said  Mrs. 
U.  Z.  Fowler. 

Witness  my  hand,  this  24th  day  of  May,  A.  D. 
1946. 


Official  Reporter. 
[Endorsed]:     Filed  May  29,  1947. 
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In  the  District  Court  of  the  United  States 
for  the  District  of  Oregon 

Civil  No.  2734 

H.  W.  FOWLER,  et  ux, 

Plaintifes, 

vs. 

CROWN  ZELLERBACH  CORPORATION, 

a  corporation, 

Defendant. 

EXCERPTS  FROM  TRIAL  PROCEEDINGS 

Portland,  Oregon,  May  16th,  1946 

Before:  Honorable  Claude  McColloch,  Judge. 

Appearances : 

Mr.  Harry  G.  Hoy,  Attorney  for  the  Plaintiffs, 
Mr.   Nicholas   Jaureguy,   Attorney   for   the   De- 
fendant. 

Mr.  Hoy:  If  your  Honor  please,  I  was  wonder- 
ing when  we  would  make  our  offer  of  proof. 

The  Court:  Whenever  it  is  convenient.  Are 
you  ready  now? 

Mr.  Hoy:     Yes.   I  might  read  it  into  the  record. 

The  Court:  Plaintiffs'  offer  of  proof.  Just  let 
me  read  it.  I  am  a  fast  reader,  I  suppose.  Then 
you  can  give  it  to  the  Reporter. 

Mr.  Hoy:  I  don't  know.  I  probably  won't  read 
it  as  I  wrote  it. 
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The  Court:     Well,  go  on. 

Mr.  Hoy:  I  wrote  it  last  night  and  I  wrote  it 
pretty  rapidly.    I  may  change  it  as  I  go  along. 

The  Court:     Well,  if  you  want  to,  change  it. 

Mr.  Hoy:     I  might  add  to  it  or  subtract  from  it. 

The  Court:     Yes. 

Mr.  Hoy:     You  want  me  to  read  it  rapidly? 

The  Court:     No. 

Mr.  Hoy:  The  plaintiffs  offer  to  prove  by  testi- 
money  of  State  Health  OiBcer  that  the  sewage  dis- 
posal plant  of  the  defendant  was  improperly  in- 
stalled in  violation  of  Wiq  Oregon  Statute  with  ref- 
erence to  installation  of  sewage  disposal  iilants  and 
was  dangerous,  and  that  it  was  so  installed  as  to 
be  liable  to  contaminate  the  water  at  the  swimming 
and  bathing  resort  of  the  plaintiffs. 

The  Court:     What  date? 

Mr.  Hoy:     I  beg  pardon? 

The  Court:     What  date? 

Mr.  Hoy:  It  was  installed  subsequent  to  July 
9th,  1944,  I  think.  Also  that  the  defendant  was 
warned  at  the  time  construction  was  started  that 
the  same  was  wrong  and  was  dangerous — was 
warned  by  a  licensed  plumber.  Second,  we  would 
prove  by  expert  testimony  of  actual  tests  made  by 
the  experts  personally  that  the  water  at  plaintiffs' 
said  bathing  beach  was  and  is  actually  contaminated 
by  these  sewers,  rendering  it  unfit  for  use  as  a 
bathing  resort. 

The  Court  charged  the  jury  as  follows: 

This  case  was  tried  once  before,  before  a  jury, 
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as  I  told  you,  and  so  I  had  the  benefit  of  a  preview 
of  what  to  expect  and  for  that  reason  certain  rulings 
that  have  been  made  may  appear  to  have  been 
abrupt  to  you,  but  I  ask  you  to  take  my  word  for 
it,  ladies  and  gentlemen,  that  they  were  matters 
that  were  all  threshed  out  at  great  length  before, 
a  great  deal  more  length  than  they  have  taken  at 
this  trial  and  it  has  been  my  intention  at  this  trial 
merely  to  apply  the  rulings  by  which  the  previous 
case  was  concluded.  In  other  words,  from  my  point 
of  view,  I  want  no  injustice  done  to  either  party 
by  that. 

Furthermore,  I  may  tell  you  that  there  is  another 
case  pending  in  this  court  which  the  plaintiffs  have 
brought  against  the  defendant  with  the  same  law- 
yer, the  same  lawyers  on  both  sides,  what  we  call 
an  equity  case.  This  case  we  are  trying  right  now. 
That  other  case  is  the  case  for  an  injunction  which 
is  brought  against  the  defendant  for  an  injunction 
against  the  continuance  of  certain  acts  for  which 
damages  have  been  asked  here,  and  incidentally  in 
that  case  they  pray  that  damages  as  a  matter  of 
law  be  allowed.  As  I  say,  the  plaintiff  has  two 
cases.  The  one  we  are  trying  here  for  damages,  the 
sole  question  before  you,  and  that  other  case  is 
covering  the  same  situation,  in  which  these  dam- 
ages will  be  incidental.  This  testimony  you  have 
been  hearing  here  for  the  last  two  or  three  days  I 
have  also  been  hearing  in  connection  with  my  duties 
in  the  other  case.  That  other  case  is  the  kind  of 
case  where  a  jury  is  not  called.  I  just  don't  want 
you  to  get  the  idea  that  Mr.  Hoy  and  I  have  dis- 
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agreed — I  hope  not  too  violently.  I  don't  want  you 
to  get  the  idea  that  it  is  arbitrary.  There  are  still 
matters  that  I  will  have  to  decide  after  you  dis- 
charge your  duties  in  this  case. 

And  because  that  is  the  way  the  last  case  turned 
out,  that  the  jury  question  was  limited  to  events  in 
the  year  1944,  not  later  than  July  9th,  1944,  so 
your  inquiry  is  limited  here  now  to  that  period. 
It  seemed  to  me  then,  and  does  now,  that  these 
plaintiffs  could  not  claim  damages  of  the  defend- 
ant on  any  theory  after  the  time  when  they  decided, 
for  their  own  reasons,  to  close  their  property,  and 
that  is  why  your  consideration  stops  at  that  date. 
They  didn't  have  to  close  their  property.  They  may 
have  thought  they  did  have  to  but  that  does  not 
settle  it.  The  question  is  whether  they  could  claim 
damages  against  somebody  else  for  a  period  after 
the  time  when  they,  exercising  their  own  right  as 
property  owners  closed  the  property.  They  did 
close  it,  and  so  that  closes  their  claim  against  the 
defendant  as  far  as  this  case  is  concerned,  for  any 
time  after  that. 

The  measure  of  damages,  should  you  allow  any, 
is  what  })rofits  they  lost  during  the  period  in  ques- 
tion. I  don't  see  how  anybody  could  claim  profits 
against  somebody  else  if  he  decided  for  his  own 
reasons  to  close  his  own  business. 

Surely  I  don't  have  to  say  any  more  about  that. 
It  does  not  matter  what  you  call  this  case,  what 
technical  name  you  give  it,  whether  you  call  it  a 
nuisance  case.  Mr.  Hoy  raises  the  question  of  tres- 
pass in  the  case.    The  question  is  whether  the  de- 
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fendant's  conduct  in  his  logging  operation  was  so 
unreasonable  that  it  should  pay  any  damages  to 
this  plaintiff.  Let  us  look  at  the  facts  as  they  were. 

[Endorsed] :     Filed  May  29,  1947. 


[Endorsed]:  No.  11650.  United  States  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit.  H.  W. 
Fowler  and  U.  Z.  Fowler,  Appellants,  vs.  Crown- 
Zellerbach  Corporation.  Appellee.  Transcript  of 
Record.  Upon  Appeal  from  the  District  Court  of 
the  United  States  for  the  District  of  Oregon. 

Filed  June  6,  1947. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit. 
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In  the   United   States    Circuit   Court   of   Appeals 
for  the  Ninth  Circuit 

No.  11650 

H.  W.  FOWLER  and  U.  Z.  FOWLER, 

Appellants, 

vs. 

CROWN-ZELLERBACH  CORPORATION, 

Respondent. 

STATEMENT  OF  POINTS 

The  appellants  on  this  appeal  rely  upon  the  fol- 
lowing-mentioned points  for  reversal  of  the  judg- 
ment of  the  District  Court,  to-wit: 

(1)  The  Court  erred  in  assuming  that  under  the 
X)leadings  in  this  case  the  only  damages  to 
which  the  plaintiffs  would  be  entitled  would 
be  damages  by  way  of  loss  of  profits  to  their 
business  as  operators  of  a  resort  property. 

(2)  The  Court  erred  in  ruling,  in  effect,  that 
by  reason  of  the  fact  that  the  plaintiffs  on 
July  9,  1944,  barred  the  general  public  from 
the  grounds  of  their  resort  and  afterwards 
conducted  their  business  onl}^  on  the  basis 
of  entertaining  persons  and  parties  who 
made  special  reservations,  they  waived  their 
right  to  any  damages  to  their  property  or 
property  rights  inflicted  by  the  action  of 
defendant  subsequent  to  said  date. 

The  appellants  say  that  the   only  parts  of  the 
record  which  they  think  necessary  for  the  consid- 
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eration  of  these  points  consist  of  the  following: 

(a)  The  portion  of  the  Pretrial  Order  which 
limits  the  damages  of  the  plaintiffs  to  loss 
of  income  in  their  business  and  the  reduc- 
tion of  value  in  their  property. 

(b)  The  portion  of  the  transcript  of  the  record, 
including  plaintiffs'  offer  of  proof  and  that 
portion  of  the  Court's  instructions  which 
limits  the  plaintiffs'  recovery  to  damages 
for  injuries  suffered  prior  to  July  9,  1944, 
at  the  hands  of  the  defendant. 

(c)  The   Stipulation  entered  into  between  the 

parties,  through  their  attorneys,  on  the 

day  of  May,  1947,  particularly  that  para- 
graph of  said  Stipulation  that  starts  with 
the  words,  ''It  is  further  hereby  Stipu- 
lated," and  ends  with  the  words  ''whereas, 
the  plaintiffs,  through  their  counsel,  ex- 
cepted to  such  ruling  and  contended  that 
they  should  be  entitled  to  damages  on  any 
wrongful  act  of  the  defendant  resulting  in 
injury  to  their  property  or  property  rights 
referred  to  in  the  pleadings." 

HOY  &  PRAG, 

Attorneys  for  Appellants. 

Due  and  legal  service  of  the  within  Statement 
of  Points  by  receipt  of  a  duly  certified  copy  thereof, 
as  required  by  law  is  hereby  accepted  in  Multnomah 
County,  Oregon,  on  this  11th  day  of  June,  1947. 

CAKE,  JAUREGUY  &  TOOZE, 
Attorney  for  Respondents. 

[Endorsed]:     Filed  June  12,  1947. 
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Upon   Appeal   from   the   District   Court   of   the   United 
States  for  the  District  of  Oregon. 


STATEMENT  OF  THE  CASE 

It  will  be  observed  from  the  complaint  that  this  is 
an  action  in  the  nature  of  trespass  on  the  case.  By  their 
complaint  the  plaintiffs  recite  a  long  catalogue  of  of- 
fenses by  the  defendant,  most  of  which  are  in  the  nature 
of  private  nuisance,  but  some  of  which  v/ould  constitute 
a  trespass  on  the  property  rights  of  the  plaintiff.  They 
ask  for  damages  against  the  defendant  and  reserve  right 
to  move  the  Court  for  an  order  allowing  warrant  to 
issue  directing  the  abatement  of  the  private  nuisances 
described  in  plaintiffs'  first  cause  of  action  and  also  the 
abatement  of  the  nuisance  described  in  plaintiffs'  second 
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cause  of  action.  The  case  was  twice  tried  to  a  jury,  re- 
sulting in  each  instance  in  a  disagreement.  At  the  close 
of  the  second  trial,  the  Court  entertained  and  allowed 
the  motion  of  the  defendant  interposed  before  the  re- 
tirement of  the  jury  for  a  judgment  (pp.  40-41  Tran- 
script of  Record).  It  is  stipulated  by  the  parties  through 
their  respective  attorneys,  that  the  trial  judge  consistent- 
ly ruled  that  no  damages  could  be  predicated  upon  any 
act  of  the  defendant  occurring  later  than  July  9,  1944, 
because  prior  to  that  date  plaintiffs  had  announced  that 
on  and  after  that  date  their  resort  would  be  closed  to 
the  public  and  on  and  after  that  date  the  plaintiff  had 
excluded  the  general  public  from  the  premises  and  had 
built  a  fence  between  their  premises  and  the  public 
highway  and  had  used  the  premises  only  as  their  resi- 
dence and  for  the  housing  and  entertainment  of  special 
guests  whom  they  were  willing  to  accept  and  who  made 
special  reservations  to  enter  the  premises  for  recrea- 
tional purposes;  whereas  the  plaintiffs,  through  their 
counsel,  consistently  excepted  to  such  ruling  and  con- 
tended that  they  should  be  entitled  to  damages  for  any 
wrongful  act  of  the  defendant  resulting  in  injury  to 
their  property  or  property  rights  referred  to  in  the 
pleading,  either  prior  to  or  subsequent  to  said  date, 
July  9,  1944  (pp.  50-51  Transcript  of  Record). 

Owing  to  the  illness  of  the  Court  reporter,  it  became 
impossible  to  obtain  a  complete  transcript  of  the  testi- 
mony introduced  at  the  last  trial  of  the  case,  and  so 
far  as  the  purposes  of  the  appellants  are  concerned,  it 
seems  only  necessary  to  direct  attention  to  an  excerpt 
from  the  trial  proceedings,  consisting  of  an  offer  of  proof 
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made  by  the  plaintiffs  and  which  is  found  on  pages  73-74 
Transcript  of  Record  and  a  portion  of  the  Court's  in- 
structions shown  at  pages  74  to  77. 

The  offer  of  proof  contains  the  following  statements: 

"Mr.  Hoy:  The  plaintiffs  offer  to  prove  by 
testimony  of  State  Health  Officer  that  the  sewage 
disposal  plant  of  the  defendant  was  improperly  in- 
stalled in  violation  of  the  Oregon  Statute  with 
reference  to  installation  of  sewage  disposal  plants 
and  was  dangerous,  and  that  it  v/as  so  installed  as 
to  be  liable  to  contaminate  the  water  at  the  swim- 
ming and  bath  resort  of  the  plaintiffs. 

The  Court:    What  date? 

Mr.  Hoy:    I  beg  pardon? 

The  Court:    What  date? 

Mr.  Hoy:  It  was  installed  subsequent  to  July 
9th,  1944,  I  think.  Also  that  the  defendant  was 
warned  at  the  time  construction  was  started  that 
the  same  was  v/rong  and  dangerous — was  warned 
by  a  licensed  plumber.  Second,  we  would  prove  by 
expert  testimony  of  actual  tests  made  by  the  ex- 
perts personally  that  the  water  at  plaintiffs'  said 
bathing  beach  was  and  is  actually  contaminated  by 
these  sewers,  rendering  it  unfit  for  use  as  a  bathing 
resort."    (p.  74  Transcript  of  Record), 

From   the  instructions   of  the   Court,   we  quote  the 
following  found  on  page  76,  Transcript  of  Record: 

"And  because  that  is  the  way  the  last  case 
turned  out,  that  the  jury  question  v/as  limited  to 
events  in  the  year  1944,  not  later  than  July  9th, 
1944,  so  your  inquiry  is  limited  here  now  to  that 
period.  It  seemed  to  me  then,  and  does  now,  that 
these  plaintiffs  could  not  claim  damages  of  the  de- 
fendant on  any  theory  after  the  time  when  they 
decided,  for  their  ov/n  reasons,  to  close  their  prop- 
erty, and  that  is  why  your  consideration  stops  at 
that  date.    They  didn't  have  to  close  their  property. 
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They  may  have  thought  they  had  to  but  that  does 
not  settle  it.  The  question  is  whether  they  could 
claim  against  somebody  else  for  a  period  after  the 
time  when  they,  exercising  their  own  right  as  prop- 
erty owners  closed  the  property.  They  did  close  it, 
and  so  that  closes  their  claim  against  the  defendant 
as  far  as  this  case  is  concerned,  for  any  time  after 
that. 

*'The  measure  of  damages,  should  you  allow 
any,  is  what  profits  they  lost  during  the  period  in 
question.  I  don't  see  how  anybody  could  claim 
profits  against  somebody  else  if  he  decided  for  his 
own  reasons  to  close  his  own  business." 

As  set  forth  at  pages  IS  and  79  of  Transcript  of 
Record  appellants  claim  the  Court  erred  in  the  following 
particulars : 

(1)  In  assuming  that  under  the  pleadings  the 
only  damages  to  which  the  plaintiffs  would  be  en- 
titled would  be  damages  by  the  way  of  loss  of 
profits  to  their  business  as  operators  of  a  resort 
property. 

(2)  Also,  in  ruling,  in  effect,  that  the  plaintiffs 
by  barring  the  general  public  from  the  grounds  of 
their  resort  on  July  9,  1944,  and  afterwards  con- 
ducting their  business  in  a  limited  manner  and  only 
on  the  basis  of  accepting  guests  or  parties  who  made 
special  reservations,  lost  their  right  to  any  damages 
suffered  by  them  to  their  property  or  property  rights 
inflicted  by  the  action  of  the  defendant  subsequent 
to  said  July  9,  1944. 

Plaintiffs  contended  that  they  were  entitled  to  substan- 
tial  damages  for   acts  of  the  defendant  subsequent  to 
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July  9,  1944,  particularly  including  the  act  of  the  de- 
fendant in  installing  a  sewage  disposal  plant  at  its  log- 
ging camp,  which  was  installed  in  such  manner  as  to 
create  a  violation  of  the  Oregon  statutes  relating  to  in- 
stallation of  sewage  disposal  plants,  which  was  danger- 
ous, and  which  was  so  installed  as  to  contaminate  the 
waters  at  the  swimming  beach  and  bathing  resort  of  the 
plaintiffs,  and  which  was  installed  subsequently  to  July 
9,  1944. 

When  the  Court  excluded  the  offer  of  the  plaintiffs 
to  prove  the  said  improper  installation  of  said  sewage 
disposal  plant  and  to  prove  by  expert  testimony  relating 
to  actual  tests  that  the  water  at  plaintiffs'  said  bathing 
beach  was  actually  contaminated  by  said  sewage  dis- 
posal plant,  rendering  it  unfit  for  use  as  a  bathing  resort, 
plaintiffs  duly  excepted  to  the  said  ruling  of  the  Court. 
(Excerpts  from  Trial  Proceedings,  pp.  73-74  Transcript 
of  Record  and  Stipulation,  pp.  50-51,  said  Transcript.) 

It  appears  from  the  Transcript  of  Record  that  the 
Court  instructed  the  jury  that  the  matter  of  damages 
was  limited  to  events  in  the  year  1944,  occurring  not 
later  than  July  9,  1944,  and  instructed  them  that  their 
injury  was  limited  to  that  period,  and  instructed  the 
jury  that  the  measure  of  damage  should  they  see  fit  to 
allow  any,  consisted  of  the  profits  plaintiffs  lost  during 
the  period  in  question,  to- wit,  the  year  1944  prior  to 
July  9  (p.  76  Transcript  of  Record). 
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ARGUMENT  ON  ASSIGNMENT  OF  ERROR 
NUMBERED  (1)  ABOVE 

With  reference  to  appellants'  contention  that  the 
Court  erred  in  assuming  that  under  the  pleadings  the 
only  damages  to  which  the  plaintiffs  would  be  entitled 
would  be  damages  by  the  way  of  loss  of  profits  to  their 
business  as  operators  of  a  resort  property,  we  respect- 
fully submit  the  following  comments: 

In  the  first  place,  I  believe  it  is  proper  for  the  Court 
to  keep  in  mind  the  fact  that  due  to  the  fact  of  the  un- 
fortunate collapse  of  the  Court  Reporter  the  appellants 
are  placed  at  a  disadvantage  in  that  they  are  not  in 
position  to  show  the  various  alleged  injuries  inflicted 
upon  them  by  the  defendant.  It  will  be  observed  from 
a  reading  of  the  complaint  that  the  plaintiffs'  alleged 
many  acts  of  the  defendant  which,  if  proved,  would  con- 
stitute a  nuisance  affecting  the  comfort  and  convenience 
of  the  plaintiffs.  These  included  the  construction  of  an 
unsightly,  noisy  logging  camp  immediately  adjoining  the 
resort  property,  the  installation  of  a  work  shop  adjacent 
to  the  resort  property  where  heavy  machinery  was  op- 
erated, including  a  trip-hammer  with  action  so  violent 
as  to  vibrate  cabins  on  plaintiffs'  property,  and  the  in- 
stallation, in  an  unlawful  manner,  of  a  sewage  disposal 
plant  which  emptied  directly  into  the  lake  and  close  to 
the  swimming  float  on  plaintiff's  property..  Unfortunate- 
ly, by  reason  of  the  circumstances  above  mentioned,  the 
appellants  are  able  only  to  furnish  a  record  showing 
their  offer  to  prove  damage  as  a  result  of  the  improper 
installation   of   said   sewage  disposal   plant.    Appellants 
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were  able  to  obtain  sufficient  of  the  Record  to  show  that 
they  made  an  offer  of  proof  with  reference  to  the  in- 
stallation and  effect  of  said  sewage  disposal  plant. 

If,  as  alleged  by  the  plaintiffs  and  as  they  offered  to 
prove  such  sewage  disposal  plant  was  constructed  in 
such  manner  as  to  constitute  a  violation  of  the  Oregon 
law  and  contaminate  the  water  at  plaintiffs'  bathing 
beach  to  such  extent  that  it  was  rendered  unsafe  and 
unfit  for  use,  certainly  it  constituted  a  nuisance,  and  the 
measure  of  damages  to  which  the  plaintiffs  would  be 
entitled  is  to  be  determined  under  the  rules  relating  to 
damages  for  a  public  or  private  nuisance.  The  Supreme 
Court  of  the  State  of  Oregon  in  the  case  of  Porges  v. 
Jacobs,  75  Or.  493,  set  forth  the  rule  of  damages  in  such 
case  as  follows: 

"The  true  measure  of  damages  is  the  deprecia- 
tion in  the  rental  value,  plus  compensation  for  the 
discomfort  and  annoyance  or  injury  to  health  which 
plaintiff  has  suffered  by  the  existence  of  the 
nuisance."  (Italics  are  our  own). 

Certainly  since  the  stipulation  of  the  parties  on  this  ap- 
peal discloses  that  after  July  9,  1944,  the  plaintiffs  con- 
tinued to  occupy  the  property  in  question  ''as  their 
residence  and  for  housing  and  entertainment  of  special 
guests  whom  they  were  willing  to  accept  and  who  made 
special  reservations  to  enter  the  premises  for  recreational 
purposes"  (p.  51  Transcript  of  Record),  manifestly  the 
pollution  of  the  water  at  the  bathing  resort  would  con- 
stitute a  discomfort  and  annoyance  and  a  very  probable 
injury  to  health  as  to  the  plaintiffs  and  their  guests. 
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Furthermore,  I  think  it  may  well  be  stated  at  this 
juncture  that  the  statement  of  the  Court  to  the  effect 
that  the  plaintiffs  had  "closed  their  property"  was  an 
arbitrary  conclusion  not  warranted  by  the  facts  as  shown 
by  the  stipulation  of  the  parties  set  forth  in  the  Tran- 
script of  Record  (pp.  50-51).  The  plaintiffs  never  closed 
down  their  business.  As  indicated  by  the  stipulation, 
they  conducted  the  business  in  a  limited  manner  sub- 
sequent to  July  9,  1944.  If  the  full  Record  were  before 
this  Court,  I  think  you  would  find  that  for  a  consider- 
able portion  of  this  time  the  resort  was  fully  occupied 
by  guests  who  sent  in  special  reservations.  To  state,  as 
the  learned  Trial  Judge  did,  not  only  in  his  instructions 
but  on  numerous  other  occasions,  that  the  plaintiffs 
had  closed  down  their  business  on  July  9  was  a  gross 
mis-statement  of  the  facts.  I  assume  that  this  Court 
will  be  able  to  appreciate  the  fact  that  a  business  thus 
conducted  by  the  plaintiffs  in  a  limited  manner  might 
be  grievously  impaired  by  the  fact  that  their  bathing 
beach  was  being  rendered  unusable  and  dangerous  to 
health  by  the  wrongful  and  unlawful  action  of  the  de- 
fendant. The  ovv^ner's  ardor  for  work  and  for  soliciting 
patronage  thereby  would  be  dampened,  if  not  destroyed. 
Also,  that  such  fact  and  such  condition  would  cause  a 
depreciation  in  the  rental  value  of  plaintiffs'  cabins  and 
other  facilities,  and  entitle  the  plaintiffs  to  compensation 
for  discomfort  and  annoyance  and  injury  to  health,  as 
mentioned  in  the  decision  in  the  case  of  Forges  v.  Jacobs, 
supra,  is  a  necessary  and  natural  result. 

As   stated   by   the   Supreme   Court   of   the   State   of 
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Oregon  in  the  case  of  Phipps  v.  Rogue  River  Canal  Co., 
80  Or.  180: 

"If  property  cannot  be  enjoyed  unless  the  health 
is  endangered  thereby,  a  nuisance  exists.  It  is  not 
necessary,  however,  in  order  to  constitute  a  nui- 
sance, that  the  annoyance  should  be  of  such  a  char- 
acter as  to  endanger  the  health  of  a  person  or  per- 
sons, or  of  the  neighborhood,  the  act  need  not  be 
positively  unhealthy.  It  is  sufficient  if  it  occasions 
that  which  is  offensive  to  the  senses,  and  that  in 
any  way  renders  the  enjoyment  of  life  and  property 
uncomfortable,  or  that  it  prevents  its  enjoyment 
in  as  full  and  ample  a  manner  as  before,  that  it 
invades  or  violates  a  vested  right  and  materially 
interferes  with  the  ordinary  comfort  of  human  ex- 
istence or  renders  one's  dwelling-house  unfit  for 
habitation;  and  if  the  enjoyment  of  life  and  prop- 
erty has  been  so  rendered  uncomfortable,  it  is  not 
indispensable  to  sustain  a  right  of  action  that  one 
should,  by  the  annoyance  or  alleged  nuisance,  have 
been  driven  from  his  dwelling  or  habitation." 

We  now  notice  that  in  presenting  the  foregoing  argu- 
ment on  point  numbered  (1)  above,  argument  has  also 
been  made  on  point  numbered  (2),  which  relates  to  the 
ruling  of  the  Court  to  the  effect  that  the  plaintiffs,  by 
barring  the  general  public  from  the  grounds  of  their 
resort  July  9,  1944,  lost  the  right  to  claim  any  damages 
suffered  by  them  subsequent  to  that  date  by  the  action 
of  the  defendant  committed  after  said  July  9,  1944.  We 
are  unable  to  see  why  damage  or  injury  to  a  business 
conducted  in  the  limited  manner  in  which  plaintiffs 
conducted  their  business  subsequent  to  July  9,  1944, 
should  not  be  actionable  and  subject  to  the  same  rules 
that  would  have  obtained  had  the  plaintiffs  continued 
to  leave  their  business  open  to  the  highway  and  to  entry 
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by  anyone  desiring  to  drive  in.  The  very  fact  that  the 
conduct  of  the  business  was  such  that  plaintiffs  deemed 
it  necessary  to  their  safety  that  they  should  bar  the 
general  public  (including  agents  of  the  defendant)  from 
their  property  should  give  some  indication  of  the  extent 
to  which  the  defendant  had  gone  in  trespassing  upon  the 
rights  of  the  plaintiffs  to  the  peaceful  enjoyment  of  their 
property.  Be  that  as  it  may,  we  respectfully  submit 
that  the  learned  Trial  Judge  in  this  case  arbitrarily 
sought  to  substitute  his  judgment  as  to  the  manner  in 
which  plaintiffs  should  conduct  their  business  for  the 
judgment  of  the  plaintiffs.  He  arrived  at  his  conclusion 
in  that  regard  from  the  statements  of  interested  parties 
in  a  court  room  one  hundred  miles  from  plaintiffs'  place 
of  business.  Plaintiffs  decided  upon  the  proper  course 
to  pursue  in  that  regard  while  residing  on  the  premises 
adjacent  to  the  logging  camp  of  the  defendant  corpora- 
tion. They  had  the  right  to  decide  which  was  the  better 
way  and  the  safer  way  to  operate  their  business.  They 
decided  to  operate  it  in  a  limited  manner.  If  their  busi- 
ness, as  they  saw  fit  to  conduct  it,  was  injured  or  if  they 
themselves  and  their  guests  were  discommoded  and  an- 
noyed by  the  wrongful  conduct  of  the  defendant,  the 
Trial  Judge  had  no  right  to  absolve  the  defendant  from 
liability  for  the  natural  and  necessary  results  of  its 
wrongful  conduct. 

It  seems  to  the  writer  that  the  position  of  the  ap- 
pellants on  this  appeal  could  not  be  better  stated  than 
to  quote  into  the  Record  a  memorandum  which  the 
writer  handed  to  the  Trial  Judge  in  an  effort  to  persuade 
him  to  change  his  ruling  to  the  effect  that  no  act  of  the 
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defendant  subsequent  to  July  9,  1944,  could  be  taken 
into  consideration  by  the  jury  in  the  assessment  of  dam- 
ages.   We  quote  this  memoradum  in  its  entirety: 

"This  is  an  action  brought  by  H.  W.  Fowler  and 
U.  Z.  Fowler  in  their  individual  capacities  against 
the  defendant.  It  is  an  action  on  the  case  as  nearly 
as  it  can  be  assimilated  to  any  of  the  common-law 
forms  of  action.  It  sets  forth  a  long  series  of  alleged 
wrongs  and  grievances  culminating  in  the  fact  that 
by  reason  of  all  these,  the  plaintiffs  have  been  in- 
jured and  have  been  deprived  of  their  property 
rights.  So  far  as  the  operation  of  the  machine  shop 
is  concerned  it  is  an  action  for  damages  for  nuisance. 
So  far  as  the  improper  installation  of  the  sewage 
plant  at  the  Crown-Zellerbach  camp  is  concerned, 
it  is  likewise  an  action  for  nuisance,  which  may  be 
abated.  So  far  as  the  allegations  with  reference  to 
the  action  of  the  tugboats  is  concerned,  it  is  a  direct 
action  for  damages  for  destruction  of  personal 
property.  In  other  words,  all  of  the  long  series  of 
alleged  wrongs  and  grievances  set  forth  in  the  com- 
plaint taken  together  make  up  the  one  cause  of  ac- 
tion, an  action  for  trespass  on  the  case. 

"1.  An  action  in  the  nature  of  trespass  on  the 
case  is  recognized  in  Oregon. 

Cash  V.  Garrison,  81  Or.  135  (138-9). 
Keller  v.  Spady,  144  Or.  206  (214-5)  (#2). 

"2.  In  52  Am.  Jur.,  pages  911-912  (Sec.  28  un- 
der 'Trespass  on  the  Case')  the  text  writer  has  this 
to  say: 

"  'Adjoining  Landowners.  The  general  principle 
that  the  owner  of  property  may  make  such  use 
thereof  as  he  will  is  subordinate  to  another  which 
finds  expression  in  the  familiar  maxim  "sic  utere 
tuo  ut  alienum  non  laedas" — no  one  may  make  an 
unreasonable  use  of  his  ov^/n  premises  to  the  ma- 
terial injury  of  his  neighbor's.  For  an  injury  sus- 
tained by  the  violation   of  such  duty,   trespass  on 
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the  case  is  ordinarily  the  proper  common-law  rem- 
edy; an  action  of  trespass  on  the  case  lies  for  con- 
sequential injuries  to  land  where  the  acts  causing 
the  injuries  are  committed  on  the  defendant's  own 
land.  This  result  has  been  reached  as  to  the  de- 
struction of  or  injury  to  a  building  on  neighboring 
property  caused  by  a  fire  or  by  vibrations  of  blasts 
in  a  tunnel,  to  an  injury  caused  by  seepage  from  an 
irrigation  ditch,  and  to  the  destruction  of  wood  on 
the  plaintiff's  land,  resulting  from  a  negligent  act 
of  the  defendent  on  his  own  land.  However,  a  land- 
owner who  cuts  or  destroys  a  tree  growing  on  the 
boundary  line  without  the  consent  of  the  adjoining 
owner  is  liable  in  trespass  to  the  latter  for  such  in- 
jury. In  regard  to  the  existence  of  implied  grants 
of  the  easement  of  light  and  air,  there  is  a  di- 
vergence of  opinion.  Where  such  an  implied  grant 
is  recognized,  and  there  is  an  obstruction  thereof,  an 
action  of  trespass  on  the  case  has  been  regarded  as 
an  available  common-law  remedy.' 

*'3.  With  reference  to  the  contents  of  the  com- 
plaint, it  is  the  general  principle  of  pleading  that 
the  plaintiff's  declaration  or  complaint  should  con- 
tain a  direct  and  positive  averment  of  all  of  the 
ultimate  facts  establishing  his  cause  of  action.  This 
principle  is  applicable  in  actions  of  trespass  on  the 
case.  A  plaintiff  under  a  general  allegation  of  dam- 
ages may  recover  all  such  damages  as  are  the  natural 
and  necessary  result  of  such  injuries  as  are  alleged, 
and  the  ordinary  form  of  declarations  in  an  action 
of  trespass  on  the  case  simply  sets  out  the  acts 
complained  of  without  averring  that  the  plaintiff 
has  suffered  special  damage.  However,  special  or 
consequential  damages,  i.e.,  damages  which  do  not 
necessarily  result  from  the  injury  complained  of  and 
which  the  law  does  not  imply  as  a  result  of  that  in- 
jury, must  be  particularly  specified  in  the  plaintiff's 
pleading  and  in  an  action  of  trespass  on  the  case 
the  recovery  of  special  damages  will  not  be  per- 
mitted where  they  are  not  alleged  in  the  declara- 
tion.   52  Am.  Jur.  915  (#36). 
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**In  the  case  at  bar  plaintiffs,  as  individuals, 
have  sued  the  defendant  for  damages,  and,  as 
stated  above,  the  action  is  in  the  nature  of  the 
common-law  action  of  trespass  on  the  case.  This 
proceeding  is  permitted  in  Oregon.  They  set  forth 
the  acts  of  the  defendant.  They,  as  individuals,  are 
entitled  in  the  first  instance  to  damages  to  com- 
pensate them  for  all  annoyance  and  inconvenience 
that  results  to  them  by  reason  of  any  and  all  of  the 
wrongful  acts  of  the  defendant.  For  instance,  after 
defendant  has  invaded  the  rights  of  the  plaintiffs 
by  the  installation  of  a  machine  shop,  whether  it 
was  installed  on  July  9,  1944,  or  any  other  date, 
the  plaintiffs  are  entitled  to  compensation  for  all  of 
the  annoyance  and  inconvenience  they  have  suf- 
fered as  a  result  thereof;  and  by  the  same  token,  if 
the  defendant  has  improperly  and  unlawfully  in- 
stalled a  sewage  disposal  plant  that  contaminates 
the  water  adjacent  to  plaintiffs'  swimming  beach 
so  that  the  plaintiffs  are  unable  to  use  the  same  for 
themselves  or  for  guests  (whether  paying  guests  or 
not)  plaintiffs  are  entitled  to  recover  damages  there- 
for because  this  constitutes  an  annoyance  and  an 
inconvenience  and  a  detriment  to  the  plaintiffs' 
property.  This  is  so,  notwithstanding  that  all  of 
the  acts  of  the  defendant,  according  to  plaintiffs' 
complaint,  taken  together  constitute  a  trespass  on 
the  case — an  invasion  of  plaintiffs'  rights  as  owners 
of  the  property  now  known  as  Lake  Tahkenitch 
Resort." 

As  stated  above,  unfortunately  by  reason  of  the  ill- 
ness of  the  Court  Reporter,  the  appellants  are  able  in 
this  case  to  request  reversal  for  only  one  unlawful  act 
of  the  defendant,  as  they  have  not  sufficient  Record  to 
present  any  other  alleged  errors  of  the  Court.  Only  in 
the  matter  of  the  sewage  disposal  plant  of  the  defendant 
are  we  able  to  present  sufficient  Record  to  enable  the 
Appellate  Court  to  pass  upon  the  question  of  whether 
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or  not  the  learned  Trial  Judge  committed  error  at  the 
trial;  and  I  understand  that  counsel  for  the  defendant 
intends  to  maintain  that  we  have  not  even  sufficient 
Record  for  that  purpose.  However,  we  submit  that  the 
Record  is  sufficient  to  show  that  the  Court  erroneously 
took  from  the  jury  the  question  of  damages  to  the  plain- 
tiffs resulting  from  discomfort  and  annoyance  and  loss 
of  rentals  which  would  certainly  accrue  from  the  unlaw- 
ful manner  in  which  the  defendant  constructed  the  sew- 
age disposal  plant  from  its  large  logging  camp  adjacent 
to  plaintiffs'  property.  We  believe  that  the  Court  should 
be  liberal  in  the  consideration  of  this  matter  by  very 
reason  of  the  fact  that  the  plaintiffs  can  secure  no  better 
Record  and  that  this  condition  exists  through  no  fault 
of  theirs. 

Respectfully  submitted, 

Hoy  &  Prag, 

Attorneys  for  Appellants. 
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STATEMENT  OF  THE  CASE 

The  judgment  from  which  this  appeal  was  taken  was 
entered  pursuant  to  Rule  50  (b).  This  rule  provides  that 
whenever  a  motion  for  a  directed  verdict  is  denied  **the 
court  is  deemed  to  have  submitted  the  action  to  the 
jury  subject  to  a  later  determination  of  the  legal  ques- 
tions raised  by  the  motion."  The  rule  further  provides 
that  "if  a  verdict  was  not  returned  such  party,  within 
ten  days  after  the  jury  has  been  discharged,  may  move 
for  judgment  in  accordance  with  his  motion  for  a  di- 
rected verdict." 
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As  appears  from  the  recitals  of  the  judgment  (Tr.  of 
R.  40-1)  defendant  moved  for  a  directed  verdict,  the 
court  reserved  decision  on  said  motion,  the  jury  was  dis- 
charged without  having  returned  a  verdict,  and  defend- 
ant within  ten  days  after  the  jury  was  discharged  filed 
a  motion  for  judgment  ''in  accordance  with  its  motion 
for  a  directed  verdict."  The  motion  was  granted  and  the 
judgment  accordingly  entered. 

In  granting  this  judgment  the  court  necessarily  was 
convinced  that  plaintiffs  had  failed  to  produce  sufficient 
evidence  to  take  their  case  to  a  jury,  that  is,  that  they 
had  failed  to  make  a  case  for  the  jury  that  defendant 
violated  any  of  plaintiff's  rights  or  that  plaintiffs  were 
in  any  way  damaged  by  any  act  of  the  defendant.  Noth- 
ing in  the  record  presented  to  this  court  remotely  sug- 
gests that  the  trial  court  was  in  error  in  arriving  at  such 
conclusion.  Despite  vague  suggestions  in  appellants' 
brief  to  the  contrary  (particularly  page  6)  we  are  justi- 
fied in  assuming  —  in  fact  must  assume  —  for  purposes 
of  this  appeal  that  plaintiffs  introduced  no  substantial 
evidence  in  support  of  the  many  allegations  of  wrongful 
conduct  on  the  part  of  defendant,  or  that  they  failed  to 
prove  any  damage. 

Appellants  have  brought  the  case  to  this  court  upon 
an  entirely  different  theory.  They  say  that  they  were 
prepared  to  prove  that  at  some  undesignated  time  sub- 
sequent to  July  9,  1944,  defendant  installed  a  sewage 
disposal  system  and  that  it  was  installed  in  such  a  man- 
ner "as  to  be  liable  to  contaminate"  the  waters  of  Lake 
Tahkenitch  —  which  belong  to  the  State  of  Oregon  — , 


Crown- Zellerbach  Corporation  3 

and  that  they  could  have  proven  that  at  some  unspeci- 
fied date  "actual  tests"  were  made  of  the  water  and  that 
it  ''was  and  is  actually  contaminated  by  these  sewers, 
rendering  it  unfit  for  use  as  a  bathing  resort." 

They  have  in  the  record  what  purports  to  be  an  offer 
of  proof  (Tr.  of  R.  74,  Br.  3)  but  as  we  shall  show  it 
does  not  by  any  means  comply  with  the  legal  require- 
ments for  an  offer  of  proof. 

Appellants  also  complain  that  the  court  ''erred  in 
ruling,  in  effect,"  that  by  closing  their  resort  to  the  gen- 
eral public  on  July  9,  1944,  plaintiffs  "waived  their 
rights  to  any  damages  to  their  property  or  property  rights 
inflicted  by  the  action  of  defendant  subsequent  to  said 
date."  However  since  the  record  does  not  point  to  any 
evidence  from  which  any  inference  of  damage  to  plain- 
tiffs can  be  inferred  either  prior  or  subsequent  to  that 
date  we  take  it  that  this  assignment  of  error,  if  properly 
presented  at  all,  only  becomes  material  in  connection 
with  the  above  contention  regarding  the  alleged  contam- 
ination of  the  lake  by  defendant's  sewage  disposal  sys- 
tem. 

Before  proceeding  with  our  argument  we  wish  to 
point  out  what  we  conceive  to  be  erroneous  statements 
in  appellants'  brief.  The  brief  seems  to  proceed  on  the 
assumption  that  plaintiffs  have  an  individual  proprietary 
interest  in  Lake  Tahkenitch.  Thus  reference  is  made  to 
"the  waters  at  the  swimming  beach  and  bathing  resort 
of  the  plaintiffs"  (Br.  5),  and  to  defendant's  "sewage 
disposal  plant  which  emptied  directly  into  the  lake  and 
close  to  the  swimming  float  on  plaintiffs'  property"  (Br. 
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6).  The  fact  is  that  it  is  definitely  agreed  that  plaintiffs 
own  none  of  this  lake,  that  it  is  the  property  of  the 
State  of  Oregon,  and  that  their  property  only  abuts 
upon  the  lake  (Complaint,  Tr.  of  R.  2,  Pretrial  Order, 
Tr.  of  R.  27). 

On  page  5  after  stating  that  the  court  excluded  their 
offer  of  proof  with  respect  to  defendant's  sewage  dis- 
posal plant  the  statement  is  made  that  plaintiffs  duly 
excepted  to  the  said  ruling  of  the  court.  We  find  noth- 
ing in  the  record  on  this  point  except  the  bare  offer  of 
proof — nothing  with  respect  to  objections  to  it,  nor  the 
ruling  of  the  court  thereon  nor  any  exceptions. 

On  page  8  criticism  is  directed  to  the  trial  court  for 
stating  in  its  instructions  that  plaintiffs  had  "closed  their 
property"  on  July  9,  1944.  It  is  stated  that  this  "was 
an  arbitrary  conclusion  not  warranted  by  the  facts  as 
shown  by  the  stipulation  of  the  parties  set  forth  in  the 
transcript  of  record."  Of  course  this  stipulation  was  not 
before  the  court;  it  was  executed  more  than  a  year  after 
the  trial.  The  court's  conclusion  that  plaintiffs  had 
"closed  their  property"  was  based  upon  the  evidence  at 
the  trial.  Furthermore,  the  stipulation  itself  (Tr.  of  R. 
50-1)  is  to  the  effect  that  plaintiffs  had  announced  that 
on  and  after  the  above  date  "their  resort  would  be  closed 
to  the  public"  and  that  on  and  after  that  date  "the  plain- 
tiffs had  excluded  the  general  public  from  the  premises 
and  had  built  a  fence  between  their  premises  and  the 
public  highway"  and  thereafter  had  used  them  "only  as 
their  residence  and  for  the  housing  and  entertainment  of 
special  guests  whom  they  were  willing  to  accept  and  who 
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made  special  reservations."  We  submit  that  even  though 
the  stipulation  can  be  considered  in  this  regard  the  court 
was  correct  in  its  statement  that  plaintiffs  for  all  pur- 
poses pertinent  to  this  case  "closed  their  property." 

On  the  same  page  appellants  purport  to  tell  the  court 
the  facts  that  would  have  been  disclosed  "if  the  full  rec- 
ord were  before  this  court";  among  other  things  that 
"for  a  considerable  portion  of  the  time"  after  July  9, 
1944  "the  resort  was  fully  occupied  by  guests  who  sent 
in  special  reservations."  They  then  proceed  with  the 
argument  that  "this  court  will  be  able  to  appreciate  the 
fact"  that  notwithstanding  full  occupancy  when  the 
"business"  is  conducted  "in  a  limited  manner,"  it  "might 
be  grievously  impaired"  by  the  alleged  contamination  of 
the  bathing  beach.  We  shall  discuss  these  contentions 
later. 

On  page  10  there  is  what  appears  to  us  the  most  im- 
proper of  appellants'  statements  in  no  way  borne  out  by 
the  record.    It  is  here  stated: 

"The  very  fact  that  the  conduct  of  the  business  was 
such  that  plaintiffs  deemed  it  necessary  to  their 
safety  that  they  should  bar  the  general  public  (in- 
cluding agents  of  the  defendant)  from  their  prop- 
erty should  give  some  indication  of  the  extent  to 
which  the  defendant  had  gone  in  trespassing  upon 
the  rights  of  the  plaintiffs  to  the  peaceful  enjoyment 
of  their  property." 

The  above  statement  is  of  course  entirely  unsupport- 
ed by  the  evidence.  In  the  scanty  record  before  this 
court  the  only  reference  in  the  testimony  with  respect  to 
closing  the  resort  is  that  in  May,  1944,  appellants,  or  at 
least  one  of  them,  had  a  conversation  with  a  newspaper 
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editor  and  authorized  an  article  to  the  effect  that  he  was 
closing  the  resort  and  thereafter  would  use  it  only  as  his 
private  home,  and  that  thereafter,  on  June  26,  a  letter 
was  written  that  appellants  intended  to  place  their  prop- 
erty up  for  sale  (Tr.  of  R.  62-4). 

SUMMARY  OF  APPELLEE'S  ARGUMENT 

The  following  is  a  summary  of  our  argument: 

First.  The  specification  of  errors  set  forth  in  appel- 
lents'  brief  (p.  4)  are  so  vague  and  uncertain  that  they 
entirely  fail  to  comply  with  Rule  20  (d)  of  this  court 
and  present  no  question  for  review. 

Second.  Appellants'  offer  of  proof  (Tr.  of  R.  74,  Br. 
3)  purports  to  deal  only  with  conclusions,  sets  forth  no 
relevant  facts,  does  not  give  names  of  witnesses,  does 
not  indicate  that  any  witness  was  actually  called,  and  is 
entirely  insufficient  as  an  offer  of  proof. 

Third.  The  instruction  of  the  court  of  which  com- 
plaint is  made  (Tr.  of  R.  76,  Br.  3-4)  is  not  accompanied 
by  any  indication  that  appellants  objected  or  excepted 
to  the  giving  of  the  instruction  or  the  grounds  of  any 
such  objection  or  exception. 

Fourth.  Under  the  allegations  of  the  complaint  (Tr. 
of  R.  8)  and  the  provisions  of  the  pretrial  order  (Tr.  of 
R.  32)  the  measure  of  damages,  if  plaintiffs  were  en- 
titled to  recover,  was  limited  to  the  extent  to  which  the 
value  of  their  property  was  reduced  by  the  conduct  of 
defendant,  if  any,  and  the  loss  of  normal  income  from 
their  property  as  the  result  of  defendant's  acts. 


Crown-Zellerbach  Corporation  7 

Fifth.  The  same  measure  of  damages  was  applicable 
as  a  matter  of  substantive  law. 

Sixth.  There  is  no  evidence  in  the  record  indicating 
that  the  alleged  contamination  of  the  lake  took  place  at 
any  time  prior  to  the  filing  of  plaintiffs'  complaint,  or 
that  if  it  did  it  caused  any  discomfort  or  annoyance  either 
to  appellants  or  to  any  of  their  guests,  or  any  loss  of  in- 
come to  appellants. 

Seventh:  Contamination  of  the  lake  would  consti- 
tute a  public  and  not  a  private  nuisance. 

Eighth:  For  the  above  reasons  the  court  properly 
rejected  the  offer  of  proof. 

ARGUMENT 

Appellants'  Specification  of  Errors 

Entirely  Insufficient 

Rule  20  (d)  of  this  Honorable  Court  directs  that  with 
certain  exceptions  not  here  material,  appellants'  brief 
shall  contain  ''a  specification  of  errors  relied  upon  which 
shall  be  numbered  and  shall  set  out  separately  and  par- 
ticularly each  error  intended  to  be  urged."  The  rule  fur- 
ther provides: 

"When  the  error  alleged  is  to  the  admission  or 
rejection  of  evidence  the  specification  shall  quote 
the  grounds  urged  at  the  trial  for  the  objection  and 
the  full  substance  of  the  evidence  admitted  or  re- 
jected, and  refer  to  the  page  number  in  the  printed 
or  typewritten  transcript  where  the  same  may  be 
found.    When  the  error  alleged  is  to  the  charge  of 
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the  court,  the  specification  shall  set  out  the  part 
referred  to  in  tot  idem  verbis,  whether  it  be  in  in- 
struction given  or  in  instruction  refused  together 
with  the  grounds  of  the  objections  urged  at  the 
trial." 

It  is  of  course  obvious  that  appellants  have  not  com- 
plied with  this  rule.  They  have  in  fact  not  endeavored 
at  all  to  indicate  in  their  specification  of  errors  any  spe- 
cific rulings  of  the  court.  This  is  manifest  from  a  mere 
reading  of  their  specifications.  They  are  as  follows  (Br. 
4). 

'*(!)  In  assuming  that  under  the  pleadings  the 
only  damages  to  which  the  plaintiffs  would  be  en- 
titled would  be  damages  by  the  way  of  loss  of  pro- 
fits to  their  business  as  operators  of  a  resort  prop- 
erty. 

"(2)  Also,  in  ruling,  in  effect,  that  the  plaintiffs 
by  barring  the  general  public  from  the  grounds  of 
their  resort  on  July  9,  1944,  and  afterwards  conduct- 
ing their  business  in  a  limited  manner  and  only  on 
the  basis  of  accepting  guests  or  parties  who  made 
special  reservations,  lost  their  right  to  any  damages 
suffered  by  them  to  their  property  or  property  rights 
inflicted  by  the  action  of  the  defendant  subsequent 
to  said  July  9,  1944." 

This  court  has  on  many  occasions  held  that  parties 
must  comply  with  the  above  rule  and  that  upon  their 
failure  to  set  forth  specifically  and  fully  each  of  the  al- 
leged errors  complained  of  together  with  the  grounds  of 
objections,  the  court  will  not  search  the  record  to  sup- 
ply the  deficiency  or  consider  any  such  alleged  errors. 
Some  of  the  decisions  of  this  court  so  holding  are  : 

United  States  v.  Smith,  55  Fed.  (2d)  141,  143. 
Dayton  Rubber  Manufacturing  Co.  v.  Fabra,  63 
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Fed.  (2d)  865,  866. 
Fidelity  and  Deposit  Co.   v.   Lindholm,   66   Fed. 

(2d)  56,  60. 
Peck  V.  Shell  Oil  Co.,  142  Fed.  (2d)  141,  143. 

Appellants  call  attention  in  their  brief  to  the  fact  that 
due  to  the  illness  of  the  court  reporter  they  have  been 
unable  to  obtain  a  complete  transcript  of  the  record.  It 
may  be  that  for  this  reason  appellants  should  be  excused 
from  setting  forth  the  specifications  of  error  with  the 
same  particularity  that  would  be  required  had  they  been 
able  to  obtain  such  a  complete  transcript.  But  this  we 
submit  is  no  excuse  for  the  vague  generality  of  appel- 
lants' specifications.  To  merely  state  that  the  court  was 
in  error  "in  assuming  that  under  the  pleadings"  damages 
were  restricted  to  loss  of  profits  or  that  the  court  erred 
"in  ruling,  in  effect,"  that  damages  accruing  subsequent 
to  July  9,  1944,  were  not  recoverable  specifies  no  error 
whatsoever.  It  does  not  indicate  whether  in  either  in- 
stance the  error  was  in  the  exclusion  or  reception  of  evi- 
dence, in  restricting  the  purpose  for  which  evidence  was 
received,  in  limiting  the  scope  of  argument,  in  the  giving 
of  instructions  or  the  refusal  thereof,  or  anything  else. 

We  look  to  other  portions  of  the  brief  for  these  spe- 
cifications and  we  find  there  that  "it  seems  only  neces- 
sary to  direct  attention  to  an  excerpt  from  the  trial  pro- 
ceedings, consisting  of  an  offer  of  proof  .  .  .  and  a  por- 
tion of  the  court's  instructions.  .  .  ."  (Br.  2-3).  We  shall 
discuss  this  so-called  offer  of  proof  and  these  instructions 
later.  At  this  point  we  merely  wish  to  note  that  (1) 
neither  this  so-called  offer  of  proof  nor  the  instructions 
is   mentioned   in   either  specification   of  error,   and    (2) 
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while  we  do  not  wish  to  minimize  the  handicap  of  ap- 
pellants in  being  unable  to  secure  a  complete  transcript 
it  should  be  noted  that  they  were  able  to  obtain  con- 
siderably more  than  they  refer  to  in  the  brief.  The  por- 
tion of  the  instructions  referred  to  in  the  brief  (pp.  3-4) 
is  only  a  small  part  of  the  instructions  that  they  actually 
were  able  to  obtain  from  the  reporter  (Tr.  of  R.  74-7). 
So  we  believe  it  may  logically  be  assumed  that  if  objec- 
tions or  exceptions  were  taken  to  the  instruction  of 
which  complaint  is  made  appellants  could,  if  they  de- 
sired, obtain  a  transcript  thereof,  together  with  the 
grounds  of  the  objection. 

Be  that  as  it  may,  in  view  of  the  above  and  of  the 
state  of  the  record  we  feel  that  the  utmost  which  we  not 
only  can  be  expected  to  discuss  but  with  propriety  may 
discuss,  are  those  points  which  appellants  state  ''it  seems 
only  necessary  to  direct  attention  to"  (Br.  2),  that  is  the 
"offer  of  proof"  (Br.  3)  and  the  quoted  instructions  of 
the  court  (Br.  3-4). 

Appellants'  Offer  of  Proof  Was  Inadequate  to 

Present  Any  Question 

Offers  of  proof  are  of  course  necessary  under  the  Fed- 
eral Rules  of  Civil  Procedure,  as  they  were  at  Common 
Law.  Jantz  v.  United  States,  127  Fed.  (2d)  (8  CCA) 
498,  and  cases  cited  at  page  503.  Prior  to  the  adoption 
of  the  rules  the  requisites  of  an  offer  of  proof  were  gov- 
erned by  the  Conformity  Act.    Rule  43(c)  provides: 

"In  an  action  tried  by  a  jury,  if  an  objection  to 
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a  question  propounded  to  a  witness  is  sustained  by 
the  court,  the  examining  attorney  may  make  a  spe- 
cific offer  of  what  he  expects  to  prove  by  the  answer 
of  the  witness." 

In  other  words,  the  purpose  of  the  offer  is  to  determ- 
ine whether  or  not  a  ruling  theretofore  made  by  the  court 
in  sustaining  an  objection  to  a  question  is,  if  error,  preju- 
dicial. The  above  rule  accordingly  recognizes  the  pre- 
existing practice  which  existed  in  most  states  that  prior 
to  the  making  of  the  offer  of  proof  a  witness  must  have 
actually  been  called  to  the  witness  stand,  a  question 
must  have  been  propounded  to  him  and  an  objection  to 
the  question  sustained.  And  the  attorney  must  make  ''a 
specific  offer  of  what  he  expects  to  prove  by  the  answer 
of  the  witness." 

A  good  opinion  outlining  the  requisites  of  an  offer  of 
proof  is  that  of  Mr.  Justice  McCamant  (later  a  member 
of  this  Honorable  Court)  in  Columbia  Realty  Invest- 
ment Co.  V.  Alameda  Land  Co.,  87  Ore.  277,  168  Pac. 
64,  440.  It  is  there  pointed  out  that  the  better  practice 
requires  that  prior  to  the  making  of  an  offer  of  proof  a 
witness  must  be  called  and  asked  an  appropriate  ques- 
tion (87  Ore.  p.  290),  although  some  decisions  (including 
Scotland  County  v.  Hill,  112  U.S.  183)  only  required 
that  the  witness  be  named. 

In  the  opinion  on  rehearing  (87  Ore.  p.  296)  the  court 
after  citing  many  authorities  drew  the  following  conclu- 
sions : 

"An  offer  of  proof  should  state  facts  rather  than 
conclusions.  Its  language  should  not  be  vague,  but 
distinct;  not  general,  but  specific.  It  is  not  sufficient 
that  it  state  the  ultimate  facts  in  the  language  ap- 
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propriate  to  a  pleading;  the  evidentiary  facts  must 
be  set  out." 

See  also  to  the  same  effect  4  Nichols  Applied  Evi- 
dence, pp.  3355-7. 

Now  when  we  turn  to  appellants'  offer  of  proof  (Br. 
3)  we  find  that  all  the  above  rules  were  violated.  In  ad- 
dition to  the  fact  that  no  witness  was  actually  called  to 
the  stand,  none  is  named.  Reference  was  made  to  ''State 
Health  Officer."  The  recital  of  what  was  intended  to  be 
proved  by  that  official  w^as  that  ''the  sewage  disposal 
plant  of  the  defendant  was  improperly  installed  in  viola- 
tion of  the  Oregon  statute  with  reference  to  installation 
of  sewage  disposal  plants  and  was  dangerous,  and  that 
it  was  so  installed  as  to  be  liable  to  contaminate  the  wa- 
ter at  the  swimming  and  bath  resort  of  the  plaintiff." 

In  answer  to  a  query  from  the  court,  counsel  stated 
that  the  plant  was  installed  subsequent  to  July  9,  1944 
"I  think."  It  was  then  stated  that  the  appellee  had  been 
warned  "that  the  same  was  wrong  and  dangerous  —  was 
warned  by  a  licensed  plumber"  —  whether  it  was  in- 
intended  to  prove  this  by  the  State  Health  Officer  or 
otherwise  is  not  disclosed.  The  offer  then  proceeds  that 
"we  would  prove  by  expert  testimony  of  actual  tests 
made  by  the  experts  personally  that  the  water  at  the 
plaintiffs'  said  bathing  beach  was  and  is  actually  con- 
taminated by  these  sewers,  rendering  it  unfit  for  use  as  a 
bathing  resort." 

The  only  effect  of  the  above  statement  was  to  advise 
the  court  that  somebody  could  testify  to  "actual  tests 
made  by  the  experts"  and  that  there  was  available  "ex- 
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pert  testimony"  to  the  effect  that  the  water  in  the  lake 
"was  and  is  actually  contaminated"  and  that  if  permit- 
ted to  do  so  experts  would  say  that  the  contamination 
was  ''by  these  sewers"  with  the  effect  of  ''rendering  it 
unfit  for  use  as  a  bathing  resort"  (We  assume  that  ap- 
pellants' attorney  by  referring  to  "the  swimming  and 
bath  resort  of  the  plaintiffs"  did  not  mean  to  imply  that 
plaintiffs  owned  any  portion  of  the  lake.  The  lake  is 
owned  by  the  State  of  Oregon,  and  plaintiffs  only  own 
abutting  property.    Tr.  of  R.  2-27). 

It  is  of  course  manifest  that  the  above  offer  merely 
states  conclusions,  without  giving  any  underlying  facts. 
Furthermore  it  gives  no  indication  as  to  the  time  in- 
volved. There  is  no  offer  to  prove  that  the  sewage  dis- 
posal plant  was  even  installed  prior  to  the  date  of  the 
filing  of  the  complaint.  There  is  no  indication  as  to  when 
the  tests  were  made  that  were  to  be  the  supposed  basis 
of  the  "expert  testimony."  Even  though  we  accept  the 
conclusions  set  forth  in  the  offer  as  properly  admissible 
it  goes  no  further  than  to  state  that  the  installation  was 
such  "as  to  be  liable  to  contaminate"  the  waters  of  the 
lake  and  that  at  some  time  —  it  may  have  been  during 
the  trial  of  the  case  —  tests  Vv^ere  made  to  show  that  at 
that  time  the  water  was  "actually  contaminated." 

Finally,  there  is  certainly  nothing  in  the  offer  to  sug- 
gest that  either  of  the  appellants  ever  endeavored  to 
swim  in  the  waters  of  the  lake,  that  they  lost  any  profits 
by  reason  of  the  alleged  contamination,  that  the  alleged 
contamination  was  such  as  to  "constitute  a  discomfort 
and  annoyance  and  a  very  probable  injury  to  health  as 
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to  the  plaintiffs  and  their  guests"  (See  Appellants'  Br. 
7),  nor  even  that  any  person  whether  using  the  lake  for 
swimming  or  otherwise  had  been  aware  of  the  contam- 
ination. 

Certainly  the  offer  of  proof  does  not  support  appel- 
lants' statement  that  the  sewage  disposal  plant  ''emptied 
directly  into  the  lake  and  close  to  the  swimming  float 
on  plaintiffs'  property"  (Br.  6).  Without  any  suggestion 
that  we  can  go  outside  the  record  to  advise  the  court  as 
to  the  construction  of  the  sewage  disposal  plant,  we  be- 
lieve we  may  properly  state  that  the  offer  of  proof  is  in 
no  way  inconsistent  with  a  disposal  plant  properly  equip- 
ped with  septic  tanks  with  outlets  constructed  in  such  a 
way  that  normally  the  effluent  would  seep  into  the 
ground  and  never  reach  the  lake  and  that  in  normal 
times  it  so  operated;  but  that  in  certain  seasons  of  the 
year  when  the  porosity  of  the  soil  due  to  weather  condi- 
tions was  less  than  had  been  anticipated  a  portion  of  it 
would  flow  into  the  lake,  but  not  "close  to  the  swim- 
ming float." 

Under  the  Pleadings  and  the  Pre-trial  Order  the 
Court  Applied  the  Proper  Measure  of  Damages 

Neither  the  transcript  of  the  record  nor  plaintiffs' 
brief  discloses  the  reason  for  the  rejection  by  the  court 
of  appellants'  offer  of  proof.  We  believe  that  we  may 
safely  state  that  the  rejection  was  based,  not  upon  any 
of  the  inherent  defects  above  pointed  out,  but  upon  the 
court's  conception  of  the  proper  measure  of  damages  to 
which  plaintiffs  were  entitled  if  they  recovered  a  verdict. 
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If  that  measure  of  damages  was  correct  then  it  will 
necessarily  follow  that  the  court  did  not  err  either  in  re- 
jecting the  offer  of  proof  or  in  giving  to  the  jury  the 

instruction  of  which  appellants  complain  (Br.  3-4). 

« 

The  complaint  alleges  (Tr.  of  R.  2-3)  that  plaintiffs 
are  the  owners  of  land  "abutting  on  Lake  Tahkenitch" 
in  which  they  have  invested  "a  large  amount  of  money 
with  the  purpose  of  operating  the  said  property  as  a 
recreational  resort."  At  no  place  in  the  pleadings  is  there 
any  allegation  or  even  suggestion  that  this  land  is  used 
for  residential  purposes.  The  first  cause  of  suit  after  al- 
leging numerous  alleged  wrongs  on  the  part  of  defendant 
(that  relating  to  the  sewage  disposal  being  on  informa- 
tion and  belief  Tr.  of  R.  7)  makes  the  following  allega- 
tion with  respect  to  damages  (Par.  V  of  First  Cause  of 
Action,  Tr.  of  R.  8) : 

"That  by  reason  of  the  facts  hereinbefore  set 
forth  said  property  of  the  plaintiffs  has  been  and  is 
rendered  of  little  or  no  value  as  a  recreational  resort, 
and  plaintiffs  have  lost  (By  Order  6/22/45  VOB) 
and  will  lose  much  of  the  normal  income  therefrom 
all  to  plaintiffs'  damage  in  the  full  sum  of  $50,- 
000.00;" 

Appellants  also  allege  they  are  entitled  to  $100,000 
punitive  damages  and  the  prayer  of  complaint  (Tr.  of 
R.  11)  is  that  upon  their  first  cause  of  action  they  re- 
cover $150,000. 

Inasmuch  as  a  pre-trial  order  was  later  entered,  set- 
ting forth  all  the  issues  to  be  tried,  it  has  perhaps  been 
unnecessary  to  refer  to  Appellants'  Complaint.  That  pre- 
trial order  provides  that  "among  the  issues  to  be  tried 
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by  reason  of  plaintiffs'  contentions"  (Tr.  of  R.  30)  is,  if 
it  be  determined  that  plaintiffs  are  entitled  to  recover 
(Tr.  of  R.  32): 

*'.  .  .  then  it  is  for  the  jury  to  determine  how  much, 
if  any,  was  the  value  of  said  property  of  the  plain- 
tiffs reduced  by  the  said  conduct  of  the  defendant, 
and  how  much,  if  any,  did  the  plaintiffs  lose  of  the 
normal  income  from  their  said  property  as  the  re- 
sult of  such  act  or  acts."  (Italics  added). 

The  pre-trial  order  also  has  the  following  provision 
(Tr.  of  R.  39) : 

"Ordered,  Considered  and  Adjudged  that  the 
foregoing  constitutes  the  Pre-Trial  Order  in  the 
above  entitled  action  and  shall  supersede  the  plead- 
ings, and  that  the  Pre-Trial  Order  shall  not  be 
amended  in  the  trial  except  by  consent  or  by  order 
of  the  Court  to  prevent  manifest  injustice." 

The  pre-trial  conference  and  the  order  entered  as  a 
result  thereof  are  of  course  authorized  by  Rule  16  of  the 
Rules  of  Civil  Procedure.  This  rule  provides  that  one  of 
the  purposes  of  the  conference  may  be  ''the  simplifica- 
tion of  the  issues"  and  provides  that: 

"The  court  shall  make  an  order  which  recites  the 
action  taken  at  the  conference  .  .  .  and  which  limits 
the  issues  for  trial  to  those  not  disposed  of  by  ad- 
missions or  agreements  of  counsel;  and  such  order 
when  entered  controls  the  subsequent  course  of  the 
action,  unless  modified  at  the  trial  to  prevent  mani- 
fest injustice." 

No  objection  was  made  by  appellants  to  the  entry  of 
this  pre-trial  order.  No  request  was  made  for  an  amend- 
ment of  the  complaint  respecting  the  measure  of  dam- 
ages or  for  an  amendment  of  the  pre-trial  order.  It  is 
therefore  clear  that  the  measure  of  damages  to  be  ap- 
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plied  was  as  above  stated.  There  was  accordingly  no 
occasion  at  the  trial  to  consider  any  question  of  ''dis- 
comfort and  annoyance"  or  of  "injury  to  health"  even 
though  there  had  been  some  evidence  indicating  discom- 
fort, annoyance  or  injury  to  health,  and  the  record  shows 
none.  Nor  was  there  any  offer  of  proof  of  any  such  ele- 
ment of  damage. 

The  allegations  of  the  complaint  and  the  pre-trial 
order  designated  two  types  of  damage:  (1)  Diminution 
in  value  of  property  and  (2)  loss  of  ''normal  income." 
But  since  the  alleged  acts  on  the  part  of  the  defendant 
were  only  temporary  in  nature  —  and  for  present  pur- 
poses we  are  concerned  only  with  the  alleged  sewage  dis- 
posal system  ~  the  claimed  depreciation  of  value  was 
eliminated  as  a  measure  of  damages.  See  Porges  v.  Ja- 
cobs, 75  Ore.  488,  147  Pac.  396,  where  the  court  held  it 
was  error  for  the  trial  court  to  admit  depreciation  in  the 
market  value  of  plaintiff's  property  caused  by  an  alleged 
nuisance.   The  court  said: 

"The  reason  why  such  evidence  is  inadmissible 
in  cases  of  this  kind  is  that  the  alleged  nuisance  is 
temporary  and  can  be  abated." 

Court  Properly  Excluded  Evidence  of  Sewage 
Disposal  Plant 

It  will  be  recalled  that  in  making  his  offer  of  proof 
(App.  Br.  3)  appellants'  counsel  stated  that  the  sewage 
disposal  system  had  been  installed  subsequent  to  July  9, 
1944.  It  will  also  be  recalled  that  prior  to  July  9,  1944 
"plaintiffs  had  announced  that  on  and  after  that  date 
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their  resort  would  be  closed  to  the  public  and  on  and 
after  that  date  the  plaintiffs  had  excluded  the  general 
public  from  the  premises  and  had  built  a  fence  between 
their  premises  and  the  public  highway  and  had  used  the 
premises  thereafter  only  as  their  residence  and  for  the 
housing  and  entertainment  of  special  guests  whom  they 
were  willing  to  accept  and  who  made  special  reservations 
to  enter  the  premises  for  recreational  purposes"  (Tr.  of 
R.  50-1). 

In  other  words,  for  reasons  satisfactory  to  themselves, 
appellants  went  out  of  business  as  resort  owners  on  July 
9,  1944.  It  is  of  interest  to  note,  despite  their  charges 
that  they  lost  income  due  to  defendant's  conduct,  that 
prior  to  thus  closing  their  resort  their  cabins  were  almost 
always  filled  to  capacity  during  week-ends,  and  even 
during  the  middle  of  the  week  they  often  had  to  turn 
people  away,  and  when  they  closed  the  resort  on  July  9 
they  had  to  cancel  reservations  for  all  of  their  cabins, 
they  being  entirely  filled  at  that  time  (Tr.  of  R.  56-7). 
They  now  say  that  notwithstanding  the  fact  that  they 
closed  down  their  business  on  July  9  —  or  as  appellants 
put  it  ''conducted  the  business  in  a  limited  manner"  (Br. 
8)  —  they  should  nevertheless  have  been  permitted  to 
introduce  evidence  of  contamination  of  the  lake  which 
occurred  subsequent  to  that  time  because,  as  they  say, 
they  ''assume  that  this  court  will  be  able  to  appreciate 
the  fact  that  a  business  thus  conducted  by  the  plaintiffs 
in  a  limited  manner  might  be  greviously  impaired  by  the 
fact  that  their  bathing  beach  was  being  rendered  unus- 
able and  dangerous  to  health  by  the  wrongful  and  un- 
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lawful  action  of  the  defendant."  They  make  this  con- 
tention despite  their  own  volunteered  statement  that 
**for  a  considerable  portion  of  this  time  the  resort  was 
fully  occupied  by  guests  who  sent  in  special  reservations" 
(Tr.  of  R.  8).  We  submit  that,  aside  from  the  deficien- 
cies of  the  offer  of  proof,  appellants'  contention  is  un- 
sound, and  for  three  reasons. 

First:  As  the  trial  court  succinctly  stated  it:  "I 
don't  see  how  anybody  could  claim  profits  against  some- 
body else  if  he  decided  for  his  own  reasons  to  close  his 
own  business."  (Tr.  of  R.  76).  Appellants  argue  that 
the  stipulation  indicates  that  they  were  in  business  *'in  a 
limited  manner."  But  this  stipulation  is  to  the  effect 
that  their  place  of  business  was  ''closed  to  the  public" 
(Tr.  of  R.  50),  in  fact  that  they  built  a  fence  between 
their  premises  and  the  public  highway  —  presumably  to 
impress  upon  the  public  that  the  public  was  not  wel- 
come. Thereafter,  aside  from  their  own  residence,  they 
used  the  premises  "for  the  housing  and  entertainment  of 
special  guests  whom  they  were  willing  to  accept  and  who 
made  special  reservations"  (Tr.  of  R.  51). 

Appellants  do  not  suggest  any  theory,  and  we  be- 
lieve none  can  be  evolved,  to  measure  loss  of  income  due 
to  a  third  party's  acts  when  this  type  of  ''business"  is 
closed  to  the  public  and  is  being  conducted  under  the 
above  circumstances. 

Second:  No  attempt  was  made  by  appellants  to 
prove  that  subsequent  to  July  9,  1944,  they  suffered  any 
loss  of  income  because  of  the  alleged  contamination  of 
the  lake  by  any  sewage  disposal  plant  of  appellee.    Nor 
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was  there  any  offer  of  proof  of  any  evidence  to  indicate 
that  any  loss  of  income  resulted  from  that  fact,  or  any- 
thing else  for  which  appellees  might  be  said  to  be  re- 
sponsible. In  fact  there  was  no  evidence  of  any  diminu- 
tion of  income  whatever  (See  Tr.  of  R.  53-62).  And  in 
their  brief,  as  above  pointed  out,  their  only  contention  in 
that  regard  —  after  stating  that  ''the  full  record"  would 
show  ''that  for  a  considerable  portion  of  this  time  the 
resort  was  fully  occupied  by  guests  who  sent  in  special 
reservations"  —  is  that  "this  court  will  be  able  to  appre- 
ciate" that  the  business  would  be  "grievously  impaired" 
and  that  "the  owner's  ardor  for  work  and  for  soliciting 
patronage  thereby  would  be  dampened,  if  not  destroyed." 
(Br.  8).  This  contention  they  make  notwithstanding  the 
fact  that  there  is  neither  evidence  nor  offer  of  proof  that 
the  owners  even  knew  about  the  alleged  contamination 
during  the  time  in  question.  There  is,  of  course,  no  sug- 
gestion in  the  record  that  either  the  owners  or  any  of 
their  "special  guests"  ever  bathed  in  the  lake,  or  desired 
to  do  so,  during  this  period  of  time,  and  certainly  noth- 
ing indicates  that  any  of  them  suffered  any  "discomfort 
and  annoyance"  by  reason  of  this  alleged  contamination 
of  the  lake.  Furthermore,  as  has  already  been  pointed 
out,  such  elements  of  damage  are  not  presented  either 
in  the  pleadings  or  the  pre-trial  order. 

Third:  If,  as  appellants  contend,  the  lake  was  con- 
taminated by  a  wrongful  act  of  appellee,  the  resulting 
wrong  was  in  the  nature  of  a  public  nuisance  and  not  a 
private  nuisance.  It  was  a  public  wrong  and  not  a  pri- 
vate wrong.  The  remedy  therefore  lies  with  the  State 
through  its  public  officials  and  not  with  a  private  indi- 
vidual. 
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The  case  here  presented  must  be  distinguished  from 
a  situation  where  noxious  or  injurious  odors  flow  over  a 
person's  property.  It  also  must  be  distinguished  from 
numerous  cases  where  an  upland  owner  contaminates 
waters  of  a  stream  to  the  damage  of  a  lower  riparian 
owner  who  has  made  a  valid  appropriation  of  waters  of 
the  stream  and  is  damaged  by  the  contamination.  Like- 
wise it  must  be  distinguished  from  a  case  such  as  Colum- 
bia Fisherman's  Union  v.  St.  Helens,  160  Ore.  654,  87 
Pac.  (2d)  195,  where  plaintiffs  had  secured  commercial 
fishing  licenses  to  fish  in  the  Columbia  River  and  were 
injured  in  their  trade  and  business  by  pollution  of  the 
river. 

Upon  the  admission  of  Oregon  to  the  Union  it  suc- 
ceeded to  the  title  to  this  lake,  as  well  as  to  all  other 
navigable  waters  of  the  state  with  the  proviso  that  these 
navigable  waters  * 'shall  be  common  highways  and  for- 
ever free,  as  well  as  to  the  inhabitants  of  said  state  as  to 
all  other  citizens  of  the  United  States"  (11  Statutes  at 
Large,  Chapter  33,  Sec.  2,  p.  383,  9  O.C.L.A.  p.  72).  By 
subsequent  legislation  this  and  all  other  meandered  lakes 
are  "declared  to  be  navigable  and  public  waters,  and  the 
waters  thereof  are  hereby  declared  to  be  of  public  char- 
acter .  .  .  and  the  State  of  Oregon  hereby  asserts  and 
declares  its  sovereignty  over  the  same  and  its  ownership 
thereof"  (8  O.C.L.A.  Sec.  121-503).  The  ownership  of 
the  State  of  Oregon  is  subject  to  "the  public  right  of 
navigation  and  to  the  common  right  of  the  citizens  of 
the  state  who  fish  therein."  Hume  v.  Rogue  River  Com- 
pany, 51   Ore.   237,  246,  83  Pac.  391,  92  Pac.   1065,  96 
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Pac.  865,  and  cases  cited. 

Accordingly,  appellants  have  the  same  right  to  bathe 
in  that  lake  as  does  every  other  citizen  of  the  State  of 
Oregon,  and  no  more.  The  guests  whom  they  invite  to 
their  premises  have  the  same  rights  as  the  guests  of  own- 
ers of  other  property.  If  they  suffered  any  damage  or 
inconvenience  (the  record  fails  to  disclose  any)  by  rea- 
son of  contamination  of  the  lake  it  was  of  the  same 
character  as  that  of  any  other  citizen  who  might  desire 
to  use  the  lake. 

Under  such  circumstances  it  seems  clear  that  the 
wrong,  if  any,  attempted  to  be  set  forth  in  the  offer  of 
proof  was  in  the  nature  of  a  public  nuisance  and  not  a 
private  wrong.  As  stated  by  the  Supreme  Court  of  Ore- 
gon in  State  v.  Ringold,  102  Ore.  401,  at  404,  202  Pac. 
734: 

"A  nuisance  is  public  where  it  affects  the  rights 
enjoyed  by  citizens  as  part  of  the  public,  that  is,  the 
rights  to  which  every  citizen  is  entitled.  A  private 
nuisance  is  anything  done  to  the  hurt,  annoyance  or 
detriment  of  the  lands  or  hereditaments  of  another, 
and  not  amounting  to  a  trespass.  The  difference  be- 
tween public  and  private  nuisances  does  not  depend 
upon  the  nature  of  the  thing  done,  but  upon  the 
question  whether  it  effects  the  general  public  or 
merely  some  private  individual.  Therefore  the  same 
act  or  structure  may  be  a  public  nuisance  and  also  a 
private  nuisance  as  to  a  person  who  is  thereby 
caused  a  special  injury  other  than  that  inflicted  up- 
on the  general  public;" 

And  of  course  appellants  have  no  private  right  of  ac- 
tion for  what  is  only  a  public  nuisance.   State  v.  Ringold, 


Crown-Zellerbach  Corporation  23 

supra,  102  Ore.  401,  405,  202  Pac.  734. 

Respectfully    submitted. 

Cake,  Jaureguy  &  Tooze 

Nicholas  Jaureguy 

Griffith,  Peck,  Phillips  &  Nelson 

John  J.  Coughlin 

Clarence  D.  Phillips 

Attorneys  for  Appellee. 
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In  the  District  Court  of  the  United  States,  Northern 
District  of  California,  Southern  Division 

No.  25839  S 

SUZANNE  FITZGERALD  FAWCETT,  GERAL- 
DINE  FITZGERALD  CALLAGHAN,  GER- 
ALDINE    FITZGERALD    CALLAGHAN    as 

Executrix  of  the  Last  Will  and  Testament  of 
GERALD  FITZGERALD,  Deceased,  and  ED- 
WARD F.  TREADWELL,  Administrator  of 
the  Estate  of  Lillian  Ryan  Fitzgerald,  Deceased, 

Plaintifes, 
vs. 

UNITED  STATES  OF  AMERICA, 

Defendant. 

PETITION 

Now  come  the  plaintiffs  above  named  and  com- 
plaining of  the  defendant  above  named,  allege  as 
follows : 

I. 

That  the  plaintiff  Suzanne  FitzGerald  Fawcett  re- 
sides at  the  City  of  Piedmont,  County  of  Alameda, 
California,  in  the  Northern  District  of  California, 
and  the  plaintiff  Edward  F.  Treadwell  resides  at  the 
City  of  Burlingame,  County  of  San  Mateo,  Cali- 
fornia, in  the  Northern  District  of  California. 

11. 

That  this  petition  against  the  United  States  of 
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America  is  presented  pursuant  to  the  provisions  of 
Section  24(20)  of  the  Judicial  Code  as  amended  (28 
U.S.C.  41(20)). 

III. 

That  at  the  time  of  the  wrongful,  erroneous,  ille- 
gal and  inadvertent  assessment  and  collection  of 
estate  tax  herein  alleged,  the  Collector  of  Internal 
Revenue  for  the  Sixth  District,  California,  by  whom 
such  tax  or  sum  was  collected,  was  Nat  Rogan,  who 
is  now  deceased. 

IV. 

At  all  times  herein  mentioned  the  plaintiff 
Edward  F.  Treadwell  was  the  duly  appointed,  quali- 
fied and  acting  administrator  of  the  estate  of  Lil- 
lian Ryan  FitzGerald,  deceased,  until  the  discharge 
as  herein  alleged. 

V. 

Prior  to  any  of  the  times  herein  mentioned,  Lil- 
lian Ryan  FitzGerald  died,  being  at  the  time  of  her 
death  a  resident  of  the  State  of  California,  and 
leaving  estate  therein. 

VI. 

Within  the  time  and  in  the  manner  provided  by 
law,  the  administrator  of  the  estate  of  Lillian  Ryan 
FitzGerald  duly  elected  to  pay  estate  tax  to  the 
United  States  on  said  estate,  on  the  value  of  the 
property  of  her  estate  one  year  after  the  time  of  the 
death  of  said  decedent. 
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VII. 

Thereafter  the  Commissioner  of  Internal  Reve- 
nue of  the  United  States  made  what  purported  to 
be  an  assessment  of  estate  tax  on  the  said  estate  at 
the  vahie  thereof  one  year  after  the  date  of  death 
of  said  decedent  in  the  sum  of  $47,502.59.  The  said 
assessment  was  purported  to  be  made  under  the  pro- 
visions of  the  Internal  Revenue  Code,  Chapter  3, 
as  amended.  Of  said  assessment  the  sum  of  $1,289.72 
purported  to  be  based  on  subchapter  A,  basic  estate 
tax,  the  sum  of  $4,318.42  purported  to  be  based  on 
the  defense  tax,  subchapter  C,  and  the  sum  of  $41,- 
894.45  purported  to  be  based  on  subchapter  B,  addi- 
tional estate  tax. 

VIII. 

Prior  to  the  time  said  Commissioner  made  the 
said  assessment,  the  Treasury  Department  of  the 
United  States  had  adopted  certain  regulations  which 
provided  for  the  inclusion  in  the  gross  estate  of  de- 
cedents dividends  paid  on  corporate  stock  of  such 
estate  during  the  year  following  the  date  of  death 
of  the  decedent,  which  regulations  w^ere  entirely  ille- 
gal and  unauthorized,  and  the  same  were  declared  to 
be  illegal  by  the  Supreme  Court  of  the  United  States 
in  the  case  of  Maass  v.  Higgins,  312  U.S.  443,  85 
L.  ed.  940,  decided  on  March  3,  1941.  Following  the 
said  decision,  and  on  May  22,  1941,  said  regulations 
were  changed  to  comply  with  the  said  decision. 

IX. 

Notwithstanding  the  premises,  the  said  Commis- 
sioner wrongfully  and  illegally  and  inadvertently 
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added  to  the  value  of  the  gross  estate  of  said  dece- 
dent the  sum  of  $27,199  declared  and  received  by 
said  estate  during  the  year  next  ensuing  the  date 
of  the  death  of  decedent  as  dividends  on  stocks 
owned  by  said  decedent  and  her  estate. 

X. 

The  said  inclusion  of  said  dividends  increased  the 
tax  legally  assessable  in  the  sum  of  $5,026.38,  which 
amount  was  paid  on  the  12th  day  of  January,  1942, 
to  Nat  Rogan,  Collector  of  Internal  Revenue  of  the 
United  States  for  the  Sixth  District,  California. 

XI. 

The  inclusion  of  said  amount  in  computing  said 
tax  was  not  authorized  by  law,  was  wrongful,  erro- 
neous and  illegal,  and  inadvertent. 

XII. 

Thereafter,  and  on  the  21st  day  of  December,  1942, 
the  Superior  Court  of  the  State  of  California,  in 
and  for  the  County  of  Los  Angeles,  having  juris- 
diction of  the  administration  of  the  estate  of  said 
Lillian  Ryan  FitzGerald,  duly  distributed  all  of  the 
property  of  the  said  decedent  and  her  estate  to  her 
children,  Geraldine  FitzGerald  Callaghan,  Suzanne 
FitzGerald  Fawcett  and  Gerald  FitzGerald,  and 
discharged  the  said  administrator.  On  the  5th  day 
of  June,  1943,  said  Gerald  FitzGerald  entered  the 
armed  forces  of  the  United  States,  and  went  overseas 
on  or  about  the  12th  day  of  January,  1945,  and  re- 
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mained  overseas,  in  the  United  States  Army  Air 
Force,  until  his  death  in  action  on  March  2,  1945. 
Thereafter,  and  after  due  and  regular  proceedings 
had  in  the  Superior  Court  of  the  State  of  Califor- 
nia, in  and  for  the  County  of  Los  Angeles,  having 
jurisdiction  over  the  estate  of  the  said  Gerald  Fitz- 
Gerald,  deceased,  said  Court  duly  appointed  Geral- 
dine  FitzGerald  Callaghan  as  executrix  of  the  last 
will  and  testament  of  the  said  Gerald  FitzGerald, 
deceased,  and  she  duly  qualified  as  such  and  ever 
since  has  been  and  now  is  the  duly  appointed,  quali- 
fied and  acting  executrix  of  the  last  will  and  testa- 
ment of  the  said  Gerald  FitzGerald,  deceased.  At 
all  the  times  up  to  his  death,  the  said  Gerald  Fitz- 
Gerald was  a  minor. 

XIII. 

Thereafter  and  on  the  16th  day  of  November, 
1945,  said  Geraldine  FitzGerald  Callaghan,  Suzanne 
Fitzgerald  Fawcett,  Geraldine  FitzGerald  Calla- 
ghan as  executrix  of  the  will  of  Gerald  FitzGerald, 
deceased,  and  Edward  F.  Treadwell,  administrator 
of  the  estate  of  Lillian  Ryan  FitzGerald,  deceased, 
duly  filed  and  presented  to  the  Commissioner  of  In- 
ternal Revenue  of  the  United  States,  on  Form  843, 
a  claim  for  the  refunding  of  said  sum  of  $5,026.38, 
together  with  interest  from  January  12,  1942,  in 
which  it  was  stated  that  the  estate  tax  return  was 
filed  in  Los  Angeles,  California,  the  amount  of  the 
tax  and  date  of  payment,  and  the  said  amount  for 
which  refund  was  claimed,  and  that  the  time  within 
which  the  claim  could  be  legally  filed  expired  under 
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Section  3313  of  the  Internal  Revenue  Code  on  Jan- 
uary 12,  1946,  and  set  forth  that  the  said  claim 
should  be  allowed  for  the  reasons  set  forth  in  this 
complaint. 

XIV. 

Thereafter  and  on  the  28th  day  of  December,  1945, 
the  United  States  Commissioner  of  Internal  Reve- 
nue rejected  said  claim. 

Wherefore,  plaintiffs  pray  judgment  against  said 
defendant  for  the  sum  of  $5,026.38,  together  with  in- 
terest at  6%  per  annum  from  January  12,  1942. 

REGINALD  S.  LAUGHLIN, 
Attorney  for  Plaintiffs. 

State  of  California, 

City  and  County  of  San  Francisco — ss. 

Edward  F.  Treadwell,  being  first  duly  sworn,  de- 
poses and  says:  That  he  is  one  of  the  plaintiffs  in 
the  foregoing  petition;  that  he  has  read  said  peti- 
tion and  knows  the  contents  thereof,  and  that  the 
same  is  true  of  his  own  knowledge  except  as  to  those 
matters  which  are  therein  stated  on  information  and 
belief,  and  that  as  to  those  matters  he  believes  it  to 
be  true. 

EDWARD  F.  TREADWELL. 

Subscribed  and  sworn  to  before  me  this  4th  day 
of  April,  1946. 

[Seal]  LULU  P.  LOVELAND, 

Notary  Public  in  and  for  the  City  and  County  of 
San  Francisco,  State  of  California. 

[Endorsed] :     Filed  April  5,  1946. 
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{Title  of  District  Court  and  Cause.] 

ANSWER 

Now  comes  the  defendant,  United  States  of  Amer- 
ica, by  its  attorney,  Prank  J.  Hennessy,  United 
States  Attorney  for  the  Northern  District  of  Cali- 
fornia, and  in  answer  to  plaintiffs'  complaint  ad- 
mits, denies  and  alleges  as  follows: 

First  Defense 

The  claim  for  refund  referred  to  in  paragraph 
XIII  of  the  complaint  was  not  filed  within  the  time 
prescribed  by  Section  910  of  the  Internal  Revenue 
Code. 

Second  Defense 

1. 

Admits  the  allegations  contained  in  paragraph  I 
thereof. 

2. 

Admits  the  allegations  contained  in  paragraph  II 
thereof. 

3. 

Answering  the  allegations  contained  in  paragraph 
III  thereof,  defendant  admits  only  that  the  tax  was 
collected  by  Nat  Rogan,  now  deceased. 

4. 

Admits  the  allegations  contained  in  paragraph  IV 
thereof. 
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5. 

Admits  the  allegations  contained  in  paragraph  V 
thereof. 

6. 

Admits  the  allegations  contained  in  paragraph  VI 
thereof. 

7. 

Admits  the  allegations  contained  in  paragraph 
VII  thereof. 

8. 

The  defendant  makes  no  answer  to  the  allega- 
tions contained  in  paragraph  VIII  of  the  complaint 
for  the  reason  that  said  allegations  are  conclusions 
of  law  and  not  allegations  of  fact. 


As  concerns  paragraph  IX,  defendant  admits  only 
that  the  Commissioner  added  to  the  value  of  the 
gross  estate  of  said  decedent  the  sum  of  $27,199  de- 
clared and  received  by  said  estate  during  the  year 
next  ensuing  the  date  of  the  death  of  decedent  as 
dividends  on  stocks  owned  by  said  decedent  and 
her  estate. 

10. 

Admits  the  allegations  contained  in  paragraph  X 
thereof. 

11. 

The  defendant  makes  no  answer  to  the  allegations 
contained  in  paragraph  XI  of  the  complaint  for  the 
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reason  that  said  allegations  are  conclusions  of  law 
and  not  allegations  of  fact. 

12. 

Admits  the  allegations  contained  in  the  first  por- 
tion of  paragraph  XII,  i.e.,  that  on  the  21st  day  of 
December,  1942,  the  Superior  Court  of  the  State  of 
California,  in  and  for  the  County  of  Los  Angeles, 
having  jurisdiction  of  the  administration  of  the 
estate  of  said  Lillian  Ryan  FitzGerald,  distributed 
all  of  the  property  of  the  said  decedent  and  her 
estate  to  her  children,  Geraldine  FitzGerald  Calla- 
ghan,  Suzanne  Fitzgerald  Fawcett  and  Gerald  Fitz- 
Gerald, and  discharged  the  said  administrator.  As 
concerns  the  remainder  of  the  said  paragraph, 
defendant  is  without  knowledge  or  information 
sufficient  to  form  a  belief  as  to  the  truth  of  the 
averments  therein  set  forth. 

13. 

As  concerns  paragraph  XIII  defendant,  without 
admitting  that  Edward  F.  Treadwell  was  in  fact 
administrator  of  the  estate  of  Lillian  Ryan  Fitz- 
Gerald, concedes  that  on  the  date  stated  (or  on  No- 
vember 19,  1945)  a  refund  claim  was  filed  as  alleged. 
Without  admitting  that  the  claim  was  timely  or 
that  Section  3313,  Internal  Revenue  Code,  affects 
this  case,  defendant  admits  that  the  claim  filed  made 
the  statements  averred. 

14. 

Admits  the  allegations  contained  in  paragraph 
XIV  thereof. 
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Wherefore,  having  fully  answered,  defendant 
prays  that  plaintiffs  take  nothing  by  their  complaint 
and  that  defendant  be  hence  dismissed  with  its  costs 
in  its  behalf  expended. 

FRANK  J.  HENNESSY, 

United  States  Attorney. 
WILLIAM  E.  LICKING, 

Asst.  United  States  Attorney, 
Attorneys  for  Defendant. 

[Endorsed]  :     Piled  July  24,  1946. 


[Title  of  District  Court  and  Cause.] 
AFFIDAVIT 

County  of  Los  Angeles, 
State  of  California — ss. 

Geraldine  FitzGerald  Callaghan,  being  first  duly 
sworn,  deposes  and  says: 

That  she  is  one  of  the  plaintiffs  in  the  above-enti- 
tled action,  and  is  a  sister  of  Gerald  Fitzgerald,  now 
deceased.  On  the  5th  day  of  June,  1943,  said  Gerald 
Fitzgerald  entered  the  armed  forces  of  the  United 
States  and  went  overseas  on  or  about  the  12th  day 
of  January,  1945,  and  remained  overseas  in  the 
United  States  Army  Air  Force  until  his  death  in 
action  on  March  2,  1945.  Information  of  his  death 
in  action  on  the  date  thereof  came  to  affiant  from  the 
officials  of  the  United  States  Army  Air  Force. 

GERALDINE  FITZGERALD 
CALLAGHAN. 
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Subscribed   and   sworn  to   before   me   this   22nd 
day  of  October,  1946. 

[Seal]  /s/  L.  CARDER, 

Notary  Public  in  and  for  the  County  of  Los  An- 
geles, State  of  California. 

My  Commission  Expires  May  30,  1950. 


PLAINTIFF'S  EXHIBIT  No.  1 

In  the  Superior  Court  of  the  State  of  California 
in  and  for  the  County  of  Los  Angeles 

Case  No.  245609 

In  the  Mater  of 
THE  ESTATE  OF  GERALD  FITZGERALD 

Deceased 

LETTERS   TESTAMENTARY 

State  of  California, 
County  of  Los  Angeles — ss. 

The  Last  Will  of  Gerald  Fitzgerald,  deceased, 
having  been  proved  in  the  Superior  Court  of  the 
County  of  Los  Angeles,  Geraldine  F.  Callaghan,  who 
is  named  therein  as  such,  is  hereby  appointed  Execu- 
trix. 

Witness,  J.  F.  Moroney,  Clerk  of  the  Superior 
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Court  of  the  County  of  Los  Angeles,  with  the  seal 
of  the  Court  affixed,  the  14  day  of  August,  1945. 
By  order  of  the  Court. 

[Seal]  J.  F.  MORONEY, 

County  Clerk. 
By  MARIE  McCARTHY, 
Deputy. 

State  of  California, 
County  of  Los  Angeles — ss. 

I  do  solemnly  swear  that  I  will  support  the  Con- 
stitution of  the  United  States,  and  the  Constitution 
of  the  State  of  California,  and  that  I  will  faithfully 
perform,  according  to  law,  the  duties  of  Executrix 
of  the  last  Will  and  Testament  of  Gerald  Fitzger- 
ald, deceased. 

GERALDINE  F.  CALLAGHAN. 

Subscribed  and  sworn  to  before  me,  this  14  day 
of  August,  1945. 

[Notary  Seal]  H.  B.  PARKHURST, 
Notary  Public  in  and  for  the  County  of  Los  Angeles, 
State  of  California. 

State  of  California, 
County  of  Los  Angeles — ss. 

I,  J.  F.  Moroney,  County  Clerk  and  ex-officio 
Clerk  of  the  Superior  Court  within  and  for  the 
county  and  state  aforesaid,  do  hereby  certify  the 
foregoing  to  be  a  full,  true  and  correct  copy  of  the 
original  Letters  Testamentary  issued  herein,  as  the 
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same  appears  on  file  in  my  office,  and  I  further  cer- 
tify that  said  Letters  have  not  been  revoked  and  are 
in  full  force  and  effect  at  the  present  time. 

In  Witness  Whereof,  I  have  hereunto  set  my  hand 
and  affixed  the  seal  of  the  Superior  Court  this  15th 
day  of  August,  1946. 

[Seal]  J.  F.  MORONEY, 

County  Clerk. 
By  G.  J.  HOWARD, 
Deputy. 

[Endorsed]  :     Filed  Aug.  14,  1945. 

[Endorsed] :     Filed  U.S.D.C.  Nov.  20,  1946. 


I 
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In  the  Southern  Division  of  the  United  States 
District  Court  for  the  Northern  District  of 
California 

No.  25839-S 

SUZANNE  FITZGERALD  FAWCETT,  GERAL- 
DINE  FITZGERALD  CALLAGHAN,  GER- 
ALDINE   FITZGERALD   CALLAGHAN,   as 

Executrix  of  the  Last  Will  and  Testament  of 
GERALD  FITZGERALD,  Deceased,  and  ED- 
WARD F.  TREADWELL,  Administrator  of 
the  Estate  of  Lillian  Ryan  Fitzgerald,  Deceased, 

Plaintiffs, 
vs. 

UNITED  STATES  OF  AMERICA, 

Defendant. 

ORDER  FOR  JUDGMENT 

It  is  hereby  ordered  that  a  Judgment  of  Dis- 
missal be  entered  herein  on  findings  of  fact  and  con- 
clusions of  law. 

Dated  March  11th,  1947. 

MICHAEL  J.  ROCHE, 

United  States  District  Judge. 

[Endorsed]:     Filed  March  11,  1947. 
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[Title  of  District  Court  and  Cause.] 

Action  for  refund  of  federal  estate  taxes.  Action 
dismissed  in  accordance  with  opinion. 

Reginald  S.  Laughlin,  of  San  Francisco,  Califor- 
nia, attorney  for  plaintiffs. 

Frank  J.  Hennessy,  United  States  Attorney,  and 
William  E.  Licking,  Assistant  United  States  Attor- 
ney, attorneys  for  defendant. 

MEMORANDUM  OPINION 

Roche,  District  Judge: 

This  is  an  action  by  certain  distributees  and  the 
executrix  of  a  deceased  distributee,  of  the  estate  of 
Lillian  Ryan  Fitzgerald,  to  recover  the  sum  of 
$5,026.38,  assessed  as  estate  tax,  with  interest  thereon 
from  January  12,  1942,  the  date  of  payment.  This 
assessment  resulted  from  the  Commissioner  of  In- 
ternal Revenue  having  included  in  the  value  of  the 
gross  estate  the  sum  of  $27,199.00  received  during 
the  year  subsequent  to  the  decedent's  death  as  divi- 
dends on  stock  owned  by  the  decedent.  Defendant 
admits  that  this  assessment  w^as  erroneous  and  ille- 
gal and  the  sole  question  for  decision  is  whether  the 
claim  for  refund  was  timely  filed. 

Plaintiffs  filed  their  claim  on  November  16,  1945, 
some  three  years  and  ten  months  after  payment  of 
the  tax,  and  the  Commissioner  rejected  it  on  the 
ground  that  it  had  not  been  filed  within  the  three- 
year  period  provided  by  Sec.  910  of  the  Internal 
Revenue  Code  (26  U.S.C.  910).  So  far  as  perti- 
nent, that  section  provides:   ^'All  claims  for  the  re- 
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funding  of  the  tax  imposed  by  this  subchapter  (the 
Basic  Estate  Tax)  alleged  to  have  been  erroneously 
or  illegally  assessed  or  collected  must  be  presented 
to  the  Commissioner  within  three  years  next  after 
the  payment  of  such  tax." 

Plaintiffs  contend  that  since  the  assessment  was 
erroneous  and  illegal,  it  falls  within  the  provisions 
of  Sec.  3313,  Internal  Revenue  Code  (26  U.S.C. 
3313),  and  their  claim  was  timely  if  filed  within 
four  years  from  the  date  of  payment.  The  perti- 
nent provisions  of  that  section  are  as  follows:  ''All 
claims  for  the  refunding  or  crediting  of  any  inter- 
nal revenue  tax  alleged  to  have  been  erroneously  or 
illegally  assessed  or  collected,  ^  *  ^  or  of  any  sum 
alleged  to  have  been  excessive  or  in  any  manner 
wrongfully  collected  must,  except  as  otherwise  pro- 
vided by  law  in  the  case  of  income,  war-profits,  ex- 
cess-profits, estate,  and  gift  taxes,  be  presented  to 
the  Commissioner  within  four  years  next  after  the 
payment  of  such  tax  *  ^  *.'^ 

In  support  of  their  position,  plaintiffs  rely  on 
cases  that  have  followed  the  decision  of  the  Ninth 
Circuit  Court  of  Appeals  in  Huntley  v.  Southern 
Oregon  Sales,  Inc.,  102  F.  2d  538.  There  income 
taxes  were  collected  from  a  co-operative  association 
that  was  exempt  by  law  from  taxation  and  the  ques- 
tion was  wether  the  two-year  limitation  period  pro- 
vided by  Sec.  322(b)  (1)  of  the  Revenue  Act  of  1928 
to  cover  claims  for  refund  of  overpayment  of  in- 
come tax,  or  the  four-year  limitation  period  cover- 
ing refund  claims  for  an  erroneously  or  illegally 
collected  tax,  should  govern.    In  holding  that  the 


18  Suzanne  F,  Fawcett,  et  al.,  etc. 

four-year  statute  controlled,  the  court  drew  the 
well  recognized  distinction  between  an  ^'overpay- 
ment" of  a  tax  legally  due  and  an  ' 'illegal  assess- 
ment" of  a  tax  and  concluded  that  since  the 
two-year  limitation  period  applied  only  to  an  over- 
X^ayment  of  income  tax,  it  did  not  cover  the  case 
where  the  tax  had  been  erroneously  and  illegally 
collected. 

The  Huntley  case  is  thus  clear  authority  for  the 
rule  that  where  a  tax  statute  provides  a  specific 
limitations  period  within  which  claims  for  refund 
of  an  overpayment  can  ])e  filed,  such  limitations  pe- 
riod is  not  applicable  to  a  claim  for  refund  of  an 
illegally  or  erroneously  assessed  tax.  It  would  seem, 
however,  to  have  no  application  to  the  instant  situa- 
tion since,  by  its  very  terms,  the  limitation  period 
covering  claims  for  refund  of  estate  taxes  is  ap- 
plicable only  to  those  taxes  ''alleged  to  have  been 
erroneously  or  illegally  assessed  or  collected."  It 
says  nothing  about  "overpayments." 

In  the  language  of  the  Supreme  Court  in  Rosen- 
man  V.  United  States,  323  U.S.  658,  661:  "Claims 
for  tax  refunds  must  conform  strictly  to  the  require- 
ments of  Congress.  A  claim  for  refimd  of  an  estate 
tax  'alleged  to  have  been  erroneously  or  illegally 
assessed  or  collected  nmst  be  presented  to  the  Com- 
missioner within  three  years  next  after  the  payment 
of  such  tax.'  On  the  face  of  it,  this  requirement 
is  couched  in  ordinary  English,  and,  since  no  ex- 
traneous revelant  aids  to  construction  have  been 
called  to  our  attention.  Congress  has  evidently  meant 
what  these  words  ordinarily  convey." 

Plaintiffs'  only  authority  directly  in  point  is  In 
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re  Tindle's  Estate,  59  F.  Supp.  667,  affirmed  with- 
out comment  in  152  P.  2d  756,  which  involved  an 
illegal  assessment  of  estate  tax.  The  trial  court  there 
held  Sec.  3313  with  its  four-year  limitation  period 
applicable.  However,  since  that  decision  followed 
Rosenman  v.  United  States  (supra)  by  only  a  few 
weeks,  it  may  be  that  the  Supreme  Court  case  was 
not  called  to  the  court's  attention. 

In  view  of  the  language  of  the  statute  and  of  the 
Supreme  Court,  the  court  is  compelled  to  dismiss 
this  suit  for  lack  of  jurisdiction,  the  claim  not  hav- 
ing been  timely  filed,  and  it  is  so  Ordered.  The  re- 
spective parties  will  pay  their  own  costs. 

Dated:     March  11th,  1947. 

MICHAEL   J.   ROCHE, 

United  States  District  Judge. 

[Endorsed] :     Filed  Mar.  11,  1947. 


[Title  of  District  Court  and  Cause.] 

FINDINGS  OF  FACT  AND  CONCLUSIONS 

OF  LAW 

The  above  entitled  cause  came  on  regularly  to  be 
tried  on  November  20,  1946,  plaintiffs  appearing  by 
Reginald  S.  Laughlin,  their  attorney,  and  the  de- 
fendant by  William  E.  Licking,  Assistant  United 
States  Attorney;  evidence  both  oral  and  documen- 
tary was  introduced  and  received  and  the  cause 
having  been  fully  heard,  argued  by  counsel,  briefed, 
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and  on  February  8  submitted,  and  the  Court  being 
fully  advised  in  the  premises  on  March  11,  1947,  or- 
dered that  a  judgment  of  dismissal  be  entered 
herein. 

Now,  Therefore,  the  Court  makes  the  following 

Findings  of  Fact 

I. 

The  Court  finds  that  it  is  true  that  the  plaintiff 
Suzanne  FitzGerald  Fawcett  resides  at  the  City 
of  Piedmont,  County  of  Alameda,  California,  in  the 
Northern  District  of  California,  and  the  plaintiff 
Edward  F.  Treadwell  resides  at  the  City  of  Bur- 
lingame.  County  of  San  Mateo,  California,  in  the 
Northern  District  of  California. 

II. 

That  this  petition  against  the  United  States  of 
America  seeks  to  recover  taxes  alleged  to  have  been 
erroneously  and  illegally  assessed  and  collected  and 
is  presented  pursuant  to  the  provisions  of  Section 
24  (20)  of  the  Judicial  Code  as  amended  (28  IJ.S.C. 
41  (20)). 

III. 

That  at  the  time  of  the  collection  of  estate  tax 
herein,  the  Collector  of  Internal  Revenue  for  the 
Sixth  District,  California,  by  whom  such  tax  or  sum 
was  collected,  was  Nat  Rogan,  who  is  now  deceased. 

IV. 

At  all  times  herein  mentioned  the  plaintiff  Ed- 
ward F.  Treadwell  was  the  duly  appointed,  qualified 
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and  acting  administrator  of  the  estate  of  Lillian 
Ryan  FitzGerald,  deceased,  until  his  discharge  as 
hereinafter  set  out. 

V. 

Prior  to  any  of  the  times  herein  mentioned,  Lil- 
lian Ryan  FitzGerald  died,  being  at  the  time  of  her 
death  a  resident  of  the  State  of  California,  and 
leaving  estate  therein. 

VI. 

Within  the  time  and  in  the  manner  provided  by 
law,  the  administrator  of  the  estate  of  Lillian  Ryan 
FitzGerald  duly  elected  to  pay  estate  tax  to  the 
L'nited  States  on  said  estate,  on  the  value  of  the 
property  of  her  estate  one  year  after  the  time  of  the 
death  of  said  decedent.  Thereafter  the  Commis- 
sioner of  Internal  Revenue  of  the  L'nited  States 
made  an  assessment  of  estate  tax  on  the  said  estate 
at  the  value  thereof  one  year  after  the  date  of  death 
of  said  decedent. 

VII. 

Prior  to  the  time  said  Commissioner  made  the 
said  assessment,  the  Treasury  Department  of  the 
United  States  had  adopted  certain  regulations  which 
provided  for  the  inclusion  in  the  gross  estate  of  de- 
cedents dividends  paid  on  corporate  stock  of  such 
estate  during  the  year  following  the  date  of  death 
of  the  decedent. 

VIII. 

The  Commissioner  added  to  the  value  of  the  gross 
estate  of  said  decedent  the  sum  of  $27,199  declared 


22  Suzanne  F,  Faivcett,  et  ah,  etc, 

and  received  by  said  estate  during  the  year  next 
ensuing  the  date  of  the  death  of  decedent  as  divi- 
dends on  stocks  owned  by  said  decedent  and  her 
estate. 

IX. 

This  inchision  of  dividends  increased  the  tax  as- 
sessed in  the  sum  of  $5,026.38,  which  additional 
amount  was  paid  on  the  12th  day  of  January,  1942, 
to  Nat  Rogan,  Collector  of  Internal  Revenue  of  the 
United  States  for  the  Sixth  District  of  California. 


Thereafter,  and  on  the  21st  day  of  December,  1942, 
the  Superior  Court  of  the  State  of  California,  in 
and  for  the  County  of  Los  Angeles,  having  juris- 
diction of  the  administration  of  the  estate  of  said 
Lillian  Ryan  PitzGerald,  duly  distributed  all  of 
the  property  of  the  said  decedent  and  her  estate  to 
her  children,  Geraldine  FitzGerald  Callaghan,  Su- 
zanne PitzGerald  Fawcett  and  Gerald  FitzGerald, 
and  discharged  the  said  administrator.  Said  Ger- 
ald FitzGerald  died  on  March  2,  1945.  Thereafter, 
and  after  due  and  regular  proceedings  had  in  the 
Superior  Court  of  the  State  of  California,  in  and 
for  the  County  of  Los  Angeles,  having  jurisdiction 
over  the  estate  of  the  said  Gerald  FitzGerald,  de- 
ceased, said  Court  duly  appointed  Geraldine  Fitz- 
Gerald Callaghan  as  executrix  of  the  last  will  and 
testament  of  the  said  Gerald  FitzGerald,  deceased, 
and  she  duly  qualified  as  such  and  ever  since  has 
been  and  now  is  the  duly  appointed,  qualified  and 
acting  executrix  of  the  last  will  and  testament  of 
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the  said  Gerald  FitzGerald,  deceased.  At  all  the 
times  vip  to  his  death,  the  said  Gerald  PitzGerald 
was  a  minor. 

XI. 

Thereafter  and  on  the  16th  day  of  November, 
1945,  said  Geraldine  FitzGerald  Callaghan,  Suzanne 
FitzGerald  Fawcett,  Geraldine  FitzGerald  Calla- 
ghan  as  executrix  of  the  will  of  Gerald  FitzGerald, 
deceased,  and  Edward  F.  Treadwell,  administrator 
of  the  estate  of  Lillian  Ryan  FitzGerald,  deceased, 
filed  and  presented  to  the  Commissioner  of  Internal 
Revenue  of  the  United  States,  on  Form  843,  a  claim 
for  the  refunding  of  said  sum  of  $5,026.38,  together 
with  interest  from  January  12,  1942.  On  December 
28,  1945,  the  Commissioner  rejected  said  claim  as  not 
timely  filed. 

From  the  foregoing  Findings  of  Fact  the  Court 
makes  the  following 

Conclusions  of  Law 


The  Court  has  jurisdiction  since  this  is  a  suit 
against  the  United  States  to  recover  Internal  Reve- 
nue taxes  alleged  to  have  been  illegally  and  wrong- 
fully collected; 

II. 

Plaintiffs  named  are  the  proper  parties  plaintiff 
since  they  are  the  distributees  of  the  estate  from 
which  the  tax  was  collected ; 
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III. 

The  action  may  not  be  maintained  in  this  or  any 
Court  since  the  claim  for  refund  upon  which  it  is 
based  was  not  filed  with  the  Commissioner  of  Inter- 
nal Revenue  of  the  United  States  within  the  time 
provided  by  law  for  such  filing; 

IV. 

That  plaintiffs  should  recover  nothing  by  virtue 
of  said  action  and  that  the  defendant  United  States 
of  America  is  entitled  to  a  judgment  dismissing 
said  action  and  for  its  costs  of  suit  therein  incurred. 

Let  a  judgment  be  entered  accordingly. 

Done  in  Open  Court  this  14th  day  of  April,  1947. 

/s/  MICHAEL  J.  ROCHE, 

L^nited  States  District  Judge. 

Approved  as  to  form  as  provided  by  Rule  5d. 

REGINALD  S.  LAUGHLIN, 

Attorney  for  Plaintiffs. 

[Endorsed] :     Filed  April  14, 1947. 
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In  the  Southern  Division  of  the  United  States  Dis- 
trict Court  for  the  Northern  District  of  Cali- 
fornia 

No.  25839-S 

SUZANNE  FITZGERALD  FAWCETT,  et  al., 

Plaintiffs, 

vs. 

UNITED  STATES  OF  AMERICA, 

Defendant. 

JUDGMENT  OF  DISMISSAL 

The  above  entitled  cause  came  on  regularly  to  be 
tried  on  November  20,  1946,  plaintiffs  appearing  by 
Reginald  S.  Laughlin,  their  attorney,  and  the  de- 
fendant by  William  E.  Licking,  Assistant  United 
States  Attorney;  evidence,  both  oral  and  documen- 
tary, was  introduced  and  received  and  the  cause 
having  been  fully  heard,  argued  by  counsel,  briefed, 
and  on  February  8  submitted,  and  the  Court  being 
fully  advised  in  the  premises  on  March  11,  1947, 
ordered  that  a  judgment  of  dismissal  be  entered 
herein,  and  the  Court  having  heretofore  made, 
signed  and  ordered  filed  herein  its  Findings  of  Fact 
and  Conclusions  of  Law,  which  are  by  reference 
made  a  part  hereof; 

Wherefore,  by  reason  of  the  premises  It  Is  Here- 
by Ordered,  Adjudged  and  Decreed  that  plaintiffs 
take  nothing  by  virtue  of  their  complaint  herein 
and  that  said  action  be  and  the  same  is  hereby  dis- 
missed. 
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It  Is  Further  Adjudged  and  Decreed  that  the  de- 
fendant have  and  recover  from  plaintiffs  its  costs 
of  suit  herein  incurred  as  taxed  in  the  amount  of 


Dated:     This  14th  day  of  April,  1947. 

/s/  MICHAEL  J.  ROCHE, 

United  States  District  Judge,    j 

Approved  as  to  form  as  provided  in  Rule  5(d). 

REGINALD  S.  LAUGHLIN, 
Attorney   for   Plaintiff. 

[Endorsed]:     Piled  and  Entered  April  14,  1947. 


[Title  of  District  Court  and  Cause.] 

NOTICE  OP  APPEAL 

To  the  defendant  in  the  above-entitled  action  and 
to  Messrs.  Prank  J.  Hennessy  and  William  E. 
Licking,  attorneys  for  defendant: 

You  and  Each  of  You  Will  Please  Take  Notice 
that  the  plaintiffs  in  the  above-entitled  action  hereby 
appeal  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Ninth  Circuit  from  the  final  judg- 
ment given,  made  and  entered  in  the  above-entitled 
action,  and  from  the  whole  thereof. 

REGINALD  S.  LAUGHLIN, 
Attorney  for  Plaintiffs. 

(Receipt  of  Service  of  Copy.) 

[Endorsed]  :     Filed  April  17,  1947. 
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[Title  of  District  Court  and  Cause.] 

PRAECIPE  FOR  PREPARATION  OP 
RECORD  ON  APPEAL 

To  the  Clerk  of  the  above-entitled  Court : 

Plaintiffs  having  filed  herein  their  Notice  of  Ap- 
peal in  the  above-entitled  action,  you  are  hereby  re- 
quested to  prepare  record  on  appeal  consisting  of  the 
following : 

1.  Petition. 

2.  Answer. 

3.  Affidavit  of  Geraldine  Fitzgerald  Callaghan 
admitted  in  evidence  on  the  trial. 

4.  Letters  Testamentary  in  the  Estate  of  Ger- 
ald Fitzgerakl,  Deceased,  admitted  in  evi- 
dence on  the  trial. 

5.  Opinion  of  the  Court. 

6.  Findings. 

7.  Judgment. 

8.  Notice  of  Appeal. 

9.  Copy  of  this  Praecipe. 

REGINALD  S.  LAUGHLIN, 

Attorney  for  Plaintiffs. 

(Receipt  of  Service  of  Copy.) 
[Endorsed]  :     Filed  April  17,  1947. 


[Title  of  District  Court  and  Cause.] 

ORDER  EXTENDING  TIME  TO  DOCKET 

Good  cause  appearing  therefor,  it  is  hereby  Or- 
dered that  the  Appellants  herein  may  have  to  and 
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including  July  6,  1947,  to  file  the  Record  on  Ap- 
peal in  the  United  States  Circuit  Court  of  Appeals 
in  and  for  the  Ninth  Circuit. 

Dated:     May  27,  1947. 

MICHAEL  J.  ROCHE, 

United  States  District  Judge. 

[Endorsed]  :     Filed  May  27,  1947. 


District  Court  of  the  United  States,  Northern 
District  of  California 

CERTIFICATE  OF  CLERK  TO  TRANSCRIPT 
OF  RECORD  ON  APPEAL 

I,  C.  W.  Calbreath,  Clerk  of  the  District  Court 
of  the  United  States,  for  the  Northern  District  of 
California,  do  hereby  certify  that  the  foregoing  29 
pages,  numbered  from  1  to  29,  inclusive,  contain  a 
full,  true,  and  correct  transcript  of  the  records  and 
proceedings  in  the  matter  of  Suzanne  Fitzgerald 
Fawcett,  et  al..  Plaintiffs,  vs.  United  States  of 
America,  Defendant,  No.  25839-S,  as  the  same  now 
remain  on  file  and  of  record  in  my  office. 

I  further  certify  that  the  cost  of  preparing  and 
certifying  the  foregoing  transcript  of  record  on  ap- 
peal is  the  sum  of  $3.80  and  that  the  said  amount 
has  been  paid  to  me  by  the  Attorney  for  the  ap- 
pellant herein. 

In  Witness  Whereof,  I  have  hereunto  set  my 
hand  and  affixed  the  seal  of  said  District  Court  at 


vs.  United  States  of  America  29 

San  Francisco,   California,  this  7th  day  of  June, 
A.D.  1947. 

[Seal]  C.  W.  CALBREATH, 

Clerk. 
/s/  M.  E.  VAN  BUREN, 
Deputy  Clerk. 


[Endorsed] :  No.  11651.  United  States  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit.  Suzanne 
Fitzgerald  Fawcett,  Geraldine  Fitzgerald  Callaghan, 
Geraldine  Fitzgerald  Callaghan,  as  Executrix  of  the 
Last  Will  and  Testament  of  Gerald  Fitzgerald,  de- 
ceased, and  Edward  F.  Treadwell,  Administrator  of 
the  Estate  of  Lillian  Ryan  Fitzgerald,  deceased,  Ap- 
pellants, vs.  LTnited  States  of  America,  Appellee. 
Transcript  of  Record.  L^pon  Appeal  from  the  Dis- 
trict Court  of  the  United  States  for  the  Northern 
District  of  California,  Southern  Division. 

Filed  June  9,  1947. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Ninth  Circuit. 
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In  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  11651 

SUZANNE  FITZGERALD  PAWCETT,  GERAL- 
DINE  FITZGERALD  CALLAGHAN,  GER- 
ALDINE   FITZGERALD   CALLAGHAN,  as 

Executrix  of  the  Last  Will  and  Testament  of 
GERALD  FITZGERALD,  Deceased,  and  ED- 
WARD F.  TREADWELL,  Administrator  of 
the  Estate  of  Lillian  Ryan  Fitzgerald,  Deceased, 

Plaintiffs, 
vs. 

UNITED  STATES  OF  AMERICA, 

Defendant. 

STATEMENT  OF  POINTS  TO  BE  RELIED 
UPON  ON  APPEAL 

I. 

The  claim  for  refund  is  governed  by  26  U.S.C.A., 
Section  3313,  and  was  seasonably  made. 

II. 
The    claim    for   refund   is   not   governed    by    26 
U.S.C.A.,  Section  910. 

/s/  REGINALD  S.  LAUGHLIN, 
Attorney  for  Plaintiffs. 
Receipt  of  copy  of  within  acknowledged  this  13th 
day  of  June,  1947. 

/s/  FRANK  J.  HENNESSY, 

United  States  Attorney. 
Per  T.  S. 

[Endorsed] :     Filed  June  13,  1947. 
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IN  THE 


United  States  Circuit  Court  of  Appeals 

For  the  Ninth  Circuit 


SuzANisTE  FitzGerald  Fawcett,  Geraldine 
FitzGerald  Callaghan,  Geraldine  Fitz- 
Gerald Callaghan,  as  Executrix  of  the 
Last  Will  and  Testament  of  Gerald  Fitz- 
Gerald, Deceased,  and  Edward  F.  Tread- 
well,  Administrator  of  the  Estate  of 
Lillian  Ryan  FitzGerald,  Deceased, 

Appellmits, 

vs. 


United  States  of  America, 


Appellee. 


Upon  Appeal  from  the  District  Court  of  the  United  States  for  the 
Northern  District  of  California,  Southern  Division. 

BRIEF  FOR  APPELLANTS. 


Reginald  S.  Laughlin, 

505  Mills  Building,  San  Francisco  4,  California, 

Attorney  for^pficVunfs. 

JUL  15  1947 


Peenau-Walsh  PniNTiNG  Co.,  Sax  ^RA^'CISco 


PAUL  P«  O'BRIEN. 
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No.  11,651 

IN  THE 

United  States  Circuit  Court  of  Appeals 

For  the  Ninth  Circuit 


Suzanne  FitzGerald  Faavcett,  Geraldine 
FitzGerald  Callaghan,  Geraldine  Fitz- 
Gerald Callaghan,  as  Executrix  of  the 
Last  Will  and  Testament  of  Gerald  Fitz- 
Gerald, Deceased,  and  Edward  F.  Tread-  | 

well.    Administrator    of    the    Estate    of  ! 

I 

Lillian  Ryan  FitzGerald,  Deceased,  | 

Appellmits, 
vs. 

United  States  of  America, 


Appellee. 


Upon  Appeal  from  the  District  Court  of  the  United  States  for  the 
Northern  District  of  California,  Southern  Division. 


BRIEF  FOR  APPELLANTS, 


STATEMENT  AS  TO  JURISDICTION. 

This  action  is  to  recover  certain  taxes  imposed  by 
the  Commissioner  of  Internal  Revenue  of  the  type 
held  unauthorized  by  the  Supreme  Court  in  Maass  v. 
Higgms,  312  U.S.  443,  85  L.  Ed.  940.  The  action  was 
brought  against  the   United  States  pursuant  to  the 
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provisions  of  Section  24(20)  of  the  Judicial  Code  as 
amended  (28  U.S.C.  41(20))  because  of  the  fact  that 
the  Collector  was  deceased.  (R.,  p.  3.)  The  suit  was 
brought  in  the  names  of  distributees  of  the  estate,  as 
the  administrator  who  had  paid  the  tax  had  been  dis- 
charged. (Mertens,  Volume  X,  Section  58.07.)  Judg- 
ment was  rendered  in  favor  of  defendant  on  April  14, 
1947.  (R.,  pp.  25-26.)  Notice  of  appeal  was  filed 
April  17,  1947.  (R.,  p.  26.)  Appeal  to  this  Court  is 
authorized  by  28  U.S.C.A.  225  a  (First). 


STATEMENT  OF  THE  CASE. 

The  tax  here  imposed  was  a  tax  purporting  to  be 
an  estate  tax,  but  being  in  fact  a  tax  upon  dividends 
paid  on  corporate  stock  of  the  estate  of  Lillian  Ryan 
FitzGerald,  which  dividends  were  declared  after  the 
date  of  her  death.  (R.,  p.  4,  par.  VIII;  p.  21,  pars. 
VII  and  VIII).  This  type  of  exaction  was  held 
illegal  in  Maass  v.  Higgins,  312  U.S.  443,  85  L.  Ed. 
940.  The  tax  was  paid  on  the  12th  day  of  January, 
1942.  (R.,  p.  22,  par.  IX.)  Within  four  years  there- 
after and  on  November  16,  1945,  a  claim  for  refund 
of  the  tax  was  duly  presented  to  the  Commissioner. 
(R.,  p.  23,  par.  XI.)  The  sole  question  involved  in 
the  case  is  whether  the  matter  is  governed  by  the 
four-year  statute  embodied  in  26  U.S.C.A.,  Section 
3313,  or  the  three-year  statute  embodied  in  26 
U.S.C.A.,  Section  910.  (R.,  p.  30.)  The  trial  Court 
held  that  the  latter  statute  governed  and  that  presen- 
tation of  the  claim  was  too  late  and  gave  judgment 


for  defendant  accordingly.   The  judge  wrote  an  opin- 
ion which  is  not  reported.   (R.,  pp.  16-19.) 

Section  3313  relied  upon  by  us  reads  as  follows : 
^^Sec.  3313.    Period  of  limitation  upon  refunds 
and  credits. 

All  claims  for  the  refunding  or  crediting  of  any 
internal  revenue  tax  alleged  to  have  been  erron- 
eously or  illegally  assessed  or  collected,  or  of  any 
penalty  alleged  to  have  been  collected  without 
authority,  or  of  any  sum  alleged  to  have  been 
excessive,  or  in  any  manner  wrongfully  collected 
must,  except  as  otherwise  provided  by  law  in  the 
case  of  income,  tvar-profits,  excess-profits,  estate, 
and  gift  taxes,  be  presented  to  the  Commissioner 
within  four  years  next  after  the  payment  of  such 
tax,  penalty,  or  sum.  The  amount  of  the  refund 
(in  the  case  of  taxes  other  than  income,  war- 
profits,  excess-profits,  estate,  and  gift  taxes)  shall 
not  exceed  the  portion  of  the  tax,  penalty,  or  sum 
paid  during  the  four  years  immediately  preceding 
the  filing  of  the  claim,  or  if  no  claim  was  filed, 
then  during  the  four  years  immediately  preceding 
the  allowance  of  the  refund.''  (Italics  added.) 

Section  910  relied  upon  by  the  government  reads 
as  follows: 

*'Sec.  910.  Period  of  limitation  for  filing  claims. 

All  claims  for  the  refunding  of  the  tax  im- 
posed' hy  this  siihchapter  alleged  to  have  been 
erroneously  or  illegally  assessed  or  collected  must 
be  presented  to  the  Commissioner  within  three 
years  next  after  the  payment  of  such  tax.  The 
amount  of  the  refund  shall  not  exceed  the  portion 
of  tlie  tax  paid  during  the  three  years  immedi- 


ately  preceding  the  filing  of  the  claim,  or  if  no 
claim  was  filed,  then  during  the  three  years  im- 
mediately preceding  the  allowance  of  the  refund.'' 
(Italics  added.) 


ARGUMENT. 

This  question  can  be  narrowed  down  to  this  prop- 
osition: The  matter  is  clearly  covered  by  the  four- 
year  statute,  Section  3313,  unless  the  exaction  was 
an  ^^ estate''  tax  and  was  ^ imposed  by"  the  subchapter 
of  the  Internal  Revenue  Act  dealing  with  estate  taxes. 
The  correctness  of  our  position  in  this  regard  that 
the  tax  is  not  such  a  tax  so  imposed  is  sustained  by 
the  District  Court  and  the  Circuit  Court  of  Appeals 
of  the  Sixth  Circuit  in  the  case  of  In  re  T indie's 
Estate,  59  F.  Supp.  667,  152  F.  (2d)  757.  In  arriving 
at  the  conclusion  that  tlie  tax  was  not  ^^  imposed  by 
this  subchapter"  within  the  meaning  of  Section  910, 
the  Court  said: 

^^The  refund  was  rather  for  a  refund  sought  to 
be  imposed  as  an  estate  tax,  but  held  by  the  Su- 
preme Court  not  to  have  been  levied  at  all  under 
the  statute  in  question." 

The  correctness  of  this  is  show^n  by  the  fact  that  it 
was  pointed  out  by  the  Supreme  Court  in  Alaass  v. 
Higgins,  312  U.S.  443,  that  the  tax  was  imposed  under 
an  invalid  regulation  in  no  way  authorized  by  the 
chapter  in  question. 

Moreover,  by  a  long  line  of  decisions  the  courts 
have  strictly  limited  the   three-year   statutes   which 
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have  been  relied  upon  by  the  government  to  deprive 
the  taxpayer  of  his  remedy  under  the  four-year  stat- 
ute. In  the  cases  of  Jones  v.  Liberty  Glass  Company, 
66  F.  Supp.  254,  affirmed  by  the  Circuit  Court  of 

Appeals   of   the    Tenth   Circuit,   F.    (2d)    ,* 

January  21,  1947,  Nohle  v.  Kavanagh,  ^^  F.  Supp. 
258,  affirmed  by  the  Circuit  Court  of  Appeals  of  the 

Sixth  Circuit,  F.   (2d)  ,*  February  11,  1947, 

Huntley  v.  Sotithern  Oregon  Sales,  Inc.,  102  F.  (2d) 
538,  Ninth  Circuit,  and  TJ.  S.  v.  Lederer  Terminal 
Warehouse  Co.,  139  F.  (2d)  679,  the  government  at- 
tempted to  apply  26  U.S.C.A.  322  (a)  (1)  (b)  (1), 
which  reads  as  follows: 

*^  Where  there  has  been  an  overpayment  of  any 
tax  imposed  by  this  chapter  the  amount  of  such 
overpayment  shall  be  credited  against  any  in- 
come *  *  *  and  any  balance  shall  be  refunded 
immediately  to  the  taxpayer 


*  *  *M 


and  provided   for  a   claim  for  refund  within   three 
years. 

In  all  of  those  cases  the  courts  held  that  an  out- 
right illegal  exaction  not  authorized  by  the  law  was 
not  ^^an  overpayment  of  any  tax  imposed  by  this 
chapter '^  and  that  the  matter  could  not  be  brought 
within  the  three-year  statute. 

It  is  true  that  there  is  a  difference  between  Section 
322  and  Section  910  for  the  reason  that  the  former 
refers  to  ^^an  overpayment  of  any  tax  imposed  by 
this  chapter,''  while  the  latter  refers  to  ^^any  tax  im- 
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posed  by  this  subchapter.''  We  will  refer  to  that 
matter  later,  but  at  the  present  time  it  should  be 
noted  at  all  events  that  certain  principles  lie  at  the 
basis  of  those  decisions  which  are  generally  applicable 
here.    These  are  the  following: 

(1).  In  those  cases,  as  well  as  in  this  case,  the 
plaintiffs  relied  on  Section  3313,  which  contained  the 
language:  '^except  as  otherwise  provided  by  law  in 
the  case  of  income,  war-profits,  excess-profits,  estate, 
and  gift  taxes.''  Notwithstanding  that  provision  it 
was  held  that  the  statute  was  applicable  to  taxes 
purporting  to  be  assessed  under  the  law  relating  to 
those  types  of  taxes,  if  the  assessment  had  the  charac- 
teristic of  a  tax  erroneously  and  illegally  assessed 
without  authority  of  law  rather  than  a  mere  over- 
assessment  of  a  tax  authorized  by  those  statutes.  All 
of  those  cases  involved  income  or  excess-profits  taxes. 

(2).  In  these  cases  the  plaintiffs  relied  on  Section 
3313  which  was  the  most  general  provision  of  law 
regarding  refund  of  taxes,  whereas  the  Government 
relied  on  Section  322,  which  was  a  much  later  enact- 
ment, and  one  that  was  special  and  therefore  subject 
to  the  general  rule  that  a  later  special  statute  appli- 
cable to  one  particular  thing  is  generally  deemed  to 
supersede  a  general  statute  on  the  same  subject.  Not- 
withstanding this  rule,  the  courts  held  that  the  gen- 
eral statute,  and  not  the  special  statute,  prevailed. 

(3).  These  cases  also  held  that  the  special  statute 
relied  upon  by  the  Government  should  be  limited 
strictly  by  its  terms,  and  should  not  be  held  to  be  ir- 
reconcilable with  the  general  statute.    We  think  it 


clear  that  if  Section  322  had  been  the  only  statute 
applicable  to  refund  of  income  taxes,  it  would  have 
been  held  that  any  tax  which  was  not  authorized 
would  be  included  in  the  word  ^^overpayment,"  and 
could  be  refunded  under  that  statute  and  would  have 
been  governed  thereby.  But  it  was  in  view  of  the 
fact  that  there  was  a  general  statute  allowing  the 
four  years  which  should  be  given  full  effect  except 
as  clearly  superseded  by  the  special  statute.  The 
courts  therefore  worked  out  the  distinction  between  a 
tax  not  imposed  by  the  statute  and  a  tax  imposed  by 
the  statute  which  had  been  over-assessed. 

The  case  of  Godfrey  v.  IJ,  S,,  61  F.  Supp.  240,  was 

one  involving  a  gift  tax  which  was  based  on  a  new 

regulation  by  the  Treasury  Department  attempted  to 

be  retroactively  applied.  In  tliat  case  the  Government 

relied  upon  26  U.S.C.A.,  Section  1027,  which  read: 

^^ Where  there  has  been  an  overpayment  of  any 

tax  imposed  hy  this  chapter,  the  amount  of  such 

overpa}Taent  shall  be  credited  against  any  gift 

tax  then  due  from  the  taxpayer,  and  any  balance 

shall  be  refunded  immediately  to  the  taxpayer." 

and  required  a  claim  for  refund  within  three  years, 
while  the  plaintiffs  in  that  case,  like  the  plaintiffs  in 
this  case,  relied  upon  and  were  held  entitled  to  rely 
upon.  Section  3313.  In  reaching  that  conclusion  the 
Court  pointed  out  that  the  tax  attempted  to  be  justi- 
fied retroactively  by  a  regulation  not  in  force  at  the 
time  of  the  assessment,  was  a  tax  clearly  within  the 
four-year  statute,  and  not  within  the  statute  relating 
to  ^'an  overpayment  of  any  tax  imi)osed  by  this 
chapter." 
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In  the  case  of  Jones  v.  Liberty  Glass  Compayiy, 
supra,  the  court  said: 

^^  Another  well  recognized  rule  lends  its 
strength  to  the  conclusion  that  the  time  for  the 
filing  of  a  claim  of  this  kind  is  governed  by  sec- 
tion 3313,  not  section  322.  The  case  of  Huntley  v. 
Southern  Oregon  Sales,  Inc.,  supra,  was  decided 
almost  eight  years  ago,  and  the  later  cases  citing 
it  with  approval  and  reaching  the  same  conclusion 
followed.  During  that  period  Congress  convened 
from  time  to  time,  enacted  revenue  legislation, 
and  by  section  5  of  the  Act  of  July  31,  1945,  59 
Stat.  511,  523,  amended  section  322,  all  without 
indicating  in  any  manner  its  disapproval  of  the 
judicial  interpretation  placed  upon  the  two  sec- 
tions. That  in  composite  effect  should  be  re- 
garded as  Congressional  approval  and  adoption 
of  the  interpretation  placed  by  the  courts  upon 
the  two  statutes.  Sessions  v,  Ronvadka,  145  U.S. 
29;  Manhattan  Properties,  hic.  v.  Irving  Trust 
Co,,  291  U.S.  320;  Vnitecl  States  v.  Elgin,  Joliet 
dc  Eastern  Railway  Co,,  298  U.S.  492;  Missouri  v, 
Ross,  299  U.S.  72;  Electric  Storage  Battery 
Co.  V.  Shimadzu,  307  U.S.  5.  True,  none  of  the 
cases  construing  the  two  sections  was  by  the 
Supreme  Court  of  the  United  States,  but  the 
rule  of  uniform  judicial  construction  of  a  statute 
over  a  long  period  of  time  being  regarded  as 
acceptable  to  the  legislative  arm  of  the  govern- 
ment has  appropriate  application  where  legisla- 
tion dealing  with  the  general  subject  matter  has 
been  enacted  and  the  particular  statute  has  been 
amended,  without  any  action  or  expression  indi- 
cating legislative  disapproval  of  the  judicial  con- 
struction, even  though  the  construction  was  by 
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circuit  courts  of  appeals  and  district  courts  of 
the  United  States.  Manhattan  Properties,  Inc.  v. 
li^ving  Trust  Co,,  supra/' 

This  rule  of  strict  construction  of  these  special 
statutes  relied  upon  to  override  a  general  statute 
authorizing  a  refund  in  four  years,  is  directly  appli- 
cable to  this  case.  Here  we  have  a  direct  statute 
authorizing  a  claim  within  four  years.  We  have 
special  statutes  not  providing  that  all  claims  for 
refund  of  income  tax,  excess-profits  taxes,  gift  taxes, 
or  estate  taxes,  shall  be  presented  within  three  years, 
but  that  claims  for  overassessment  of  those  taxes,  or 
claims  for  the  refund  of  taxes  imposed  by  certain 
chapters,  must  be  filed  within  three  years.  Over  a 
long  period  of  years  the  courts  have  sensed  the  in- 
justice of  defeating  the  taxpayer  who  has  relied  on 
the  four-year  statute,  in  view  of  the  ambiguity  of 
the  three-year  statute.  Then  a  Circuit  Court  of  Ap- 
peals in  In  re  Tindle's  Estate,  supra,  directly  holds 
that  the  same  rule  is  applicable  to  the  statute  as  to 
estate  taxes  and  that  its  operation  should  be  likewise 
limited  to  overpayments  of  taxes  imposed  by  the  stat- 
ute dealing  with  gift  taxes,  and  should  not  be  extended 
to  taxes  which  are  not  imposed  by  that  statute.  The 
failure  of  the  Government  to  ask  for  a  review  of  the 
decision  in  the  Tindle  case  by  the  Supreme  Court  of 
the  United  States  is  strong  evidence  that  the  Govern- 
ment was  satisfied  with  the  decision  and  that  it  might 
be  safely  relied  upon  by  the  profession.  The  Govern- 
ment had  contested  every  one  of  these  cases  above 
reviewed,  and,  as  stated  in  the  opinion  in  the  Tindle 
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case,  ^^The  Commissioner  contends  that  these  decisions 
are  all  unsound  and  should  not  be  followed.''  In  that 
case  the  Grovernment  argued  that  if  they  were  not 
overthrown  the  tax  in  question  should  be  held  to  be 
an  overpayment  within  the  meaning  of  those  de- 
cisions, which  was  an  interpretation  of  the  language 
of  the  present  Act,  ''imposed  by  this  subchapter,''  as 
limiting  that  Act  to  overpayments  of  taxes  authorized 
by  that  chapter. 

Obviously  the  mere  fact  that  the  Commissioner,  in 
assessing  a  tax  pur])orts  to  act  under  the  estate  tax 
statute,  does  not  make  the  tax  when  assessed  one  ''im- 
posed by  this  subchapter."  The  assessment  involved 
here  was  a  tax  on  a  dividend  declared  and  received 
after  the  death  of  the  decedent.  The  estate  tax  is  a 
tax  on  property  passing  at  death.  The  sub-chapter  in 
question  does  not  impose  any  taxes  on  dividends  de- 
clared and  received  upon  stock  after  the  death  of  the 
decedent.  This  particular  assessment  was  held  to  have 
not  been  imposed  under  the  Act,  but  im])osed  under 
regulations  which  were  unauthorized  by  the  Act. 
(Maass  v.  HigginSy  312  U.S.  443.)  This  exaction 
could  just  as  well,  and  in  fact  more  properly,  have 
been  called  "a  dividend  tax,"  or  "an  income  tax"  or 
"a  capital  stock  tax,"  or  "an  excise  tax,"  or  any 
other  tyy)e  of  tax  rather  than  "an  estate  tax."  It 
was  simply  an  unauthorized  exaction  having  its  origin 
in  the  invalid  regulations  of  the  Internal  Revenue  De- 
partment and  having  no  statutory  basis  whatever.  It 
was  not  therefore  a  tax  "imposed  by  this  subchapter," 
and  does  not  come  within  the  terms  of  Section  910. 
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There  are  other  reasons  why  Section  910  should  not 
be  construed  to  extend  to  all  taxes  purporting  to  be 
assessed  under  the  estate  tax  statute.  When  the  Con- 
gress wanted  to  except  all  income  taxes  from  the 
operation  of  any  statute,  it  had  no  difficulty  in  saying 
so.  For  instance,  it  w^as  desired  that  Section  3312 
should  apply  to  the  assessment  of  all  internal  revenue 
taxes,  and  it  therefore  provided: 

''All  internal  revenue  taxes  shall  (except  as  pro- 
vided in  subsections  (b),  (c),  and  (d))  be  as- 
sessed within  four  years''  etc. 

The  same  all-embracing  language  is  used  in  Section 

3313: 

^^AU  claims  for  the  refunding  *  *  *  of  any  in- 
ternal revenue  tax  alleged  to  have  been  errone- 
ously or  illegally  *  *  *  collected  *  *  *  must, 
except  as  otherwise  provided  by  law  in  the  case 
of  income  *  *  *  taxes,  be  presented  *  *  ^  wdthin 
four  years  next  after  the  payment  of  such  tax 

If  Congress  had  meant  to  except  not  only  those 
cases  provided  for  by  certain  sections,  and  afterwards 
changed  to  the  more  embracing  term  '4aw,''  but  all 
refunds  of  income  etc.  taxes,  it  could  have  easily  done 
so  by  saying  ^^ except  in  the  case  of  income  etc.  taxes," 
just  as  was  done  in  Section  3312;  but  it  did  not  use 
that  language,  but  limited  the  statute  to  a  tax  ^^ im- 
posed by  this  chapter,''  and  in  the  case  of  gift  tax 
to  ^^ taxes  imposed  by  this  subchapter."  The  question 
is  not  whether  Congress  used  the  w^ord  *^  overpay- 
ment" or  not,  the  real  question  being  whether  the  col- 
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lection  was  of  a  tax  imposed  by  the  particular  chap- 
ter or  subchapter  of  the  Revenue  Act  referred  to,  or 
a  collection  not  authorized  by  any  law.  The  real  dis- 
tinction is  the  distinction  between  a  lawfully  imposed 
tax  and  one  not  imposed  by  law.  It  is  for  this  reason 
that  the  Circuit  Courts  of  Appeals  of  the  Second, 
Third,  Sixth,  Ninth  and  Tenth  Circuits  have  insisted 
upon  a  strict  limitation  of  the  special  statute  relied 
upon  by  the  Government  and  the  applicability  in 
cases  of  this  kind  of  the  general  four-year  statute. 

His  Honor  Judge  Roche,  in  deciding  the  case  at 
bar,  placed  great  weight  on  the  fact  that  in  the  case 
of  Rosenman  v.  United  States,  323  U.S.  658,  the 
Court  quoted  Section  910  as  the  statute  applicable  to 
claims  for  refund  of  taxes  imposed  by  the  estate  tax 
statute.  However,  in  that  case  there  was  no  question 
raised  as  to  whether  that  statute  or  the  four-year 
statute  was  applicable.  As  a  matter  of  fact,  in  that 
case  the  claim  for  refund  was  made  within  three 
years  after  the  tax  was  paid,  and  therefore  there  was 
no  question  raised  or  involved  as  to  which  statute  was 
applicable.  The  only  question  actually  involved  i]i  the 
case  was  the  erroneous  claim  made  by  the  Govern- 
ment that  the  tax  was  actually  paid  many  years  before 
it  was  credited  on  the  tax  when  a  deposit  was  made 
on  account  of  the  tax.  This  contention  of  the  Govern- 
ment was  held  to  be  unfounded,  and  it  was  held  there- 
fore that  the  claim  for  refund  was  timely  even  under 
the  three-year  statute.  The  Court  had  no  occasion 
whatever  to  pass  on  the  four-year  statute,  and  its 
mere  reference  to  the  three-year  statute  cannot  be 
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deemed  to  be  a  decision  on  the  question  here  involved. 
Moreover,  that  case  involved  merely  an  overpayment 
of  the  tax  due  to  the  disallowance  of  certain  deduc- 
tions and  not  to  a  totally  illegal  exaction,  and  was  one 
therefore  that  was  properly  referred  to  as  being  gov- 
erned by  Section  910. 

We  respectfully  submit  that  this  tax  was  of  a 
character  clearly  covered  by  Section  3313  and  is  not 
of  a  character  covered  b}^  Section  910 ;  that  plaintiffs 
relied  and  were  entitled  to  rely  on  the  decision  in  In 
re  T indie's  Estate,  and  that  the  claim  for  refimd  was 
seasonably  made  and  that  the  judgment  should  be 
reversed. 

Dated,  San  Francisco,  California, 
July  14, 1947. 

Reginald  S.  Laughlin, 
Attorney  for  Appellants, 
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OPINION  BELOW. 

The  only  previous  opinion  in  this  case  is  the  memo- 
randum opinion  of  the  District  Court  (R.  16-19), 
which  is  not  yet  reported. 


JURISDICTION. 
This  appeal  involves  the  assessment  and  collection 
of  additional  federal  estate  taxes.  The  taxes  in  the 
sum  of  $5,026.38  in  disjnite  were  assessed  by  the  Com- 
missioner of  Internal  Revenue  against  the  estate  of 
Lillian  Ryan  PitzGerald,  deceased  (R.  5,  16,  21-22), 
and  were  paid  by  the  administrator  to  the  Collector  of 
Internal  Revenue  on  January  12,  1942.  (R.  5,  16,  22.) 
The  claim  for  the  refund  thereof  together  with  inter- 
est from  January  12,  1942,  the  date  of  payment,  was 
filed  on  November  16,  1945  (R.  6-7,  16,  23),  and  was 
rejected  by  the  Commissioner  by  notice  dated  Decem- 
ber 28,  1945.  (R.  7,  23.)  On  April  5,  1946,  within  the 
time  provided  by  Section  3772  of  the  Internal  Revenue 
Code,  the  appellants  brought  the  suit  in  the  District 
Court  for  recovery  of  those  taxes  and  the  interest 
thereon  according  to  law\  (R.  2-7.)  Jurisdiction  was 
conferred  on  the  District  Court  by  Section  24,  Fifth 
and  Twentieth,  of  the  Judicial  Code,  as  amended.  The 
judgment  was  entered  on  April  14,  1947,  in  favor  of 
the  United  States,  dismissing  the  plaintiff-appellants' 
action  with  costs.  (R.  25-26.)  Thereafter,  within  three 
months,  the  ajjpellants'  notice  of  appeal  was  filed  on 
April  17,  1947.  (R.  26.)  The  jurisdiction  of  this 
Court  is  invoked  under  the  provisions  of  Section 
128(a)  of  the  Judicial  Code,  as  amended. 


QUESTION  PRESENTED. 

Whether  claims  for  refund  of  estate  taxes  must  be 
filed  within  three  years  after  the  payment  of  the  tax 
as  provided  by  Section  910  of  the  Internal  Revenue 
Code  or  within  four  years  after  the  payment  of  the 
tax  as  provided  by  Section  3313  of  the  Internal  Reve- 
nue Code. 


STATUTES   AND   REGULATIONS   INVOLVED. 

Internal  Revenue  Code: 

Sec.  910.   Period  of  Limitation  for  Filing  Claims. 

All  claims  for  the  refunding  of  the  tax  imposed 
by  this  subchapter  alleged  to  have  been  errone- 
ously or  illegally  assessed  or  collected  must  be 
presented  to  the  Commissioner  within  three  years 
next  after  the  payment  of  such  tax.  The  amount 
of  the  refimd  shall  not  exceed  the  portion  of  the 
tax  paid  during  the  three  years  immediately  pre- 
ceding the  filing  of  the  claim,  or  if  no  claim  was 
filed,  then  during  the  three  years  immediately 
preceding  the  allowance  of  the  refund. 
(26  U.S.C.  1940  ed.,  Sec.  910.) 

Sec.  3313.    Period  of  Limitation  Upon  Refunds  and 

Credits. 

All  claims  for  the  refunding  or  crediting  of  any 
internal  revenue  tax  alleged  to  have  been  errone- 
ously or  illegally  assessed  or  collected,  or  of  any 
jjenalty  alleged  to  have  been  collected  without 
authority,  or  of  any  sum  alleged  to  have  been  ex- 
cessive or  in  any  manner  wrongfully  collected 
must,  except  as  otherwise  provided  by  law  in  the 
case  of  income,  war-profits,  excess-profits,  estate. 


and  gift  taxes,  be  ])resented  to  the  Commissioner 
within  four  years  next  after  the  payment  of  such 
tax,  penalty,  or  sum.  The  amount  of  the  refund 
(in  the  case  of  taxes  other  than  income,  war- 
profits,  excess- profits,  estate,  and  gift  taxes)  shall 
not  exceed  the  portion  of  the  tax,  penalty,  or  sum 
paid  during  the  four  years  immediately  preceding 
the  filing  of  the  claim,  or  if  no  claim  was  filed, 
then  during  the  four  years  immediately  preceding 
the  allowance  of  the  refund. 
(26  U.S.C.  1940  ed.,  Sec.  3313.) 

Treasury  Regulations  105,  promulgated  under  the 
Internal  Revenue  Code: 

Sec.  81.96.  Claim  for  refund. — A  claim  for  re- 
fund of  estate  tax,  or  for  refund  of  interest  or 
penalties,  erroneously  or  illegally  collected,  should 
be  made  on  the  form  prescribed  by  the  Treasury 
Department  (Form  843),  and  should  be  filed  with 
the  collector  of  internal  revenue,  although  a  claim 
will  not  be  considered  defective  solely  by  reason 
of  the  fact  that  it  is  not  made  on  the  form  or  that 
it  is  filed  with  the  (Commissioner  of  Internal 
Revenue.  *  *  * 

Claims  for  the  refund  of  estate  tax  imposed  by 
the  Internal  Revenue  Code  must  be  filed  within 
three  years  next  after  the  payment  of  the  amount 
sought  to  be  refunded. 

The  amount  of  the  refund  shall  not  exceed  the 
portion  of  the  tax  paid  during  the  three  year 
period  immediately  preceding  the  filing  of  the 
claim,  or  the  filing  of  the  petition  with  the  Board 
of  Tax  Appeals.  -  *  * 


STATEMENT. 

The  pertinent  facts,  sufficient  for  the  purposes 
herein,  were  found  by  the  District  Court  substantially 
as  follows  (R.  20-23) : 

The  appellants,  residents  of  the  Northern  District 
of  California,  brought  this  action  to  recover  estate 
taxes  alleged  to  have  been  erroneously  and  illegally 
assessed  by  the  Commissioner  and  collected  by  Nat 
Rogan,  now  deceased,  who  was  then  the  Collector  of 
Internal  Revenue  for  the  Sixth  District  of  California. 
(R.  20.) 

At  all  times  herein,  and  until  his  discharge  on 
December  21,  1942  (R.  22),  appellant  Edward  F. 
Treadwell  was  the  duly  appointed,  qualified  and  acting 
administrator  of  the  estate  of  Lillian  Ryan  Fitz- 
Gerald  (hereinafter  called  the  decedent)  w^ho  prior 
to  the  times  herein  had  died  a  resident  of  California, 
leaving  an  estate  therein.^    (R.  20-21.)    Within  the 


iThe  District  Court  found  that  the  local  probate  court  for  the 
County  of  Los  Angeles,  California,  having  jurisdiction  of  the 
administration  over  the  decedent-taxpayer's  estate,  distributed 
all  her  property  to  her  children,  Geraldine  FitzGerald  Cal- 
Laghan,  Suzanne  FitzGerald  Fawcett  and  Gerald  FitzGerald,  a 
minor  (deceased  March  2,  1945),  and  discharged  administrator 
Treadwell  on  December  21,  1942;  that  thereafter  the  probate 
court  having  jurisdiction  over  the  estate  of  Gerald  FitzGerald, 
deceased,  appointed  Geraldine  FitzGerald  Callaghan  as  execu- 
trix of  his  last  will  and  testament;  and  that  she  duly  qualified 
as  such  and  has  been  ever  since  that  time  the  duly  appointed, 
qualified  and  acting  executrix  of  his  last  will  and  testament. 
(R.  22-23.) 

The  instant  suit  was  brought  in  the  names  of  the  distributees 
of  the  decedent's  estate  because  the  estate  had  been  distributed 
and  the  administrator,  who  paid  the  tax,  had  been  discharged, 
as  the  appellants  state  (Br.  2),  and  the  court  below  held  that 
they  were  the  proper  parties-plaintiff  herein  because  they  were 
the  distributees  of  the  estate  from  which  the  tax  had  been  col- 
lected.   (R.  23,  par.  II.) 


time  and  in  the  manner  ])rovidecl  by  law,  the  decedent's 
administrator  duly  elected  to  j)ay  the  federal  estate 
tax  on  the  value  of  the  estate's  assets  one  year  after 
the  date  of  death.  Thereafter,  the  Commissioner  made 
an  assessment  of  estate  tax  on  her  estate  at  the  value 
thereof  one  year  after  the  date  of  her  death.    (R.  21.) 

Prior  to  the  time  the  Commissioner  made  such 
assessment,  hov^ever,  the  Treasury  Department  had 
adopted  certain  regulations  which  provided  for  the 
inclusion  in  a  decedent's  gross  estate  of  dividends 
paid  on  corporate  stock  held  by  the  estate  during  the 
year  following  the  date  of  death.  (R.  21.)  Accord- 
ingly, the  Commissioner  added  to  the  value  of  her 
gross  estate  the  sum  of  $27,199,  declared  and  received 
by  the  estate  during  the  year  next  ensuing  the  date 
of  her  death,  as  dividends  on  stocks  owned  by  her  and 
her  estate.  (R.  21-22.)  The  inclusion  of  the  dividends 
in  the  gross  estate  increased  the  tax  assessed  in  the 
sum  of  $5,026.38,  which  was  ])aid  to  the  Collector  on 
January  12,  1942.    (R.  22.) 

Thereafter,  on  November  16,  1945,  approximately 
three  years  and  ten  months  after  payment  of  the  tax, 
the  appellants  filed  with  the  Commissioner  a  claim  for 
refund  (Form  843)  of  the  above-stated  additional  tax, 
together  with  interest  thereon  from  January  12,  1942, 
the  date  of  payment  of  the  tax.  (R.  23.)  The  Com- 
missioner rejected  the  claim  on  December  28,  1945,  as 
not  timely  filed  (R.  23),  whereupon  the  appellants 
brought  suit  on  Ai)ri!  5,  1946.    (R.  2-7.) 

Upon  the  basis  of  the  foregoing  facts,  the  District 
Court  found  and  held  that  the  action  herein  must  be 


dismissed  for  lack  of  jurisdiction  because  the  claim 
for  refund  of  the  estate  tax  upon  which  it  was  based 
was  not  timely  filed  with  the  Commissioner.  (R.  16-19, 
24.)  The  Court  below  thereupon  entered  judgment 
accordingly  from  which  the  appellants  appealed  to 
this  Court  for  review.    (R.  25-26.) 


SUMMARY  OF  ARGUMENT. 

Section  910  of  the  Internal  Revenue  Code  provides 
that  all  claims  for  the  refunding  of  estate  taxes  al- 
leged to  have  been  erroneously  assessed  or  collected 
must  be  presented  to  the  Commissioner  within  three 
years  after  the  payment  of  the  tax.  Section  3313  pro- 
vides that  all  claims  for  the  refunding  of  any  internal 
revenue  tax  erroneously  assessed  or  collected  must, 
except  as  otherwise  provided  by  law  for  income,  war- 
profits,  excess-profits,  estate  and  gift  taxes,  be  pre- 
sented to  the  Commissioner  within  four  years  after 
payment  of  the  tax.  Section  910,  as  the  Court  below 
held,  and  not  Section  3313  as  the  appellants  contend, 
thus  in-ovides  the  applicable  period  of  limitations  for 
estate  taxes. 

Cases  which  have  held  Section  3313  applicable  to 
erroneous  assessments  of  income  tax,  because  no  other 
section  of  the  Code  refers  to  erroneous  assessments  of 
income  tax,  are  inapplicable  to  the  present  case  since 
the  tax  involved  is  estate  tax,  the  assessment  admit- 
tedly is  erroneous,  and  Section  910  specifically  refers 
to  erroneous  assessments. 
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The  statutory  develo])nient  of  Section  910  and  ad- 
ministrative practice  thereunder  show  clearly  that 
Section  910  is  applicable  to  all  estate  tax  refund 
claims.  This  administrative  interpretation  has  been 
unchanged  for  more  than  twenty  years  and  may  be 
deemed  to  have  the  force  and  effect  of  law. 


ARGUMENT. 

THE  APPELLANTS'  CLAIM  FOR  REFUND  IS  BARRED  BY  STAT- 
UTE OF  LIMITATIONS  AS  PRESCRIBED  BY  SECTION  910, 
INTERNAL  REVENUE  CODE. 

This  suit  is  brought  to  recover  an  assessment  of 
estate  taxes  paid  on  January  12,  1942,  alleged  to  be 
erroneous  and  illegal.-  The  appellants'  claim  for  re- 
fund was  not  tiled  until  November  16,  1945,  more 
than  three  years  after  the  i)ayment  of  the  tax.  The 
claim  was  rejected  by  the  Commissioner  on  the  ground 
that  it  was  barred  by  Section  910  of  the  Internal 
Revenue  Code,  supra.  The  appellants,  however,  assert 
that  their  refund  claim  w^as  timely  filed  because  it  is 
governed  by  Section  3313  of  the  Internal  Revenue 
Code,  supra,  despite  the  exceptive  clause  in  that  sec- 
tion which  removes  from  its  provisions  income,  war- 
profits,  excess-profits,  estate  and  gift  taxes.  The  nar- 
row issue  presented,  therefore,  is  whether  the  refund 
claim  was  governed  by  Section  910  or  Section  3313. 


-Maass  v.  Higgins,  312  U.S.  443,  apparently  supports  the  appel- 
lants' allegation  that  the  assessment  wa.s  erroneous.  Certainly  for 
the  purpose  of  the  case  that  issue  is  conceded. 


Section  910  i^rovides  that  all  claims  for  the  refund- 
ing of  estate  taxes  alleged  to  have  been  erroneously  or 
illegally  assessed  or  collected  must  be  presented  to 
the  Commissioner  within  three  years  after  the  payment 
of  such  tax.  Section  3313  provides  that  all  claims  for 
the  refunding  of  any  internal  revenue  tax  must,  ex- 
cept as  otherwise  provided  by  law  in  the  case  of 
income,  war-profits,  excess-j^rofits,  estate  and  gift 
taxes,  be  presented  to  the  Commissioner  within  four 
years  after  the  payment  of  such  tax. 

Despite  the  appellants'  insistence  to  the  contrary, 
the  Court  below  held  that  a  claim  for  refund  of  estate 
tax  filed  more  than  three  years  after  the  tax  is  paid 
is  untimely  under  Section  910.  The  necessity  for  a 
timely  refund  claim  being  jurisdictionaP  the  com- 
plaint was  dismissed.  (R.  24,  25-26.)  The  decision 
(R,  16-19)  properly  rejected  as  inapplicable  the  dis- 
tinction drawn  by  this  Court  in  Huntley  v.  Southern 
Oregon  Sales,  102  F.  (2d)  538,  between  Section  3313 
and  Section  322  which  governs  income  tax  refunds. 

The  ajjpellants  recognize  that  the  Southern  Oregon 
case  as  well  as  others  cited  by  them  which  rely  on  the 
authority  of  Southern  Oregon"^  do  not  precisely  gov- 


^Section  3772(a)(1),  Internal  Revenue  Code;  Rosenman  v. 
United  States,  323  U.S.  658;  Tucker  v.  Alexander,  275  U.S.  228, 
231;  United  States  v.  Felt  d;  Tarrant  Co.,  283  U.S.  269,  272. 

^ Jones  v.  Liberty  Glass  Co.,  159  F.  2d  316  (CCA.  9th),  cer- 
tiorari granted  June  2,  1947;  Kavanagh  v.  Noble,  66  F.  Supp.  258 
(E.l).  Mich.),  affirmed  per  mtriam,  160  F.  2d  104  (CCA.  6th), 
certiorari  granted  June  2,  1947;  Huntley  v.  Southern  Oregon 
Sales,  102  F.  2d  538  (CCA.  9th);  United  States  v.  Lederer 
Terminal  W.  Co.,  139  F.  2d  679  (CCA.  6th). 
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ern  the  question  here  presented.  Those  cases,  whether 
correctly  or  incorrectly,  held  that  erroneous  assess- 
ments of  income  taxes  are  governed  by  the  provisions 
of  Section  3313  because  the  section  which  specifically 
refers  to  income  taxes.  Section  322,  governs  only  ''an 
overpayment"  of  such  taxes,  and  the  courts  thought 
there  is  a  diiference  between  overpa\TQents  and  er- 
roneous assessments.  Although  the  Grovernment  vigor- 
ously disputes  the  correctness  of  those  decisions  (its 
petitions  for  certiorari  were  granted  by  the  Supreme 
Court  on  June  2,  1947  to  review  the  decisions  in  Jones 
V,  Liberty  Glass  Co.,  159  F.  (2d)  316  (CCA.  9th), 
and  Kavanagh  v.  Noble,  66  F.  Supp.  258  (E.D.  Mich.), 
affirmed  per  curiam,  160  F.  (2d)  104  (CCA.  6th)), 
it  is  submitted  that  they  are  wholly  inapplicable  to 
the  problem  presented  by  this  case.  Admittedly,  the 
assessments  here  made  were  erroneous.  It  is  not  sug- 
gested by  the  appellants  that  they  fall  into  the  so- 
called  ''overpayment'-  category. 

There  can  be  no  doubt  that  the  two  sections  under 
consideration  are  mutually  exclusive.  It  cannot  be 
argued  that  erroneous  assessments  of  estate  taxes  are 
not  governed  by  Section  910,  as  it  was  argued  in 
Southern  Oregon  that  erroneous  assessments  of  in- 
come taxes  are  not  governed  by  Section  322,  because 
Section  910  explicitly  refers  to  such  erroneous  assess- 
ments. The  ai)i)ellants  are,  therefore,  forced  to  an- 
other distinction,  namely,  that  where  an  assessment  is 
erroneous  or  illegal  it  cannot  be  a  "tax  imposed  by 
this  subchapter''  as  Section  910  provides.  In  other 
words,  the  appellants  argue  that  illegal  assessments 
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are  not  taxes  at  all  and,  therefore,  are  not  imposed 
by  the  estate  tax  subchapter.^ 

No  authority  whatever  is  cited  for  this  proposition 
— nor  is  there  any  to  support  it.  The  distinction  sug- 
gested would  completely  nullify  Section  910.  If  estate 
taxes  erroneously  or  illegally  assessed  or  collected 
are  not  covered  by  that  section,  then  the  section  must 
be  meaningless,  since  erroneous  and  illegal  assessments 
or  collections  are  alone  referred  to.  Moreover,  the 
statutory  development  of  Section  910  and  the  admin- 
istrative practice  thereunder  clearly  show  that  the 
suggestion  is  entirely  novel  and  without  merit.  Prior 
to  the  Revenue  Act  of  1926,  c.  27,  44  Stat.  9,  estate 
tax  refund  claims  were  encompassed  in  Section  3228 
of  the  Revised  Statutes,  as  amended  (the  forerunner 
of  Section  3313).  Section  319  of  the  Revenue  Act  of 
1926,  however,  withdrew  these  taxes  from  Section  3228 
and  provided  separate  treatment  for  them.  See  Hills 
V.  United  States,  55  F.  (2d)  1001,  1003  (C.  Cls.)  ; 
United  States  v,  Clarke,  69  F.  (2d)  748  (CCA.  3rd), 
certiorari  denied,  293  U.S.  564;  Brewer  v.  National 
Life  c£'  Ace,  Ins,  Co,,  119  F.  (2d)  313,  315  (CCA. 
6th)  ;  cf,  San  Joaquin  Light  &  Power  Corp.  v,  Mc- 
Laitghlin,  65  F.  (2d)  677,  681  (CCA.  9th);  Union 
Trust  Co,  V.  Umted  States,  70  F.   (2d)  629   (CCA. 


Hlaass  V.  Higgiiis,  312  U.S.  443,  does  not  support  the  appel- 
lants' contention  that  taxes  imposed  under  an  interpretation  of 
the  estate  tax  subchapter  inconsistently  with  that  decision  are  not 
estate  taxes.  The  Court  merely  determined  that  the  assessment 
was  erroneous.  However,  since  the  tax  was  paid  as  an  estate  tax, 
although  admittedly  erroneous,  Section  910  explicitly  provides  the 
limitation  period  for  refunds  thereof. 
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2nd).  This  separate  treatment  has  never  thereafter 
been  changed.^  Nothins;  in  the  legislative  history 
indicates  that  some  refund  claims  were  withdrawn 
from  Section  3228  while  others  remained.^ 

The  Treasury  Regulations  since  1926  have  contained 
only  one  article  dealing  with  the  time  limit  on  claims 
for  refmids  of  estate  taxes  imposed  by  that  or  any 
later  Revenue  Act.^  These  regulations  have  consist- 
ently and  unequivocally  provided  that  all  estate  tax 
refund  claims  be  filed  within  the  time  prescribed  by 
Section  910  or  its  predecessors.  The  language  of  this 
article,  Section  81.96  of  Regulations  105,  supra,  does 
not  express  or  imply  any  ])ossible  exception  such  as 
that  for  which  the  appellants  contend.  This  adminis- 
trative interpretation  has  been  unchanged  for  more 
than  twenty  years.  By  virtue  of  the  successive  re- 
enactment  of  the  statute  without  substantial  change 
that  interpretation  may  be  deemed,  under  familiar 
principles,  to  have  the  force  and  effect  of  law.  Taft 
V.  Commissioner y  304  U.S.  351,  357;  Helvemig  v. 
Winmill,  305  U.S.  79,  83;  Douglas  v.  Commissioner, 
322  U.S.  275,  281-282;  BoeJim  v.  Commissioner,  326 
U.S.  287,  291-292. 

The  single  case  which  may  be  thought  of  as  sup- 
porting  the    appellants'    position   is   In   re    Tindle's 


6See  Section  810,  Revenue  Act  of  1932,  c.  209,  47  Stat.  169. 

'H.  Rep.  No.  708.  72nd  Coni^.,  1st  Sess.,  p.  50  (1939-1  Cum.  Bull. 
(Part  2)  493) ;  S.  Rep.  No.  665,  72nd  Cong.,  1st  Sess.,  p.  53  (1939- 
1  Cum.  Bull.   (Part  2)  535). 

8 Article  99  of  Regulations  80  (1934  and  1937),  and  Regulations 
70  (1926).  Cf.  Article  99  of  Regulations  68  (1924)  and  of  Regu- 
lations 63  (1921). 
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Estate,  59  F.  Supp.  667  (E.D.  Pa.),  affirmed  per 
curiam,  sub  nom.,  Pennsylvania  Co.  for  histirance  on 
Lives  V.  United  States,  152  F.  (2d)  757  (CCA.  3rd). 
The  District  Court  in  reaching  its  decision,  relied  on 
the  group  of  income  and  gift  tax  cases  which  drew  a 
distinction  between  Section  322  and  Section  3313, 
Since  the  taxes  involved  there  were  estate  taxes,  they 
were  governed  by  Section  319(b)  of  the  Revenue  Act 
of  1926,  the  forerunner  of  Section  910  of  the  Code. 
The  District  Court's  decision  in  that  case  on  this 
question  is,  therefore,  jmtently  wrong  and  wholly  un- 
reliable as  a  jH'ecedent.  More  significantly,  however, 
the  decision  certainly  does  not  in  any  way  turn  on 
the  distinction  between  taxes  ^ imposed"  by  the  estate 
tax  subchapter  and  those  7wt  imposed  thereby.  The 
case  must  stand  on  its  own  reasoning  and,  when  closely 
analyzed,  cannot  be  justified.  Any  value  the  case 
might  have  is  also  weakened  by  the  presence  of  a  ques- 
tion whether  a  rider  attached  to  the  tax  return  con- 
stituted an  informal  claim  for  refund  which  would 
have  been  timely  and  cured  by  the  formal  claim  for 
refund  later  filed.  It  was  this  question  which  formed 
the  xjrincipal  ground  for  debate  in  the  case.  Since 
the  decision  could  presumably  have  been  sustained  on 
this  later  ground,  the  Covernment  did  not  deem  it 
desirable  to  petition  for  certiorari.'^ 


^The  appellants'  statement  (Br.  9)  that  "The  failure  of  the 
Government  to  ask  for  a  review  of  the  decision  in  the  Tindle  case 
by  the  Supreme  Court  of  the  United  States  is  strong  evidence  that 
the  Government  was  satisfied  with  the  decision"  is  therefore  mani- 
festly unwarranted. 
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The  Court  below  in  rejecting  the  T indie  decision  (R. 
18-19)  relied  to  some  extent  on  Rosemnmi  v.  United 
States,  supra,  wherein  Section  910  was  held  applicable 
to  estate  tax  refund  claims.  Since  the  controlling  ef- 
fect of  Section  910  was  not  there  challenged,  the  deci- 
sion is  perhaps  not  decisive  of  the  present  issue. 
Nonetheless  it  affords  additional  evidence  that  the 
appellants'  contention  is  without  support.  As  has 
been  shown  there  are  persuasive  reasons  why  the  con- 
trary has  been  assumed  and  acknowledged  without 
question. 


CONCLUSION. 

The  decision  of  the  District  Court  is  correct  and 
should  be  affirmed. 

Dated,  San  Francisco, 
September  3,  1947. 

Respectfully  submitted, 

Theron  L.  Caudle, 

Assistant  Attorney  General, 

Sewall  Ivey, 
Lee  a.  Jackson, 
S.  Dee  HANSoisr, 
S.  Walter  Shine, 

Special  Assistants  to  the  Attorney  General. 

Frank  J.  Hennessy, 

l-nited  States  Attorney, 

William  E.  Licking, 

Assistant  Unitorl  States  Attorney. 
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2  Le  Roy  J.  Leishman  vs. 

In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

Civil  Action  No.  4395BH 

RADIO    CONDENSER    COMPANY    and    GEN- 
ERAL INSTRUMENT  CORPORATION, 

Plaintiffs, 
vs. 

LEROY  J.  LEISHMAN, 

Defendant. 

COMPLAINT— DECLARATORY      JUDGMENT 
SUIT  ON  LEISHMAN  REISSUE  PATENT 

No.  RE  20,827 

1.  Plaintiff,  Radio  Condenser  Company,  is  a 
New  Jersey  corporation  having  its  principal  place 
of  business  at  Thorne  and  Copewood  Streets,  in  the 
City  and  County  of  Camden  and  State  of  New 
Jersey; 

Plaintiff,  General  Instrument  Corporation,  is  a 
New  Jersey  corporation  having  its  principal  place 
of  business  at  829  Newark  Avenue,  in  the  City  of 
Elizabeth  and  State  of  New  Jersey; 

Defendant,  Leroy  J.  Leishman,  is  a  citizen  of  the 
State  of  California,  and  resides  in  the  City  of  Los 
Angeles,  California;  [2] 

The  jurisdiction  of  this  Court  arises  out  of  the 
fact  that  the  parties  are  citizens  of  different  states, 
and  that  the  amount  in  controversy  is  in  excess  of 
Three   Thousand   Dollars    ($3000.00)    exclusive   of 
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interest  and  costs.  The  jurisdiction  of  this  Court 
also  depends  upon  the  patent  laws  of  the  United 
States. 

2.  This  action  is  brought  under  Section  274-D  of 
the  Judicial  Code,  28  U.S.C.  §  400,  because  there  is 
an  actual  controversy  now  existing  betw^een  the  par- 
ties, in  respect  of  which  plaintiffs  need  a  declara- 
tion of  their  rights  by  this  Court. 

3.  Plaintiff,  Radio  Condenser  Company,  is  a 
manufacturer  of  radio  condensers  and  tuners  which, 
prior  to  the  effective  prohibition  date  of  the  Gov- 
ernment Order  prohibiting  production,  etc.,  effec- 
tive April  22,  1942,  were  sold  to  radio  set  manufac- 
turers throughout  the  United  States  and  which  con- 
densers and  tuners  were  then  installed  or  embodied 
by  such  radio  set  manufacturers  in  radio  sets  then 
sold  by  them  to  distributors  throughout  the  United 
States. 

Plaintiff,  General  Instrument  Corporation,  is  also 
a  manufacturer  of  radio  condensers  and  tuners 
which,  prior  to  the  effective  prohibition  date'  of  the 
Government  Order  prohibiting  production,  etc.,  ef- 
fective April  22,  1942,  were  sold  to  radio  set  man- 
ufacturers throughout  the  United  States  and  which 
condensers  and  tuners  were  then  installed  or  em- 
bodied by  such  radio  set  manufacturers  in  radio  sets 
then  sold  by  them  to  distributors  throughout  the 
United  States.  One  of  such  radio  set  manufactur- 
ers then  serviced  by  each  of  the  plaintiffs  was  Gal- 
vin  Manufacturing  Corporation  of  Chicago,  Illinois, 
a  corporation  of  Illinois,  which  purchased  radio  con- 
densers and  tuners  from  each  of  the  plaintiffs  [3} 


4  Le  Boy  J.  Leisliman  vs, 

and  installed  or  embodied  the  same  in  radio  receiv- 
ing sets  which  it  then  manufactured  and  sold  to  dis- 
tributors. One  of  such  distributors  was  The  Rich- 
ards and  Conover  Company,  a  corporation  of  Mis- 
souri, having  a  place  of  business  in  the  City  of  Okla- 
homa City,  State  of  Oklahoma. 

4.  This  action  arises  out  of  a  controversy  over 
the  questions  of  validity  and  infringement  of  United 
States  Reissue  Patent  No.  Re.  20,827  of  the  defend- 
ant, LeRoy  J.  Leishman,  granted  August  16,  1938, 
on  a  ^^  Means  and  Method  for  Turning  Rotatable  Ob- 
jects to  Predetermined  Positions."  On  or  about 
March,  1945,  the  defendant,  LeRoy  J.  Leishman, 
filed  a  complaint  for  alleged  infringement  of  said 
Reissue  Letters  Patent  No.  Re.  20,827  in  a  suit 
against  the  aforesaid  distributor,  The  Richards  and 
Conover  Company,  in  the  United  States  District 
Court  for  the  Western  District  of  Oklahoma,  Civil 
Action  No.  2155,  charging  infringement  of  said  Re- 
issue Letters  Patent  No.  Re.  20,827  of  August  16, 
1938,  and  particularly  of  claims  7,  8,  9,  10  and  11 
of  said  Reissue  Letters  Patent,  by  reason  of  the  sell- 
ing or  causing  to  be  sold  or  using  or  causing  to  be 
used  by  the  said  The  Richards  and  Conover  Com- 
pany, within  said  suit  District,  of  certain  radio  re- 
ceiving sets,  referred  to  in  the  complaint  of  said 
suit  as  ''Motorola  sets,  of  which  Models  25F,  26C, 
26C-7,  27D,  20-O,  30-P,  29-B,  29B-6  *  ^  *  are  typical 
examples."  Said  Motorola  radio  receiving  sets  were 
manufactured  by  the  said  Galvin  Manufacturing 
Corporation  of  Illinois  and  sold  to  the  said  The 
Richards   and   Conover   Company.     The   aforesaid 
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recited  Motorola  radio  receiving  sets  embodied  or 
had  installed  therein  radio  condensers  and  tuners 
known  as  Radio  Condenser  Company  Model  28  con- 
densers, which  were  manufactured  by  the  plaintiff, 
Radio  Condenser  Company,  and  which  were  sold  by 
it  to  the  said  Galvin  Manufacturing  Corporation. 
A  [4]  photostatic  copy  of  drawings  of  such  Model 
28  condenser  as  embodied  in  said  recited  Motorola 
sets  is  appended  hereto  and  made  part  hereof  and 
marked  ^^  Exhibit  1,"  and  a  specimen  of  such  Model 
28  condenser  is  submitted  herewith  and  marked 
^^ Exhibit  2." 

5.  On  or  about  December  15,  1938,  the  defendant 
gave  notice  to  the  plaintiff.  Radio  Condenser  Com- 
pany, of  its  alleged  infringement  of  said  Reissue 
Letters  Patent  No.  Re.  20,827  because  of  its  then 
manufacture  and  sale  of  its  aforesaid  radio  condens- 
ers and  tuners ;  and  on  or  about  May  11,  1939,  plain- 
tiff. Radio  Condenser  Company,  in  reply,  denied 
that  it  was  infringing  any  valid  claim  of  defendant's 
said  Letters  Patent.  On  or  about  September  7, 
1938,  the  defendant  gave  notice  to  the  plaintiff,  Gen- 
eral Instrument  Corporation,  of  the  latter 's  alleged 
infringement  of  said  Reissue  Letters  Patent  No.  Re. 
20,827,  because  of  its  then  manufacture  and  sale  of 
radio  condensers  and  tuners,  which  in  all  substan- 
tial and  miaterial  respects,  were  the  same  as  the 
Radio  Condenser  Company's  aforesaid  condensers 
and  tuners ;  and  on  or  about  December  5,  1938,  the 
plaintiff,  General  Instrument  Corporation,  in  reply, 
denied  that  it  was  infringing  any  valid  claim  of  de- 
fendant's said  Letters  Patent.    The  condensers  and 
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tuners  which  were  manufactured  and  sold  by  the 
plaintiff,  General  Instrument  Corporation,  which 
were  known  as  General  Instrument  Corporation 
Model  31  tuners,  were,  in  all  material  respects,  sub- 
stantially the  same  as  said  Radio  Condenser  Com- 
pany's Model  28  condensers.  A  photostatic  copy  of 
drawings  of  such  Model  31  tuners  is  appended  hereto 
and  made  part  hereof  and  marked  '' Exhibit  3,"  and 
a  specimen  of  such  Model  31  tuner  is  submitted  here- 
with and  marked  ^^  Exhibit  4."  Plaintiff,  Radio  Con- 
denser Company,  as  aforesaid,  sold  its  said  Model  28 
condensers  to  the  Galvin  Manufacturing  Company; 
and  the  plaintiff,  General  Instrument  Corporation, 
similarly  sold  its  Model  31  tuners  to  the  said  GaMn 
Manufacturing  Company.  [5] 

6.  Reissue  Letters  Patent  No.  Re.  20,827  was 
granted  as  aforesaid  on  August  16,  1938,  said  pat- 
ent being  a  reissue  of  original  Letters  Patent  No. 
2,108,538  granted  February  15,  1938.  Said  original 
Patent  No.  2,108,538  was  granted  on  an  application 
filed  June  19,  1937,  Serial  No.  149,245,  said  to  be  a 
division  of  an  original  application  filed  December 
15,  1934,  Serial  No.  757,644.  The  defendant,  LeRoy 
J.  Leishman,  was  the  owner  of  said  original  Let- 
ters Patent  No.  2,108,538  and,  since  the  date  when 
said  Reissue  Letters  Patent  No.  Re.  20,827  was 
granted,  has  been  and  still  is  the  owner  of  said  Re- 
issue Letters  Patent.  On  or  about  January  16,  1939, 
the  said  defendant,  LeRoy  J.  Leishman,  disclaimed 
claim  5  of  said  Reissue  Letters  Patent  No.  Re. 
20,827. 


Radio  Condenser  Co.,  et  al.  7 

7.  On  or  about  January  31,  1941,  in  the  case  of 
Leishman  v.  Associated  Wholesale  Electric  Co.,  a 
case  tried  in  this  District  Court,  and  involving  a 
push-button  type  of  radio  tuner  manufactured  by 
The  Crosley  Corporation  of  Cincinnati,  Ohio,  the 
said  Reissue  Letters  Patent  No.  Re.  20,827,  and 
particularly  the  said  claims  7,  8,  9,  10  and  11,  were 
held  invalid  by  this  District  Court  (the  Honorable 
Judge  Harrison)  and  reported  in  36  P.  Supp.  804; 
and  on  August  11,  1943,  in  an  appeal  taken  by  the 
said  Leishman  from  the  said  decision,  the  said  Re- 
issue Letters  Patent  No.  Re.  20,827,  and  particularly 
claims  7,  8,  9,  10  and  11  thereof,  were  held  not  in- 
fringed by  the  said  push-button  type  of  radio  tuner 
manufactured  by  the  said  Crosley  Corporation,  in 
a  decision  rendered  by  the  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit,  dated  August  11,  1943,  and 
reported  in  137  P.  (2d)  722.  The  said  Crosley 
push-button  type  of  radio  tuner  involved  in  said 
case  of  Leishman  v.  Associated  Wholesale  Electric 
Co.  is  shown  in  a  drawing  Exhibit  A  prepared  and 
used  by  said  Leishman  in  said  case,  a  photostatic 
copy  of  which  is  appended  hereto  and  [6]  made  part 
hereof  and  of  which  the  marking  ^^ Exhibit  A"  is 
retained. 

8.  Plaintiffs  aver  that  the  said  Reissue  Letters 
Patent  No.  Re.  20,827  of  August  16,  1938,  were  not 
infringed  by  any  radio  condensers  and  tuners  man- 
ufactured and  sold  by  them  or  each  of  them.  Plain- 
tiff, Radio  Condenser  Company,  avers  that  the  said 
Reissue  Letters  Patent  No.  Re.  20,827  were  not  in- 
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fringed  by  its  claims  7,  8,  9,  10  and  11,  as  charged 
by  the  present  defendant  in  his  said  complaint  in 
the  suit  against  the  Richards  and  Conover  Company 
filed  as  aforesaid  in  the  District  Court  for  the  West- 
ern District  of  Oklahoma,  by  the  sale  or  use  of  any 
Motorola  radio  receiving  sets  complained  of  in  said 
suit  in  which  were  embodied  or  installed  said  Radio 
Condenser  Company  Model  28  radio  condensers  and 
tuners  which  were,  as  aforesaid,  manufactured  by 
the  plaintitf,  Radio  Condenser  Company,  and  sold 
by  it  to  the  Galvin  Manufacturing  Corporation  and 
resold  by  Galvin  Manufacturing  Corporation  to  The 
Richards  and  Conover  Company  as  aforesaid.  Plain- 
tiff, General  Instrument  Corporation,  avers  that  the 
said  Reissue  Letters  Patent  No.  Re.  20,827  were 
similarly  not  infringed  by  its  manufacture  and 
sale  of  its  Model  31  tuners. 

9.  Plaintiffs  believe  and  therefore  aver  that  the 
said  Reissue  Letters  Patent  No.  Re.  20,827  of  Au- 
gust 16,  1938,  and  particularly  as  to  said  claims 
7,  8,  9,  10  and  11,  is  invalid  and  void  on  the  follow- 
ing grounds: 

(a)  Because  the  alleged  invention  or  discovery 
described  and  claimed  in  said  Reissue  Letters  Pat- 
ent No.  Re.  20,827,  and  all  material  and  substantial 
parts  thereof  had  been,  prior  to  the  alleged  inven- 
tion or  discovery  thereof  by  the  said  LeRoy  J.  Leish- 
man,  or  more  than  two  years  before  the  date  of  his 
original  [7]  application  for  a  patent  therefor,  pat- 
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ented  or  described  or  shown  in  the  following  Letters 
Patent  of  the  United  States  and  foreign  countries: 

United  States  Patents: 

Patent  No.  Date  Inventor 

290,894  December   25,    1883 Kettel 

368,689  August  23,  1887 Scales 

585,996  July  6,  1897 Woodbridge 

1,687,420  October  9,  1928 Bast 

1,704,754  March  12,  1929 Maridn 

1,906,106  April  25,   1933 Schaefer 

1,930,192  October   10,    1933 Cunningham 

1,948,373  February  20,  1934 Flaherty 

2,014,358  September  10,  1935 Miller 

2,072,897  March  9,  1937 Marschalk 

British  Patent: 
405,716  February  15,   1934 Freytag 

and  also  other  Letters  Patent  of  the  United  States 
and  foreign  countries  unknown  to  the  plaintiffs  at 
this  time  but  which  when  know^n  the  plaintiffs  pray 
leave  to  insert  by  proper  amendment  in  the  com- 
plaint. 

(b)  Because  the  alleged  invention  purported  to 
be  patented  by  said  Reissue  Letters  Patent  No.  Re. 
20,827  did  not  constitute  or  contain  patentable  nov- 
elty or  patentable  invention  within  the  meaning  of 
the  patent  laws,  in  view  of  what  was  common  knowl- 
edge and  in  view^  of  the  state  of  the  art  as  it  existed 
prior  to  the  alleged  invention  or  discovery  of  said 
alleged  invention  or  discovery  of  said  alleged  inven- 
tion by  the  applicant,  LeRoy  J.  Leishman,  for  said 
Reissue  Letters  Patent,  or  more  than  two  years 
prior  to  his  application  [8]  for  the  original  Letters 
Patent  therefor,  which  state  of  the  art  is  evidenced 
by  the  United  States  and  foreign  Letters  Patent 
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1  -  Radio  appjratus  tuning  condenser 

2  -  Rotatabla  rocker  mounted   upon  a   shaft  3  and  operatlvely 

connected  with  tuning  concanser  1  ~ 

4,5-  «miS  or  shoulders  of  rctatable  rocker  2,   each  extond- 
~  ing  on  e  different  side  o!"  shaft  3 

6      -  Plunders  for  rocker  2,    including  bar  7 

8     -  Tappet  movable  about  a  pivot  9  carried  by  bar  7,  having 
two  endf--  10  and  11,   one   of  whTch  engages  one  of  the 
srr.s  •  _    J  of  rocker  Z,   whan  bar  7    is  pushed   inwardly 
or  toward   the  left   (See  B-B)   by  means  of  push  button  12. 
Bar  7   passes   through  rocker  2,   and  through  recess  14 
in  the   rocker 

13   -Spring  for  plunger  6. 

In  section  C-C,  when  plunder  6  is  pushed  to  the  limit 
of   its  movement,   pivot  9   is  substantially  coaxial  with 
rocker  2. 


15   -  ocre^   for  holding  tappet 
aid   of   clamp  16 


in  adjusted  position  by  the 


A  plurality  of  plungers  6  is  provided  for  rotating 
shaft  17  of  tuning  oondenstjr  1  to  a  predetermined 
position,   by  any  one   of  said   plungers  6 
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Radio   RDparntue   tuning  condenirr 

2  -  Rotataole  rockf r  mounted  upon  «  shaft  J  and  operatlTely 
connected  with  tunlnj  condenser  1 

4,6-  Ame  or  shoulders  of  rotft table  rockiT  2,   eaob  extend- 
ing on  a  different   side  of   shaft  3 

6  -  UnnupJ.ly  morable   operating  meani  for  rocker  2,   Including 
bar  7, 

8  -   Positioning  element   In  the  fom  of  r  aeans  adjustably 
movable   about  a   nlvot   9  carried  by  bar  7,   this  acana 
having   tvo   ends   ISi  and"%l,.    one  of  which  encages  one  of 
the   arms   4,    5  of    rocker  2,   when  bar  7  Is   oushed  inwardly 
or  toward  the   left    (See  B-B)   by  means   of   oush  button  ^g.. 
Bpr  7  passes   through  rocker  2. 

In  the  Inoperative 


In   section  C-C,    then  operating  osana   6  Is  nushtd  to   tht 
limit   of  Its  movement,    olvot   9  Is  substantlalljr  coaxial 
with  rocker  2,    there  being  a  reoase  14   In  rocker  2 
BlbTe. 


between  arms 


to  make   this  poasl 


15  -  Screw,  operable  from  the  external  end  of  meaber  6  for 
holding  positioning  element  8  In  adjusted  position  by 
the   aid  of  clamp  ^6 

A  plurality  of  operating  means  6   Is  provided  for  rotating 
shaft   XL  °^  tuning  condenser  1  to  a  predetsralnwd  position, 
by   any   one   of   said  means   6 

13. 
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[Title  of  District  Court  and  Cause.] 

DEFENDANT'S  ANSWER  AND  COUNTER 

CLAIM 

To  the  Honorable  the  Judges  of  the  District  Court 
of  the  United  States  in  and  for  the  Southern 
District  of  California: 

Defendant,  for  answer  to  Plaintiffs'  Complaint 
in  the  above  entitled  cause,  says : 

I. 

Defendant  admits  the  allegations  of  Paragraphs  1, 
3,  5  and  6  of  the  complaint. 

II. 

Defendant  denies  the  allegations  of  paragraphs 
2,  4,  and  8,  as  well  as  each  and  every  allegation  of 
Paragraph  9.  [14] 

III. 

Defendant  denies  the  allegations  of  Paragraph  7 
of  the  complaint  1)  because  the  holding  of  inval- 
idity by  this  District  Court  w^as  deleted  from  the 
judgment  by  the  Ninth  Circuit  Court  of  Appeals, 
and  there  is  thus  no  decision  of  invalidity  against 
the  patent;  and  2)  because  the  Ninth  Circuit  Court 
of  Appeals  did  not  definitely  say  that  the  patent  was 
not  infringed  by  the  radio  tuner  manufactured  by 
the  Crosley  Corporation,  but  merely  made  a  condi- 
tional statement  as  to  infringement. 

IV. 

Defendant  further  denies  that  there  is  any  basis 
for  declaratory  relief  in  favor  of  the  plaintiffs. 
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Counter  Claim  of  Defendant 

The  defendant  complains  of  the  plaintiffs  and 
alleges : 

I.     Infringement 

That  both  of  the  ])laintiffs  have,  within  the  last 
six  years  and  prior  to  the  filing  of  this  bill  of  com- 
plaint, and  subsequent  to  the  date  of  granting  of 
reissue  Letters  Patent  No.  Re.  20,827,  infringed 
claims  7,  8,  9,  10  and  11  thereof;  and  the  plaintiffs 
threaten  to  continue  so  to  infringe  by  making  or 
causing  to  be  made,  or  selling  or  causing  to  be  sold, 
or  using  or  causing  to  be  used  within  this  district 
and  elsew^here  within  the  United  States,  automatic 
tuning  mechanisms  embodying  the  inventions  dis- 
closed and  claimed  in  defendant's  said  reissue  Let- 
ters Patent,  wilfully  and  without  the  consent  of  the 
defendant. 

11.     Damages 

That  the  plaintiffs  have  derived  unlawful  gains 
and  profits  [15]  from  such  infringement  which  de- 
fendant would  otherwise  have  received  but  for  such 
infringement,  and  has  thereby  been  caused  irrepar- 
able damages. 

Defendant  Therefore  Prays: 

1.  For  a  judgment  from  this  Court  that 
claims  7,  8,  9,  10  and  11  of  United  States  Let- 
ters Patent  No.  Re.  20,827  are  valid. 

2.  For  a  decree  from  this  Court  that  both  of 
the  plaintiffs  have  infringed  claims  7  to  11,  in- 
clusive, of  the  said  reissue  patent. 
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3.  For  a  preliminary  as  well  as  a  permanent 
injunction  restraining  the  plaintiffs,  their  oflS- 
cers,  agents,  servants  and  employees  from  di- 
rectly or  indirectly  making  or  causing  to  be 
made,  selling  or  causing  to  be  sold,  or  using  or 
causing  to  be  used,  any  automatic  tuning  mech- 
anism embodying  the  inventions  claimed  in  the 
said  reissue  Letters  Patent  No.  Re.  20,827,  or 
from  infringing  upon  or  violating  the  said  Let- 
ters Patent  in  any  way  whatosever. 

4.  For  the  costs  and  an  accounting  of  profits 
and  damages. 

5.  For  a  dismissal  of  the  complaint  on  the 
ground  that  no  proper  basis  for  declaratory 
relief  exists. 

6.  For  such  other  and  further  relief  as  the 
Court  may  deem  meet  and  just. 

/s/  LEROY  J.  LEISHMAN, 
Defendant. 

[Endorsed] :     Filed  Nov.  16,  1945.  [16] 
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[Title  of  District  Court  and  Cause.] 

PLAINTIFFS'  REPLY  TO  DEFENDANTS' 
COUNTERCLAIM 

Now  comes  the  plaintiffs  and  in  reply  to  the 
Counterclaim  filed  by  defendant  allege  as  follows: 

I. 

In  reply  to  Paragraph  I  of  said  counterclaim, 
plaintiffs  specifically  deny  each  and  every  allega- 
tion thereof. 

II. 

In  reply  to  Paragraph  II  of  said  counterclaimy 
plaintiffs  specifiaclly  deny  each  and  every  allega- 
tion thereof. 

For  further  and  affirmative  defenses,  plaintiffs 
allege : 

III. 

Plaintiffs  believe  and  therefore  aver  that  the  said 
Reissue  Letters  Patent  No.  Re.20,827  of  August  16, 
1938,  and  particularly  as  to  said  claims  7,  8,  9, 
10  and  11,  is  invalid  and  void  on  the  following 
grounds:  [17] 

(a)  Because  the  alleged  invention  or  discovery 
described  and  claimed  in  said  Reissue  Letters  Pat- 
ent No.  Re.20,827,  and  all  material  and  substantial 
parts  thereof  had  been,  prior  to  the  alleged  inven- 
tion or  discovery  thereof  by  the  said  LeRoy  J. 
Leishman,  or  more  than  two  years  before  the  date 
of  his  original  application  for  a  patent  therefor, 
patented  or  described  or  shown  in  the  following 


J 
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Letters  Patent  of  the  United  States  and  foreign 
countries : 

United  States  Patents: 

Patent  No.  Date  Inventor 

290,894  December   25,    1883 Kettel 

368,689  August  23,  1887 Seales 

585,996  July  6,  1897 Woodbridge 

1,687,420  October  9,  1928 Bast 

1,704,754  March  12,  1929 Marvin 

1,906,106  April  25,   1933 Schaefer 

1,930,192  October   10,    1933 Cunningham 

1,948,373  February  20,  1934 Flaherty 

2,014,358  September  10,  1935 Miller 

2,072,897  March  9,  1937 Marschalk 

British  Patent : 
405,716  February  15,   1934 Freytag 

and  also  other  Letters  Patent  of  the  United  States 
and  foreign  countries  unknown  to  the  plaintiffs  at 
this  time  but  which  when  known  the  plaintiffs  pray 
leave  to  insert  by  proper  amendment  in  the  answer 
to  the  counterclaim. 

(b)  Because  the  alleged  invention  purported  to 
be  patented  by  said  Reissue  Letters  Patent  No.  Re. 
20,827  did  not  constitute  or  contain  patentable  nov- 
elty or  patentable  invention  within  the  meaning 
of  the  patent  laws,  in  view  of  what  was  common 
knowledge  and  in  view  of  the  state  of  the  art  as 
it  existed  prior  to  the  alleged  invention  or  discov- 
ery of  said  alleged  invention  by  the  applicant,  Le- 
Roy  J.  Leishman,  for  said  Reissue  Letters  Patent, 
or  more  than  two  years  prior  to  his  application  for 
the  original  Letters  Patent  therefor,  which  state 
of  the  art  is  evidenced  by  the  United  States  and 
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foreign  Letters  Patent  set  forth  in  clause  (a)  hereof 
and  by  such  other  X3arts  of  the  state  of  the  art  which 
the  plaintiffs  are  ready  to  prove. 

(c)  Because  the  said  Reissue  Letters  Patent  No. 
Re.20,827  is  for  a  different  invention  from  that 
disclosed  and  claimed  in  the  original  Letters  Patent 
No.  2,108,58  of  which  it  is  a  reissue. 

(d)  Because  the  applicant,  LeRoy  J.  Leishman, 
for  said  Reissue  Letters  Patent  was  not  the  first 
and/or  original  inventor  or  discoverer  of  the  thing 
or  things  purported  to  be  covered  by  said  Reissue 
Letters  Patent,  or  of  any  material  or  substantial 
part  thereof,  but  the  same  thing  or  things,  and  all 
material  and  essential  features,  prior  to  the  alleged 
invention  or  discovery  thereof  by  Leishman,  or  for 
more  than  two  years  prior  to  the  date  of  his  original 
application  for  a  patent  therefor,  had  been  invented 
by  (if  there  be  any  patentable  invention  described 
and  claimed  in  said  Reissue  Letters  Patent)  or 
known  to  and  in  public  use  by  or  on  sale  by  the 
applicants  for  the  United  States  Letters  Patent 
set  forth  in  Clause  (a)  of  this  paragraph,  residing 
at  the  residence  stated  in  said  patents,  at  said 
places  [19]  of  residences  and  elsewhere  in  the 
United  States,  and  by  others  whose  names  and  ad- 
dresses, together  with  the  place  of  knowledge,  use 
or  sale,  when  ascertained,  plaintiffs  pray  leave  to 
insert  by  amendment  or  otherwise. 

Wherefore,  plaintiffs  pray  that  defendant's 
Counterclaim  be  dismissed  and  that  said  defendant 
take  nothing  thereunder  and  that  these  plaintiffs 
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have  such  further  and  additional  relief  as  the 
Court  may  deem  fit  and  just,  including  i^laintiffs' 
costs. 

RADIO  CONDENSER 

COMPANY  and 
GENERAL  INSTRUMENT 
CORPORATION, 

By  LYON  &  LYON, 

/s/  LEONARD  S.  LYON, 

Attorneys  for  Plaintiffs. 

[Endorsed]:     Filed  Nov.  30,  1945.   [20] 


[Title  of  District  Court  and  Cause.] 

INTERROGATORIES   PROPOUNDED 
BY  THE  DEFENDANT 

I. 

Now  comes  the  defendant  after  filing  a  counter- 
claim and  an  answer  to  the  complaint,  and  files  the 
following  interrogatories  to  the  plaintiff  General 
Instrument  Corporation,  to  be  answered  by  an  offi- 
cer of  the  said  plaintiff  competent  to  testify  on  its 

behalf: 

*  •?(-  ^  *  *  *  * 

4.  How  many  automatic  tuners  or  actuators  have 
you  sold  since  November  16,  1939,  that  employed 
rockers  and  tappets  constructed  and  arranged  to 
be  substantially  coaxial  when  the  plunger  had 
reached  the  limit  of  its  movement? 
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5.  How  many  automatic  timers  or  actuators  did 
you  sell  between  February  15,  1938,  and  November 
16,  1939,  that  emj^loyed  rockers  and  tappets  con- 
structed and  arranged  to  be  coaxial  when  the 
plunger  had  reached  the  end  of  its  movement? 

6.  How  many  automatic  tuners  or  actuators  have 
you  sold  since  February  15,  1938,  that  did  not  em- 
ploy rockers  and  tappets  constructed  and  arranged 
to  be  coaxial  when  the  plunger  had  reached  the  end 
of  its  movement? 

7.  How  many  automatic  tuners  or  actuators  of 
the  general  type  shown  in  Plaintiifs'  Exhibit  3  have 
you  sold  since  February  23,  1943? 

*  *  45-  -H-  *  *  * 

9.  Furnish  accurate  drawings  and  a  sample  of 
each  type  automatic  tuner  or  actuator  made  since 
February  15,  1938? 

10.  How  many  of  each  type  referred  to  in  In- 
terrogatory 9  did  you  sell  between  February  15, 
1938,  and  November  16,  1939? 

11.  How  many  of  each  of  the  models  referred 
to  in  Interrogatory  9  did  you  sell  between  Novem- 
ber 16,  1939,  and  the  date  of  your  answer  to  this 
Interrogatory  11? 

^  *****  -x- 

17.  How  many  automatic  tuners  or  actuators 
have  you  sold  to  Wells-Gardner  and  Co.,  of  Chi- 
cago, containing  rockers  and  tappets  constructed 
and  arranged  to  be  coaxial  w^hen  the  plunger  had 
reached  the  limit  of  its  movement? 
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18.  How  many  automatic  tuners  or  actuators 
have  you  sold  to  the  Delco  Radio  Division  of  Gen- 
eral Motors  Corporation  containing  rockers  and 
tappets  construted  and  arranged  to  be  coaxial  when 
the  plunger  had  reached  the  limit  of  its  movement  ? 

■3f  4f  4(-  -Jf  -X-  *  4f 

II. 

Now  comes  the  defendant  after  filing  a  counter- 
claim and  an  answer  to  the  complaint,  and  files  the 
following  interrogatories  to  the  plaintiff  Radio 
Condenser  Company,  to  be  answered  by  an  officer 
of  the  said  plaintiff  competent  to  testify  in  its 
behalf: 

•5f  4«-  ■»  *  4f  4f  * 

4.  How  many  automatic  tuners  or  actuators  have 
you  sold  since  November  16,  1939,  that  employed 
rockers  and  tappets  constructed  and  arranged  to 
be  substantially  coaxial  when  the  plunger  had 
reached  the  limit  of  its  movement? 

5.  How  many  automatic  tuners  or  actuators  did 
you  sell  between  February  15,  1938,  and  November 
16,  1939,  that  employed  rockers  and  tappets  con- 
structed and  arranged  to  be  coaxial  when  the 
plunger  had  reached  the  end  of  its  movement? 

6.  How  many  automatic  tuners  or  actuators  have 
you  sold  since  February  15,  1938,  that  did  not  em- 
ploy rockers  and  tappets  constructed  and  arranged 
to  be  coaxial  when  the  plunger  had  reached  the  end 
of  its  movement? 

7.  How  many  automatic  tuners  or  actuators  of 
the  general  type  shown  in  Plaintiffs'  Exhibit  3  have 
you  sold  since  February  23,  1943? 
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9.  Furnish  accurate  drawings  and  a  sample  of 
each  type  automatic  tuner  or  actuator  made  since 
February  15,  1938? 

10.  How  many  of  each  type  referred  to  in  In- 
terrogatory 9  did  you  sell  between  February  15, 
1938,  and  November  16,  1939? 

11.  How  many  of  each  of  the  models  referred 
to  in  Interrogatory  9  did  you  sell  between  Novem- 
ber 16,  1939,  and  the  date  of  your  answer  to  this 

Interrogatory  11? 

*  *  4f  *  *  *  * 

17.  How  many  automatic  tuners  or  actuators 
have  you  sold  to  Wells-Gardner  and  Co.,  of  Chi- 
cago, containing  rockers  and  tappets  constructed 
and  arranged  to  be  coaxial  when  the  plunger  had 
reached  the  limit  of  its  movement? 

18.  How  many  automatic  tuners  or  actuators 
have  you  sold  to  the  Delco  Radio  Division  of  Gen- 
eral Motors  Corporation  containing  rockers  and 
tappets  construted  and  arranged  to  be  coaxial  when 

the  plunger  had  reached  the  limit  of  its  movement  ? 
******* 

/s/  LEROY  J.  LEISHMAN, 
Defendant. 
Dated,    Los    Angeles,    Californiav    December    7, 
1945. 

Received  copy  of  the  within  this  7th  day  of  De- 
cember, 1945. 

/s/  LEONARD  S.  LYON, 

Attorneys  for  Plaintiffs. 

[Endorsed]:     Filed  Dec.   7,   1945.  [30] 
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[Title  of  District  Court  and  Cause.] 

PLAINTIFFS'  OBJECTIONS  TO 
DEFENDANT'S  INTERROGATORIES 

I. 
Plaintiff,  General  Instrument  Corporation,  ob- 
jects to  Interrogatories  4,  5,  6,  7,  9,  10,  11,  17 
and  18  heretofore  served  on  it  by  the  defendant 
on  the  7th  day  of  December,  1945,  on  the  grounds 
that  the  information  called  for  is  irrelevant  to 
any  issue  in  this  case. 

II. 
Plaintiff,  Radio  Condenser  Company,  objects  to 
Interrogatories  4,  5,  6,  7,  9,  10,  11,  17  and  18 
heretofore  served  on  it  by  the  defendant  on  the 
7th  day  of  December,  1945,  on  the  grounds  [31] 
that  the  information  called  for  is  irrelevant  to  any 
issue  in  this  case. 

LYON  &  LYON, 
/s/  LEONARD  S.  LYON, 

Attorneys  for  Plaintiff. 

[Affidavit  of  service  by  mail.] 

[Endorsed] :     Filed  Dec.  17,  1945.  [32] 
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At  a  stated  term,  to  wit:  The  September  Term, 
A.  D.  1945,  of  the  District  Court  of  the  United 
States  of  America,  within  and  for  tlie  Central  Divi- 
sion of  the  Southern  District  of  California,  held  at 
the  Court  Room  thereof,  in  the  City  of  Los  Angeles, 
on  Friday,  the  18th  day  of  January,  in  the  year  of 
our  Lord  one  thousand  nine  hundred  and  forty-six. 

Present:  The  Honorable  Campbell  T.  Beaumont, 
District  Judge 

[Title  of  Cause.] 

Plaintiffs'  objections  to  defendant's  interroga- 
tories having  been  heard  by  the  Court,  pursuant  to 
notice  filed  December  21,  1945,  and  counsel  having 
argued  the  same,  and  the  Court  having  duly  con- 
sidered the  same  and  being  fully  advised  as  to  the 
facts  and  the  law,  now  sustains  said  objections. 
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[Title  of  District  Court  and  Cause.] 

MOTION  OF  PLAINTIFFS  FOR 
SUMMARY  JUDGMENT 

Come  now  the  Plaintiffs  above  named,  Radio 
Condenser  Company  and  General  Instrument  Cor- 
poration, and  move  this  Honorable  Court  that  sum- 
mary judgment  against  Defendant  herein  and  in 
favor  of  Plaintiffs  be  entered  in  the  above  entitled 
action,  in  accordance  with  Rule  56  of  the  Rules  of 
Civil  Procedure  for  the  District  Courts  of  the 
United  States  of  America  declaring  that  the  tuning 
devices  filed  with  the  complaint  in  this  case  and 
marked  Exhibits  2  and  4  do  not  infringe  Claims 
7,  8,  9,  10,  or  11  of  United  States  Reissue  Letters 
Patent  No.  Re-20,827. 

The  grounds  for  this  motion  are: 

1.  Claims  7,  8,  9,  10,  and  11  of  Reissue 
Letters  Patent  No.  Re-20,827  are  limited  to 
tuners  having  levers,  ^Hhe  cash  register"  type, 
and  cannot  include  in  their  scope  the  Plain- 
tiffs' [34]  tuners  which  do  not  have  levers; 
and 

2.  The  United  States  Circuit  Court  of  Ap- 
peals for  the  Ninth  Circuit  has  heretofore  held 
in  Leishman  v.  Associated  Wholesale  Electric 
Co.,  137  F.  (2d)  722,  that  tuners  identical 
patentwise  with  Plaintiffs'  tuners  did  not  in- 
fringe Claims  7,  8,  9,  10,  or  11  of  Reissue  Let- 
ters Patent  No.  Re-20,827  upon  the  ground 
that  the  said  claims  are  restricted  to  tuners 
having  levers. 
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This  motion  is  based  upon  the  pleadings  and 
files  of  the  above-entitled  action;  the  admissions  of 
defendant;  the  affidavit  of  Samuel  S.  Mackeown, 
attached  to  this  motion  as  Exhibit  B;  the  affidavit 
of  Russell  E.  Cramer,  attached  to  this  motion  as 
Exhibit  C ;  a  certified  copy  of  the  Bill  of  Complaint 
in  the  case  of  Leishman  v.  The  Richards  and  Con- 
over  Co.,  attached  to  this  motion  as  Exhibit  D;  a 
certified  copy  of  Plaintiff's  Response  to  Defend- 
ant's Motion  for  Bill  of  Particulars,  in  the  case 
of  Leishman  v.  The  Richards  and  Conover  Co;, 
attached  to  this  motion  as  Exhibit  E;  a  certified 
File  Wrapper  and  Contents  in  the  matter  of  Re- 
issue Letters  Patent  No.  Re-20,827  of  LeRoy  J. 
Leishman,  attached  to  this  motion  as  Exhibit  F; 
a  certified  copy  of  the  disclaimer  to  Claim  5  of  Re- 
issue Letters  Patent  No.  Re-20,827,  attached  to 
this  motion  as  Exhibit  G;  and  upon  the  showing 
upon  the  face  of  surrendered  United  States  Letters 
Patent  No.  2,108,538,  a  copy  of  which  is  attached 
to  this  motion  as  Exhibit  H. 

Dated  this  23rd  day  of  January,  1946. 

/s/  LEONARD  S.  LYON, 

/s/  LEONARD  S.  LYON,  JR., 

Attorneys  for  Plaintiffs.  [35] 
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EXHIBIT  B 

In  the  United  States  District  Court 

Southern  District  of  California 

Central  Division 

Civil  Action  No.  4395-BH 

EADIO    CONDENSER    COMPANY    and    GEN- 
ERAL   INSTRUMENT    CORPORATION, 

Plaintiffs, 

vs. 

LEROY  J.  LEISHMAN, 

Defendant. 

AFFIDAVIT  OF  SAMUEL  S.  MACKEOWN 
FILED  IN  BEHALF  OF  PLAINTIFFS 

State  of  California, 
County  of  Los  Angeles — ss. 

Samuel  S.  Mackeown,  being  first  duly  sworn,  de- 
poses and  says  as  follows : 

He  is  a  resident  of  Pasadena,  California.  He 
graduated  from  Cornell  University  in  1917,  major- 
ing in  physics  and  chemistry.  In  1917,  he  accepted 
a  position  with  the  National  Bureau  of  Standards, 
in  Washington,  D.  C.  In  1918,  he  was  appointed 
a  Second  Lieutenant  in  the  Signal  Corps  of  the 
United  States  Army  and  was  assigned  to  the  Radio 
Development  Section,  first  at  Camp  Alfred  Vail, 
and  later  at  the  office  of  the  Chief  Signal  Officer, 
at  Washington,  D.  C.  In  1919  he  returned  to  the 
Bureau  of  Standards  as  Assistant  Physicist  to  con- 
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tinue  work  in  the  radio  section.  In  the  fall  of  1919 
he  accepted  a  position  as  a  Research  Engineer  with 
the  Western  Electric  Company.  In  1920,  he  re- 
turned to  Cornell  University  as  a  graduate  student 
and  as  instructor  in  physics  and  received  the  degree 
of  Doctor  of  Philosophy,  majoring  in  physics,  in 
1923.  In  the  fall  of  1923,  he  was  awarded  a  Na- 
tional Research  Fellowship  in  physics  from  the 
Rockefeller  Foundation  and  was  assigned  to  work 
at  the  California  Institute  of  Technology.  In  1926, 
he  accepted  a  position  on  the  permanent  staff  of  the 
California  Institute  of  Technology  as  Assistant 
Professor  of  physics  and  electrical  engineering,  and 
since  that  time  he  has  been  continuously  in  the 
employ  of  the  California  Institute  of  Technology 
as  Assistant  Professor,  Associate  Professor  and 
Professor.  Since  1926,  he  has  been  in  charge  of 
all  of  the  work  at  the  California  Institute  of  Tech- 
nology relating  to  radio  communication,  electronics, 
etc. 

He  testified  on  behalf  of  the  defendant  in  the 
case  before  Judge  Ben  Harrison  entitled  ^^  Leish- 
man V.  Associated  Wholesale  Electric  Company," 
No.  1463-BH,  reported  in  36  Fed.  Supp.  804.  In 
that  case  certain  radio  tuning  units  and  condensers 
manufactured  by  the  Crosley  Corporation  were 
charged  to  infringe  Claims  7  to  11,  inclusive,  of 
Reissue  Letters  Patent  No.  Re.  20,827,  issued  to 
LeRoy  J.  Leishman.  He  testified  regarding  the 
disclosure  of  Reissue  Letters  Patent  No.  Re.  20,827 
and  compared  the  Crosley  tuning  device  with  the 
structure  shown  in  the  patent. 
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He  has  been  shown  a  radio  tuning  unit  manu- 
factured by  the  Radio  Condenser  Company  and 
filed  as  Exhibit  2  to  the  Complaint  in  this  action. 
He  has  also  been  shown  a  tuning  unit  manufactured 
by  the  General  Instrument  Corporation  marked 
Exhibit  4  to  the  Complaint  in  this  action.  He  has 
also  been  shown  a  copy  of  the  Bill  of  Complaint, 
together  with  Exhibit  1,  which  is  a  [37]  drawing 
of  the  Radio  Condenser  tuner  Exhibit  2,  and  Ex- 
hibit 3,  which  is  a  drawing  of  the  General  Instru- 
ment tuner  Exhibit  4,  and  Exhibit  A.  He  recog- 
nizes Exhibit  A  as  a  drawing  of  the  Crosley  tuner 
which  was  the  subject  of  the  aforesaid  suit  of 
Leishman  v.  Associated  Wholesale  Electric  Com- 
pany. 

He  has  made  a  careful  comparison  of  the  Radio 
Condenser  tuner  (Exhibits  1  and  2)  and  of  the 
General  Instrument  tuner  (Exhibits  3  and  4)  with 
a  radio  tuner  manufactured  by  the  Crosley  Cor- 
poration and  shown  in  the  drawing  Exhibit  A, 
which  he  recognizes  to  be  the  tuning  unit  charged 
to  infringe  Claims  7  to  11,  inclusive,  of  Reissue 
Letters  Patent  No.  Re.  20,827  in  the  Leishman  v. 
Associated  Wholesale  Electric  Company  case. 

Insofar  as  the  subject  matter  of  Reissue  Letters 
Patent  No.  Re.  20,827  is  concerned,  these  three 
tuning  units  (Exhibits  1  and  2,  Exhibits  3  and  4, 
and  the  Crosley  tuner  Exliibit  A)  are  identical. 
Each  of  these  three  units  contains  condensers  1 
w^hich  are  mechanically  connected  to  a  shaft  3  upon 
w^hich  is  mounted  a  rocker  2.  In  each  of  these  three 
units,  the  rocker  2  is  adapted  to  coact  with  an  ad- 
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justable  tappet  8.  In  each  of  these  three  units,  the 
adjustable  tappet  8  may  position  the  rocker  2  and 
thus  time  the  condensers  1  by  the  depressing  of  a 
phmger  or  push  button  12,  causing  the  tappet  8  to 
move  in  rectalinear  motion.  In  each  of  these  three 
units,  the  tappet  8  can  be  firmly  locked  into  ad- 
justed position  by  means  of  a  wedging  clamp  16 
operated  by  a  screw  15.  The  push  buttons,  rockers, 
tappets,  and  locking  devices  on  each  of  these  three 
units  are  substantially  identical,  operate  in  exactly 
the  same  manner,  and  perform  exactly  the  same 
function ;  and  each  of  these  three  units  is  made  of 
substantially  the  same  parts.  One  miimportant 
difference  does  exist  between  the  Radio  Condenser 
and  General  Instrument  units  and  the  Crosley  unit. 
In  the  Crosley  miit,  the  positioning  member  or 
tappet  8  is  urged  from  coaction  with  the  rocker  2 
by  a  spring  13  in  tension,  whereas  [38]  in  the  Radio 
Condenser  and  General  Instrument  units  the  posi- 
tioning member  or  tappet  8  is  urged  from  coaction 
with  the  rocker  2  by  a  spring  13  in  compression. 
This  difference  is  immaterial  and  does  not  concern 
the  functioning  of  the  different  tuners  in  the  light 
of  the  teachings  of  Reissue  Letters  Patent  No.  Re. 
20,827  and  Claims  7  to  11  thereof. 

Reissue  Letters  Patent  No.  Re.  20,827  discloses 
a  tuner  which  tunes  simultaneously  two  independ- 
ent radio  circuits,  one  to  receive  television  and  one 
to  receive  the  associated  sound.  This  tuner  has  two 
rockers  54  and  48  and  two  tappets  61  and  62.  The 
Radio  Condenser  tuner  (Exhibits  1  and  2),  the 
General  Instalment  tuner  (Exhibits  3  and  4),  and 
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the  Crosley  unit  (Exhibit  A)  are  capable  of  tuning 
only  one  radio  circuit  and  are  not  used  in  a  televi- 
sion receiver.  They  are  used  only  in  a  receiver  for 
the  ordinary  radio  station  which  broadcasts  sound. 
None  of  these  three  units  has  any  rocker  corre- 
sponding to  the  rocker  54  of  the  Reissue  Patent 
No.  Re.  20,827  or  any  tappet  corresponding  to  the 
tappet  62,  or  any  parts  which  perform  the  func- 
tion of  the  rocker  54  and  the  tappet  62  of  the  re- 
issue patent. 

Reissue  Letters  Patent  No.  Re.  20,827  discloses 
tuner  which  operates  by  manually  depressing  a 
lever  similar  to  the  lever  used  to  operated  the  ordi- 
nary cash  register.  This  lever  operates  to  tune  two 
radio  circuits  simultaneously.  Neither  the  Crosley 
tuner  nor  the  Radio  Condenser  tuner  nor  the  Gen- 
eral Instrument  tuner  use  levers.  All  of  these  three 
tuners  are  operated  by  manually  positioning  push 
buttons  or  plungers.  These  push  buttons  or  plungers 
perform  only  a  part  of  the  function  of  the  levers 
of  the  reissue  patent  since  these  plungers  can  tune 
only  one  radio  circuit  and  are  incapable  of  tuning 
two  associated  radio  circuits  simultaneously.  These 
plungers  or  push  buttons  do  not  operate  in  the 
same  way  or  in  substantially  the  same  manner  as 
do  the  levers  of  the  Reissue  Letters  Patent  No.  Re. 
20,827.  [39] 

Since  the  Radio  Condenser  tuner  (Exhibits  1 
and  2)  and  the  General  Instrument  tuner  (Exhibits 
3  and  4)  have  substantially  the  same  structure, 
operate  in  exactly  the  same  way,  and  fulfil  the  same 
function  as  the  Crosley  tuner  (Exhibit  A),  the 
same  difference  in  structure,  mode  of  operation,  and 
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function  which  exist  between  the  Crosley  tuner  and 
the  tuner  disclosed  in  Reissue  Letters  Patent  No. 
Re.  20,827  also  exist  between  the  Radio  Condenser 
tuner,  the  General  Instrument  tuner,  and  that  dis- 
closed in  Reissue  Letters  Patent  No.  Re.  20,827. 
/s/  SAMUEL  S.  MACKEOWN, 
Affiant. 
Subscribed  and  sworn  to  before  me  this  22nd  day 
of  January,  1946. 

[Seal]        /s/  IRENE  J.  KNUDSEN, 
Notary  Public  in  and  for  the  County  of  Los  Ange- 
les, State  of  California.  [40] 


EXHIBIT  C 

In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

No.  4395-B  Civil 

RADIO    CONDENSER    COMPANY    and    GEN- 
ERAL INSTRUMENT  CORPORATION, 

Plaintiffs, 

vs. 

LEROY  J.  LEISHMAN, 

Defendant. 

AFFIDAVIT  OF  RUSSEL  E.  CRAMER 

State  of  New  York, 
County  of  New^  York — ss. 

Russell    E.     Cramer,    being    first    duly    sworn, 
hereby  deposes  and  says  as  follows : 
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1.  I  am  the  Vice  President  of  the  plaintiff, 
Radio  Condenser  Company,  and  am  fully  conver- 
sant with  the  facts  hereinbelow  stated. 

2.  The  Motorola  radio  receiving  sets  referred  to 
in  paragraph  4  of  the  complaint  of  the  above- 
entitled  cause,  of  which  Models  25F,  26C,  26C-7, 
27D,  28-0,  30-P,  29-B,  29B-6  referred  to  in  said 
paragraph  4  of  the  complaint  are  typical  examples, 
embodied  [41]  or  had  installed  therein  radio  con- 
densers and  tuners  manufactured  by  the  plaintiff, 
Radio  Condenser  Company,  and  known  as  Radio 
Condenser  Model  28  condensers.  This  Model  28 
condenser  as  embodied  in  said  recited  Motorola  sets 
is  correctly  shown  in  the  photostatic  -copy  of  the 
drawing  thereof  annexed  as  ^^  Exhibit  1"  to  the 
complaint  in  the  above-entitled  cause,  and  the  speci- 
men of  such  Model  28  condenser  constituting  **  Ex- 
hibit 2"  of  the  complaint  is  a  correct  specimen 
thereof. 

RUSSELL  E.  CRAMER. 
Subscribed  and  sworn  to  before  me  this  12th  day 
of  December,  1945. 

[Seal]  MARIE  STIRISS, 

Notary  Public,  New  York  County,  N.  Y.  Co.  Clk's 
No.  539,  Reg.  No.  1175-S-7. 

Commission  expires  March  30,  1947.  [42] 
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EXHIBIT  D 

In  the  United  States  District  Court  for  the 
Western  District  of  Oklahoma 

Civil  Action  No.  2155 

LEROY  J.  LEISHMAN, 

Plaintiff, 

vs. 

THE  RICHARDS  AND  CONOVER  COMPANY, 

a  Corporation, 

Defendant. 

BILL  OF  COMPLAINT  FOR  INFRINGEMENT 
OF  LETTERS  PATENT 

Plaintiff  complains  of  the  defendant  and  alleges : 

I.     Plaintiff 
That  the  plaintiff  is  a  citizen  of  the   State   of 
California  and  resides  in  the  City  of  Los  Angeles, 
California. 

II.  Defendant 
That  the  defendant  is  a  corporation  organized 
under  and  existing  by  virtue  of  the  laws  of  the 
State  of  Missouri,  and  has  a  regular  established 
place  of  business  in  the  City  of  Oklahoma  City, 
State  of  Oklahoma. 

III.     Jurisdiction 
(1)     That  the  jurisdiction  of  this  Court  is  based 
upon  the   Patent  Laws   of  the   United   States   of 
America. 
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(2)  Thrct  the  acts  of  infringement  hereinafter 
complained  of  were  and  are  being  committed  in  the 
Western  District  of  Oklahoma,  and  elsewhere 
within  the  United  States.  [43] 

IV.     Title  to  Patents 

(1)  On  February  15,  1938,  original  United 
States  Letters  Patent  No.  2,108,538,  were  duly  and 
legally  issued  to  plaintiff  for  an  invention  in 
^^  Means  and  Method  for  Turning  Rotatable  Objects 
to  Predetermined  Positions,"   and  on  August  16, 

1938,  said  Letters  Patent  were  surrendered,  and 
were  duly  and  legally  reissued  as  reissue  Letters 
Patent  No.  20,827;  and  on  or  about  January  16, 

1939,  the  plaintiff  disclaimed  claim  5  of  said  reissue 
Letters  Patent  No.  20,827. 

(2)  Plaintiff,  since  the  date  of  the  issuance  of 
said  original  Letters  Patent  and  until  said  original 
Letters  Patent  were  surrendered,  has  been  the 
owner  of  said  original  Letters  Patent,  and  plaintiff, 
since  the  date  when  said  reissue  Letters  Patent  were 
granted,  has  been  and  still  is  the  owner  of  said  re- 
issue Letters  Patent. 

(3)  On  June  13,  1939,  original  Letters  Patent 
No.  2,162,282  were  duly  and  legally  issued  to  plain- 
tiff for  an  invention  in  Automatic  Tuners. 

(4)  Plaintiff  since  the  date  of  issuance  of  the 
original  Letters  Patent  No.  2,162,282,  has  been  the 
ov/ner  of  said  original  Letters  Patent. 

V.     Infringement 
That  defendant  has,  within  the  last  six  years  and 
prior  to  the  filing  of  this   bill  of  complaint,   and 
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subsequent  to  the  dates  of  granting  of  said  reissue 
Letters  Patent  and  of  said  original  Letters  Patent 
No.  2,162,282,  infringed  claims  7,  8,  9,  10  and  11  of 
said  reissue  Letters  Patent,  and  claims  7  and  11  of 
said  original  Letters  Patent  No.  2,162,282;  and 
defendant  threatens  to  continue  so  to  infringe  by 
selling  or  [44]  causing  to  be  sold,  or  using  or  caus- 
ing to  be  used  within  this  district  and  elsewhere 
within  the  L'^nited  States,  radio  receiving  sets 
known  as  Motorola  sets,  of  which  Models  25F,  26C, 
26C-7,  27D,  28-0,  30-P,  29-B,  29B-6,  35N,  28-0,  9-24, 
9-24A,  16C,  1810,  19-B  are  typical  examples,  made 
in  accordance  with  and  embodying  the  inventions 
disclosed  and  claimed  in  plaintiif's  said  reissue 
Letters  Patent  and  said  Letters  Patent  2,162,282, 
wilfully  and  without  the  consent  of  the  plaintiff. 

VI.  Damage 
That  defendant  has  derived  unlawful  gains  and 
profits  from  such  infringement  which  plaintiff 
would  otherwise  have  received  but  for  such  infringe- 
ment, and  has  thereby  been  caused  irreparable 
damages. 

Plaintiff  Therefore  Prays: 

(1)  For  a  preliminary  as  well  as  a  permanent 
injunction  restraining  the  defendant,  its  ofl&cers, 
agents,  servants  and  employees  from  dire^^tly  or 
indirectly  making  or  causing  to  be  made,  selling 
or  causing  to  be  sold,  or  using  or  causing  to  be  used, 
any  means  for  turning  rotatable  objects  to  pre- 
determined positions,  made  in  accordance  with  or 
embodying  the  inventions  of  the  said  reissue  United 


Radio  Condenser  Co.,  et  at,  39 

States  Letters  Patent  No.  20,827,  or  from  infring- 
ing upon  or  violating  the  said  Letters  Patent  in  any 
way  whatsoever ;  and  restraining  the  defendants,  its 
officers,  agents  and  employees  from  directly  or  in- 
directly making  or  causing  to  be  used,  any  radio 
sets  made  in  accordance  with  or  embodying  the  in- 
ventions of  said  original  Letters  Patent  2,162,282, 
or  from  infringing  upon  or  violating  the  said  Let- 
ters Patent  in  any  way  whatsoever.  [45] 

(2)  For  the  costs  and  an  accounting  of  profits 
and  damages. 

(3)  For  such  other  and  further  relief  as  the 
Court  may  deem  meet  and  just. 

JOHN  FLAM, 

914  Fidelity  Building,  Los 
Angeles  13,  California. 

J.  B.  DUDLEY, 

1501  Apco  Tower,  Oklahoma 
City  2,  Oklahoma. 
Attorneys  for  Plaintiff. 

DUDLEY,   DUVALL  & 
DUDLEY, 

Of  Counsel. 

[Endorsed]:     Filed    March    7,    1945.      Theodore 
M.  Filson,  Clerk.     By  D.  Lucille  Leslie,  Deputy. 


40  Le  Roy  J.  Leishman  vs, 

CERTIFIED  COPY 

United  States  of  America, 
Western  District  of  Oklahoma — ss. 

I,  Theodore  M.  Filson,  Clerk  of  the  United 
States  District  Court  in  and  for  the  Western  Dis- 
trict of  Oklahoma,  do  hereby  certify  that  the  an- 
nexed and  foregoing  is  a  true  and  full  copy  of  the 
original  Bill  of  Complaint  for  Infringement  of 
Letters  Patent,  filed  March  7,  1945,  in  Case  No. 
2155-Civil,  LeRoy  J.  Leishman,  Plaintiff,  vs.  The 
Richards  and  Conover  Company,  a  corporation,  De- 
fendant, as  the  same  appears  on  file  or  of  record  in 
my  office  *  *  * 

In  Testimony  Whereof,  I  have  hereunto  sub- 
scribed my  name  and  affixed  the  seal  of  the  afore- 
said Court  at  Oklahoma  City  this  15th  day  of 
December,  A.D.  1945. 

[Seal]  THEODORE  M.   FILSON, 

Clerk. 

By    D.  LUCILLE  LESLIE, 
Deputy  Clerk.  [47] 
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EXHIBIT  E 

In  the  United  States  District  Court  for  the 
Western  District  of  Oklahoma 

No.  2155-Civil 

LEROY  J.  LEISHMAN, 

Plaintiff, 

vs. 

THE  RICHARDS  AND  CONOVER  COMPANY, 

a  Corporation, 

Defendant. 

RESPONSE  OF  PLAINTIFF  TO  MOTION 
FOR  BILL  OF  PARTICULARS  OF  THE 
DEFENDANT 

(1)  As  to  Paragraphs  1  and  2  of  the  motion  for 
Bill  of  Particulars  the  plaintiff  is  willing  to  com- 
ply therewith,  and  in  this  connection  states  that 
the  first  nine  listed  models  (25F,  26C,  26C-7,  27D, 
28-0,  30-P,  29-B,  29B-6,  and  35N)  infringe  Claims 
7  to  11,  inclusive,  of  the  reissue  patent,  and  the 
remaining  five  models  (9-24,  9-24A,  16C,  18-0  and 
19-B)  infringe  Claims  7  and  11  of  Patent  No. 
2,162,282. 

(2)  As  to  Paragraphs  3  and  4  of  said  motion  the 
plaintiff  resists  the  same  for  the  reason  that  the 
information  therein  sought  is  premature  and  the 
defendant  is  not  entitled  to  such  relief  until  it  has 
filed  a  responsive  pleading  herein,  and  in  support 
of  this  contention  plaintiff  cites: 

1.  Smith  vs.  Buckeye  Incubator  Co.  (U.  S.  Dist. 
Ct.,  S.D.  Ohio,  May  6,  1940),  3  Fed.  Rules  148; 
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2.  Bechik  vs.  Handy  Mattress  Accessories  Corp. 
(U.S.  Dist.  Ct.,  E.D.N. Y.,  Jan.  8,  1942),  6  Fed. 
Eules  154; 

3.  National  Nut  Co.  of  California  vs.  Kellying 
Nut  Co.  (U.S.  Dist.  Ct.,  N.D.  111.,  Nov.  28,  1944), 
8  Fed.  Eules  12e  241 ; 

4.  Bellavance  vs.  Frank  Morrow  Co.,  Inc.,  (U.S. 
Dist.  Ct.,  D.R.I.,  Aug.  28,  1941),  5  Fed.  Rules 
Service  150.  [48] 

(3)  If  the  Court  grants  Paragraphs  3  and  4  of 
said  motion,  it  should  do  so  only  on  the  condition 
that  the  defendant  supply  the  plaintiff  with  a  list 
of  the  patents,  publications,  prior  inventions  and 
prior  uses  on  which  it  intends  to  rely,  and  in  this 
connection  states  that  this  information  should  be 
furnished  by  the  defendant  simultaneously  with  the 
furnishing  of  the  information  by  the  plaintiff  as 
contained  in  said  paragraphs. 

JOHN  FLAM, 

914    Fidelity    Building,    Los 
Angeles  13,  California. 

J.  B.  DUDLEY, 

1501  Apco  Tower,  Oklahoma 
City  2,  Oklahoma. 
Attorneys  for  Plaintiff. 

DUDLEY,  DUVALL  & 
DUDLEY, 

Of  Counsel. 

[Endorsed] :  Filed  Sept.  13,  1945.  Theodore  M. 
Filson,  Clerk.    By  Kenneth  Groshong,  Deputy.  [49] 
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CERTIFIED  COPY 

United  States  of  America, 
"Western  District  of  Oklahoma — ss. 

I,  Theodore  M.  Filson,  Clerk  of  the  United  States 
District  Court  in  and  for  the  Western  District  of 
Oklahoma,  do  hereby  certify  that  the  annexed  and 
foregoing  is  a  true  and  full  =copy  of  the  original 
Response  of  Plaintiff  to  Motion  for  Bill  of  Par- 
ticulars of  the  Defendant,  filed  September  13,  1945, 
in  Case  No.  2155-Civil,  Leroy  J.  Leishman,  Plain- 
tiff, vs.  The  Richards  and  Conover  Company,  a  cor- 
poration. Defendant,  as  the  same  appears  on  tile 
and  of  record  in  my  office  *  *  * 

In  Testimony  Whereof,  I  have  hereunto  sub- 
scribed my  name  and  affixed  the  seal  of  the  afore- 
said Court  at  Oklahoma  City  this  15th  day  of  De- 
cember, A.D.  1945. 

THEODORE  M.  FILSON, 

Clerk. 
By    D.  LUCILLE  LESLIE, 
Deputy  Clerk.  [50] 
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EXHIBIT  G 

Department   of    Commerce 
United  States  Patent  Office 

To  all  persons  to  whom  these  presents  shall  come, 
Greeting : 
This  is  to  Certify  that  the  annexed  is  a  true  copy 
from  the  records  of  this  office  of  the  Disclaimer, 
filed  January  16,  1939,  in  the  matter  of  the  Eeissue 
Letters  Patent  of  LeRov  J.  Leishman,  Number 
20,827,  granted  August  16,  1938,  for  Improvements 
in  Means  and  Methods  for  Turning  Rotatable  Ob- 
jects to  Predetermined  Positions. 

In  Testimony  Whereof  I  have  hereunto  set  my 
hand  and  caused  the  seal  of  the  Patent  Office  to  be 
affixed  at  the  City  of  Washington,  this  ninth  day  of 
January,  in  the  year  of  our  Lord  one  thousand  nine 
hundred  and  forty-six  and  of  the  Independence  of 
the  United  States  of  America  the  one  hundred  and 
seventieth. 

[Seal]  CASPER  W.  OOMS, 

Commissioner  of  Patents. 


Attest 


D.  E.  WILSON, 

Chief  of  Division.  [86] 
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DISCLAIMER 

To  the  Commissioner  of  Patents: 

Your  petitioner,  LeRoy  J.  Leishman,  a  citizen  of 
the  United  States,  residing  at  Los  Angeles,  in  the 
county  of  Los  Angeles  and  State  of  California,  rep- 
resents that  in  the  matter  of  certain  improvements 
in  Means  and  Method  for  Turning  Rotatable  Ob- 
jects to  Predetermined  Positions,  for  which  letters 
patent  of  the  United  States  No.  Re.  20,827  were 
granted  to  him  on  the  16th  day  of  August,  1938,  he 
is  the  sole  owner  of  said  letters  patent,  and  that  he 
has  reason  to  believe  that  through  inadvertence  and 
without  fraudulent  or  deceptive  intention  claim  5 
of  said  letters  patent  may  be  too  broad,  including 
that  which  may  not  have  involved  invention  over 
the  prior  art. 

Your  petitioner,  therefore,  hereby  enters  this  dis- 
claimer to  claim  5  of  said  letters  patent. 

Signed  at  Los  Angeles,  in  the  county  of  Los 
Angeles,  and  State  of  California,  this  12th  day  of 
January,  1939. 

LEROY  J.  LEISHMAN. 

Witness : 

J.  H.  LEISHMAN,  SR., 

[Stamped]:  Jan  16,  39,  138133  D  M  D  20.00 
Mail  Division  U.  S.  Patent  Office  Jan.  16,  1939 
Recorded  U.  S.  Patent  Office  Issue  Division  Jan  16 
1939 

[Endorsed] :     Filed  Jan.  23,  1946.  [87] 
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[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  LEROY  J.  LEISHMAN  FILED 
IN  BEHALF  OF  DEFENDANT 

State  of  California, 
County  of  Los  Angeles — ss. 

LeRoy  J.  Leishman,  being  first  duly  sworn,  de- 
poses and  says: 

That  he  is  the  defendant  in  the  above-entitled 
action. 

That  he  has  prepared  the  collection  of  photo- 
graphs and  other  illustrations  identified  as  Defend- 
ant's Exhibits  la,  lb,  2a,  2b,  3a,  3b,  4a,  4b,  5a,  5b, 
6,  7,  8,  9a,  9b,  10a,  10b,  11a,  lib,  12a,  12b,  13a,  13b, 
14a,  14b,  15a,  15b,  16a  and  16b. 

That  the  things  represented  in  the  said  photo- 
graphs [92]  and  illustrations,  or  others  that  were 
the  same  in  all  pertinent  respects,  were  in  existence 
before  February  15,  1938. 

That  none  of  the  said  exhibits  and  none  of  the 
ten  patents  presented  in  support  of  Defendant's 
Memorandum  Opposing  Plaintiffs'  Motion  for 
Summary  Judgment,  were  presented  in  evidence  in 
the  case  of  Leishman  vs.  Associated  Wholesale 
Electric  Company,  mentioned  in  the  said  memor- 
andum. LEROY  J.  LEISHMAN, 

Affiant. 

Subscribed  and  sworn  to  before  me  this  15th  day 
of  February,  1946. 

[Seal]  BEATRICE  BERGER, 

Notary  Public  in  and  for  the  County  of  Los  Angeles, 
State  of  California. 

My  commission  expires  March  25,  1946. 

[Endorsed] :     Filed  Feb.  15,  1946.  [93] 
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[Title  of  Distrkt  Court  and  Cause.] 

MOTION  TO  DENY  PLAINTIFFS'  MOTION 
FOR  SUMMARY  JUDGMENT  AND  MO- 
TION TO  DISMISS  THE  DECLARATORY 
JUDGMENT  COMPLAINT 

Now  comes  the  defendant  and  moves  that  plain- 
tiffs' motion  for  summary  judgment  be  denied  and 
also  moves  that  the  declaratory  judgment  complaint 
be  dismissed. 

I. 

The  motion  to  deny  Plaintiffs'  Motion  for  Sum- 
mary Judgment  is  based  upon  the  following 
grounds:   [189] 

1.  Since  the  hearing  on  Plaintiffs'  Motion  for 
Summary  Judgment,  the  situation  has  materially 
changed  because  of  the  holding  of  the  L^nited  States 
District  Court  for  the  Western  District  of  Okla- 
homa to  the  effect  that  the  reissue  patent  here  in 
suit  is  valid,  that  plungers  and  levers  are  equiva- 
lents, and  that  condenser  Model  28  (PL  Ex.  2) 
made  by  the  Radio  Condenser  Company  and  con- 
denser Model  31  (PL  Ex.  4)  manufactured  by  Gen- 
eral Instrument  Corporation  are  infringements  of 
claims  7  to  11  of  the  said  reissue  patent.  These 
are  the  very  tuners  which  the  present  plaintiff  has 
asked  this  court  to  hold  are  not  infringements  of 
the  said  claims. 

2.  Dr.  Spotts,  associate  professor  of  mechanical 
engineering  at  Northwestern  University,  and  expert 
witness  for  the  defendant  in  the  trial  in  Oklahoma, 
admitted  in  answer  to  questions  of  defendant's  own 
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counsel  that  there  would  be  no  problem  in  substitut- 
ing a  plunger  for  a  lever  in  the  combination  set 
forth  in  claims  7  to  11  of  the  reissue  patent  here 
in  suit. 

3.  The  authorities  are  in  agreement  that  a  sum- 
mary judgment  of  non-infringement  can  only  be 
rendered  when  there  is  clearly  no  infringement  and 
when  the  facts  that  must  support  such  a  judgment 
are  beyond  dispute.  In  view  of  the  decision  of  the 
U.  S.  District  Court  for  the  Western  District  of 
Oklahoma,  based  upon  a  full  trial,  to  the  effect  that 
the  tuners  before  your  Honor  are  infringements  of 
reissue  patent  No.  Ee.  20,827,  it  cannot  summarily 
be  held  that  there  is  clearly  no  infringement;  and 
in  the  light  of  the  expert  testimony  offered  by  both 
parties  on  the  equivalency  of  levers  and  plungers 
in  the  Oklahoma  suit,  the  proposition  that  they  are 
not  equivalents  cannot  be  considered  an  indisput- 
able fact.  The  requirements  for  a  summary  judg- 
ment in  behalf  of  the  plaintiff  are  manifestly  not 
present.  [190] 

II. 

The  Motion  to  Dismiss  the  Declaratory  Judg- 
ment Complaint  is  based  upon  the  following 
grounds : 

1.  Inasmuch  as  the  Declaratory  Judgment  com- 
plaint w^as  based  upon  the  fact  that  the  present 
defendant  had  filed  a  suit  in  Oklahoma  against  an 
alleged  customer  of  a  customer  of  the  plaintiffs 
herein,  and  upon  the  allegation  that  the  said  plain- 
tiffs were  in  need  of  relief  that  would  enjoin  the 
present  defendant  from  prosecuting  the  said  suit  in 
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Oklahoma,  and  inasmuch  as  the  trial  of  said  suit 
is  now  in  the  past,  there  is  no  longer  any  legal  basis 
for  said  complaint  and  the  present  defendant  cannot 
be  enjoined  from  going  to  trial  on  a  case  that  has 
already  been  tried. 

2.  The  declaratory  judgment  action  will  now 
serve  no  useful  purpose.  If  the  decision  of  the 
U.  S.  District  Court  for  the  Western  District  of 
Oklahoma  is  affirmed  by  the  Tenth  Circuit  Court 
of  Appeals,  there  will  be  a  direct  conflict  between 
the  decision  of  that  court  of  appeals  and  the  de- 
cision of  the  Ninth  Circuit  Court  of  Appeals  in  the 
case  of  Leishman  vs.  Associated  Wholesale  Electric 
Co.,  137  P.  (2d)  722.  The  requirements  will  then 
be  met  for  a  writ  of  certiarari  from  the  Supreme 
Court.  Inasmuch  as  its  decision  will  be  binding 
upon  the  court  here,  no  trial  need  be  held.  After 
a  decision  by  the  Supreme  Court,  the  whole  matter 
can  then  be  disposed  of  here  through  defendant's 
counter-claim  by  means  of  a  motion  for  summary 
judgment  filed  at  that  time  by  defendant  if  the 
claims  are  held  valid  and  infringed,  or  by  the  plain- 
tiffs if  the  claims  are  held  invalid  or  not  infringed. 
Should  the  Tenth  Circuit  Court  of  Appeals  reverse 
the  District  Court  for  the  Western  [191]  District 
of  Oklahoma,  the  instant  case  can  still  be  more 
properly  disposed  of  through  defendant's  counter- 
claim. 

LEROY  J.  LEISHMAN, 
Defendant. 

Dated,  Los  Angeles,  California,  May  25,  1946. 
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NOTICE  OF  HEARING 

To  Lyon  &  Lyon, 

Attorneys  for  Plaintiffs: 

Please  take  notice  that  the  undersigned  will  bring 
the  foregoing  motions  on  for  hearing  before  this 
Court  in  the  court  room  of  said  Court,  on  the  10th 
day  of  June,  1946,  at  ten  o'clock  in  the  forenoon  of 
that  day,  or  as  soon  thereafter  as  the  defendant  and 
counsel  for  the  plaintiff  can  be  heard. 

LEROY  J.  LEISHMAN, 

Defendant. 

Dated,  Los  Angeles,  California,  May  25,  1946. 
(Affidavit  of  service  by  mail.) 
[Endorsed] :     Piled  May  25,  1946.  [192] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  LeROY  J.  LEISHMAN 

LeRoy  J.  Leishman,  the  defendant  in  the  above- 
entitled  action,  being  duly  sworn,  deposes  and  says : 

That  he  attended  the  trial  of  civil  suit  No.  2155, 
filed  by  him  in  the  United  States  District  Court  for 
the  Western  District  of  Oklahoma,  against  The 
Richards  and  Conover  Company,  alleging  infringe- 
ment of  claims  7  to  11,  inclusive,  of  his  U.  S.  patent 
No.  Re.  20,827,  through  the  sale  of  Motorola  radio 
receiving  sets  of  which  models  25P,  26C,  26C-7,  27D, 
28-0,  30-P,  29-B  and  29B-6  are  typical  examples; 
that  the  said  trial  was  held  before  the  said  court 
beginning  on  April  29, 1946 ;  [193] 
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That  Dr.  Spotts,  associate  professor  of  mechan- 
ical engineering  at  Northwestern  University,  testi- 
fied at  the  said  trial  as  an  expert  witness  for  the 
defendant,  The  Richards  and  Conover  Company, 
and  that  in  answer  to  a  question  of  counsel  for  the 
said  The  Richards  and  Conover  Company,  Dr. 
Spotts  stated  that  no  problem  would  be  involved  in 
substituting  a  plunger  for  a  lever  in  the  tuner 
shown  and  described  in  the  said  patent; 

That  at  the  conclusion  of  the  trial  the  court  ren- 
dered its  opinion  in  favor  of  the  plaintiff,  LeRoy 
J.  Leishman,  on  all  issues  with  respect  to  patent 
No.  Re.  20,827,  and  holding  that  the  plungers  in 
the  tuners  in  the  accused  sets  are  the  equivalents 
of  the  levers  of  the  said  patent. 

/s/  LeROY  J.  LEISHMAN. 

Subscribed  and  sworn  to  before  me  this  25th  day 
of  May,  1946. 

[Seal]  BEATRICE  BURGER, 

Notary  Public  in  and  for  the  County  of  Los  An- 
geles, State  of  California. 

My  Commission  Expires  March  25,  1950. 

(Affidavit  of  Service  by  Mail.) 

[Endorsed] :     Piled  May  25,  1946.  [194] 
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In  the  United  States  District  Court  for  the 
Western  District  of  Oklahoma 

Civil  Action  No.  2155 

LeROY  J.  LEISHMAN, 

Plaintiff, 

vs. 

THE  RICHARDS  AND  CONOVER  COMPANY, 
a  Corporation, 

Defendant. 

FINDINGS  OF  FACT  AND  CONCLUSIONS 
OF  LAW 

This  Cause  coming  on  for  trial  upon  the  merits, 
and  evidence  having  been  introduced  and  the  cause 
having  been  submitted  to  the  Court,  and  the  Court 
having  rendered  its  decision  herein.  Now  Therefore, 
the  Court  makes  the  following  Findings  of  Fact 
and  Conclusions  of  Law : 

Findings  of  Fact 

1.  The  plaintiff,  LeRoy  J.  Leishman,  is  a  citi- 
zen of  the  State  of  California,  and  resides  in  the 
City  of  Los  Angeles,  California. 

2.  The  defendant.  The  Richards  and  Conover 
Company,  is  a  corporation  organized  under,  and  ex- 
isting by  virtue  of,  the  laws  of  the  State  of  Mis- 
souri, and  has  a  regular  and  established  place  of 
business  in  the  City  of  Oklahoma  City,  State  of 
Oklahoma. 
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3.  Galvin  Manufacturing  Corporation,  a  corpo- 
ration organized  under,  and  existing  by  virtue  of, 
the  laws  of  the  State  of  Illinois,  and  having  its 
principal  place  of  business  [195]  in  the  City  of  Chi- 
cago, State  of  Illinois,  is  the  manufacturer  of  the 
accused  devices,  and  assumed  the  defense  of  this 
action  against  the  defendant,  who  was  a  distributor 
of  its  products,  and  therefore  said  Galvin  Manu- 
facturing Corporation  is  bound  by  the  judgment 
herein. 

4.  On  February  15,  1938,  original  United  States 
Letters  Patent  No.  2,108,538  were  duly  and  legally 
issued  to  plaintiff  for  an  invention  in  ^^  Means  and 
Method  for  Turning  Rotatable  Objects  to  Prede- 
termined Positions,"  and  on  August  16,  1938,  said 
Letters  Patent  were  surrendered,  and  were  duly  and 
legally  reissued  as  reissue  Letters  Patent  No.  20,827 ; 
and  on  or  about  January  16,  1939,  the  plaintiff  dis- 
claimed claim  5  of  said  reissue  Letters  Patent  No. 
20,827. 

5.  Plaintiff,  since  the  date  of  the  issuance  of 
said  original  Letters  Patent  and  until  said  original 
Letters  Patent  w^ere  surrendered,  has  been  the 
owner  of  said  original  Letters  Patent,  and  plain- 
tiff, since  the  date  when  said  reissue  Letters  Patent 
were  granted,  has  been  and  still  is  the  owner  of 
said  reissue  Letters  Patent. 

6.  Claims  7,  8,  9,  10  and  11  of  the  reissue  pat- 
ent No.  20,827  are  clearly  valid,  and  clearly  in- 
fringed due  to  the  use  of  tuning  devices  in  the  fol- 
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lowing  radio  receiver  sets  manufactured  by  said 
Galvin  Manufacturing  Corporation  and  sold  by  de- 
fendant: Models  25F,  26C,  26C-7,  27D,  28-0,  30-P, 
29-B^  and  29B-6.  This  finding  is  made  without  any 
regard  to  any  commercial  success  which  plaintiff's 
tuners  have  attained. 

7.  The  reissue  patent  No.  20,827,  and  especially 
claims  7,  8,  9,  10  and  11  thereof,  are  for  the  same 
invention  as  patent  2,108,538;  and  it  appears,  from 
the  face  of  the  said  patent  2,108,538,  that  plaintiff 
intended  to  claim  the  invention  now  claimed  by 
claims  7,  8,  9,  10  and  11  in  the  reissue  patent  No. 
20,827.  [196] 

8.  The  reissue  patent  No.  20,827  conforms  in  all 
respects  with  the  requirements  of  Section  4916  of 
the  Revised  Statutes. 

9.  The  disclaimers  filed  by  plaintiff  with  respect 
to  reissue  patent  No.  20,827  are  in  conformity  with 
Section  4917  of  the  Revised  Statutes. 

10.  The  combination  of  Plaintiff's  claims  7,  8,  9, 
10  and  11  of  his  reissue  patent  No.  20,827  is  illus- 
trated in  said  patent  as  a  structure  including  a 
rocker  or  positionable  element  connected  with  a  tun- 
ing element,  such  as  a  variable  condenser,  and  an 
adjustable  tappet  or  positioning  element  mounted 
on  a  manual  means  for  moving  it,  such  as  a  lever, 
whereby  the  tappet  is  brought  against  the  rocker  to 
a  position  determined  by  the  adjusted  position  of 
the  tappet.  There  is  a  recess  in  the  rocker  and, 
when  the  rocker  and  tappet  are  completely  engaged, 
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the  axis  of  the  tappet  becomes  substantially  coaxial 
with  the  axis  of  the  rocker. 

11.  The  tappet  or  positioning  element  described 
in  plaintiff's  reissue  patent  No.  20,827  may  be 
mounted  either  on  a  lever  or  a  plunger  to  move  the 
tappet,  since  a  lever  and  a  plunger  perform  their 
functions  in  the  same  way  and  are  mechanical  equiv- 
alents. 

12.  The  finding  11  is  based  not  only  upon  the  evi- 
dence offered  on  behalf  of  plaintiff,  but  also  upon 
the  direct  testimony  of  defendant's  expert,  Dr. 
Spotts,  who  testified  to  the  effect  that  the  substitu- 
tion of  plungers  for  levers  is  a  simple  one  in  the 
combination  covered  by  claims  7,  8,  9,  10  and  11  of 
the  said  reissue  patent. 

13.  The  coaxial  relationship  between  the  axis  of 
the  tappet,  or  adjustable  means,  and  the  axis  of  the 
rocker  is  for  the  purpose  of  joreventing  any  rota- 
tion whatever  of  the  adjusted  [197]  tappet  and 
rocker  during  the  adjusting  jDrocess.  Coaxiality 
has  been  used  in  the  past  for  the  opposite  purpose  of 
permitting  parts  to  move  freely  and  without  bind- 
ing. 

14.  The  defendant  presented  no  example  of  the 
use  of  a  coaxial  relationship  that  was  at  all  anal- 
ogous to  the  use  made  of  this  relationship  in  the  com- 
bination set  forth  in  the  claims  of  the  reissue  patent 
in  suit;  and  defendant's  expert.  Dr.  Spotts,  stated 
on  cross-examination  that  he  knew  of  no  instance 
in  which  a  coaxial  relationship  had  been  previously 
used  for  a  similar  purpose. 
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15.  The  coaxial  relationship  of  the  tappet  and 
rocker  requires  that  one  or  both  of  these  members 
be  especially  shaped  with  respect  to  the  other;  and 
a  coaxial  relationship  is  not  attained  merely  by 
mounting  a  tappet  upon  a  plunger  and  passing  the 
plunger  through  an  opening  -in  the  rocker. 

16.  The  use  of  plungers  for  operating  mechani- 
cal automatic  tuners  was  known  long  prior  to  plain- 
tiff's development  of  his  patented  structure  set  forth 
in  the  reissue  patent  in  suit. 

17.  It  would  not  avoid  infringement  of  claims  7, 
8,  9,  10  and  11  of  the  reissue  patent  in  suit  to  form 
a  rocker  or  a  tappet  such  as  to  render  it  unnecessary 
to  provide  an  opening  in  the  rocker  for  bringing  the 
tappet  and  rocker  into  substantially  coaxial  rela- 
tion when  they  are  fully  engaged.  Such  variations 
are  exemplified  in  plaintiff's  exhibits  40  and  42. 

18.  There  had  been  a  demand  in  the  radio  indus- 
try for  many  years  for  a  satisfactory  automatic 
tuner ;  and  numerous  inventors  in  the  United  States 
and  foreign  countries  sought  to  satisfy  this  demand 
by  devices  described  in  patent  applications  dating 
as  far  back  as  1924.  [198] 

19.  Schaefer,  exhibit  20,  Marschalk,  exhibit  18, 
Lane  &  Mackey,  exhibit  22,  and  Soffietti,  exhibit  21, 
in  Italy,  all  tried  to  produce  acceptable  tuners  using 
an  adjustable  tappet,  but  their  tuners  were  all  either 
more  or  less  complex  or  much  harder  to  adjust  than 
plaintiff's  simple  structure. 

20.  The  structure  of  defendant's  model,  exhibit 
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M,  is  not  a  correct  or  true  representation  of  the  com- 
bined teachings  of  the  Marschalk  x^atent  2,072,897 
and  the  Schaefer  patent  1,906,106,  but  was  made 
after  hindsight  had  shown  the  advantages  of  provid- 
ing such  a  structure.  Such  a  structure  could  not  be 
arrived  at  by  an  ordinary  mechanic  skilled  in  the  art 
prior  to  plaintiff's  invention  covered  by  claims  7,  8^ 
9,  10  and  11  of  the  reissues  patent  in  suit. 

21.  In  the  summer  of  1937,  the  radio  industry 
was  using  to  a  great  extent  automatic  tuners  re- 
ferred to  as  motor  driven  tuners  and  tele^jhone  dial 
tuners.  These  were  so  inaccurate  mechanically  that 
they  required  expensive  automatic  frequency  con- 
trol circuits  to  make  them  at  all  acceptable  to  the 
trade.  These  tuners  are  shown  in  the  June,  July, 
and  August,  1937,  issues  of  Radio  Retailing. 

22.  Plaintiffs,  in  the  summer  of  1937,  inter- 
viewed numerous  radio  set  manufacturers,  includ- 
ing the  Crosley  Corporation  and  Clinton  Manufac- 
turing Company,  as  w^ell  as  Crowe  Name  Plate  and 
Manufacturing  Company,  which  was  a  parts  manu- 
facturer. All  of  these  manufacturers  interviewed 
were  dissatisfied  with  the  then  existing  forms  of 
automatic  tuning  devices,  and  expressed  great  inter- 
est in  plaintiff's  proposals  to  provide  a  new  form  of 
automatic  tuning.  Plaintiff  told  these  manufactur- 
ers of  his  issued  patent  2,084,851,  issued  June  22, 
1937,  and  demonstrated  to  them  another  form  of 
tuner  using  two  point  positioning  and  utilizing  the 
invention  disclosed  in  a  patent  application  [199] 
which  later  issued  as  patent  2,163,343,  and  the  per- 
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tinent  features  of  which  are  embodied  in  plaintiff's 
exhibit  38.  During  the  demonstrations  at  some  of 
these  manufacturers'  plants,  the  relative  merits  of 
using  plungers  and  levers  as  a  means  for  operating 
radio  tuners  were  discussed. 

23.  As  a  result  of  this  trip  in  the  summer  of  1937, 
Crowe  Name  Plate  and  Manufacturing  Company 
and  Clinton  Manufacturing  Company  took  licenses 
under  the  application  that  resulted  in  said  patent 
No.  2,163,343;  and,  later,  Crowe  Name  Plate  and 
Manufacturing  Company  took  a  license  under  patent 
2,108,538,  said  latter  patent  being  later  surrendered 
and  reissued  as  the  reissue  patent  in  suit. 

24.  On  June  22,  1937,  the  date  of  issue  of  patent 
2,084,851,  knowledge  of  the  structure  incorporated 
in  the  reissue  patent  in  suit  became  available  to  the 
public  and  to  radio  set  and  parts  manufacturers, 
since  the  file  wrapper  and  history  of  said  patent 
2,084,851  included  Figs.  14,  15,  and  16  and  their  de- 
scriptions, said  figures  being  identical  with  the  draw- 
ings of  the  patent  in  suit.  Said  Figs.  14,  15,  and  16 
were  cancelled,  along  with  the  descriptions  thereof, 
in  order  to  incorporate  them  in  the  divisional  ap- 
plication that  resulted  in  patent  2,108,538,  which  was 
reissued  as  the  patent  in  suit  but  these  figures  and 
their  descriptions  nevertheless  remained  in  the  file 
wrapper  of  patent  No.  2,084,851. 

25.  Early  in  the  year  1938,  radio  set  manufac- 
turers and  radio  parts  manufacturers  began  to  use 
radio  tuners  embodying  the  invention  covered  by 
claims  7,  8,  9,  10  and  11  of  the  reissue  patent  in 
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suit.  Tuners  of  this  kind  were  supplied  to  the  pub- 
lic in  approximately  8,000,000  radio  sets  up  to  April, 
1942.  These  tuners  were  sufficiently  accurate  me- 
chanically to  operate  satisfactorily  without  the  need 
of  automatic  frequency  control  [200]  circuits,  and 
w^ere  easy  to  adjust  to  different  broadcasting  sta- 
tions. The  popularity  of  the  motor  driven  and  tele- 
phone dial  tuners  declined  after  1938,  and  are  now 
virtually  obsolete. 

26.  The  infringing  tuners  sold  by  defendant  are 
exemplified  generally  by  the  defendant's  exhibits  G 
and  H.  These  infringing  devices  were  manufactured 
respectively  by  Radio  Condenser  Company  and  Gen- 
eral Instrument  Corporation,  which  are  the  joint 
plaintiffs  in  an  action  now  pending  in  the  District 
Court  of  the  United  States,  Southern  District  of 
California,  Central  Division,  and  entitled:  Radio 
Condenser  Company  and  General  Instrument  Cor- 
poration V.  LeRoy  J.  Leishman,  No.  4395  B.H. 

27.  The  tuners  referred  to  in  Finding  26  do  not 
differ  in  any  essential  respect,  so  far  as  the  question 
of  infringement  is  concerned,  from  the  tuner  manu- 
factured by  Crosley  Corporation  of  Cincinnati,  Ohio, 
and  w^hich  was  the  accused  device  in  the  action  en- 
titled LeRoy  J.  Leishman  v.  Associated  Wholesale 
Electric  Co.,  tried  in  the  Southern  District  of  Cali- 
fornia and  reported  in  36  F.  Supp.  804.  In  said 
action,  the  Circuit  Court  of  Appeals  for  the  Ninth 
Circuit  rendered  its  opinion,  reported  in  137  F 
(2nd)  722. 
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Conclusions  of  Law 

1.  Claims  7,  8,  9,  10  and  11  of  the  reissue  patent 
No.  20,827  are  good  and  valid  in  law. 

2.  Defendant  infringed  said  claims  7,  8,  9,  10  and 
11  of  said  reissue  patent  by  the  sale  of  Motorola  sets, 
Models  25F,  26C,  26C-7,  27D,  28-0,  30-P,  29-B,  and 
29B-6,  in  the  Western  District  of  Oklahoma  and 
elsewhere.  These  sets  were  manufactured  by  Galvin 
Manufacturing  Corporation.  [201] 

The  above  findings  and  conclusions  are  limited  to 
the  issues  on  Reissue  patent  20,827;  further  findings 
and  conclusions  will  be  made  hereafter  on  the  issues 
with  respect  to  the  other  patent  in  suit.  No.  2,- 
162,282. 

STEPHEN  S.  CHANDLER,  JR., 
Judge. 

Dated  6/10,  1946. 

[Endorsed]:     Piled  June  10,  1946. 


[Title  of  District  Court  and  Cause.] 

INTERLOCUTORY  JUDGMENT  RE  REISSUE 
PATENT  20,827 

This  cause  came  on  to  be  heard  at  the  term  of  this 
Court  held  in  Oklahoma  City,  Oklahoma ;  and,  there- 
fore, upon  consideration  thereof,  it  is  hereby  or- 
dered, adjudged,  and  decreed: 

1.  That  plaintiff,  LeRoy  J.  Leishman,  is  the 
owner  of  United  States  Letters  Patent  Reissue  No. 


Radio  Condenser  Co.,  et  al.  61 

20,827,  the  invention  disclosed  therein,  and  of  all 
rights  and  privileges  under  the  said  United  States 
Letters  Patent. 

2.  That  claims  7,  8,  9,  10  and  11  of  said  reissue 
patent  are  good  and  valid  in  law. 

3.  That  defendant.  The  Richards  and  Conover 
Company,  has  infringed  claims  7,  8,  9,  10  and  11 
of  said  reissue  patent  by  the  sale  of  Motorola  sets: 
Models  25F,  26C,  26C-7,  27D,  28-0,  30-P,  29-B,  and 
29B-6,  which  embodied  tuners  of  the  type  exempli- 
fied in  defendant's  exhibits  G  and  H. 

4.  That  a  perpetual  injunction  issue  forthwith 
against  the  defendant,  The  Richards  and  Conover 
Company,  its  officers,  agents,  servants,  and  em- 
ployees, restraining  them  from  directly  or  indirectly 
making  or  causing  to  be  made,  selling  or  causing  to 
be  sold,  or  using  or  causing  to  be  used,  any  tuners 
for  radio  sets  made  in  accordance  with  or  embodying 
the  inventions  set  forth  in  claims  7,  8,  9,  10  and  11 
of  said  reissue  United  States  Letters  Patent  No. 
20,827,  and  as  exemplified  in  [203]  defendant's  ex- 
hibits G  and  H,  or  from  infringing  upon  or  violat- 
ing the  said  claims  in  any  way  w^hatever. 

5.  That  plaintiff  recover  from  the  defendant.  The 
Richards  and  Conover  Company,  the  damages  which 
plaintiff  has  suffered  and  the  profits  which  the  said 
defendant  has  made  by  reason  of  its  infringement  of 
said  Reissue  Letters  Patent  No.  20,827,  and  that  this 
cause  be  referred  to 

to  take  and  report  on  account  of  such  profits  and 
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damages,  and  that  the  defendant,  its  officers,  agents, 
servants,  and  employees,  are  required  to  attend  be- 
fore said  master  from  time  to  time  as  he  shall  direct, 
and  to  produce  before  him  all  such  books,  papers, 
vouchers,  documents,  and  devices,  and  to  submit  to 
such  oral  examination  as  he  may  direct. 

6.  That  the  plaintiff  recover  from  the  defendant 
his  costs  and  disbursements  to  be  taxed  by  the  clerk, 
and  in  the  amount  of  ; 

and  that  plaintiff  have  execution  therefor  against 
the  said  defendant. 

STEPHEN  S.  CHANDLER,  JR., 

Judge. 

Dated  6/10,  1946. 

[Endorsed] :     Piled  June  10,  1946. 


CERTIPIED  COPY 

United  States  of  America, 
Western  District  of  Oklahoma — ss. 

I,  Theodore  M.  Pilson,  Clerk  of  the  United  States 
District  Court  in  and  for  the  Western  District  of 
Oklahoma,  do  hereby  certify  that  the  annexed  and 
foregoing  is  a  true  and  full  copy  of  the  original 

1.  Findings  of  Fact  and  Conclusions  of  Law, 
filed  June  10,  1946,  and 

2.  Interlocutory  Judgment  Re  Reissue  Patent 
20,827,  filed  and  entered  June  10,  1946,  in  case  No. 
2155-Civil,  LeRoy  J.  Leishman,  Plaintiff,  vs.  The 


J 


Radio  Condenser  Co.,  et  al.  68 

Richards  and  Conover  Company,  Defendant,  as  the 
same  appear  on  file  and  of  record  in  my  office. 

In  Testimony  Whereof,  I  have  hereunto  sub- 
scribed my  name  and  afSxed  the  seal  of  the  afore- 
said Court  at  Oklahoma  City  this  10th  day  of  June, 
A.D.  1946. 

[Seal]  THEODORE  M.  FILSON, 

Clerk. 

By  /s/  D.  LUCILLE  LESLIE, 
Deputy  Clerk. 

[Endorsed]  :     Filed  May  29,  1947. 


In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

No.  4395-B— Civil 

RADIO    CONDENSER    COMPANY    and    GEN- 
ERAL INSTRUMENT  CORPORATION, 

Plaintiffs, 
vs. 


LeROY  J.  LEISHMAN, 


Defendant. 


MOTION  UNDER  RULE  15d 

Now  Comes  the  defendant  in  the  above-entitled 
cause,  and  moves  that  this  court  grant  leave  to  the 
defendant  to  file  a  supplemental  answer  to  the  com- 
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plaint  and  a  second  supplemental  counterclaim,  cop- 
ies of  wliieh  are  hereto  annexed,  in  the  above-enti- 
tled cause,  and  that  the  order  for  a  summary  judg- 
ment be  vacated ;  and  the  defendant  says : 

1.  On  the  20th  day  of  April,  1945,  plaintiffs  filed 
their  complaint  in  this  court  against  defendant,  ask- 
ing [206]  this  court  to  declare  claims  7,  8,  9,  10  and 
11  of  patent  No.  Re.  20,827  invalid  and  not  infringed 
by  the  plaintiffs  as  a  result  of  their  manufacture  and 
sale  of  automatic  tuning  devices  represented  by 
Radio  Condenser  Company  Model  28  condenser  and 
General  Instrument  Corporation  Model  31  tuner. 

2.  Thereafter,  on  the  16th  day  of  November, 
1945,  defendant  filed  his  answer  in  this  cause,  to- 
gether with  a  counterclaim  asking  that  this  court 
hold  the  said  claims  of  the  said  reissue  patent  to 
be  valid  and  infringed  by  the  plaintiffs  as  a  result 
of  their  manufacture  and  sale  of  automatic  tuning 
devices  represented  by  the  said  models. 

3.  Since  the  filing  of  the  said  answer  and  coun- 
ter-claim, the  IT.  S.  District  Court  for  the  Western 
District  of  Oklahoma,  in  the  case  of  LeRov  J.  Leish- 
man  v.  The  Richards  and  Conover  Company,  Civil 
Action  No.  2155,  has  held  that  claims  7,  8,  9,  10  and 
11  of  the  said  reissue  patent  are  valid  and  that  Radio 
Condenser  model  28  condenser  and  General  Instru- 
ment model  31  tuner  are  infringements  of  the  said 
claims  of  the  said  reissue  patent. 

4.  The  Findings  of  Fact,  Conclusions  of  Law, 
and  Interlocutory  Judgment  in  the  said  case  in  the 
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U.  S.  District  Court  for  the  Western  District  of 
Oklahoma  were  signed  by  the  said  court  on  June 
10,  1946. 

5.  The  record  of  the  trial  of  the  said  case  of 
LeRoy  J.  Leishman  v.  The  Richards  and  Conover 
Company,  Civil  Action  No.  2155,  contains  evidence 
that  the  plaintiffs  [207]  in  the  present  action  par- 
ticipated in  the  defense  of  the  said  The  Richards 
and  Conover  Company. 

/s/  LeROY  J.   LEISHMAN, 
Defendant. 

Dated,  Los  Angeles,  California,  June  21,  1946. 

NOTICE  OP  HEARING 

You  Will  Please  Take  Notice  that  on  the  1st  day 
of  July,  1946,  at  10  a.m.,  or  as  soon  thereafter  as 
the  defendant  and  counsel  for  the  plaintiffs  can 
be  heard,  the  undersigned  defendant  will  bring  on 
for  hearing  in  the  courtroom  of  the  above-entitled 
court,  Los  Angeles,  California,  defendant's  Motion 
under  Rule  15d. 

/s/  LeROY  J.  LEISHMAN, 

Defendant. 

Dated,  Los  Angeles,  California,  June  21,  1946. 
(Affidavit  of  Service  by  Mail.) 
[Endorsed] :     Filed  June  21,  1946.  [208] 
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[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  MAXWELL  JAMES 

State  of  New  York, 
County  of  New  York — ss. 

Maxwell  James,  being  duly  sworn,  hereby  deposes 
and  says  as  follows : 

(1)  I  am  a  member  of  the  firm  of  James  and 
Franklin,  patent  lawyers,  located  at  521  Fifth  Ave- 
nue, New  York  17,  New  York.  I  am  and  have  been 
for  many  years  the  attorney  in  patent  causes  for 
both  of  the  plaintiffs  in  this  suit,  namely  Radio 
Condenser  Company  and  General  Instrument  Cor- 
poration. I  am  fully  acquainted  with  all  of  the 
facts  and  procedure  in  this  suit,  and  have  direct 
knowledge  of  the  facts  hereinbelow  set  forth.  [209] 

(2)  At  no  time  has  either  of  the  plaintiffs.  Radio 
Condenser  Company  or  General  Instrument  Corpo- 
ration, controlled  the  defense  or  participated  in  any 
pecuniary  or  other  manner  in  the  control  of  the 
defense  in  the  case  of  LeRoy  J.  Leishman  vs.  The 
Richards  and  Conover  Company,  pending  in  the 
United  States  District  Court  for  the  Western  Dis- 
trict of  Oklahoma. 

(3)  In  the  Reporter's  Transcript  of  Proceedings 
in  the  present  case  of  the  hearing  had  before  your 
Honor  on  Tuesday,  June  11,  1946,  the  charge  is 
made  (addressed  to  Leonard  S.  Lyon,  Sr.,  Esq.) 
at  pages  44  and  45,  as  follows: 

^' Isn't  it  true  that  you  loaned  to  counsel  in 
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that  case  a  model  that  you  prepared  for  the 
case  here  of  the  Marschalk  tuner  T'  (By  Mr. 
Leishman.) 

^'Mr.  Leishman:  You  loaned  them  a  model 
that  was  prepared  showing  how  the  Schaefer 
tuner  could  be  combined  with  the  Marschalk 
tuner,  certain  elements,  did  you  not?" 

It  was  deponent  who  did  lend  to  Mr.  Foorman  L. 
Mueller,  attorney  for  the  defendant  in  the  Okla- 
homa suit,  the  Richards  and  Conover  Company,  and 
for  the  Galvin  Company  who  assumed  the  defense 
of  the  Oklahoma  suit,  a  model  of  the  tuner  of  the 
Marschalk  patent  No.  2,072,897,  and  a  model  show- 
ing how  the  tuner  of  the  Schaefer  patent  No.  1,906,- 
106  could  be  combined  with  the  Marschalk  tuner. 
The  circumstances  leading  to  such  loan,  are  as 
follows : 

(a)  On  April  2,  1946,  Mr.  Mueller  called  de- 
ponent on  the  telephone  from  Chicago,  and  in- 
formed the  deponent  that  Judge  Chandler  was 
compelling  Mr.  Mueller  to  go  to  trial  in  the 
Oklahoma  suit  on  Monday,  April  29th,  and 
that  he,  Mr.  Mueller,  w^as  not  fully  prepared 
for  trial;  that  he,  Mr.  Mueller,  did  not  have 
any  or  many  physical  exhibits  to  explain  to 
the  Court  at  such  trial;  and  Mr.  Mueller  in- 
quired whether  deponent  was  [210]  in  posses- 
sion of  any  physical  exhibits  that  deponent 
might  lend  to  Mr.  Mueller. 

(b)  Deponent  replied  that  several  years  ago, 
the  model  maker  for  Radio  Condenser  Com- 
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pany  had  prepared  a  model  of  the  Marschalk 
patent  and  another  model  showing  how  the 
lever  device  of  the  Schaefer  patent  could  be 
substituted  for  the  lever  device  of  the  Mar- 
schalk patent,  to  demonstrate  that  there  was 
no  invention  in  so  doing,  and  that  deponent 
was  and  had  been  in  possession  of  these  two 
models  for  these  many  years,  and  that  depo- 
nent would  be  glad  to  lend  these  models  to  Mr. 
Mueller  for  whatever  use  they  might  serve  him, 
to  be  returned  to  deponent  as  soon  as  possible. 
(c)  Pursuant  to  this  discussion,  these  two 
models  were  delivered  and  loaned  to  Mr. 
Mueller. 

(4)  The  lending  of  these  two  models  to  Mr. 
Mueller  under  the  circumstances  mentioned,  ended 
the  assistance  thus  alleged  by  Mr.  Leishman  to  have 
been  given  to  Mr.  Mueller.  Deponent  (for  himself 
and  on  or  in  behalf  of  either  of  the  plaintiffs  herein) 
had  absolutely  no  voice  even  as  to  the  manner  in 
which  these  models  were  to  be  used  at  the  Okla- 
homa trial,  and  deponent  (again  for  himself  and 
on  or  in  behalf  of  either  of  the  plaintiffs  herein) 
had  no  voice  whatsoever  in  directing,  determining 
or  in  any  wise  controlling  any  phase  whatsoever  of 
the  trial  in  the  Oklahoma  case. 

/s/  MAXWELL  JAMES, 
Affiant. 
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Subscribed  and  sworn  to  before  me  this  24th  day 
of  June,  1946. 

[Seal]        /s/  MARIE  STIRISS, 
Notary  Public,  New  York  County.   N.  Y.  Co.  Clk^s 
No.  539  Reg.  No.  1175-S-7. 
Commission  expires  March  30,  1947. 

[Affidavit  of  service  by  mail.] 

[Endorsed] :     Filed  June  28,  1946.  [211] 


[Title  of  District  Court  and  Cause.] 

SECOND  AFFIDAVIT   IN  SUPPORT  OF 
MOTION   UNDER   RULE    15(d) 

State  of  California, 
County  of  Los  Angeles — ss. 

LeRoy  J.  Leishman,  being  duly  sworn,  deposes 
and  says: 

1.  That  he  is  the  defendant  in  the  above  entitled 
action  and  the  plaintiff  in  Civil  Action  No.  2155, 
brought  in  the  United  States  District  Court  for  the 
Western  District  of  Oklahoma;  and  that  he  at- 
tended the  trial  of  Civil  Action  No.  2155,  begiiming 
on  the  29th  day  of  April,  1946,  in  Oklahoma  City, 
Oklahoma.  [212] 

2.  That  all  the  models  presented  in  behalf  of 
the  defendant  in  said  Civil  Action  No.  2155,  in  op- 
I)osition  to  Reissue  patent  No.  Re.  20,827,  were 
stock  production  models,  excepting  two;  that  these 
two  were  specially  constructed  models  designed  for 
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presenting  defense  arguments  to  the  court,  and 
were  furnished  by  tlie  i^laintiffs  in  the  present 
action. 

3.  That  one  of  the  said  specially  constructed 
models  was  designed  and  constructed  to  illustrate 
to  a  trial  court  the  device  shown  and  described  in 
patent  No.  2,072,897,  issued  to  Marschalk,  and  cited 
both  by  the  defendants  herein  and  by  the  defend- 
ants in  the  said  action  against  The  Richards  and 
Conover  Company. 

4.  That  the  other  of  the  said  specially  con- 
structed models  was  known  at  the  said  trial  as 
Defendant's  Exhibit  M;  that  the  said  model  con- 
sisted of  a  lever  and  tappet  assembly  especially  con- 
structed to  conform  in  general  to  that  shown  in  the 
Schaefer  patent  No.  1,906,106,  cited  both  by  the 
plaintiff  in  the  instant  action  and  by  the  defendant 
in  the  Oklahoma  action,  and  of  a  rocker  especially 
constructed  to  conform  in  some  respects  to  that 
shown  in  the  said  Marschalk  patent;  and  that  the 
simulated  Marschalk  rocker  was  changed  in  various 
material  respects  from  the  construction  shown  in 
the  Marschalk  patent. 

5.  That  Mr.  Poorman  L.  Mueller,  counsel  for 
the  defendant  in  the  said  Civil  Action  No.  2155, 
stated  that  the  said  model  Exhibit  M,  was  furnished 
by  the  plaintiffs  in  the  instant  action. 

6.  That  the  said  model  Exhibit  M  was  obviously 
built  for  the  express  purpose  of  presenting  and 
illustrating  the  defense  that  the  structure  set  forth 
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in  claims  7  to  11  of  reissue  patent  Xo.  Re.  20,827 
could  be  arrived  at  without  invention  by  com])ining 
the  teachings  of  the  said  Schaefer  and  Marschalk 
patents ;  and  that  this  legal  defense  necessarily  had 
to  be  formulated  [213]  before  the  said  Model  Ex- 
hibit M  could  have  been  built. 

7.  That  early  in  the  trial  of  the  said  Oklahoma 
action,  Mr.  Mueller,  counsel  for  the  defendant  there, 
stated  that  Dr.  Spotts,  who  was  then  in  Chicago, 
could  be  present  at  the  trial  only  on  Wednesday, 
May  first,  and  that  he,  Mueller,  therefore  wanted 
permission  to  put  Dr.  Spotts  on  the  witness  stand 
on  that  day  irrespective  of  whether  or  not  the 
plaintiff  had  finished  presenting  his  case ;  and  that 
in  order  to  secure  such  consent,  Mr.  Mueller  ex- 
hibited the  said  model  Exhibit  M  and  stated  that 
Dr.  Spotts'  testimony  would  consist  solely  of  an 
exjDlanation  of  the  Marschalk  and  Schaefer  devices 
and  of  the  model  last  above  mentioned. 

8.  That  the  said  model  Exhibit  M  was  of  such 
a  nature  that  it  was,  and  would  be,  perfectly  ob- 
vious to  anyone  familiar  with  the  Marschalk  and 
Schaefer  patents,  how  the  said  model  was  intended 
to  be  used  at  the  trial — so  much  so,  in  fact,  that 
Mr.  John  Flam  and  affiant  were  able,  merely  as 
a  result  of  seeing  the  said  model,  to  prepare  Dr. 
Spotts'  cross-examination  before  he  had  even  left 
Chicago. 

9.  That  Dr.  Spotts  was  the  only  witness  against 
reissue  patent  No.  Re.  20,827,  at  the  trial  of  the 
said    Oklahoma    action,    and    that    his    testimony 
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against  the  said  reissue  patent  dealt  solely  with 
said  model  Exhibit  M  and  with  snch  advance  ex- 
planations of  the  Schaefer  and  Marschalk  struc- 
tures as  were  necessary  to  give  meaning  and  sig- 
nificance to  the  said  model. 

10.  That  a  certified  copy  of  the  Findings  of 
Fact,  Conclusions  of  Law,  and  Judgment  in  the 
Oklahoma  action  are  on  file  before  this  court. 

/s/  LEEOY  J.  LEISHMAN, 
Affiant. 

Subscribed  and  sworn  to  before  me  this  6th  day 
of  July,  1946. 

[Seal]        /s/  BEATRICE  BURGER, 
Notary  Public  in  and  for  the  County  of  Los  Ange- 
les, State  of  California. 
My  commission  expires  March  25,  1950. 

[Endorsed] :     Filed  July  8,  1946.  [214] 


[Title  of  District  Court  and  Cause.] 

DEFENDANT 'S  FIRST  SUPPLEMENTAL 
ANSWER  AND  SECOND  SUPPLEMEN- 
TAL COUNTERCLAIM 

To  the  Honorable  the  Judges  of  the  District  Court 
of  the  United  States  in  and  for  the  Southern 
District  of  California: 

Defendant,  as  a  supplemental  answer  to  Plain- 
tiff's Complaint  in  the  above  entitled  cause,  says: 


/ 
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Defendant  alleges  that  the  plaintiffs  herein  had 
the  right  to  participate  in  and  control  the  defense 
of  the  action  [215]  entitled  '^LeRoy  J.  Leishman  v. 
The  Richards  and  Conover  Company,"  specified  in 
paragraph  4  of  plaintiffs'  complaint  herein,  said 
action  being  in  the  United  States  District  Court 
for  the  Western  District  of  Oklahoma,  Civil  Action 
No.  2155. 

II. 

Defendant  alleges  that  the  plaintiffs  herein  did 
participate  in,  and  did  jointly  control,  the  defense 
of  said  action  against  The  Richards  and  Conover 
Company. 

III. 

Defendant  alleges  that  the  plaintiffs  designed  and 
constructed  a  special  model  to  illustrate  to  a  trial 
court  the  device  shown  and  described  in  patent  No. 
2,072,897,  issued  to  Marschalk,  and  cited  both  by 
the  plaintiffs  herein  and  by  the  defendants  in  the 
said  action  against  The  Richards  and  Conover 
Company. 

IV. 

Defendant  alleges  that  the  plaintiffs  herein  fur- 
nished the  said  specially  constructed  model  of  the 
Marschalk  device  to  the  defendant  in  the  said  action 
against  The  Richards  and  Conover  Company  to  be 
used  in  the  defense  of  said  action  to  explain  the 
workings  of  said  Marschalk  device  to  the  court. 
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V. 

Defendant  alleges  that  the  plaintiffs  herein  pre- 
pared a  defense  to  be  used  to  attack  the  validity  of 
defendant's  patent  No.  Re.  20,827,  which  said  de- 
fense was  to  the  effect  that  the  structure  of  said 
patent  could  be  arrived  at  by  combining  the  teach- 
ings of  the  said  Marschalk  patent  and  the  teachings 
of  patent  No.  1,906,106,  issued  to  Schaefer,  which 
said  Schaefer  patent  was  cited  by  the  [216]  plain- 
tiffs herein  as  well  as  by  the  defendant  in  the  said 
action  against  the  said  The  Richards  and  Conover 
Company;  that  the  plaintiffs  herein,  at  their  ex- 
pense, designed  a  model  for  the  purpose  of  pre- 
senting such  defense  to  a  trial  court ;  that  the  plain- 
tiffs herein,  at  their  expense,  constructed  a  model 
according  to  said  design;  that  the  said  model  con- 
sisted of  a  lever  and  tappet  assembly  especially  con- 
structed by  the  plaintiffs  to  conform  in  general  to 
that  shown  and  described  in  the  said  Schaefer  pat- 
ent, and  of  a  rocker  especially  constructed  by  the 
plaintiffs  to  conform  in  some  respects  to  that  shown 
in  the  said  Marschalk  patent;  that  the  said  model 
was  ingeniously  conceived  and  built  in  an  attempt 
to  give  the  court  the  erroneous  impression  that  the 
structure  of  patent  No.  Re.  20,827  would  be  arrived 
at  without  invention  by  combining  the  teachings  of 
the  said  Schaefer  and  Marschalk  patents;  that  the 
simulated  Marschalk  rocker  was  changed  in  various 
material  respects  from  the  construction  shown  in 
the  Marschalk  patent  in  order  that  the  model  might 
respond  to  the  language  of  the  claims  at  issue  in 
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the  present  action  as  well  as  in  the  action  against 
the  said  The  Richards  and  Conover  Company. 

VI. 

The  defendant  alleges  that  Mr.  Mueller,  counsel 
for  the  said  The  Richards  and  Conover  Company, 
conferred  on  various  occasions  with  Maxwell  James, 
who  is  and  has  been  for  many  years  the  attorney 
in  patent  causes  for  both  of  the  plaintiffs  in  the 
present  suit;  that  in  one  of  such  conferences,  held 
by  telephone,  Mr.  Mueller  asked  Mr.  James  for  help 
in  the  preparation  of  the  defense  of  the  said  action 
against  the  said  The  Richards  and  Conover  Com- 
pany. [217] 

VII. 

Defendant  alleges  that  Mr.  James,  instead  of 
refusing  to  take  any  part  in  the  defense  of  said 
suit  against  the  said  The  Richards  and  Conover 
Company,  or  to  exercise  any  control  over  it,  re- 
sponded to  Mr.  Mueller's  request  and  furnished 
him  not  only  with  the  defense  that  the  said  reissue 
patent  was  invalid  as  merely  combining  the  teach- 
ings of  the  said  Marschalk  and  Schaefer  patents, 
but  also  with  the  means  to  illustrate  and  explain 
this  defense  to  the  court;  that  the  said  means  con- 
sisted of  the  two  specially  constructed  models  here- 
inbefore mentioned. 

VIII. 

Defendant  alleges  that  the  defendant  in  the  said 
suit  against  the  said  The  Richards  and  Conover 
Company  presented  only  one  witness  against   re- 
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issue  patent  No.  20,827,  said  witness  being  Dr. 
Spotts;  and  that  Dr.  Spotts'  testimony  against  the 
said  reissue  patent  consisted  solely  of  an  explana- 
tion of  the  Schaefer  and  Marschalk  structures  and 
of  the  model  furnished  by  the  plaintiffs  herein  for 
the  purpose  of  making  it  appear  that  the  device 
shown  and  described  in  the  said  reissue  patent 
could  be  arrived  at  without  invention  by  combining 
the  Marschalk  and  Schaefer  teachings. 

IX. 

Defendant  alleges  that  no  defense  was  presented 
at  the  trial  of  the  said  action  against  The  Richards 
and  Conover  Company  excepting  the  defense  which 
the  models  furnished  by  the  plaintiffs  herein  were 
especially  built  to  demonstrate;  and  that  no  other 
model  of  any  kind  was  presented  by  the  defendant 
at  the  said  trial  excepting  regular  stock  production 
models.  [218] 

X. 

Defendant  alleges  that  the  furnishing  of  these 
specially  constructed  models  controlled  the  defense 
against  reissue  patent  No.  Re.  20,827  in  the  said 
action  against  The  Richards  and  Conover  Company  ; 
that  the  said  models  were  used  at  the  trial  for  the 
purpose  for  which  they  were  designed  and  intended 
to  be  used,  namely,  to  present  the  defense  that  re- 
issue patent  No.  20,827  was  invalid  as  involving 
no  invention  over  the  combined  teachings  of  Schae- 
fer and  Marschalk. 


Radio  Condenser  Co,,  et  al.  77 

XI. 

Defendant  alleges  that  the  plaintiffs  herein  par- 
ticipated in  the  defense  and  in  the  control  of  the 
defense  of  said  action  against  The  Richards  and 
Conover  Company  in  yet  other  ways  than  those  here 
specifically  set  forth,  which  said  other  ways  are 
yet  to  be  discovered  and  may  not  be  discovered 
until  witnesses  can  be  examined  at  a  trial  of  the 
present  action. 

XII. 

Defendant  alleges  that  in  the  said  action  against 
The  Richards  and  Conover  Company  in  the  United 
States  District  Court  for  the  Western  District  of 
Oklahoma,  Civil  Action  No.  2155,  an  interlocutory 
judgment  as  well  as  findings  of  fact  and  conclusions 
of  law  were  duly  filed  on  the  tenth  day  of  June, 
1946;  that  said  judgment,  findings  and  conclusions 
constituted  a  final  determination  that  claims  7,  8, 
9,  10  and  11  of  reissue  patent  No.  Re.  20,827,  here 
in  suit,  were  valid  and  were  infringed  by  tuners 
manufactured  by  the  plaintiffs  in  this  action^ — i.e.. 
Radio  Condenser  Company  and  General  Instru- 
ment Corporation;  that  Findings  [219]  6,  20,  and 
26  of  said  suit  in  the  Western  District  of  Oklahoma 
read  as  follows: 

^'6.  Claims  7,  8,  9,  10  and  11  of  the  reissue 
patent  No.  20,827  are  clearly  valid,  and  clearly 
infringed  due  to  the  use  of  tuning  devices  in 
the  following  radio  receiver  sets  manufactured 
by  said  Galvin  Manufacturing  Corporation  and 
sold  by  defendant;  Models  25P;  26C;  26C-7; 
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27D;  28-0;  20-P;  29-B  and  29  B-6.  This  find- 
ing is  made  without  any  regard  to  any  commer- 
cial success  which  plaintiff's  tuners  have  at- 
tained/' 

''20.  The  structure  of  defendant's  model, 
exhibit  M,  is  not  a  correct  or  true  representa- 
tion of  the  combined  teachings  of  the  Marschalk 
patent  2,072,897  and  the  Schaefer  patent  1,- 
906,106,  but  was  made  after  hindsight  had 
shown  the  advantages  of  providing  such  a 
structure.  Such  a  structure  could  not  be  ar- 
rived at  by  an  ordinary  mechanic  skilled  in  the 
art  prior  to  plaintiff's  invention  covered  by 
claims  7,  8,  9,  10  and  11  of  the  reissue  patent 
in  suit." 

''26.  The  infringing  tuners  sold  by  defend- 
ant are  exemplified  generally  by  the  defend- 
ant's exhibits  G  and  H.  These  infringing  de- 
vices were  manufactured  respectively  by  Radio 
Condenser  Company  and  General  Instrument 
Corporation,  which  are  the  joint  plaintiffs  in 
an  action  now  pending  in  the  District  Court 
of  the  United  States,  Southern  District  of 
California,  Central  Division,  and  entitled: 
Radio  Condenser  Company  and  General  Instini- 
ment  Corporation  v.  LeRoy  J.  Leishman,  No. 
4395  B.  H." 

Exhibit  M,  referred  to  in  Finding  20,  supra,  was 
one  of  the  two  specially  constructed  models  fur- 
nished to  counsel  for  the  defendant  in  the  Okla- 
home  action  by  the  plaintiffs  [220]  in  the  present 
action. 
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XIII. 

Defendant  alleges  that  by  participating  in  the 
defense  and  control  of  said  action  in  the  Western 
District  of  Oklahoma,  the  plaintiffs  herein  are 
bound  by  the  outcome  of  that  suit ;  and  accordingly 
they  are  not  entitled  to  any  declaratory  relief  or 
any  relief  whatever,  since  the  devices  held  to  be 
infringements  of  said  claims  7,  8,  9,  10  and  11 
of  reissue  patent  No.  Re.  20,827  in  said  action  in 
the  Western  District  of  Oklahoma  are  identical 
with  those  specified  in  paragraphs  4  and  5  of  plain- 
tiffs'  complaint  herein,  and  were  of  plaintiffs' 
manufacture. 

Defendant's  Second  Supplemental  Counterclaim 

In  further  complaint  of  the  plaintiffs: 

I. 

Defendant  alleges  that  the  plaintiffs  herein  had 
the  right  to  participate  in  and  control  the  defense 
of  the  action  entitled  ^^LeRoy  J.  Leishman  v.  The 
Richards  and  Conover  Company,"  specified  in  para- 
graph 4  of  plaintiffs'  complaint  herein,  said  action 
being  in  the  United  States  District  Court  for  the 
Western  District  of  Oklahoma,  Civil  Action  No. 
2155. 

II. 

Defendant  alleges  that  the  plaintiffs  herein  did 
participate  in,  and  did  jointly  control,  the  defense 
of  said  action  against  The  Richards  and  Conover 
Company.  [221] 
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III. 

Defendant  alleges  that  the  plaintiffs  designed  and 
constructed  a  special  model  to  illustrate  to  a  trial 
court  the  device  shown  and  described  in  patent  No. 
2,072,897,  issued  to  Marschalk,  and  cited  both  by 
the  plaintiffs  herein  and  by  the  defendants  in  the 
said  action  against  The  Richards  and  Conover 
Company. 

IV. 

Defendant  alleges  that  the  plaintiffs  herein  fur- 
nished the  said  specially  constructed  model  of  the 
Marschalk  device  to  the  defendant  in  the  said  ac- 
tion against  The  Richards  and  Conover  Company 
to  be  used  in  the  defense  of  said  action  to  explain 
the  workings  of  said  Marschalk  device  to  the  court. 

V. 

Defendant  alleges  that  the  plaintiffs  herein  pre- 
pared a  defense  to  be  used  to  attack  the  validity  of 
defendant's  patent  No.  Re.  20,827,  which  said  de- 
fense was  to  the  effect  that  the  structure  of  said  pat- 
ent could  be  arrived  at  by  combining  the  teachings 
of  the  said  Marschalk  patent  and  the  teachings  of 
patent  No.  1,906,106,  issued  to  Schaefer,  w^hich  said 
Schaefer  patent  was  cited  by  the  plaintiffs  herein  as 
well  as  by  the  defendant  in  the  said  action  against 
the  said  The  Richards  and  Conover  Company;  that 
the  plaintiffs  herein,  at  their  expense,  designed  a 
model  for  the  purpose  of  presenting  such  defense  to 
a  trial  court;  that  the  plaintiffs  herein,  at  their  ex- 
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pense,  constructed  a  model  according  to  said  design ; 
that  the  said  model  consisted  of  a  lever  and  tappet 
assembly  especially  constructed  by  the  plaintiffs  to 
conform  in  general  to  that  shown  and  described  in 
the  said  Schaef er  patent,  and  of  a  [222]  rocker 
especially  constructed  by  the  plaintiffs  to  conform 
in  some  respects  to  that  shown  in  the  said  Marschalk 
patent;  that  the  said  model  was  ingeniously  con- 
ceived and  built  in  an  attempt  to  give  the  court  the 
erroneous  impression  that  the  structure  of  patent 
No.  Re.  20,827  would  be  arrived  at  without  inven- 
tion by  combining  the  teachings  of  the  said  Schae- 
f er  and  Marschalk  patents ;  that  ihe  simulated  Mar- 
schalk rocker  was  changed  in  various  material  re- 
spects from  the  construction  shown  in  the  Marschalk 
patent  in  order  that  the  model  might  respond  to  the 
language  of  the  claims  at  issue  in  the  present  action 
as  well  as  in  the  action  against  the  said  The  Rich- 
ards and  Conover  Company. 

VI. 

The  defendant  alleges  that  Mr.  Mueller,  counsel 
for  the  said  The  Richards  and  Conover  Company, 
conferred  on  various  occasions  with  Maxwell  James, 
who  is  and  has  been  for  many  years  the  attorney  in 
patent  causes  for  both  of  the  plaintiffs  in  the  pres- 
ent suit;  that  in  one  of  such  conferences,  held  by  tele- 
phone, Mr.  Mueller  asked  Mr.  James  for  help  in  the 
preparation  of  the  defense  of  the  said  action  against 
the  said  The  Richards  and  Conover  Company. 
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YII. 

Defendant  alleges  that  Mr.  James,  instead  of  re- 
fusing to  take  any  part  in  the  defense  of  said  suit 
against  the  said  The  Richards  and  Conover  Com- 
pany, or  to  exercise  any  control  over  it,  responded 
to  Mr.  Mueller's  request  and  furnished  him  not  only 
with  the  defense  that  the  said  reissue  patent  was  in- 
valid as  merely  combining  the  teachings  of  the  said 
Marschalk  and  Schaefer  patents,  but  also  with  the 
means  to  illustrate  and  explain  this  defense  to  the 
court ;  that  the  [223]  said  means  consisted  of  the  two 
specially  constructed  models  hereinbefore  men- 
tioned. 

VIII. 

Defendant  alleges  that  the  defendant  in  the  said 
suit  against  the  said  The  Richards  and  Conover 
Company  presented  only  one  witness  against  reissue 
patent  No.  20,827,  said  witness  being  Dr.  Spotts; 
and  that  Dr.  Spotts'  testimony  against  the  said  re- 
issue patent  consisted  solely  of  an  explanation  of  the 
Schaefer  and  Marschalk  structures  and  of  the  model 
furnished  by  the  plaintiffs  herein  for  the  purpose 
of  making  it  appear  that  the  device  shown  and  de- 
scribed in  the  said  reissue  patent  could  be  arrived 
at  without  invention  by  combining  the  Marschalk 
and  Schaefer  teachings. 

IX. 

Defendant  alleges  that  no  defense  was  presented 
at  the  trial  of  the  said  action  against  The  Richards 
and  Conover  Company  excepting  the  defense  which 
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the  models  furnished  by  the  plaintiffs  herein  were 
especially  built  to  demonstrate;  and  that  no  other 
model  of  any  kind  was  presented  by  the  defendant 
at  the  said  trial  excepting  regular  stock  production 
models. 

X. 

Defendant  alleges  that  the  furnishing  of  these 
specially  constructed  models  controlled  the  defense 
against  reissue  patent  No.  Re.  20,827  in  the  said 
action  against  The  Richards  and  Conover  Company ; 
that  the  said  models  were  used  at  the  trial  for  the 
purpose  for  which  they  were  designed  and  intended 
to  be  used,  namely,  to  present  the  defense  that  re- 
issue patent  No.  20,827  was  invalid  as  involving  no 
invention  over  the  combined  teachings  of  Schaefer 
and  Marschalk.  [224] 

XI. 

Defendant  alleges  that  the  plaintiffs  herein  par- 
ticipated in  the  defense  and  in  the  control  of  the  de- 
fense of  said  action  against  The  Richards  and  Con- 
over  Company  in  yet  other  ways  than  those  here 
specifically  set  forth,  which  said  other  ways  are  yet 
to  be  discovered  and  may  not  be  discovered  until 
witnesses  can  be  examined  at  a  trial  of  the  present 
action. 

XII. 

Defendant  alleges  that  in  the  said  action  against 
The  Richards  and  Conover  Company  in  the  United 
States  District  Court  for  the  AVestern  District  of 
Oklahoma,  Civil  Action  No.  2155,  an  interlocutory 
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judgment  as  well  as  findings  of  fact  and  conclusions 
of  law  were  duly  filed  on  the  tenth  day  of  June, 
1946;  that  said  judgment,  findings  and  conclusions 
constituted  a  final  determination  that  claims  7,  8,  9, 
10  and  11  of  reissue  patent  No.  Re.  20,827,  here  in 
suit,  were  valid  and  were  infringed  by  tuners  man- 
ufactured by  the  plaintiffs  in  this  action — i.e..  Radio 
Condenser  Company  and  General  Instrument  Cor- 
poration ;  that  Findings  6,  20  and  26  of  said  suit  in 
the  Western  District  of  Oklahoma  read  as  follow^s: 
"6,     Claims  7,  8,  9,  10  and  11  of  the  reissue 
patent  No.  20,827  are  clearly  valid,  and  clearly 
infringed  due  to  the  use  of  tuning  devices  in 
.  the  following  radio  receiver  sets  manufactured 
by  said  Galvin  Manufacturing  Corporation  and 
sold  by   defendant:   Models   25F,   26C,   26C-7, 
27D,  28-0,  20-P,  29-B,  and  29B-6.    This  find- 
ing is  made  without  any  regard  to  any  commer- 
cial success  which  plaintiff's  tuners  have  at- 
tained.'' [225] 

^'20.  The  structure  of  defendant's  model, 
Exhibit  M,  is  not  a  correct  or  true  representa- 
tion of  the  combined  teachings  of  the  Mar- 
schalk  patent  2,072,897  and  the  Schaefer  pat- 
ent 1,906,106,  but  was  made  after  hindsight 
had  shown  the  advantages  of  providing  such  a 
structure.  Such  a  structure  could  not  be  ar- 
rived at  by  an  ordinary  mechanic  skilled  in 
the  art  prior  to  plaintiff's  invention  covered  by 
claims  7,  8,  9,  10  and  11  of  the  reissue  patent 
in  suit." 
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^^26.  The  infringing  tuners  sold  by  defend- 
ant are  exemplified  generally  by  the  defendant's 
exhibits  G  and  H.  These  infringing  devices 
were  manufactured  respectively  by  Radio  Con- 
denser Company  and  General  Instrument  Cor- 
poration, which  are  the  joint  plaintiffs  in  an 
action  now  pending  in  the  District  Court  of 
the  United  States,  Southern  District  of  Cali- 
fornia, Central  Division,  and  entitled:  Radio 
Condenser  Company  and  General  Instrument 
Corporation  v.  LeRoy  J.  Leishman,  No.  4395 
B.  H." 

Exhibit  M,  referred  to  in  Finding  20,  supra,  was 
one  of  the  two  specially  constructed  models  fur- 
nished to  counsel  for  the  defendant  in  the  Okla- 
homa action  by  the  plaintiffs  in  the  present  action. 

XIII. 

Defendant  alleges  that  by  participating  in  the  de- 
fense and  control  of  said  action  in  the  Western  Dis- 
trict of  Oklahoma,  the  plaintiffs  herein  are  bound 
by  the  outcome  of  that  suit;  and  accordingly  they 
are  not  entitled  to  any  declaratory  relief  or  any  re- 
lief whatever,  since  the  devices  held  to  be  infringe- 
ments of  said  claims  7,  8,  9,  10  and  11  of  reissue 
patent  No.  Re.  20,827  in  said  action  in  the  [226] 
Western  District  of  Oklahoma  are  identical  with 
those  specified  in  paragraphs  4  and  6  of  plaintiffs' 
complaint  herein,  and  were  of  plaintiffs'  manufac- 
ture. 
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PRAYER 

In  addition  to  the  prayers  for  relief  in  defend- 
ant's original  counterclaim  and  defendant's  first 
supplemental  counterclaim,  the  defendant  further 
prays  that  the  court  adjudge  that  the  plaintiffs  are 
bound  by  the  decision  of  the  U.  S.  District  Court 
for  the  Western  District  of  Oklahoma  in  the  case 
of  LeRoy  J.  Leishman  v.  The  Richards  and  Con- 
over  Company,  Civil  Action  No.  2155. 

LeROY  J.  LEISHMAN, 

Defendant. 

Dated,  Los  Angeles,  California,  July,  1946. 
(Affidavit  of  Service  by  Mail.)  [227] 


[Title  of  District  Court  and  Cause.] 

FINDINGS  OF  FACT  AND  CONCLUSIONS 
OF  LAW 

This  cause  having  come  on  for  hearing  on  plain- 
tiffs' motion  for  summary  judgment  that  plaintiffs' 
Radio  Condenser  Company  Model  28  tuner  and 
plaintiffs'  General  Instrument  Corporation  Model 
31  tuner  do  not  infringe  Claims  7,  8,  9,  10  or  11  of 
United  States  Reissue  Letters  Patent  No.  20,827; 
and  the  Court  having  considered  the  pleadings  and 
files  in  the  action,  the  admissions  of  defendant, 
plaintiffs'  affidavits  in  support  of  said  motion  and 
defendant's  affidavits  in  opposition  thereto,  the  ex- 
hibits filed  on  behalf  of  plaintiffs  and  defendant,  and 
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having  heard  the  oral  arguments  of  the  respective 
parties, 

Now,  Therefore,  the  Court,  pursuant  to  Rule  52 
of  the  Rules  of  Civil  Procedure,  makes  the  follow- 
ing Findings  of  Pact  and  Conclusions  of  Law :  [228] 

PINDINGS   OP   PACT 

1. 

Plaintiff,  Radio  Condenser  Company,  is  a  New 
Jersey  corporation  having  its  principal  place  of 
business  at  Thorne  and  Copewood  Streets,  in  the 
City  and  County  of  Camden  and  State  of  New 
Jersey. 

2. 

Plaintiff,  General  Instrument  Corporation,  is  a 
New  Jersey  corporation  having  its  principal  place 
of  business  at  829  New^ark  Avenue,  in  the  City  of 
Elizabeth  and  State  of  New  Jersey. 


Defendant,  LeRoy  J.  Leishman,  is  a  citizen  of  the 
State  of  California  and  resides  in  the  City  of  Los 
Angeles,  California,  and  is  the  owner  of  United 
States  Reissue  Letters  Patent  No.  Re.  20,827. 


Plaintiffs  are  manufacturers  of  radio  condensers 
and  tuners  which  are  sold  by  i)laintiffs  to  radio  set 
manufacturers  throughout  the  L^nited  States  and 
which  condensers  and  tuners  are  installed  and  em- 
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bodied  by  such  radio  set  manufacturers  in  radio  sets 
sold  by  them  to  distributors  throughout  the  United 
States. 

5. 

Prior  to  the  filing  of  the  complaint  in  this  action, 
defendant  notified  plaintiffs,  in  the  year  1938,  and 
each  of  said  plaintiffs,  of  their  alleged  infringement 
of  said  United  States  Reissue  Letters  Patent  No. 
Re.  20,827  by  the  manufacture,  use,  and  sale  of 
radio  condensers  and  tuners. 

6. 

No  action  was  commenced  by  the  defendant 
against  the  plaintiffs,  or  either  thereof,  for  their  al- 
leged infringement  of  defendant's  United  States 
Reissue  Letters  Patent  No.  Re.  20,827  [229]  by  the 
manufacture,  use,  or  sale  of  radio  condensers  and 
tuners. 

7. 

Galvin  Manufacturing  Corporation,  of  Chicago, 
Illinois,  a  corporation  of  Illinois,  purchased  radio 
condensers  and  tuners  from  each  of  the  plaintiffs 
and  installed  or  embodied  the  same  in  radio  receiv- 
ing sets,  which  sets  it  sold  to  its  distributors. 

8. 

The  Richards  and  Conover  Company,  a  corpora- 
tion of  Missouri,  having  a  place  of  business  in  the 
City  of  Oklahoma  City,  State  of  Oklahoma,  is  a 
distributor  of  the  said  Galvin  Manufacturing  Cor- 
poration and  purchased,  sold,  and  distributed  radio 
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sets  in  which  were  installed  or  embodied  the  said 
radio  condensers  and  tuners  manufactured  and  sold 
by  each  of  the  plaintiffs. 

9. 

Prior  to  the  filing  of  the  instant  action,  defend- 
ant filed  an  action  against  the  aforesaid  distributor, 
The  Richards  and  Conover  Company,  in  the  United 
States  District  Court  for  the  Western  District  of 
Oklahoma,  Civil  Action  No.  2155,  charging  in- 
fringement of  said  Reissue  Letters  Patent  No.  Re. 
20,827,  and  particularly  Claims  7,  8,  9,  10  and  11 
thereof,  by  reason  of  the  selling  or  causing  to  be  sold 
and  using  or  causing  to  be  used  by  the  said  The 
Richards  and  Conover  Company,  within  said  suit 
district,  of  certain  radio  receiving  sets,  referred  to 
in  the  complaint  of  said  suit  as  Motorola  sets,  of 
which  Models  25F,  26C,  26C-7,  27D,  28-0,  30-P, 
29B,  29B-6  are  typical  examples. 

10. 

Certain  of  the  aforesaid  recited  Motorola  radio  re- 
ceiving sets  embodied  or  had  installed  therein  radio 
condensers  and  tuners  known  as  Radio  Condenser 
Company  Model  28  tuners,  which  were  manufac- 
tured by  the  plaintiff.  Radio  Condenser  Company, 
and  sold  [230]  by  it  to  the  said  Galvin  Manufactur- 
ing  Corporation. 

11. 

General  Instrument  Corporation  Model  31  tun- 
ers, manufactured  by  the  Plaintiff,  General  Instru- 
ment Corporation,  and  sold  by  it  to  the  said  Gal- 
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vin  Manufacturing  Corporation,  are  in  all  respects 
substantially  the  same  as  said  Radio  Condenser 
Company  Model  28  tuners. 

12. 

One  of  the  Radio  Condenser  Company  Model  28 
tuners  and  one  of  the  General  Instrument  Corpo- 
ration Model  31  tmiers  have  been  filed  with  the 
Complaint  in  the  instant  action,  identified  as  Plain- 
tiff's Exhibits  2  and  4,  respectively. 

13. 

Drawings  of  the  Radio  Condenser  Company 
Model  28  tuner  and  the  General  Instrument  Corpo- 
ration Model  31  tuner  have  been  filed  with  the  Com- 
plaint in  the  instant  action,  identified  as  Plaintiffs^ 
Exhibits  1  and  3,  respectively. 

14. 

United  States  Reissue  Letters  Patent  No.  Re. 
20,827  relates  to  a  device  which  operates  to  tune  a 
radio  circuit  upon  the  manual  depression  of  a  lever 
w^hich  causes  a  radio  condenser  shaft  to  assume  a 
predetermined  position. 

15. 

Claims  7,  8,  9,  10  and  11  of  such  patent  are  in- 
volved in  this  action. 

16. 

Radio  Condenser  Company  Model  28  tuner  and 
General  Instrument  Corporation  Model  31  tuner  are 
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devices  which  operate  to  tune  a  radio  circuit  upon 
the  translation  of  a  push-button  or  plunger  which 
causes  a  radio  condenser  shaft  to  assume  a  prede- 
termined position,  and  are  in  all  material  respects 
substantially  the  same.  [231] 

17. 

In  the  case  of  Leishman  v.  Associated  Wholesale 
Electric  Co.,  reported  in  137  F.  2nd  722,  the  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit  held  that 
Claims  7  to  11,  inclusive,  of  Reissue  Letters  Pat- 
ent No.  Re.  20,827  were  not  infringed  by  a  device 
admittedly  substantially  the  same  as  Radio  Con- 
denser Company  Model  28  tuner  and  General  In- 
strument Corporation  Model  31  tuner. 

18. 

No  evidence  has  been  presented  to  the  court  by 
defendant  which  could  in  any  manner  change  or  af- 
fect the  ruling  of  the  Circuit  Court  of  Appeals  in 
the  aforesaid  case  that  plungers  and  levers  in  the 
alleged  patented  combination  do  not  function  in 
the  same  way,  or  in  substantially  the  same  way, 
and  are  therefore  not  equivalents. 

19. 

There  is  no  genuine  issue  as  to  any  material  fact 
and  no  controversial  question  of  fact  to  be  deter- 
mined at  a  trial  respecting  the  issue  of  infringement 
of  Claims  7  to  11,  inclusive,  of  Reissue  Letters  Pat- 
ent No.  Re.  20,827  by  plaintifCs'  Radio  Condenser 
Company  Model  28  tuner  or  General  Instrument 
Corporation  Model  31  tuner. 
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CONCLUSIONS  OF  LAW 

1. 

An  actual  controversy  exists  between  the  parties 
to  the  instant  action. 

2. 

The  court  has  jurisdiction  of  the  subject  matter 
and  parties. 

3. 

No  genuine  issue  as  to  any  material  fact  exists  in 
the  [232]  instant  case  respecting  infringement  by 
plaintiffs'  manufacture,  use,  or  sale  of  radio  tuners. 


Plaintiffs'  Radio  Condenser  Company  Model  28 
timer  and  plaintiffs'  General  Instrument  Corpora- 
tion Model  31  tuner  do  not  infringe  Claims  7,  8, 
9,  10  or  11  of  United  States  Reissue  Letters  Patent 
No.  Re.  20,827. 

5. 

Plaintiffs  are  entitled  to  a  judgment: 

(a)  That  plaintiffs  have  not  infringed  Reissue 
Letters  Patent  No.  Re.  20,827,  particularly  Claims 
7  to  11,  inclusive,  thereof,  by  the  manufacture,  use, 
or  sale  of  condensers  and  tuners  as  exemplified  by 
Radio  Condenser  Company  Model  28  tuner  or  Gen- 
eral Instrument  Corporation  Model  31  tuner; 

(b)  Enjoining  and  restraining  defendant,  his  at- 
torneys, agents,  servants,  employees,  associates,  and 
confederates  from  asserting,  contending,  claiming, 
or  alleging  that  Reissue  Letters  Patent  No.   Re. 
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20,827  has  been  or  is  being  infringed  by  plaintiffs, 
or  either  of  them,  or  by  the  condensers  and  tuners 
manufactured,  used,  or  sold  as  exemplified  by  Radio 
Condenser  Company  Model  28  tuner  or  General  In- 
strument Corporation  Model  31  tuner; 

(c)  Enjoining  and  restraining  defendant,  his  at- 
torneys, agents,  servants,  employees,  associates,  and 
confederates  from  asserting,  contending,  claiming, 
or  alleging  that  the  use  and  sale  of  condensers  and 
tuners  manufactured  by  plaintiffs,  as  exemplified 
by  Radio  Condenser  Company  Model  28  tuner  or 
General  Instrument  Corporation  Model  31  tuner, 
has  been  or  is  an  infringement  of  Reissue  Letters 
Patent  No.  Re.  20,827,  particularly  Claims  7,  8,  9, 
10  or  11  thereof; 

(d)  Enjoining  and  restraining  defendant,  his  at- 
torneys, agents,  servants,  employees,  associates,  and 
confederates  from  prosecuting  any  action  in  law  or 
equity  in  which  condensers  and  [233]  tuners  man- 
ufactured by  plaintiffs,  as  exemplified  by  Radio  Con- 
denser Company  Model  28  tuner  or  General  Instru- 
ment Corporation  Model  31  tuner,  are  assei*ted  to 
have  been  or  are  an  infringement  of  Reissue  Let- 
ters Patent  No.  Re.  20,827,  particularly  Claims  7, 
8,  9,  10  or  11  thereof;  and 

(e)  For  their  costs  in  this  action. 

Dated  this  30th  day  of  August,  1946. 

[Seal]         /s/  C.  E.  BEAUMONT, 

Judge.  [234] 

[Affidavit  of  Service  by  Mail.] 

[Endorsed] :     Filed  Aug.  30,  1946.  [235] 
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In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

No.  4395-B— Civil 

RADIO    CONDENSER    COMPANY    and    GEN- 
ERAL INSTRUMENT  CORPORATION, 

Plaintiffs, 

vs. 

LeROY  J.  LEISHMAN, 

Defendant. 

JUDGMENT 

This  cause  having  come  on  to  be  heard  on  plain- 
tiffs' motion  for  summary  judgment  that  Claims  7 
to  11,  inclusive,  of  Reissue  Letters  Patent  No.  Re. 
20,827  are  not  infringed  by  the  manufacture,  use, 
or  sale  of  condensers  and  tuners,  as  exemplified  by 
Radio  Condenser  Company  Model  28  tuner  or  Gen- 
eral Instrument  Corporation  Model  31  tuner;  and 
the  court  having  made  and  entered  its  Findings  of 
Fact  and  Conclusions  of  Law  and  found  that  there 
is  no  genuine  issue  as  to  any  material  fact  respecting 
infringement  by  the  plaintiffs'  said  tuners,  and  hav- 
ing concluded  that  plaintiffs  are  entitled  to  judg- 
ment as  a  matter  of  law; 

It  Is  Hereby  Ordered,  Adjudged  and  Decreed  as 
follows:  [236] 

1.  That  the  plaintiffs  have  not  infringed  United 
States  Reissue  Letters  Patent  No.  Re.  20,827,  par- 
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ticularly  Claims  7  to  11,  inclusive,  thereof,  by  the 
manufacture,  use,  or  sale  of  condensers  and  tuners 
as  exemplified  by  Radio  Condenser  Company  Model 
28  tuner,  filed  with  the  complaint  in  this  action  as 
Plaintitfs'  Exhibit  1,  or  General  Instrument  Cor- 
poration Model  31  tuner,  filed  with  the  complaint 
in  this  action  as  Plaintiffs'  Exhibit  3; 

2.  That  defendant,  LeRoy  J.  Leishman,  his  attor- 
neys, agents,  servants,  employees,  associates,  and 
confederates  be  and  they  are  hereby  enjoined  and 
restrained  from  asserting,  contending,  claiming,  or 
alleging  that  said  Reissue  Letters  Patent  No.  Re. 
20,827  has  been  or  is  being  infringed  by  the  plain- 
tiffs, or  either  of  them,  or  by  the  condensers  and 
tuners  manufactured,  used,  or  sold  by  the  plaintiffs, 
or  either  of  them,  as  exemplified  by  Radio  Condenser 
Company  Model  28  tuner  or  General  Instrument 
Corporation  Model  31  tuner; 

3.  That  said  defendant,  LeRoy  J.  Leishman,  his 
attorneys,  agents,  servants,  employees,  associates, 
and  confederates  be  and  they  are  hereby  enjoined 
and  restrained  from  asserting,  contending,  claiming, 
or  alleging  that  the  use  or  sale  of  condensers  and 
tuners  manufactured  by  plaintiffs,  or  either  of  them, 
as  exemplified  by  Radio  Condenser  Company  Model 
28  tuner  or  General  Instrument  Corporation  Model 
31  tuner,  has  been  or  is  an  infringement  of  Reissue 
Letters  Patent  No.  Re.  20,827,  particularly  Claims 
7,  8,  9,  10  or  11  thereof ; 

4.  That  said  defendant,  LeRoy  J.  Leishman,  his 
attorneys,   agents,    servants,   employees,   associates. 
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and  confederates  be  and  they  are  hereby  enjoined 
and  restrained  from  prosecuting  any  action  in  law 
or  equity  in  which  condensers  and  tuners  manufac- 
tured by  plaintiffs,  or  either  of  them,  as  exemplified 
by  Radio  Condenser  Company  Model  28  tuner  or 
General  Instrument  Corporation  [237]  Model  31 
tuner,  are  asserted  to  have  been  or  to  be  an  infringe- 
ment of  Reissue  Letters  Patent  No.  Re.  20,827,  par- 
ticularly Claims  7,  8,  9,  10  or  11  thereof; 

5.  That  a  writ  of  injunction  issue  forthwith 
against  the  defendant,  LeRoy  J.  Leishman,  his  at- 
torneys, agents,  servants,  employees,  associates,  and 
confederates,  in  accordance  with  paragraphs  2,  3, 
and  4  hereof;  and 

6.  That  plaintiffs  have  and  recover  from  de- 
fendant their  costs  in  this  action,  the  taxation  of 
such  costs  to  await  the  entry  of  judgment  on  the 
defendant's  counterclaims  herein. 

Dated  this  30th  day  of  August,  1946. 

[Seal]         /s/  C.  E.  BEAUMONT, 
Judge.  [238] 

[Affidavit  of  service  by  mail.] 
[Endorsed] :     Filed  Sept.  12,  1946.  [239] 
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[Title  of  District  Court  and  Cause.] 

NOTICE  BY  CLERK  OF   ENTRY  OF 
JUDGMENT 

You  are  hereby  notified  that  Judgment  has  been 
entered  this  day  in  the  above-entitled  case,  in  Civil 
Order  Book  No.  39,  page  656. 

Dated  Los  Angeles,  California,  Sept.  12,  1946. 

EDMUND  L.  SMITH, 
Clerk. 

By  R.  B.  CLIFTON, 

Deputy   Clerk. 

Mailed  9/13/46.  [241] 


[Title  of  District  Court  and  Cause.] 

ORDER  EXTENDING  TIME  IN  WHICH  TO 
FILE  MOTION  UNDER  RULE  52(b) 

For  good  cause  shown,  and  as  provided  in  Rule 
6(b)  of  the  Rules  of  Civil  Procedure,  the  defend- 
ant is  hereby  given  up  to  and  including  October  16, 
1946,  to  file  a  motion  under  Rule  52(b)  to  amend 
the  findings,  conclusions  of  law  and  judgment. 

C.  E.  BEAUMONT, 

United  States  District  Judge. 

Dated,  Los  Angeles,  California,  September  16, 
1946. 

[Endorsed] :     Filed  Sept.  17,  1946.  [242] 
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[Title  of  District  Court  and  Cause.] 

WRIT  OF  INJUNCTION 

Tlie  President  of  the  United  States  of  America,  to 
LeRoy  J.  Leishman,  his  attorneys,  agents,  ser- 
vants, employees,  associates  and  confederates: 
Greeting : 

Whereas  said  Radio  Condenser  Company  and 
said  General  Instrument  Corporation  have  filed  in 
the  above-entitled  court  their  complaint  against 
said  LeRoy  J.  Leishman  for  a  Declaratory  Judg- 
ment that  United  States  Reissue  Letters  Patent 
No.  20,827  were  not  infringed  by  the  plaintiffs  or 
either  of  them;  that  said  Letters  Patent  is  invalid 
and  void  and  for  an  injunction  enjoining  said 
LeRoy  J.  Leishman,  his  attorneys,  agents,  servants, 
employees,  associates  and  confederates  from  further 
asserting,  contending,  claiming  or  alleging  that  said 
Reissue  Letters  Patent  No.  20,827,  or  any  claim 
thereof,  has  been  infringed  by  [243]  the  plaintiffs, 
or  either  of  them,  or  by  radio  condensers  or  tuners 
which  were  manufactured  and  sold  by  the  plaintiffs, 
or  either  of  them,  or  installed  in  radio  receiving  sets 
by  any  of  their  customers;  and 

Whereas,  on  the  12th  day  of  September,  1946,  a 
Final  Judgment  was  made  in  the  above-entitled 
action  decreeing  and  adjudging  that  the  plaintiffs 
have  not  infringed  Reissue  Letters  Patent  No. 
20,827,  particularly  claims  7  to  11,  inclusive,  thereof, 
by  the  manufacture,  use,  or  sale  of  condensers  and 
tuners   as  exemplified  by   Radio   Condenser   Com- 
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pany  Model  28  tuner,  filed  with  the  Complaint  in 
the  above-entitled  action  as  Plaintiffs'  Exhibit  1, 
or  General  Instrument  Corporation  model  31  tuner^ 
filed  with  the  Complaint  in  the  above-entitled  action 
as  Plaintiffs'  Exhibit  3  and  that  an  injunction  issue 
out  of  and  under  the  seal  of  this  court  permanently 
enjoining  and  restraining  said  LeRoy  J.  Leishman 
as  set  forth  in  said  Judgment. 

Now,  Therefore,  we  do  strictly  command  and  en- 
join you,  the  said  LeRoy  J.  Leishman,  your  attor- 
neys, agents,  servants,  employees,  associates,  and 
confederates,  and  each  of  you  from : 

1.  Asserting,  contending,  claiming,  or  alleging 
that  said  Reissue  Letters  Patent  No.  Re.  20,827  has 
been  or  is  being  infringed  by  the  plaintiffs,  or  either 
of  them,  or  by  the  condensers  and  tuners  manufac- 
tured, used,  or  sold  by  the  plaintiffs,  or  either  of 
them,  as  exemplified  by  Radio  Condenser  Com- 
pany Model  28  tuner  or  General  Instrument  Cor- 
poration Model  31  tuner; 

2.  Asserting,  contending,  claiming,  or  alleging 
that  the  use  or  sale  of  condensers  and  tuners  manu- 
factured by  plaintiffs,  or  either  of  them,  as  exempli- 
fied by  Radio  Condenser  Company  Model  28  tuner 
or  General  Instrument  Corporation  Model  31  tuner, 
has  been  or  is  an  infringement  of  Reissue  Letters 
Patent  No.  Re.  20,827,  particularly  Claims  7,  8,  9, 
10  or  11  thereof ; 

3.  Prosecuting  any  action  in  law^  or  equity  in 
which  [244]  condensers  and  tuners  manufactured 
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by  plaintiffs,  or  either  of  them,  as  exemplified  by 
Eadio  Condenser  Company  Model  28  tuner  or  Gen- 
eral Instrument  Corporation  Model  31  tuner,  are 
asserted  to  have  been  or  to  be  an  infringement  of 
Eeissue  Letters  Patent  No.  Re.  20,827,  particularly 
Claims  7,  8,  9,  10  or  11  thereof. 

Whereof,  Fail  Not  in  penalty  of  the  laws  thence 
ensuing. 

Witness  the  Honorable  C.  E.  Beaumont,  Judge 
of  the  District  Court  of  the  United  States  this  .... 
day  of  September,  1946,  and  in  the  One  Hundred 
and  Seventy-first  year  of  the  Independence  of  the 
United  States  of  America. 

[Seal]  EDMUND  L.   SMITH, 

Clerk. 

E.  M.  ENSTROM,  JR., 

Deputy  Clerk. 

[Affidavit  of  Return  on  service  of  writ  attached.] 
[Endorsed] :     Piled  Sept.  18,  1946.  [245] 


[Title  of  District  Court  and  Cause.] 

MOTION  UNDER  RULE  52(b) 

Now  comes  the  defendant,  LeRoy  J.  Leishman, 
and  moves  under  the  provisions  of  Rule  52(b)  of 
the  Rules  of  Civil  Procedure  that  this  Honorable 
Court  strike  out  the  present  findings,  condusions 
and  judgment  and  substitute  the  attached  set  of 
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proposed  findings,  conclusions  and  judgment  in 
their  stead. 

In  the  event  that  this  Honorable  Court  for  any 
reason  should  not  make  the  substitution  above  re- 
quested, the  defendant  moves  under  the  provisions 
of  the  said  Rule  52(b)  that  the  judgment  and  the 
injunction  be  amended  as  hereinafter  specified : 

That  paragraph  2  and  3  of  the  judgment  be 
stricken  out; 

That  paragraph  4  of  the  judgment  be  amended  by 
adding  [247]  the  following  sentence:  **This  para- 
graph shall  not  be  construed  to  mean  that  the 
defendant  is  enjoined  from  any  proceedings  con- 
nected with,  or  resulting  from,  the  present  action 
or  the  case  of  LeRoy  J.  Leishman  vs.  The  Richards 
and  Conover  Company,  Civil  Action  No.  2155,  in 
the  United  States  District  Court  for  the  Western 
District  of  Oklahoma;  and  the  defendant  is  not 
enjoined  from  proceedings  against  the  Galvin  Manu- 
facturing Company,  which  admittedly  defended  the 
Oklahoma  suit,  and  which  is  bound  thereby  accord- 
ing to  the  findings  therein." 

That  paragraphs  1  and  2  of  the  injunction  (lines 
20  to  31,  page  2)  be  stricken  out;  and 

That  paragraph  3  of  the  injunction  be  amended 
by  adding  the  same  sentence  requested  to  be  added 
to  paragraph  4  of  the  judgment. 

/s/  LeROY  J.  LEISHMAN, 
Defendant. 

Dated,  Los  Angeles,  Calif.,  October  16,  3946. 
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NOTICE  OF  HEARING 

Notice  is  hereby  given  that  the  defendant  will 
call  up  defendant's  Motion  under  Rule  52(b)  for 
hearing  in  the  courtroom  of  the  Honorable  Judge 
Beaumont  on  October  28,  1946,  at  10  a.m.,  or  as 
soon  thereafter  as  the  defendant  and  counsel  for 
the  plaintiffs  may  be  heard. 

LeROY  J.  LEISHMAN. 

Dated,  Los  Angeles,  Calif.,  October  16,  1946. 
[Endorsed] :     Filed  Oct.  16,  1946.  [248] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  AND  CERTIFICATION 

State  of  California, 
County  of  Los  Angeles — ss. 

LeRoy  J.  Leishman,  being  duly  sworn,  deposes 
and  says : 

That  he  attended  the  trial  of  the  suit  of  LeRoy  J. 
Leishman  vs.  The  Richards  and  Conover  Company, 
Civil  Action  No.  2155,  in  the  United  States  District 
Court  for  the  Western  District  of  Oklahoma,  held 
on  April  29,  April  30,  and  May  1,  1946;  that  De- 
fendant's Exhibit  17,  filed  herewith,  is  a  photostatic 
copy  of  portions  of  the  official  court  reporter's  tran- 
script of  the  trial  of  the  said  suit;  and  that  the 
said  portions  of  [249]  the  transcript  constitute  an 
accurate  record  of  those  parts  of  the  proceedings, 
excepting  for  obvious  stenographic  errors. 
/s/  LeROY  J.  LEISHMAN. 
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Subscribed  and  sworn  to  before  me  this  16th  day 
of  October,  1946. 

BEATRICE  BURGER, 

Notary  Public  in  and  for  the  County  of  Los  Angeles, 
State  of  California. 
My  Commission  Expires  March  25,  1950.  [250] 

DEFENDANT'S  EXHIBIT  17 

The  Court:  You  are  satisfied  these  are  the 
patents  ? 

Mr.  Flam:  If  Mr.  Mueller  says  they  are  copies 
we  will  agree. 

The  Court :     827  is  the  reissue. 

Mr.  Mueller:  I  might  just  tell  your  honor  that 
the  original  of  the  patent  which  was  reissued  is  also 
in  there  for  your  information.  You  see,  as  Mr.  Flam 
pointed  out,  they  had  this  patent,  2108538,  and  then 
under  the  reissue  statute,  which  he  explained  to 
you,  they  reissued  it  into  that  patent,  so  for  your 
information,  both  copies  are  in  court.  Now  again,  to 
save  time,  and  help  you  on  your  request  of  April 
third,  and  again  today,  that  you  be  kept  well  in- 
formed as  we  go  along,  I  would  like  to  adopt  the 
procedure  of  offering  in  evidence  quite  a  number  of 
the  defendant's  exhibits,  and  I  am  doing  that  rather 
than  merely  marking  them  because  some  of  them  I 
think  Mr.  Flam  will  permit  to  be  introduced,  and 
if  he  has  any  objection  possibly  we  can  help  you  to 
straighten  it  out  more  quickly  right  away.  It  will 
amount  to  a  stipulation  in  the  beginning  and  give 
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you  the  benefit  of  the  record,  so  I  will  run  right 
down  through  these  if  I  may. 

Defendant's  Exhibit  E  is  a  booklet  of  prior 
patents  set  up  in  the  defendant's  answer.  This  con- 
forms with  the  answer  and  they  are  all  clean  copies. 
I  will  oifer  that  in  evidence.  [251] 

Mr.  Flam:  I  presume  those  are  the  patents  that 
have  been  cited  in  both  answers. 

Mr.  Mueller:  Yes,  Exhibit  E  contains  the  prior 
art  patents  against  the  reissued  patent  set  up  in 
the  original  answer. 

Defendant's  Exhibit  F,  which  I  will  offer  in  evi- 
dence now,  is  all  of  the  prior  art  set  up  in  the  origi- 
nal answer  and  in  the  amendment  to  the  answer. 

Mr.  Flam:  All  of  them  are  included  that  are  in 
the  answer? 

Mr.  Mueller:     Yes. 

The  Court:     What  is  Exhibit  F? 

Mr.  Mueller:  Exhibit  F  contains  the  prior  art 
patents  against  282  patents. 

Mr.  Flam:     Are  they  offered  in  evidence? 

Mr.  Mueller:     They  are  offered  in  evidence. 

Mr.  Flam:     No  objection. 

Mr.  Mueller:  I  will  also  offer  in  evidence  De- 
fendant's Exhibit  G,  which  is  a  model  of  the  tuner. 
Model  28,  manufactured  by  Radio  Condenser  Com- 
pany and  sold  to  Galvin,  and  incorporated  in  some 
of  the  radio  sets  in  suit. 

Mr.  Flam:  May  I  make  this  amendment?  Ex- 
hibit G  is  an  exemplary  of  the  tuner  mechanism  and 
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the  sets  that  have  been  set  up  in  plaintiff's  com- 
plaint as  the  accused  sets  '^ 

Mr.  Mueller:     Yes,  sir.  [252] 

Mr.  Flam:  Except  possibly  a  variation  in  the 
number  of  actual  push  button  devices. 

Mr.  Mueller:  That  is  satisfactory.  It  is  unim- 
portant to  the  issues  in  the  case. 

Mr.  Flam:  I  presume  as  to  the  next  one  the 
same  understanding  can  apply? 

Mr.  Mueller:  Yes.  I  offer  Defendant's  Exhibit 
H  in  evidence. 

The  Court:     H  is  a  General  Instrument  device? 

Mr.  Mueller:  H  is  General  Instrument.  The, 
Defendant's  Exhibit  I,  which  I  offer  in  evidence,  is 
one  of  the  Crosley  tuners  and  is  an  exemplar  of  the 
Crosley  tuner  which  was  in  the  Associated  Whole- 
sale case  in  California.  That  does  not  have  a  con- 
denser on  it,  but  as  I  explained,  that  just  happens 
to  be  that  way.  The  j^laintiff  has  already  in  evi- 
dence drawings,  I  believe  they  are  his  Exhibits  1  and 
3,  that  correspond  with  Defendant's  Exhibits  G  and 
H.  I  am  going  to  offer  in  evidence  a  third  drawing, 
Defendant's  Exhibit  J  which  is  prepared  in  the 
same  manner  as  Plaintiff's  Exhibits  1  and  2  and 
corresponds  to  the  Crosley  tuner.  Defendant's 
Exhibit  I. 

The  Court:  Let  me  understand  that.  1  and  3  of 
his  are  the  same  as  G  and  H  of  yours? 

Mr.  Mueller:     Yes. 

The  Court:     What  is  the  same  as  your  I? 

Mr.  Mueller:  Defendant's  Exhibit  J  is  the  same 
as  [253]  Defendant's  Exhibit  I. 
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The  Court:     You  mean  Plaintiff's  Exhibit  J? 

Mr.  Mueller:  No,  defendant's.  The  drawing,  J, 
is  the  same  as  the  physical  model,  I.  I  am  offering 
in  evidence  Defendant's  Exhibit  K,  a  model  of  a 
Zenith  radio  tuner,  a  tuner  manufactured  by  the 
Zenith  Radio  Corporation  of  Chicago,  and  it  cor- 
responds to  the  structure  of  the  Schaefer  patent. 

The  Court:  What  is  the  Schaefer  patent?  This 
is  the  first  time  I  have  heard  of  it. 

Mr.  Mueller:  The  Schaefer  patent  is  one  of  the 
prior  art  set  up  against  the  20827,  the  reissued 
patent,  and  the  Schaefer  patent  1906  is  owned  by 
the  Zenith  Radio  Corporation.  This  is  a  tuner, 
which,  for  all  practical  purposes,  was  put  out  under 
that  patent. 

The  Court:  If,  as  you  contend,  these  patents 
here  are  invalid  because  of  prior  ones,  would  not 
this  be  an  infringement  on  this  ? 

Mr.  Mueller:  No,  because  there  were  no  claims 
in  the  Schaefer  patent,  so  far  as  I  know,  that  are 
infringed  by  any  of  these  three  sets.  Defendant's 
Models,  I,  Gr,  and  H.  I  might  say  practically  all 
radio  manufacturers  are  licensed  to  use  the  Schaefer 
patent  through  a  patent  of  the  RCA  Hazelton  Cor- 
poration. Infringement,  so  far  as  Galvin  is  con- 
cerned, will  not  come  up  on  the  Schaefer  [254] 
patent,  because  we  are  already  licensed  under  it. 
Zenith  made  arrangements  with  Hazelton  to  make 
RCA  years  ago,  so  there  will  never  be  a  question 
on  that  particular  one. 

I  also  offer  in  evidence  Defendant's  Exhibit  L. 
This  is  an  exempler,  as  Mr.   Flam  calls  it,   of  a 
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portion  of  the  Marschalk  patent,  No.  2072897,  which 
is  in  our  23rior  art  against  the  reissued  patent.  It 
corresponds  to  Figure  14  of  Sheet  3  of  the  draw- 
ings. I  might  also  explain  here — Mr.  Flam  can 
point  out  any  objection  he  has — Figure  14  of  the 
Marschal  patent  shows  the  lever  being  operated  by 
an  electric  solenoid.  We  have  no  facilities  for  it, 
that  is,  that  electric  solenoid,  so  we  have  merely  put 
a  finger  button  on,  and  it  can  be  operated  by  the 
hand  in  exactly  the  fashion  that  lever  can. 

Mr.  Flam :  I  wish  to  reserve  any  objection  I  may 
desire  to  make  to  this  model,  or  the  introduction 
of  it  in  evidence,  when  the  case  proceeds.  I  want 
that  understood  in  connection  with  all  of  these 
exhibits  that  have  been  introduced.  I  don't  think 
I  will  have  any  but  I  am  not  sure. 

The  Court:  This  Zenith,  what  patent  does  that 
refer  to? 

Mr.  Mueller:     Schaefer  Patent  1906. 

The  Court:     Exhibit  K. 

Mr.  Mueller:  Exhibit  K.  For  the  purpose  of 
this  suit  and  an  explanation  as  illustrative  of  the 
defendant's  position  on  invalidity,  we  have  a  model, 
Defendant's  Exhibit  [255]  M,  which  combines,  as 
we  will  later  show,  a  lever  out  of  the  Marschalk 
patent,  a  lever  out  of  the  Schaefer  patent,  1906106, 
and  a  rocker  or  rotary  treadle  out  of  Marschalk 
patent,  20772897.  Mr.  Flam  may  want  to  observe 
objection.  I  can  understand  that,  and  we  wall  elabo- 
rate on  that.  This  is  introduced  at  this  time  for 
your  assistance;  that  is  all.  I  will  go  in  to  that  in 
presenting  the  defendant's  case. 
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IMr.  Flam:  We  would  urge  that  it  is  not  a 
proper  combination  of  the  tvvo  patents. 

Mr.  Mueller:  The  next  model,  and  I  offer  this 
in  evidence  as  Defendant's  Exhibit  X.  This  is  a 
Motorola  radio  set.  Model  19-B,  which  was  specified 
in  the  bill  of  complaint.  This  is  one  of  the  models 
which  is  alleged  to  infringe  the  282  patent.  We  have 
been  talking  about  the  reissue  up  to  now.  This  is 
alleged  to  infringe  the  282  patent,  and  this  is 
Defendant's  Exhibit  X.  The  housing  is  off;  other- 
wise, it  would  be  an  auto  radio  set  much  as  you  have 
in  your  car,  for  operating  purposes,  at  least. 

Mr.  Flam :  In  that  connection,  of  coui^e,  we  can 
stipulate  that  set  ha,s  the  number  of  push  buttons 
and  so  on ;  the  fimdamental  elements  for  taking  the 
play  out  of  the  gear  would  be  the  same  in  all  the 
accus^  models  that  have  been  accused  of  being 
infringements. 

Mr.  AI  ■;-  :  :  Those  that  have  it.  S<:>me  of  them 
don't  have  it.  I  sent  those  out  here  but  they  haven't 
a^  '  -'  [-•''*']  >"■:  ^  of  the  models  accused  to  in- 
fi^:->.    ;  '  :.  ^  :.   V-  rne  anti  back  lash  of  this  model. 

I\Ir.  FlaLLL!  Attention  may  also  be  called  to  the 
far-r  that  back  la.sh  operates  on  this  model. 

Air.  Mueller:  That  is  purely  a  matter  of  opinion. 
I  /,::.  -  ::  ^  "ill  vrr.rk  very  well  just  as  it  is.  Noth- 
ing has  ^  :^.  It  is  exactly  the  way  it  was 
t<:  ■:  :.  r  :  the  st< ii-p.  If  you  feel  it  is  not  in  j^roper 
si  : -e.  that  is  your  "pinion  and  perfectly 
all  right. 

Mr.  Leishman:  It  is  not  working  right  because 
the  spring  is  not  pulling  the  gear  back. 
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Mr.  Mueller:  If  you  want  to  fix  it  all  right.  I 
can  assure  you  there  is  no  intention  of  taking  any 
advantage. 

Mr.  Flam :  I  am  not  accusing  any  one.  I  merely 
wanted  the  Court  to  understand. 

The  Court :     This  little  thing  here  is  282! 

Mr.  Mueller:     Yes,  sir. 

Mr.  Flam:  The  mechanism  relating  to  that  ad- 
vice for  taking  back  lash  out  of  gear  in  connection 
with  the  tuning  device. 

The  Court:  Were  these  same  gears  here  before 
the  mechanism  here  w^as  used?  Do  you  know  what 
I  mean  by  that? 

Mr.  Mueller:  Gear  trains  have  been  used  for 
years. 

The  Court:     And  were  used  on  these  sets? 

Mr.  Mueller:  Here  is  the  way  it  works  out. 
Every  model,  and  we  used  to  come  out  with  two 
different  lines  [257]  each  year,  and  each  model  is 
laid  out  somewhat  different  mechanically  so  you 
can't  draw  comparisons  without  having  something 
right  before  you.  This  would  serve  as  an  example 
of  the  tuning  and  gear  train  mechanism  on  the  sets 
identified  in  the  bill  of  complaint  relative  to  the  282 
patent,  but  they  might  each  one  be  different,  as  you 
will  see,  when  those  show  up  from  the  express 
company. 

The  Court:  I  think  a  search  should  be  made 
for  them. 

Mr.  Mueller :     I  am  going  to  do  that  at  noon. 

The  Court:  If  we  don't  get  them  I  understand 
there  is  plenty  of  evidence  here. 
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Mr.  Mueller:  I  am  particularly  concerned  be- 
cause they  are  the  only  models  at  Galvin.  We  have 
no  others  that  will  show  uj)  in  the  future  just  what 
this  mechanism  is,  so  I  am  very  concerned  about 
them. 

The  Court :     Does  that  complete  your  statement  ? 

Mr.  Mueller:  I  might  just  state  on  this  question 
of  back  lash  Mr.  Flam  referred  to  in  his  opening 
statement.  It  is  our  position  that  taking  out  back 
lash  with  a  train  of  gears  is  merely  a  common 
expedient  which  the  draftsmen  of  any  radio  con- 
cern are  fully  familiar  wdth,  and  they  use  various 
means,  and  we  take  the  position  that  what  we  have 
in  this  set  is  not  an  infringement  of  the  282  patent. 
We  will  show  you  that,  but  assuming  for  the  pur- 
poses of  argument  you  hold  claims  7  and  11  in  the 
282  patent  infringed,  [258]  we  contend  and  urgently 
submit  that  they  are  invalid  as  representing  noth- 
ing more  than  the  ordinary  mechanical  work  of  a 
draftsman. 

The  Court:     Nothing  novel  about  it? 

Mr.  Mueller:  Nothing  novel  or  arising  to  an 
inventive  degree.  As  I  say,  I  would  like  to  reserve 
a  few  minutes  of  my  opening  statement  to  help 
you,  if  it  is  necessary,  before  putting  in  the  defense 
after  Mr.  Flam  has  put  in  his  case. 
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LeROY  J.  LEISHMAN 
the  plaintiff,  being  duly  sworn,  testified  as  follows : 

Direct  Examination 
By  Mr.  Flam : 

Q.  Mr.  Leishman,  are  you  the  plaintiff  in  this 
action?  A.     Yes,  sir,  I  am. 

Q.     What  is  your  age?  A.     50. 

Q.     What  is  your  occupation? 

A.     I  am  an  engineer. 

Q.     What  kind  of  an  engineer? 

A.  Well,  I  have  done  work  as  a  mechanical  engi- 
neer ;  radio  engineer  and  electrical  engineer. 

Q.  When  did  you  first  become  interested  in  the 
subject  of  radio?  [259] 

PROCEEDINGS 

May  1,  1946,  8:30  o'Clock  a.m. 

M.  F.  SPOTTS 
called  as  a  witness  on  behalf  of  the  defendant,  out  of 
the  regular  order  by  agreement,  being  duly  sw^orn, 
testified  as  follows: 

Direct  Examination 

By  Mr.  Mueller : 

Q.     You  may  state  your  name  for  the  record. 
A.     M.  F.  Spotts. 

Q.     Please  state  your  age  and  residence. 
A.     My  age  is  50.    Resident,  Evanston,  Illinois. 
Q.     What  is  your  present  occupation,  and  will 
you  also  state  your  academic  background? 
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A.  I  am  an  associate  professor  of  machine  de- 
sign at  Northwestern  University,  Evanston,  Illinois. 
I  graduated  in  mechanical  engineering  at  Ohio 
Northern  University  in  1923;  received  a  Master  of 
Arts  degree  at  Ohio  University  in  1933,  and  a 
Doctor  of  Philosophy  degree  from  the  University 
of  Michigan  in  1938. 

Q.     Did  you  do  some  teaching  during  that  period  ? 

A.  I  taught  two  years  at  the  University  of 
Michigan  part  time  while  a  student.  Prom  1938 
to  1941  I  was  a  teacher  at  Johns  Hopkins  Univer- 
sity, Baltimore,  Maryland.  Prom  1941  to  the  pres- 
ent date  I  have  been  at  Northwestern. 

Q.  What  commercial  experience  have  you  had  in 
mechanical  designing  and  engineering,  and  please 
name  some  of  the  [260]  companies  and  the  dates  of 
your  activities. 

A.  Before  becoming  a  teacher  I  worked  five 
years  for  the  Brown  Steel  Company,  Columbus, 
Ohio,  1927  to  '32.  I  worked  two  years  for  the  Jeffry 
Manufacturing  Company,  Columbus,  Ohio,  '33  to  '35. 

Q.  You  might  just  mention  your  last  occu- 
pations ? 

A.  Since  starting  to  teach  I  have  done  rather 
wide  consulting  work  for  various  industrial  firms. 

Q.  Are  you  consultant  for  the  Galvin  Manufac- 
turing Company  in  Chicago "?  A.     I  am. 

Q.  How  long  have  you  been  such  consultant  and 
what  are  your  general  duties? 

A.  I  have  been  with  Galvin  in  this  capacity  for 
about  three  and  a  half  years.  My  general  duties 
are  to  assist  the  engineering,  designing  and  research 
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departments  in  the  development  of  their  products. 
I  work  mostly  with  the  engineers  assisting  in  de- 
signs and  helping  to  improve  them;  making  the 
operation  of  the  devices  better  and  getting  the  de- 
signs in  condition  for  the  most  economical  com- 
mercial production. 

Q.  What  are  those  products  with  which  you  have 
been  working  in  general '^ 

A.  Radio  equipment  in  general  and  the  develop- 
ment of  a  gasoline  burning  automobile  heater  which 
is  being  developed ;  I  also  have  worked  some  on  the 
development  of  an  automatic  washing  machine. 

Q.  Has  the  major  part  of  your  activity,  how- 
ever, been  confined  to  radio  equipment  at  Galvin'sl 

A.     The  major  portion  has  been. 

Q.  In  your  work  as  engineer  and  as  a  mechanical 
designing  consultant  have  you  come  in  contact  with 
draftsmen  and  designers  who  do  the  lay  out  work, 
over  the  years  ? 

A.  I  have  known  many  draftsmen  during  the 
last  15  years. 

Q.  Are  you  acquainted  with  the  subject  of  tuning 
radios  and  with  the  mechanism  used  for  accomplish- 
ing the  tuning  1 

A.  I  understand  the  usual  mechanism  for  that 
purpose. 

Q.  Are  you  familiar  with  patent  drawings  and 
patent  specifications  from  a  technical  standpoint  ? 

A.  I  have  examined  many  patent  drawings  and 
have  read  the  specifications  for  them. 

Q.  Have  you  ever  testified  as  a  witness  in  patent 
infringement  cases  or  in  any  other  litigation? 
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A.     This  is  my  first  experience  as  a  witness. 

Q.  Have  yon  studied  the  Leishman  patent, 
Reissue  20827,  Marschalk  2072897  and  Schaefer 
1906106,  and  are  yon  familiar  with  the  drawings 
and  specifications  of  those  patents^ 

A.     I  have  studied  those  drawings. 

Q.     Have  you  studied  the  specifications  too? 

A.     Yes,  sir. 

Q.  Have  you  seen  the  model,  Defendant's  Ex- 
hibit L  and  have  [262]  you  compared  it  with 
Figure  14  of  the  Marschalk  patent? 

A.     I  have. 

Q.  Have  you  seen  the  model,  Defendant's 
Exhibit  K? 

A.     I  have. 

Q.  And  compared  it  with  drawings  in  the 
Schaefer  patent?  A.     I  have. 

Q.  Referring  to  this  chart,  which  I  have  marked 
for  identification.  Defendant's  Exhibit  Y,  you  will 
see  that  Figure  2  of  the  Leishman  reissue  patent 
is  enlarged  and  Figure  4  of  the  Schaefer  patent  is 
also  enlarged  on  this  chart.  Is  there  any  comparison 
in  operation  and  function  which  you  can  make  be- 
tween the  arms  48,  colored  green  in  Leishman  and 
the  arms,  32  and  34,  colored  green,  in  Schaefer  as 
they  operate  with  their  respective  tappets  colored 
yellow  ? 

A.  Arms  48  of  Figure  2  of  Leishman  and  Plates 
32  and  34  of  Schaefer  perform  the  same  function 
so  far  as  the  tuning  of  a  radio  is  concerned. 

Q.     What  function  do  they  perform   so  far  as 
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setting  up  the  tappet  colored  yellow  and  the  tappet 
colored  yellow  in  Figure  4  of  Schaefer? 

A.  They  serve  the  purpose  of  positioning  the 
tappet  at  the  time  of  adjustment  of  the  mechanism. 

Q.  Can  you  make  any  comparison  between  the 
movement  of  the  arms  48  in  Leishman  and  the  arms, 
32  and  34  of  [263]  Schaefer  with  respect  to  the 
two  tappets  colored  yellow  in  a  setting  operation 
for  the  tappets? 

A.  The  movement  of  arms  48  and  plates  32  and 
34  serve  to  position  the  tappet.  The  vertical  motion 
positions  the  ends  of  the  tappet  arms  in  adjusting 
the  tappet. 

Q.  Is  it  the  vertical  motion  of  the  two  moveable 
portions,  the  arms  32  and  34  in  Schaefer  and  48 
in  Leishman  f 

A.  It  is  the  vertical  movement  which  determines 
the  positioning  of  the  tappet. 

Q.     Is  there  a  rotary  movement  in  Leishman? 

A.  Because  of  the  manner  in  which  the  Leish- 
man arms  48  are  mounted  there  is  a  rotary  motion 
in  addition  to  the  vertical. 

Q.  The  w^ord  coaxial  has  been  used  to  describe 
the  relation  of  the  center  for  Leishman 's  tappet  61 
and  the  center  of  his  rocker  48.  Do  you  find  co- 
axiality  present  in  the  Schaefer  structure,  the 
Figure  4? 

A.  In  effect  there  is  coaxiality  present.  The 
axis,  however,  in  the  Schaefer  may  lie  in  the  air, 
an  imaginary  line  through  the  space  between  plates 
32  and  34,  and  is  not  included  in  the  physical  em- 
bodiment but  it  is  present. 
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Q.  What  is  the  relation  between  a  line  through 
the  contact  points  of  the  tappet  56  of  Schaefer  and 
the  arms  32  and  34  relative  to  the  center  55  for 
the  tappet  56? 

A.  A  line  through  the  center,  55,  passes  through 
the  end  jjoints  of  the  tappet  58  of  the  Schaefer 
mechanism  and  is  so  stated  in  the  description  of 
the  apparatus. 

Q.  In  the  movement  of  the  tappet  56  of  Schae- 
fer, as  the  arms  32  and  34  are  moved,  what  happens 
to  that  line'? 

A.  The  angular  position  of  the  line  would  be 
changed  as  the  plated  32  and  34  move  backard  and 
downward. 

Q.  Would  that  line  have  a  center  in  this  move- 
ment? 

A.     Yes,  the  line  radiates  about  the  center,  55. 

Q.  Is  the  principle  and  structure  of  coaxiality 
known  or  an  unknown  condition  in  mechanical  de- 
sign? 

A.     It  is  much  used  in  mechanical  devices. 

Q.  That  is,  there  is  nothing  obscure  about  the 
jDrinciple  and  structure  of  coaxiality? 

A.  No.  It  is  a  well  known  and  widely  used 
principle;  has  been  known  a  long  time. 

Q.  I  hand  you  a  model,  Plaintiff's  Exhibit  30, 
which  the  plaintiff  has  stated  corresponds  to  the 
structure  of  his  reissue  patent.  Is  there  any  neces- 
sity in  the  structure  of  the  Leishman  reissue  patent 
for  maintaining  coaxiality  of  the  parts,  and  will 
you  explain  your  answer  with  reference  to  the 
models  so  the  Court  can  understand? 
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A.  In  the  Leishman  patent  where  there  are  two 
tuning  operations  performed  simultaneously,  it  is 
necessary  that  the  pivots  of  rotation  for  both  of 
the  rockers  be  coaxial. 

Q.     Will  you  please  point  out  those  rockers'? 

A.  The  two  rockers,  being  the  one  I  am  now 
holding,  and  the  other  one  being  the  inner  one  which 
I  am  now  holding,  are  tuned  by  coming  in  contact 
with  the  tappet  when  the  lever  is  pushed.  Each 
rocker  is  moved  to  a  position  in  the  usual  way  of 
such  devices.  It  is  when  we  combine  tw^o  of  them  in 
a  single  device  that  it  is  necessary  that  the  pivots 
for  both  of  them  lie  on  the  same  line,  so  that  the 
axis  of  each  coincides  with  the  axis  of  the  other. 
If  you  should  make  a  scale  drawing  of  the  device 
you  would  see  if  that  w^ere  not  so  that  by  the  time 
one  pair  of  points  would  come  in  tact  with  its  rocker 
that  the  other  two  would  not  touch  simultaneously. 
It  would  only  touch  on  one  side  and  leave  a  gap  on 
the  other,  depending  on  the  structure  of  your  parts, 
so  they  would  bind  and  it  would  be  impossible  to 
bring  them  into  contact. 

Q.  In  other  words,  in  the  Leishman  structure 
of  the  reissue  patent,  is  it  necessary  to  have  co- 
axiality  of  the  two  rockers  which  you  have  just 
shown  to  the  court,  and  the  two  tappet  parts  on  the 
lever  in  order  to  operate  the  device  ? 

A.  For  the  operation  of  the  tuner  it  is  so  nec- 
essary. 

Q.  Can  you  make  any  comparison  in  operation 
and  function  between  the  two  sides  colored  green. 
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for  the  rocker  34  of  Marschalk  on  that  chart,  Ex- 
hibit Y,  and  the  two  arms,  colored  green,  rocker 
48,  on  Figure  2  of  the  Leishman  patent  ^  [266] 

A.  These  aforementioned  parts  perform  the  same 
function  in  the  tuning  mechanism. 

Q.  What  is  that  function'?  Explain  the  opera- 
tion of  those  parts. 

A.  The  function  of  rocker  34  of  Marschalk  and 
rocker  48  of  Leishman  is  to  rotate  the  condenser 
on  a  radio  set  and  thus  achieve  timing. 

Q.  In  rotating  the  condenser  on  a  radio  set,  what 
comparison  can  you  make  in  the  operation  of  the 
rocker  itself,  in  the  two  devices? 

A.  The  motion  in  the  two  devices  is  exactly  the 
same.  It  is  merely  a  rotation  but  it  is  pivoted. 

Q.  Will  you  kindly  refer  to  Defendant's  model. 
Exhibit  M,  which  I  hand  you,  and  state  whether 
that  model  corresponds  with  the  lever  in  the  Schaef- 
fer  patent? 

A.  The  lever  in  Exhibit  M  is  substantially  the 
same  as  lever  51  of  Figure  4  in  Schaefer. 

Q.  Will  you  kindly  compare  the  treadle  or  rocker 
of  this  model.  Defendant's  Exhibit  M,  with  the 
treadle  or  rocker  34,  colored  green  in  Figure  14  of 
Marschalk  ? 

Mr.  Flam:  You  may  remember  that  when  this 
model  was  offered  in  evidence  I  reserved  objections 
to  it.  I  want  to  reiterate  that  because  it  is  quite 
obvious  this  model  is  supposed  to  represent  a  com- 
bination of  elements  which  were  taken  from  Mar- 
schalk, allegedly  taken,  which  we  deny.  The  lever 
mechanism  itself  is  apparently  a  good  deal  [267] 
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like  the  Schaefer  lever,  but  authorities,  which  I 
shall  refer  to  here  in  a  moment,  say  that  the  ele- 
ments of  a  combination  may  be  old.  It  is  the  combi- 
nation of  old  elements  that  produce  a  different  re- 
sult which  makes  an  invention.  Now  that  model, 
especially  the  rocker 

Mr.  Mueller:  If  you  will  wait  until  I  examine 
the  witness  I  think  those  things  will  be  covered.  We 
have  not  offered  it  in  evidence.  I  will  bring  out 
all  the  objections.  We  are  not  attempting  to  mis- 
lead the  court. 

Mr.  Flam :  We  have  no  argument  about  whether 
this  witness  will  testify  truthfully  or  not.  I  am  quite 
sure  he  will.  The  main  point  of  my  objection  is  that 
if  this  witness  now  says  that  it  is  not  a  proper  rep- 
resentation, or  proper  combination  of  these  two 
showings,  then  right  now  there  is  no  pertinence  to 
his  testimony. 

Mr.  Mueller:  I  don't  quite  understand  that.  I 
think  it  is  perfectly  proper  to  combine  references  in 
any  way  one  wishes.  I  have  never  found  any  law 
to  the  contrary.  It  is  done  every  day  in  the  patent 
office  and  every  day  in  the  courts.  The  question  is 
whether  the  combination,  as  a  matter  of  law  then 
anticipates  and  makes  the  alleged  invention  of  the 
patent  in  suit  an  obvious  combination  and  expedi- 
ent.   That  is  the  question  for  the  court  to  decide. 

The  Court:  I  think  I  understand.  Mr.  Flam,  I 
will  let  you  ask  that  question  you  asked,  if  there  are 
representative  parts  of  each  one.  [268] 

Q.  (By  Mr.  Flam)  :  Doctor  Spotts,  the  rocker 
now  incorporated   in  the   model,   Exhibit  M,   that 
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rocker  corresponds  in  structure  to  the  rocker  of  the 
Marschalk  patent,  Figue  141 

A.  It  does  in  some  respects.  There  are  some 
differences. 

Mr.  Flam:  I  object  to  this  line  of  testimony  on 
the  basis  of  that  answer. 

The  Court:  I  will  overrule  the  objection  but  I 
will  take  it  into  consideration.  I  think  I  understand 
the  situation. 

Mr.  Mueller:  This,  your  honor,  as  I  explained, 
is  for  the  purpose  of  illustration  to  help  you,  and 
we  are  not  contending  that  it  is  an  exact  reproduc- 
tion of  the  Marschalk  treadle. 

The  Court :     I  understand.   You  may  proceed. 

Mr.  Mueller:  You  will  recall  Mr.  Leishman  pre- 
sented a  number  of  charts  w^here  he  made  certain 
representations  as  to  differences 

Mr.  Flam:  We  didn't  combine  prior  structures 
to  suit  our  case. 

The  Court:     I  don't  think  I  will  be  misled  by  it. 

Mr.  Flam:  I  am  quite  sure  you  will  not,  but  I 
don't  think  that  model  is  properly  exhibitable  in 
evidence.  Your  honor  may  receive  it;  possibly  you 
should  have  the  record  complete,  but  I  am  quite 
sure,  upon  mature  consideration,  your  honor  will 
say  there  is  no  basis  for  that  exhibit  [269]  in  this 
case  at  all. 

The  Court:  It  is  your  contention  here  are  some 
elements  of  one  patent  and  another  combined  and 
it  is  admitted  the  parts  here  supposed  to  be  repre- 
senting one  of  the  patents  are  not  like  the  one  on 
that  patent. 

Mr.  Flam:     They  admit  that. 
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The  Court :  I  want  to  be  sure  what  they  are  driv- 
ing at.  I  am  sure  I  will  not  be  misled  by  it. 

Q.  (By  Mr.  Mueller)  :  Doctor  Spotts,  will  you 
please  compare  the  treadle  or  rocker  of  this  model, 
Defendant's  Exhibit  M,  with  the  treadle  or  rocker 
34  in  Figure  14  of  Marschalk  and  tell  the  court 
where  it  corresponds  and  where  it  differs  ? 

A.  The  rocker  of  the  model  w^hich  I  hold  in  my 
hand,  Exhibit  M,  consists  of  a  plate  mounted  by  tap- 
pets at  each  end.  The  mounting  of  the  plate  is  such 
that  the  upper  surface  apparently  is  exactly  at  the 
mid-point  at  the  axis  of  the  shafts  by  which  it  is 
mounted.  A  careful  consideration  of  Figure  14  of 
Marschalk  indicates  that  the  upper  surface  of  the 
plate  is  not  quite  on  the  center  line.  In  addition,  the 
plate  on  the  model  I  hold  in  my  hand  has  a  square 
hole  cut  in  the  center  of  it.  Those,  apparently,  are 
the  chief  points  of  difference. 

Q.  (By  the  Court) :  You  mean  the  Marschalk 
doesn't  have  a  hole"? 

A.  No,  sir.  So  far  as  we  can  learn  from  looking 
at  the  [270]  drawing. 

Mr.  Flam:  I  would  like  to  interpose  a  question 
regarding  this  model. 

Q.  (By  Mr.  Flam)  :  Did  you  make  that  model 
or  was  it  made  under  your  supervision'? 

A.  No.  I  didn't  have  anything  to  do  with  the 
making  of  the  model. 

Mr.  Mueller:  I  might  explain  that  I  borrowed 
that  model  because  I  didn't  have  time  to  make  up 
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representations  myself.  If  I  had  been  doing  it  I 
would  have  had  other  models,  your  honor. 

The  Court:     You  may  proceed. 

Mr.  Mueller :  I  will  be  glad  to  tell  w^iere  I  got  it. 
I  borrowed  it  from  counsel  for  the  General  Instru- 
ment Corporation  because  they  had  made  up 
models  and  I  was  not  able  to  engage  the  time  of  a 
mechanic  to  make  them  myself.  These  things,  the 
same  as  papers,  are  handed  back  and  forth  between 
counsel. 

Q.  (By  Mr.  Mueller)  :  Then,  Doctor  Spotts,  can 
we  say  that  in  the  model.  Defendant's  Exhibit  M, 
the  shaft  has  been  moved  one-half  the  thickness  or 
shall  we  say  the  center  of  the  shaft  is  one-half  the 
thickness  of  the  rocker  or  treadle  in  the  model  rela- 
tive to  the  position  of  the  shaft  in  the  treadle  or 
Figure  14  of  Marschalk"? 

A.  That  is  the  conclusion  we  would  draw  by  an 
examination  of  both  the  model  and  drawing.  [271] 

Q.  In  other  words,  it  is  just  one-half  the  thick- 
ness away  from  what  it  is  in  the  drawing? 

A.     That  would  seem  to  be  the  situation. 

Q.  What,  in  your  opinion,  do  these  differences, 
this  removal  of  the  shaft  axis  one-half  the  thickness 
of  the  plate,  and  the  introduction  of  a  hole  in  the 
treadle,  represent  from  the  mechanical  design  stand- 
point ? 

Mr.  Flam:  I  think  the  question  is  so  indefinite 
this  witness  might  answer  most  anything.  If  it  is 
desired  to  bring  out  that  these  are  mere  mechanical 
changes  that  a  mechanic  can  make,  then  we  are  faced 
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Avith  this  problem:  we  don't  know  who  instructed 
such  a  mechanic  to  make  them,  or  in  the  first  place, 
to  instruct  a  mechanic  to  combine  these  two  devices. 
I  want  to  get  this  picture  before  your  honor.  The 
contention  by  the  defendant  apparently  is  this:  That 
to  arrive  at  Leishman  you  have  to  combine  the  teach- 
ings of  Marschalk  and  of  Schaefer  and  when  you 
combine  the  teachings  w^hy  you  must  perforce  get 
at  the  plaintiffs'  model.  Now^,  supposing  a  mechanic 
is  faced  with  that  problem  and  some  highly  skilled 
engineer  for  an  inventor  says:  *^I  want  you  to  in- 
corporate the  lever  of  Schaefer  with  the  rocker  of 
Marschalk."  Now^  the  chances  are  he  wouldn't  know 
how  to  do  it  without  further  telling  him:  **Well,  you 
put  a  hole  in  there. ' '  Well,  of  course,  putting  a  hole 
in  there  doesn't  amount  to  an  invention,  but  it  is 
that  w^hich  must  be  done  in  the  first  place  that  [272] 
makes  an  invention. 

Mr.  Mueller :  Doctor  Spotts  is  here  as  an  expert. 
We  are  giving  the  court  the  benefit  of  his  testimony. 
He  can  accept  it  or  reject  it  as  he  sees  fit. 

Mr.  Flam:  If  your  honor  will  hear  me  I  think 
you  will  know  the  point  I  am  driving  at.  If  you 
face  a  mechanic  with  the  task  of  combining  these 
tw^o  devices,  how  does  he  know^  he  should  take  the 
rocker  of  Marschalk  rather  than  this  up  and  down 
device  of  Schaefer.  How  does  he  know^  w^hether  he 
should  take  the  lever  of  Marschalk  instead  of  the 
lever  of  Schaefer.  There  are  two  possible  main  com- 
binations. He  says:  ''Well,  I  have  a  choice  there. 
I  will  take  the  lever  of  Marschalk  and  combine  it 
with  the  up  and  down  rocker  of  Schaefer  or  I  will 
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take  the  lever  of  Schaefer  and  combine  it  with  the 
rocker  of  Marschalk."  You  have  at  least  those  two 
major  choices.  Now  here  comes  a  witness  who  is 
going  to  say:  ^'Well,  of  course,  you  can  take  the 
lever  of  Schaefer  and  you  can  take  the  rocker  of 
Marschalk  and  you  can  combine  them,  and  that  in- 
volves the  question  of  how  it  should  be  modified  to 
appropriate  the  invention  of  this  patentee. 

The  Court:     You  mean  approximate? 

Mr.  Flam:     To  approximate  or  appropriate. 

The  Court:  What  do  you  mean  by  '* appropri- 
ate?'^ 

Mr.  Flam:  I  don't  like  to  use  so  harsh  a  word, 
but  pirate  the  invention  of  the  patentee.  That  is  the 
question  [273]  this  witness  has  been  asked,  taking 
the  rocker  from  one  thing  and  the  lever  from  an- 
other and  combining  and  making  appropriate 
changes,  and  how  it  happens  the  same  dimensions 
should  be  made  in  order  to  produce  the  same  effects 
as  in  Leishman,  and  I  raise  the  objection  that  is 
indefinite. 

The  Court:  I  understand  what  you  have  just 
said,  and  I  am  not  going  to  be  misled  by  it. 

Mr.  Mueller:     We  haven't  expected  you  would. 

The  Court:  I  can  see,  without  that  explanation, 
that  I  could  have  been  misled. 

Mr.  Mueller:  I  am  glad  he  made  the  explana- 
tion, although  we  contend,  of  course,  that  such  a 
combination  is  obvious,  and  of  course,  that  is  the 
purpose  of  having  Doctor  Spotts  explain  his  posi- 
tion to  you  as  an  expert. 
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(Previous  question  read  as  follows:  ^*What, 
in  your  opinion,  do  these  differences,  this  re- 
moval of  the  shaft  axis  one-half  the  thickness 
of  the  plate,  and  the  introduction  of  a  hole  in 
the  treadle,  represent  from  the  mechanical  de- 
sign standpoint  r') 

Mr.  Flam:  Did  your  honor  overrule  the  objec- 
tion^ 

The  Court:     I  think  he  can  answer  that. 

A.  (By  the  Witness) :  They  would  represent 
common  sense  in  trying  to  combine  the  two  ele- 
ments together  to  get  them  to  operate  together; 
what  one  would  have  to  do  to  get  them  to  operate 
together, 

Q.  (By  Mr.  Mueller) :  Doctor  Spotts,  referring 
to  Figure  4  on  [274]  the  chart  showing  the  Schae- 
fer  device,  don't  we  have  a  manually  operated  lever 
in  that  case? 

A.  There  is  a  manually  operated  lever  in  Figure 
4  of  Schaefer. 

Q.  Then  if  we  were  working  on  the  problem  of 
a  mechanically  operated  tuner  would  it  be  proper 
to  use  the  mechanically  operated  lever  of  Figure  4 
of  Schaefer? 

Mr.  Flam:  I  object  to  that  as  rather  leading.  In 
the  first  place,  I  don't  know  whether  this  expert  tes- 
timony is  the  kind  your  honor  would  like  any  how. 
I  would  like  to  read  from  Corpus  Juris,  Page  350 
on  expert  testimony.  ^'It  is  for  the  judgment  of 
the  Court  trying  a  patent  case  whether  he  needs  the 
assistance  of  experts.  In  some  districts  certain  rules 
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of  court  relating  to  the  testimony  of  expert  wit- 
nesses have  been  adopted  for  the  purpose  of  con- 
fining experts  to  explanations  which  are  helpful  to 
the  court  in  enabling  it  to  understand  the  art.  The 
opinion  of  an  expert  as  to  the  construction  of  the 
patent  in  suit  is  not  admissible."  I  grant  this  wit- 
ness may  properly  testify  and  explain  the  prior  art 
references,  but  when  he  encroaches  on  the  province 
of  the  court  in  testifying  whether  it  is  proper  or  not 
to  do  this,  that  or  the  other,  I  don't  think  it  is 
proper  and  I  object  on  that  ground. 

The  Court:  Assuming  I  am  the  one  to  pass  on 
w^hether  or  not  it  is  obvious,  how  far  could  the  tes- 
timony go,  so  I  would  know  whether  it  was  obvi- 
ous or  not,  or  am  I  limited  [275]  to  just  my  sight 
or  what  ? 

Mr.  Mueller :  I  could  even  refer  to  the  record  in 
the  other  case,  and  as  the  court  pointed  out,  as  I 
am  sure  you  feel,  that  you  can  have  the  benefit  of 
his  testimony.  You  are  acting  as  a  judge  and  not  a 
jury  and  you  can  accept  or  reject  his  opinion  if  you 
wish,  and  that  is  the  purpose  in  patent  cases. 

The  Court:  That  is  the  way  I  feel  about  it,  and 
I  would  like  to  hear  what  this  witness  has  to  say 
and  what  his  opinion  is.  It  may  be  different  from 
my  opinion.  I  may  disagree  with  him  and  I  cer- 
tainly reserve  the  right  to,  as  to  what  is  obvious 
and  as  to  why  things  were  done  and  so  forth.  I 
should  think  you  could  bring  it  out  on  cross-exami- 
nation. The  point  is,  he  is  not  going  to  mislead 
me  a  bit.    At  least,  1  think  he  is  not. 

Mr.  Flam :     I  am  quite  certain  of  that. 
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The  Court:  And  I  shall  not  hesitate  to  disagree 
with  him  because  he  is  an  exi)ert,  not  that  I  think 
I  am  an  expert,  but  I  think  I  have  enough  common 
sense  to  tell  whether  or  not  his  opinion  is  sound. 

Mr.  Flam:  I  think  when  you  get  through  with 
this  case  you  will  be  qualified  as  an  expert. 

The  Court :  I  would  like  to  know.  If  counsel  did 
not  ask  him  these  questions  I  would,  just  to  en- 
lighten myself. 

Mr.  Flam:  I  wanted  to  make  this  objection  of 
record.  I  want  to  get  your  remarks  as  well  for 
everybody's  purposes.  [276] 

The  Court:  And  I  would  be  glad  to  have  your 
explanation  as  to  what  they  are  attempting  to  do 
in  each  instance,  so  I  can  be  aware  of  what  you 
contend  they  are  trying  to  do,  if  they  are  trying  to 
confuse  or  mislead  me.  They  might  be.  I  don't 
know. 

Mr.  Mueller :  I  hope  you  have  no  feeling  to  that 
effect.  I  couldn't  present  this  thing  more  openly. 
Both  Mr.  Flam  and  I  both  credit  you  with  intelli- 
gence in  this  matter,  and  the  implausibility  of  the 
plaintiff's  case  seems  to  me,  becomes  quite  appar- 
ent in  their  strenuous  efforts  to  prevent  that,  which 
you  can  pass  upon  as  any  other  man  in  your  posi- 
tion can. 

The  Court:  You  may  proceed.  T  want  to  hear 
what  this  man's  opinion  is  about  everything  and  I 
can  assure  the  plaintiff  that  I  shall  not  hesitate  to 
disagree  with  him  because  he  is  an  expert.  I  will 
disagree  with  him  very  freely  unless  I  can  see  that 
he  is  correct. 
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Mr.  Flam :  I  do  not  want  to  cany  this  argument 
further  except  to  state,  with  Mr.  Mueller's  permis- 
sion, my  general  objections  to  the  testimony  of  this 
witness  and  questions  of  this  character  will  hold,  so 
I  will  not  have  to  jump  to  my  feet  each  time. 

The  Court:  Yes,  if  it  is  satisfactory  with  Mr. 
Mueller. 

Mr.  Mueller:     It  is  satisfactory. 

The  Court:  You  have  an  objection  to  this  whole 
line  [277]  of  testimony  and  the  propriety  of  opin- 
ion evidence  from  an  expert,  and  any  objection 
you  may  have  will  apply  to  every  question. 

Mr.  Flam:  I  don't  want  to  be  jumping  up  every 
second  or  so,  and  if  that  is  understood  I  will  inter- 
pose no  further  objections. 

The  Court:  Yes.  You  may  have  an  objection  to 
all  of  this  and  an  exception. 

Q.  (By  Mr.  Mueller)  :  In  the  model.  Defend- 
ant's Exhibit  M,  does  the  pivot  point  for  the  tappet 
or  cam  relate  to  the  pivot  for  the  rocker  or  treadle  ? 

A.  The  axis  of  both  parts  would  coincide  when 
the  lever  is  in  a  home  position. 

Q.     Are  they  coaxial  then? 

A.     That  is  the  usual  meaning  of  the  term. 

Q.  Referring  to  this  model.  Defendant's  Exhibit 
M,  how  does  the  operation  for  setting  up  the  tappet 
relative  to  the  rotary  rocker  compare  with  the  same 
operation  in  Leishman,  Figure  2*? 

A.  The  manual  steps  the  operator  would  go 
through  in  setting  the  tappet  in  each  of  the  devices 
would  be  identical. 
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Q.  Then  to  substitute  in  Marschalk  the  exact 
lever  from  Schaefer,  is  it  correct  that  all  you  would 
have  to  do  is  put  a  hole  in  the  Marschalk  treadle  to 
accommodate  the  body  of  the  tappet  for  a  cam,  or 
for  a  tappet  on  the  lever?  [278] 

A.  That  is  what  one  w^ould  have  to  do  to  make 
the  lever  of  Schaefer  operate  on  the  rocker  of  Mar- 
schalk. 

Q.  (By  the  Court)  :  And  the  effect  of  doing 
that,  those  changes  or  differences,  the  changes  you 
make  in  combining  them  is  to  make  them  coaxial 
when  it  is  in  a  home  position,  the  lever  with  the 
rocker  ? 

A.  A  man  could  do  that  even  if  he  had  never 
thought  very  strongly 

Q.  Answer  my  question.  That  is  the  effect  of  it^ 
isn't  it?  A.     I  suppose  so,  yes. 

Q.  In  other  words,  the  changes  you  made  in 
Marschalk  and  Schaefer,  in  order  to  combine  them, 
made  this  coaxial  ? 

A.  Yes.  They  became  coaxial  when  you  made 
the  hole. 

Q.  And  they  would  not  have  been  coaxial  if  you 
had  not  made  the  change  ? 

A.  If  you  had  not  made  the  hole  they  would 
not  be. 

Q.     (By  Mr.  Mueller)):     The  hole  is  a  change. 

A.  Yes,  the  hole  is  a  change.  They  also  turned 
out  to  be  coaxial — the  combination  turned  out  to  be 
coaxial  because  each  individual  part  was  shaped  in 
the  manner  it  was.    We  could  shape  the  separate 
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parts  so  when  combined  they  would  not  be  coaxial. 

Q.  (By  the  Court) :  Wouldn't  they  work  just 
the  same  if  they  were  not  coaxial  '^. 

A.  They  would  then  probably  work  more  like 
this  model.  [279] 

Q.  (By  Mr.  Flam):  What  is  that  model 
number "?  A.     Model  L. 

Q.  (By  the  Court)  :  Is  Model  L  the  one  that 
the  tappet  slips  when  you  are  setting,  the  rocker 
slips  when  you  are  setting?  A.     Yes. 

Q.     Whereas,  if  it  were  coaxial  it  wouldn't*? 

A.     That  is  correct. 

Q.  (By  Mr.  Mueller) :  Is  there  a  space  or  open- 
ing to  accommodate  the  body  of  the  tappet  of  Schae- 
fer  between  the  arms  32  and  34? 

A.     There  is  an  air  gap  between  the  two  arms. 

Q.  Supposing  you  told  your  students  in  mechan- 
ical designing  that  you  w^anted  to  use  the  lever  as- 
sembly of  Schaefer  because  it  permitted  setting  by 
the  operator's  finger  for  station  tuning  by  the  tap- 
pet and  you  w^anted  to  substitute  this  lever  assem- 
bly in  Marschalk  for  his  solenoid  driven  lever,  and 
then  you  asked  your  students  to  design  for  you  a  sat- 
isfactory tuner.  Can  you  tell  what  you  would  expect 
to  happen,  from  your  experience  ? 

A.  I  would  expect  the  students  to  make  scale 
drawings  of  the  assembly  of  the  tw^o  mentioned 
parts.  Then  they  would  observe  that  the  end  points, 
57  and  58  of  the  tappet  of  Schaefer  could  not  be 
brought  into  contact  with  the  rocker  of  Marschalk 
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because  of  the  material  surrounding  [280]  the  pivot 
for  the  tappet.  I  would  say:  ''But  I  asked  you  to 
complete  the  design,  so  what  must  you  do  to  finish 
it?"  I  would  expect  the  students  to  merely  cut  a 
hole  in  the  plate  to  provide  clearance  around  the 
material  surrounding  the  pivot  so  it  could  enter  into 
the  plate  without  touching  on  any  side  and  therebj^ 
permit  the  ends  57  and  58  to  come  in  contact  with 
the  plate. 

Q.  With  the  teachings  of  Schaefer  and  Mar- 
schalk  before  an  ordinary  machine  or  layout  de- 
signer such  as  you  have  worked  with  in  your 
commercial  experience,  will  you  please  describe  the 
design  problem  in  providing  settable  tuning  mech- 
anism in  the  plunger  if  an  adjustable  cam  thereon  is 
to  be  used  to  actuate  a  rotary  rocker  connected  to 
a  tuning  condenser? 

A.  The  designer  would  look  at  the  drawing  of 
Marschalk  and  would  observe  the  solenoid,  he  would 
note  that  if  he  merely  omitted  the  solenoid  and  ex- 
tended the  lever  a  little  farther  and  put  a  button 
on  the  end  for  finger  operation,  that  there  would 
be  no  change  whatever  in  the  operation  of  the  mech- 
anism.  That  is,  if  I  got  your  question  correctly. 

Q.  I  was  referring  to  a  plunger  instead  of  a 
lever;  desiring  to  use  a  plunger  rather  than  a  lever 
but  using  the  teachings  of  Marschalk  and  Schaefer? 

A.  If  one  wished  to  use  a  plunger  that  would 
give  straight  line  motion  as  support  for  the  tappet 
rather  than  the  [281]  pivoted  lever  which  gives 
motion  in  the  arc  of  a  circle  of  a  rather  large  radius, 
draftsmen  would  have  no  compunctions  about  sub- 
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stituting  a  plunger  giving  a  straight  line  for  the 
lever,  giving  an  arc  of  a  circle,  since  the  motion  is 
rather  small  while  the  tappet  is  being  brought  into 
contact  with  the  rocker.  A  draftsman  would  make 
that  substitution  in  the  usual  line  of  his  work. 

Q.     (By  the  Court)  :     Easy  to  do. 

A.     Oh,  yes. 

Q.  It  would  impose  no  serious  problem  where  a 
lever  is  used  and  you  decided  you  wanted  to  use  a 
plunger,  to  change  the  design  to  make  it  work  with 
a  plunger'? 

A.  A  draftsman  does  those  things  every  day  in 
the  week  in  his  usual  line  of  work. 

Q.  (By  Mr.  Mueller)  :  I  think  your  answer  to 
the  Court  was  the  answer  to  my  next  one,  but  for  the 
purpose  of  the  record  to  see  whether  you  have  any- 
thing else  to  add,  will  you  answer  this  question :  Is 
the  design  operation  which  you  have  just  described 
a  difficult  problem  so  far  as  the  plunger  and  the  tap- 
pet and  the  rocker  assembly  is  concerned  ? 

A.  My  opinion  would  be  from  observing  types 
of  mechanisms  which  are  in  design  as  a  matter  of 
course  in  present-day  industry,  and  the  complica- 
tions thereof,  that  this  mechanism  would  be  rated 
by  a  draftsman  as  rather  a  simple  thing.  [282] 

Mr.  Mueller:  I  offer  in  evidence  the  chart.  Ex- 
hibit Y  which  has  been  referred  to  in  this  testimony. 

The  Court:     It  will  be  admitted. 

Q.     (By  the  Court)  :     On  this  model.  Plaintiff's 
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Exhibit  30,  you  were  talking  about  the  coaxality  of 
the  two — what  do  you  call  that? 

A.     Rockers. 

Q.  Rockers,  and  you  said  it  was  necessary  that 
the  two  rockers  be  coaxial  because  two  tuning  op- 
erations were  done  at  once.  If  they  were  not  coaxial 
it  could  not  be  done? 

A.     Yes,  that  is  right. 

Q.  You  did  not  mean  to  say  that  unless  two  tun- 
ing operations  were  being  done  it  would  not  be 
necessary  for  the  plunger  and  the  one  rocker  to  be 
coaxial  to  work,  so  that  the  rocker  wouldn't  move 
when  you  were  setting  it?  You  didn't  mean  to  lead 
me  to  believe  that  if  there  were  not  two  operations 
on  here  that  it  would  not  be  necessary  for  the 
plunger  and  the  rocker  to  be  coaxial  to  get  good 
results  ? 

A.     No,  I  didn't  mean  to  leave  it  that  way. 

Q.  Model  L  shows  unless  it  is  coaxial  it  moves 
while  you  are  setting  it  ? 

A.     Yes,  that  is  right. 

Mr.  Mueller :     You  may  cross-examine. 

[Affidavit  of  service  by  mail.]  [283] 


[Title  of  District  Court  and  Cause.] 

ORDER 

This  cause  having  come  on  for  hearing  on  de- 
fendant's Motion  under  Rule  52(b)  of  the  Federal 
Rules  of  Civil  Procedure  and  hearing  having  been 
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had  and  the  Court  being  fully  advised  of  the  prem- 
ises, it  is  hereby  Ordered: 

(1)  Defendant's  motion  to  file  a  supplemental 
Answer  to  the  Complaint  in  this  action  and  a  second 
supplemental  Counterclaim  is  denied. 

(2)  Defendant's  Motion  under  Eule  52(b)  is 
granted  to  the  extent,  and  only  to  the  extent,  that 
the  judgment  in  this  cause  shall  be  amended  by  the 
addition  of  a  seventh  paragraph  to  said  judgment 
reading : 

''This  judgment  shall  not  be  construed  to 
mean  that  the  defendant  is  enjoined  from  pro- 
ceeding in  the  case  of  LeRoy  J.  Leishman  v. 
The  Richards  and  Conover  Company,  Civil 
Action  No.  2155  [284]  of  the  United  States 
District  Court  for  the  Western  District  of 
Oklahoma,  and  defendant  is  not  enjoined  from 
proceeding  against  Galvin  Manufacturing  Com- 
pany.'' 

/s/  C.  E.  BEAUMONT, 
Judge. 

Enter:  Dec.  18,  1946. 

Judgment  entered  Dec.  18,  1946.  Docketed  Dec. 
19,  1946.   C.  O.  Book  41,  Page  79. 

EDMUND  L.  SMITH, 
Clerk, 
By  FRANCIS  E.  CROSS, 

Deputy. 

[Endorsed] :     Filed  Dec.  18,  1946.  [285] 
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United  States  District  Court 

Office  of  the  Clerk 
Southern  District  of  California 

Room  231  Post  Office  Building, 
Los  Angeles  12,  California, 
December    19th,    1946. 

Lyon  &  Lyon,  Esqs., 
Attorneys  at  Law, 
811  West  Seventh  Street, 
Los  Angeles  14,  Calif. 

Gentlemen : 

No.  4395-B.  Civil.  Eadio  Condenser  Company, 
et  al.  vs.  LeRoy  J.  Leishman. 

Please  be  informed  that  order  amending  judg- 
ment, signed  by  Judge  Beaumont,  has  been  filed 
and  entered  in  Civil  Order  Book  41,  page  79,  under 
date  of  December  18th,  1946,  and  docketed  on  De- 
cember 19th,  1946. 

Yours  very  truly, 

EDMUND  L.  SMITH, 

Clerk, 

By  /s/  FRANCIS  E.  CROSS, 
Deputy.  [286] 
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In  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  4395-B  Civil 

EADIO    CONDENSER    COMPANY    and    GEN- 
ERAL  INSTRUMENT    CORPORATION, 

Plaintiffs, 
vs. 

LEROY  J.  LEISHMAN, 

Defendant. 

NOTICE  OF  APPEAL  TO  THE  CIRCUIT 
COURT  OF  APPEALS  UNDER  RULE  73(b) 

Notice  is  hereby  given  that  LeRoy  J.  Leishman, 
the  defendant  above  named,  hereby  appeals  to  the 
Circuit  Court  of  Appeals  for  the  Ninth  Circuit 
from  the  final  amended  judgment  entered  in  this 
action  on  December  18,  1946. 

/s/  LEROY  J.  LEISHMAN. 

[Affidavit  of  service  by  mail  attached.] 
[Endorsed]:     Filed  March  17,  1947.  [287] 
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In  the  United  States  District  Court,  Southern  Dis- 
trict of  California,  Central  Division 

No.  4395-B  Civil 

RADIO    CONDENSER    COMPANY    and    GEN- 
ERAL  INSTRUMENT    CORPORATION, 

Plaintiffs, 

vs. 

LEROY  J.  LEISHMAN, 

Defendant. 

TENDER  OF  CASH  DEPOSIT  IN  LIEU  OP 
BOND  ON  APPEAL 

The  defendant,  LeRoy  J.  Leishman,  having  ap- 
pealed from  the  final  amended  judgment  of  this 
court  entered  on  December  18,  1946,  to  the  United 
States  Circuit  Court  of  Appeals  for  the  Ninth  Cir- 
cuit, now  tenders  to  the  court  the  sum  of  Two 
Hundred  Fifty  ($250.00)  Dollars,  to  be  deposited 
on  his  behalf  with  the  Clerk  of  said  District  Court, 
subject  to  the  orders  of  this  Court  as  security  that 
the  said  appellant  shall  prosecute  his  appeal  to 
effect;  and  that  said  appellant  shall  pay  all  costs 
if  the  appeal  is  dismissed  or  the  judgment  affirmed, 
or  of  such  costs  as  the  Appellate  [289]  Court  may 
award  if  the  judgment  is  modified. 

Dated  at  Los  Angeles,  California,  this  17th  day 
of  March,  1947. 

/s/  LEROY  J.  LEISHMAN. 

[Affidavit  of  service  by  mail  attached.] 

[Endorsed]:     Filed  March  17,  1947.  [290] 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OP  APPEAL 

Notice  Is  Hereby  Given  that  Radio  Condenser 
Company  and  General  Instrument  Corporation, 
plaintiffs  above  named,  appeal  to  the  Circuit  Court 
of  Appeals  for  the  Ninth  Circuit  from  so  much  of 
the  judgment  entered  in  this  action  on  December 
18,  1946,  as  provides  that: 

'^This  judgment  shall  not  be  construed  to 
mean  that  the  defendant  is  enjoined  from  pro- 
ceeding in  the  case  of  LeRoy  J.  Leishman  v. 
The  Richards  and  Conover  Company,  Civil 
Action  No.  2155  of  the  United  States  District 
Court  for  the  Western  District  of  Oklahoma, 
and  defendant  is  not  enjoined  from  proceeding 
against  Galvin  Manufacturing  Company." 

LYON  &  LYON, 
/s/  LEONARD  S.  LYON, 
/s/  LEONARD  S.  LYON,  JR., 
Attorneys  for  Plaintiff. 

[AfSdavit  of  service  by  mail  attached.] 
[Endorsed] :     Filed  March  18,  1917.  [292] 


[Title  of  District  Court  and  Cause.] 

COST  BOND  ON  APPEAL 

Know  All  Men  by  These  Presents  That: 

United  States  Fidelity  and  Guaranty  Company, 
a  corporation  organized  under  the  laws  of  the  State 
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of  Maryland,  and  having  an  office  and  place  of 
business  at  Los  Angeles,  California,  as  surety,  is 
held  and  firmly  bound  unto  LeRoy  J.  Leishman  in 
the  full  and  just  sum  of  Two  Hundred  Fifty 
Dollars  ($250)  to  be  paid  to  the  said  LeRoy  J. 
Leishman,  his  heirs,  executors,  administrators,  suc- 
cessors or  assigns,  which  payment  well  and  truly  to 
be  paid  the  undersigned  binds  itself  by  these 
presents. 

Sealed  with  the  seal  of  the  undersigned  and  dated 
this  18th  day  of  March,  in  the  Year  of  our  Lord 
One  Thousand  Nine  Hundred  and  Forty-seven ;  and 

Whereas,  Lately  at  a  District  Court  of  the  United 
States  [294]  for  the  Southern  District  of  Califor- 
nia, Central  Division,  in  a  suit  pending  in  said 
Court  between  Radio  Condenser  Company  and  Gen- 
eral Instrument  Corporation,  as  plaintiffs,  and 
LeRoy  J.  Leishman,  as  defendant,  a  judgment  was 
entered  in  said  suit,  and  plaintiffs  not  being  satis- 
fied with  a  part  thereof  have  filed  in  said  Court  a 
Notice  of  Appeal  to  reverse  the  judgment  as  to 
said  part  on  appeal  to  the  United  States  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit,  at  a  session 
of  said  Circuit  Court  of  Appeals  to  be  holden  by 
said  court  at  San  Francisco  or  at  Los  Angeles  in 
the  State  of  California, 

Now,  the  condition  of  the  above  obligation  is  such 
that  if  the  said  plaintiffs,  Radio  Condenser  Com- 
pany and  General  Instrument  Corporation,  shall 
make  payment  of  costs  if  said  appeal  be  dismissed 
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or  the  judgment  affirmed  as  to  that  part  of  the 
judgment  from  which  said  appeal  is  taken,  or  of 
such  costs  as  the  Appellate  Court  may  have  against 
said  plaintiffs,  then  the  above  obligation  to  be  void, 
else  to  remain  in  full  force  and  effect. 

[Seal]  UNITED  STATES  FIDELITY 

AND  GUARANTY 
COMPANY, 

By  /s/  O.  D.  BRICK, 

Attorney  in   Fact. 

The  premium  on  this  bond  is  $10.00  for  1  year. 
Examined  and  recommended  for  approval  as  pro- 
vided in  Rule  8. 

LEONARD  S.  LYON,  JR., 

Attorneys  for  Plaintiffs. 

I  Hereby  Approve  the  foregoing  this  18th  day 
of  March,  1947. 

EDMUND  L.  SMITH, 

Clerk 

By  EDW.  F.  DREW, 
Deputy.  [295] 

State  of  California, 
County  of  Los  Angeles — ss. 

On  this  18th  day  of  March  in  the  year  one  thou- 
sand nine  hundred  and  forty-seven,  before  me, 
Elizabeth  A.  Sheridan,  a  Notary  Public  in  and  for 
said  County  and  State,  residing  therein,  duly  com- 
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missioned  and  sworn,  personally  appeared  O.  D. 
Brick,  known  to  me  to  be  the  duly  authorized  Attor- 
ney-in-fact of  the  United  States  Fidelity  and  Guar- 
anty Company,  and  the  same  person  whose  name 
is  subscribed  to  the  within  instrument  as  the  Attor- 
ney-in-fact of  said  Company  and  the  said  O.  D. 
Brick  duly  acknowledged  to  me  that  he  subscribed 
the  name  of  the  United  States  Fidelity  and  Guar- 
anty Company  thereto  as  Surety  and  his  own  name 
as  Attorney-in-fact. 

In  Witness  Whereof,  I  have  hereunto  set  my 
hand  and  affixed  my  official  seal  the  day  and  year 
in  this  certificate  first  above  written. 

[Seal]        /s/  ELIZABETH  A.  SHERIDAN, 
Notary  Public  in  and  for  Los  Angeles  County,  State 
of  California. 
My  commission  expires  Nov.  5,  1948. 

[Endorsed] :     Filed  March  18,  1947. 


[Title  of  District  Court  and  Cause.] 

STIPULATION  AS  TO  RECORD  ON  APPEAL 
UNDER  RULE  75f  R.C.P. 

It  Is  Stipulated  by  and  between  the  plaintiffs 
Radio  Condenser  Company  and  General  Instru- 
ment Corporation,  through  their  attorneys,  and 
defendant  LeRoy  J.  Leishman,  that  the  parts  of 
the  record,  proceedings  and  evidence,  to  be  included 
in  the  record  on  appeal  herein  under  Rule  75f 
R.C.P.    and  transmitted   to   the   Circuit   Court   of 
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Appeals  for  the  Ninth  Circuit  pursuant  to  Rule 
75g  R.C.P.,  shall  consist  of  the  following: 

1.  (  omplaint  and  Plaintiffs'  Exhibits  1,  2,  3, 
4,  and  A  filed  therewith. 

2.  Answer  and  Counterclaim  of  defendant  filed 
November  16,  1945. 

3.  Plaintiffs'  Reply  to  Defendant's  Counter- 
claim. 

4.  Interrogatories  4,  5,  6,  7,  9,  10,  11,  17  and 
18  served  on  plaintiffs  by  defendant  December  7, 

1945.  [296] 

5.  Plaintiffs'  Objections  to  Defendant's  Inter- 
rogatories 4,  5,  6,  7,  9,  10,  11,  17  and  18. 

6.  Minute  Order  dated  January  18,  1946,  sus- 
taining Plaintiffs'  Objections  to  Defendant's  In- 
terrogatories. 

7.  Motion  of  Plaintiffs  for  Summary  Judgment 
and  Plaintiffs'  Exhibits  B,  C,  D,  E,  F,  G  and  H 
filed  therewith. 

8.  Affidavit   of   defendant   dated    February    15, 

1946,  in  Opposition  to  Plaintiffs'  Motion  for  Sum- 
mary Judgment  and  Defendant's  Exhibits  E,  F, 
G,  H,  I,  J,  K,  L,  M,  N,  O,  P,  Q,  la,  lb,  2a,  2b, 
3a,  3b,  4a,  4b,  5a,  5b,  6,  7,  8,  9a,  9b,  10a,  10b,  11a, 
lib,  12a,  12b,  13a,  13b,  14a,  14b,  15a,  15b,  and  16a 
and  16b  accompanying  the  said  affidavit. 

9.  Defendant's  Motion  to  Deny  Plaintiffs'  Mo- 
tion for  Summary  Judgment  and  Motion  to  Dis- 
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miss  the  Declaratory  Judgment  Complaint,  filed 
May  25,  1946,  and  Affidavit  of  Defendant  dated 
May  25,  1946,  filed  therewith. 

10.  Certified  Copy  of  the  Findings  of  Fact,  Con- 
clusions of  Law  and  Judgment  in  the  case  of  LeRoy 
J.  Leishman  v.  The  Richards  and  Conover  Com- 
pany, Civil  Action  No.  2155  in  the  United  States 
District  Court  for  the  Western  District  of  Okla- 
homa. 

11.  Defendant's  Motion  under  Rule  15d  dated 
June  21,  1946. 

12.  Defendant's  Second  Affidavit  dated  July  6, 
1946,  in  Support  of  Motion  under  Rule  15d  and 
Defendant's  First  Supplemental  Answer  and  Sec- 
ond Supplemental  Coimterclaim  filed  therewith 
July  8,  1946. 

13.  Affidavit  of  Maxwell  James  dated  June  24, 
1946. 

14.  Approved  Findings  of  Fact  and  Conclusions 
of  Law  herein. 

15.  Judgment. 

16.  Notice  by  Clerk  of  Entry  of  Judgment  Sep- 
tember 12,  1946.  [297] 

17.  Writ  of  Injunction. 

18.  Order  of  September  16,  1946,  extending  time 
in  which  to  file  motion  under  Rule  52(b). 

19.  Defendant's  Motion  under  Rule  521),  Affi- 
davit of  Defendant  dated  October  16,   1946,  sup- 
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porting  same,  and  Defendant's  Exhibit  17  accom- 
panying same. 

20.  Court  Order  of  December  18,  1946,  denying 
defendant's  motion  under  Rule  15d,  granting  in 
part  defendant's  motion  under  Rule  52b,  and 
amending  judgment. 

21.  Notice  of  Order  amending  judgment  and 
entry  of  same  December  18,  1946. 

22.  Notice  of  Appeal  by  defendant. 

23.  Tender  of  cash  deposit  in  lieu  of  bond  on 
appeal  by  defendant  dated  March  17,   1947. 

24.  Notice  of  Appeal  by  plaintiffs. 

25.  Cost  Bond  on  Plaintiffs'  Appeal. 

26.  This  Stipulation. 

It  Is  Further  Stipulated  that  the  costs  of  certi- 
fying the  above  portions  of  the  record  on  appeal 
shall  be  borne  80%  by  the  defendant  LeRoy  J. 
Leishman  and  20%  by  the  plaintiffs  Radio  Con- 
denser Company  and  General  Instrimient  Corpora- 
tion. 

Dated  this  18th  day  of  April,  1947. 

LYON  &  LYON, 
/s/  LEONARD  S.  LYON, 
/s/  LEONARD  S.  LYON,  JR., 
Attorneys  for  Plaintiffs 
Cross-Appellants. 

/s/  LEROY  J.  LEISHMAN, 
Defendant  Appellant. 

[Endorsed] :     Filed  April  18,  1947.  [298] 
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[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OP  CLERK 

I,  Edmund  L.  Smith,  Clerk  of  the  District  Court 
of  the  United  States  for  the  Southern  District  of 
California,    do   hereby   certify   that   the    foregoing 
pages  numbered  from  1  to  301,  inclusive,  contain 
full,  true  and  correct  copies  of  Complaint  for  De- 
claratory  Judgment   on   Leishman   reissue    Patent 
No.  Re,  20,827  and  exhibits  1,  2,  3,  4  and  A  thereto ; 
Defendant's  Answer  and  Counter  Claim;  Plaintiffs' 
Reply  to  Defendant's  Counterclaim;  Interrogatories 
4,  5,  6,  7,  9,  10,  11,  17  and  18  Propounded  by  De- 
fendant; Plaintiffs'  Objections  to  Defendant's  In- 
terrogatories;  Minute  Order  Entered  January  18, 
1946;  Motion  of  Plaintiffs  for  Summary  Judgment 
with  Exhibits  B,  C,  D,  E,  P,  G  and  H  thereto;  Affi- 
davit of  LeRoy  J.  Leishman  with  all  exhibits  thereto 
except  Exhibit  R;  Motion  to  Deny  Plaintiffs'  Motion 
for  Summary  Judgment  and  Motion  to  Dismiss  the 
Declaratory  Judgment  Complaint;  Affidavit  of  Le- 
Roy J.  Leishman;  Certified  Copies  of  Findings  of 
Fact  and   Conclusions   of  Law   and   Judgment   in 
Case  No.  2155  in  the  United  States  District  Court 
for  the  Western  District  of  Oklahoma ;  Motion  Un- 
der Rule  15d;  Affidavit  of  Maxwell  James;  Second 
Affidavit  of  LeRoy  J.  Leishman  in  Support  of  Mo- 
tion Under  Rule  15(d)  with  Defendant's  First  Sup- 
plemental Answer  and  Second  Supplemental  Coun- 
terclaim; Findings  of  Fact  and  Conclusions  of  Law; 
Judgment ;  Notice  of  Entry  of  Judgment ;  Order  of 
September  16,  1946;  Writ  of  Injunction  with  Re- 


146  Le  Roy  J.  Leishman  vs, 

turn  of  Marshal  thereon;  Motion  Under  Rule  52(b) 
with  affidavit  of  LeRov  J.  Leishman  and  Defend- 
ant's Exhibit  17  thereto;  Order  of  December  18, 
1946;  Notice  of  Entry  of  Order;  Defendant's 
Notice  of  Appeal;  Tender  of  Cash  Deposit  in  Lieu 
of  Bond  on  Appeal;  Plaintiffs'  Notice  of  Appeal; 
Cost  Bond  on  Appeal;  Stipulation  as  to  Record 
on  Appeal ;  Stipulation  and  Order  Extending  Time 
to  file  record  and  docket  appeal  and  Order  Ex- 
tending Time  to  Pile  Record  and  Docket  Appeal 
which  constitute  the  record  on  appeal  to  the  United 
States  Circuit  Court  of  Appeals  for  the  Ninth 
Circuit. 

I  further  certify  that  my  fees  for  preparing,  com- 
paring, correcting  and  certifying  the  foregoing  rec- 
ord amount  to  $26.70,  of  which  $5.34  has  been  paid 
by  Appellees  and  Cross-Appellants  and  $21.36  of 
which  has  been  paid  by  Appellant  and  Cross- Ap- 
pellee. 

Witness  my  hand  and  the  seal  of  said  District 
Court  this  10th  day  of  June,  A.D.  1947. 

[Seal]  EDMUND  L.  SMITH, 

Clerk. 

By  /s/  THEODORE  HOCKE, 
Chief  Deputy  Clerk. 


[Endorsed]:  No.  11652.  United  States  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit.  LeRoy  J. 
Leishman,  Appellant,  vs.  Radio  Condenser  Com- 
pany and  General  Instrument  Corporation,  Appel- 
lees.   Radio  Condenser  Company  and  General  In- 
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strument  Corporation,  Appellants,  vs.  LeRoy  J. 
Leishman,  Appellee.  Transcript  of  Record.  Upon 
Appeals  from  the  District  Court  of  the  United 
States  for  the  Southern  District  of  California,  Cen- 
tral Division. 

Filed  June  13,  1947. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit. 


United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  11652 

LeROY  J.  LEISHMAN, 

Defendant-Appellant, 

vs. 

RADIO  CONDENSER  COMPANY  and  GEN- 
ERAL INSTRUMENT  CORPORATION, 

Plaintiffs- Appellees  and  Cross- Appellants. 

CONCISE  STATEMENT  OF  POINTS  UPON 
WHICH  DEFENDANT-APPELLANT,  Le- 
ROY J.  LEISHMAN,  WILL  RELY  AS  RE- 
QUIRED BY  RULE  19(6)  OF  THIS  COURT 

Pursuant  to  and  in  accordance  with  Rule  19(6) 
of  this  Court,  notice  is  hereby  given  that  at  the 
hearing  of  this  appeal  the  defendant-appellant  will 
rely  on  the  following  points : 
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I. 

That  the  District  Court  erred  in  holding  that  the 
plaintiffs  have  not  infringed  United  States  Reissue 
Letters  Patent  No.  Re.  20,827,  particularly  claims 
7  to  11,  inclusive  thereof,  by  the  manufacture,  use, 
or  sale  of  condensers  and  tuners  as  exemplified  by 
Radio  Condenser  Company  Model  28  tuner,  filed 
with  the  complaint  in  this  action  as  Plaintiffs'  Ex- 
hibit 1,  or  Greneral  Instrument  Corporation  Model  31 
tuner,  filed  with  the  complaint  in  this  action  as 
Plaintiffs'  Exhibit  3. 

11. 

The  District  Court  erred  in  following  the  decision 
of  the  Ninth  Circuit  Court  of  Appeals  in  the  case  of 
LeRoy  J.  Leishman  v.  Associated  AVholesale  Elec- 
tric Company,  137  F.  2d.  722,  which  was  based  upon 
a  record  vastly  different  from  that  in  the  instant 
case.  It  is  admitted  by  both  sides  that  the  plaintiffs' 
tuners  are  patentwise  the  same  as  the  Crosley  tuner 
involved  in  the  Associated  case,  in  which  this  Hon- 
orable Court  correctly  held  that  two  of  the  three 
elements  of  the  claims  were  present  in  the  accused 
devices.  As  to  the  third  element,  this  Court  held 
that  the  operating  plungers  of  the  accused  radio 
tuners  were  not  the  equivalents  of  the  operating 
levers  shown  in  the  patent.  In  the  Associated  case, 
however,  there  were  no  prior  tuner  patents  in  the 
record  showing  the  use  of  plungers  as  alternatives 
for  levers  in  operating  such  devices.  But  in  the  in- 
stant case,  ten  such  patents  have  been  introduced 
along  with  still  additional  evidence  showing  that 
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plungers  were  known  at  the  date  of  the  patent  as 
proper  substitutes  for  levers  in  such  mechanisms. 
Having  this  new  and  indisputable  evidence  before  it, 
the  District  Court  should  have  held  that  the  accused 
manufacturers  had  merely  omitted  one  element  of 
the  patentee's  combination  and  substituted  another 
that  was  well  known  at  the  date  of  the  patent  as  a 
proper  substitute  for  the  element  withdrawn,  and 
that  according  to  the  long-established  doctrine  laid 
down  in  Seymour  v.  Osbourne  78  U.  S.  516,  20  L. 
Ed.  53  and  Imhaeuser  v.  Buerk,  101  U.  S.  647,  655, 
25  L.  Ed.  945,  infringement  had  not  been  avoided. 

In  the  Associated  case,  supra,  only  six  prior  art 
patents  were  in  evidence.  These  were  contained  in 
the  then  appellee-defendant's  Exhibit  J.  Of  these 
six,  only  the  Schaefer,  Flaherty  and  Marschalk  pat- 
ents pertained  to  automatic  tuners,  and  all  three  of 
them  were  operated  by  levers.  In  the  new  and  dif- 
ferent evidence  in  the  present  record,  ten  patents 
are  before  the  court  disclosing  the  prior  art  use  of 
plungers  for  operating  automatic  tuners  or  for  po- 
sitioning tappets.  Three  of  these  ten,  Defendant's 
Exhibits  E,  O  and  P,  teach  the  alternative  use  of 
levers  and  plungers  for  this  purpose.  Exhibits  O 
and  P  show  the  same  automatic  tuning  mechanism 
operated  either  by  plungers  or  levers,  and  Exhibit 
E  shows  that  it  was  known  in  1883  that  levers  and 
plungers  could  be  used  alternatively  for  moving  tap- 
pets in  shaft-positioning  devices. 

In  addition  to  the  ten  prior  art  patents  herein- 
before referred  to,  the  defendant  submitted  pic- 
tures as  Exhibits  la  to  16b,  inclusive,  which  show 
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sixteen  different  well-known  prior  art  mechanisms 
that  are  operated  either  by  levers  or  plungers. 

In  the  face  of  this  indisputable  evidence  proving 
that  plungers  are  mechanical  equivalents  of  the  lev- 
ers shown  in  the  patent,  it  was  error  for  the  District 
Court  to  follow  a  former  decision  of  this  Appellate 
Court  that  was  decided  upon  a  different  record 
which  contained  none  of  this  evidence.  The  doc- 
trine of  stare  decisis  applies  only  w^hen  the  record  is 
the  same,  and  it  is  not  to  be  considered  when  a  more 
complete  record  shows  the  first  ruling  to  be  incor- 
rect. 

III. 

The  District  Court  erred  in  granting  summary 
judgment  in  direct  conflict  with  a  previous  holding 
of  another  U.  S.  District  Court  to  the  effect  that 
the  claims  here  at  issue  are  clearly  valid  and  clearly 
infringed  by  the  very  tuners  before  this  court.  Sub- 
sequent to  the  decision  of  the  Ninth  Circuit  Court 
of  Appeals  in  the  case  of  Leishman  v.  Associated, 
supra,  evidence  not  before  the  latter  court  was  pre- 
sented to  the  U.  S.  District  Court  for  the  Western 
District  of  Oklahoma  in  the  case  of  LeRoy  J.  Leish- 
man V.  The  Richards  and  Conover  Company,  Civil 
Action  No.  2155,  which  involved  the  same  accused 
tuners  now  before  this  appellate  court.  The  District 
Court  in  Oklahoma  held  not  only  that  the  claims 
here  at  issue  were  clearly  valid  but  that  they  w^ere 
clearly  infringed  by  these  tuners.  In  the  light  of 
the  prior  Oklahoma  decision,  a  summary  judgment 
of  non-infringement  was  improper  in  the  instant 
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case,  because  a  summary  judgment  is  to  be  granted 
only  when  it  is  very  clear  that  there  is  no  conflict 
as  to  any  genuine  issue  of  fact.  Certainly  it  can- 
not summarily  be  held  that  there  is  no  genuine  issue 
of  fact  in  opposition  to  plaintiffs'  allegation  of  non- 
infringement when  another  U.  S.  District  Court 
after  a  full  trial  has  just  previously  held  that  the 
same  claims  here  at  issue  are  clearly  infringed  by 
the  same  tuners  involved  in  the  summary  judgment 
proceedings. 

IV. 

The  District  Court  erred  in  sustaining  plaintiffs' 
objections  to  defendant's  interrogatories  4,  5,  6,  7, 
9,  10,  11,  17  and  18,  requiring  data  on  the  volume 
of  plaintiffs'  sales  to  show  the  extent  of  plaintiffs' 
commercial  success.  It  has  repeatedly  been  held  by 
this  appellate  court  that  great  commercial  success 
is  an  important  factor  in  determining  the  question 
of  invention,  and  it  has  been  held  by  other  courts, 
including  the  Supreme  Court,  that  the  commercial 
success  of  an  infringer  is  as  much  to  be  considered 
as  the  commercial  success  of  the  patentee.  The  data 
sought  was  thus  highly  pertinent  and  was  peculiarily 
within  the  knowledge  of  the  plaintiffs. 

V. 

The  District  Court  erred  in  denying  defendant's 
request  for  permission  to  file  a  supplemental  answer 
to  the  complaint,  w^hich  said  supplemental  answer 
alleged  that  the  plaintiffs  in  this  action  were  bound 
by  the  decision  in  the  case  of  Leishman  v.  The  Rich- 
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ards  and  Conover  Company,  supra,  for  the  reason 
that  the  said  plaintiffs  participated  in  the  defense 
of  that  suit.  The  law  in  this  circuit  and  elsewhere 
is  that  a  party  not  a  stranger  to  the  action  who  aids 
or  participates  in  the  defense  of  such  action  in  the 
furtherance  of  some  interest  of  his  own,  is  bound  by 
the  decision  in  such  suit. 

In  the  instant  case,  the  plaintiffs  had  long  antici- 
pated that  their  tuners  would  be  accused  as  infrmge- 
ments  of  the  patent  here  at  issue,  and  a  legal  de- 
fense was  decided  upon  long  before  the  defendant 
herein  had  accused  these  tuners  in  the  suit  against 
The  Richards  and  Conover  Company.  Moreover, 
before  that  action  was  commenced,  special  models 
were  built  by  the  plaintiffs  herein  to  demonstrate 
that  pre-arranged  defense.  The  affidavit  of  plain- 
tiffs' patent  counsel.  Maxwell  James,  recounts  the 
building  of  these  models  and  explains  the  defense 
that  they  were  to  demonstrate.  Mr.  James  also  sets 
forth  in  his  affidavit  that  he  received  a  long  distance 
telephone  call  from  Foorman  L.  Mueller,  counsel 
for  the  Richards  and  Conover  Company,  stating  that 
he,  Mueller,  was  not  fully  prepared  for  trial,  and 
calling  upon  Mr.  James  for  help.  Mr.  James'  affi- 
davit states  that  he  sent  Mr.  Mueller  the  specially 
prepared  models  which  he  describes  elsewhere  in  the 
affidavit  as  a  '^  model  of  the  Marschalk  patent  and 
another  model  showing  how  the  lever  device  of  the 
Schaefer  patent  could  be  substituted  for  the  lever 
device  of  the  Marschalk  patent,  to  demonstrate  that 
there  was  no  invention  in  so  doing."  The  tran- 
script of  pertinent  portions  of  the  record  of  The 
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Richards  and  Conover  suit,  Defendant's  Exhibit  17, 
shows  that  Mr.  Mueller,  who  admitted  that  he  was 
not  prepared,  adopted  the  defense  that  had  been  pre- 
pared by  the  plaintiffs  in  the  present  action,  and 
that  the  whole  defense  in  the  Oklahoma  action  con- 
sisted in  laying  the  ground  work  for  the  introduc- 
tion of  these  models  and  in  demonstrating  them  to 
the  court.  The  present  plaintiffs  thus  not  only 
aided  or  participated  in  the  defense  of  the  Okla- 
homa action,  which  alone  would  have  been  enough  to 
bind  them,  but  they  actually  controlled  the  defense 
of  the  suit  by  responding  to  Mr.  Mueller's  request 
and  presenting  him  with  a  ready-made  defense. 

Inasmuch  as  the  facts  detailed  in  the  foregoing 
paragraphs  were  established  by  photostats  of  the 
transcript  of  the  Oklahoma  trial  and  by  the  James 
affidavit  submitted  by  the  plaintiffs,  the  District 
Court  should  have  permitted  the  filing  of  a  supple- 
mental answer  to  the  complaint,  setting  up  the  de- 
fense that  the  plaintiffs  were  bound  by  participation 
in  the  Oklahoma  action ;  and  the  District  Court  erred 
in  denying  the  motion  requesting  such  permission. 

VI. 

The  District  Court  erred  in  failing  to  hold  that 
the  plaintiffs  herein  were  bound  by  the  decision  of 
the  U.  S.  District  Court  for  the  Western  District  of 
Oklahoma  in  the  case  of  Leishman  v.  The  Richards 
and  Conover  Company.  Had  the  lower  court  so  held 
in  accordance  with  the  facts  set  forth  in  section  V 
hereof,  it  would  have  been  unnecessary  to  have  con- 
sidered any  of  the  other  issues. 
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VII. 

The  District  Court  erred  in  denying  any  part  of 
Defendant's  Motion  under  Rule  52(b).  This  motion 
pointed  out  the  errors  in  the  Findings  of  Fact,  Con- 
clusions of  Law,  and  Judgment;  and  it  proposed  a 
different  set  of  findings  and  legal  conclusions  and 
a  judgment  in  accordance  with  the  facts  hereinbe- 
fore discussed. 

Wherefore  the  defendant-appellant  prays  that  the 
summary  judgment  of  the  District  Court  be  re- 
versed and  that  this  Honorable  Court  hold  (a)  that 
the  plungers  of  the  plaintiffs'  tuners  are  the  equiv- 
alents of  the  operating  levers  shown  in  the  patent; 

(b)  that  claims  7,  8,  9,  10  and  11  of  the  patent 
here  in  suit  are  infringed  by  the  plaintiffs'  tuners; 

(c)  that  defendant-appellant's  proposed  second  sup- 
plemental amendment  should  be  admitted;  (d)  that 
the  plaintiffs-appellees  and  cross-appellants  cannot 
be  heard  to  challenge  the  validity  of  the  patent  for 
the  reason  that  the  plaintiffs  are  bound  by  the  deci- 
sion in  the  case  of  Leishman  v.  The  Richards  and 
Conover  Company,  Civil  action  2155,  in  the  U.  S. 
District  Court,  for  the  Western  District  of  Okla- 
homa, because  of  the  participation  of  the  present 
plaintiffs  therein;  and  (e)  that  a  summary  judg- 
ment should  not  have  been  granted  under  the  cir- 
cumstances. 

/s/  LeROY  J.  LEISHMAN, 

Defendant-Appellant  in 
propria  persona. 
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It  is  hereby  certified  that  a  copy  of  this  document 
is  being  mailed  to  counsel  for  the  plaintiffs-appel- 
lees and  cross-appellants  at  811  West  Seventh  St., 
Los  Angeles  14,  California,  simultaneous  with  the 
mailing  of  the  originals  and  copies  thereof  to  the 
clerk  of  the  U.  S.  Circuit  Court  of  Appeals  for  the 
Ninth  Circuit. 

/s/  LeROY  J.  LEISHMAN, 

Defendant-Appellant  in 
propria  persona 

Dated,  Los  Angeles,  California,  June  23,  1947. 

[Endorsed]:     Filed  June  24,  1947. 
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STIPULATION  FOR  DESIGNATION  ON  AP- 
PEAL UNDER  RULE  19(6)  OF  THIS 
COURT 

It  Is  Stipulated  by  and  between  the  Radio  Con- 
denser Company  and  General  Instrument  Corpora- 
tion, plaintiffs-appellees  and  cross-appellants, 
through  their  attorneys,  and  the  defendant-appel- 
lant, LeRoy  J.  Leishman,  that  the  following  shall 
constitute  the  designated  parts  of  the  record,  ex- 
clusive of  physical  exhibits,  which  shall  be  printed 
by  the  Clerk  from  the  records,  proceedings  and  evi- 
dence contained  in  the  record  on  appeal  transmitted 
by  the  Clerk  of  the  United  States  District  Court  for 
the  Southern  District  of  California,  pursuant  to  the 
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stipulation  dated  April  18,  1947,  and  shall  consti- 
tute the  printed  record  on  appeal  herein. 

1.  Complaint  and  Plaintiffs'  Exhibits  1,  3  and  A 
filed  therewith. 

2.  Answer  and  Counterclaim  of  defendant  filed 
November  16,  1945. 

3.  Plaintiffs'  Reply  to  Defendant's  Counter- 
claim. 

4.  Interrogatories  4,  5,  6,  7,  9,  10,  11,  17  and  18 
served  on  plaintiffs  by  defendant  December  7,  1945. 

5.  Plaintiffs'  Objections  to  Defendant "s  Inter- 
rogatories 4,  5,  6,  7,  9,  10,  11,  17  and  18. 

6.  Minute  Order  dated  January  18,  1946,  sus- 
taining Plantiffs'  Objections  to  Defendant's  In- 
terrogatories. 

7.  Motion  of  Plaintiffs  for  Summary  Judgment 
and  Plaintiffs'  Exhibits  B,  C,  D,  E,  and  O  filed 
therewith. 

8.  Affidavit  of  defendant  dated  February  15, 
1946,  in  Opposition  to  Plaintiffs'  Motion  for  Sum- 
mary Judgment. 

9.  Defendant's  Motion  to  Deny  Plaintiffs'  Mo- 
tion for  Summary  Judgment  and  Motion  to  Dismiss 
the  Declaratory  Judgment  Complaint,  filed  May  25, 
1946,  and  Affidavit  of  Defendant  dated  May  25, 
1946,  filed  therewith. 

10.  Certified  Copy  of  the  Findings  of  Fact,  Con- 
clusions of  Law  and  Judgment  in  the  case  of  LeRoy 
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J.  Leishman  v.  The  Richards  and  Conover  Company, 
Civil  Action  No.  2155  in  the  United  States  District 
Court  for  the  Western  District  of  Oklahoma. 

11.  Defendant's  Motion  under  Rule  15d  dated 
June  21,  1946. 

12.  Defendant's  Second  Affidavit  dated  July  6, 
1946,  in  Support  of  Motion  under  Rule  15d  and 
Defendant's  First  Supplemental  Answer  and  Sec- 
ond Supplemental  Counterclaim  filed  therewith  July 
8,  1946. 

13.  Affidavit  of  Maxwell  James  dated  June  24, 
1946. 

14.  Approved  Findings  of  Fact  and  Conclusions 
of  Law  herein. 

15.  Judgment. 

16.  Notice  by  Clerk  of  Entry  of  Judgment  Sep- 
tember 12,  1946. 

17.  Writ  of  Injunction. 

18.  Order  of  September  16,  1946,  extending  time 
in  which  to  file  motion  under  Rule  52(b). 

19.  Defendant's  Motion  under  Rule  52b,  Affida- 
vit of  Defendant  dated  October  16,  1946,  supporting 
same,  and  Defendant's  Exhibit  17  accompanying 
same. 

20.  Court  Order  of  December  18,  1946,  deny- 
ing defendant's  motion  under  Rule  15d,  granting  in 
part  defendant's  motion  under  Rule  52b,  and  amend- 
ing judgment. 
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21.  Notice  of  Order  amending  judgment  and 
entry  of  same  December  18,  1946. 

22.  Notice  of  Appeal  by  defendant. 

23.  Tender  of  cash  deposit  in  lieu  of  bond  on 
appeal  by  defendant  dated  March  17,  1947. 

24.  Notice  of  Appeal  by  plaintiffs. 

25.  Cost  Bond  on  Plaintiffs'  Appeal. 

26.  Stipulation  as  to  Record  on  Appeal  under 
Rule  75f  P.R.C.P. 

27.  This  Stipulation. 

28.  Stipulation  and  Order  designating  certain  of 
plaintiffs'  and  defendant's  exhibits  as  physical  ex- 
hibits on  appeal. 

29.  Concise  Statement  of  Points  Upon  Which 
Defendant-Appellant,  LeRoy  J.  Leishman,  Will 
Rely  as  Required  by  Rule  19(6)  of  this  Court. 

30.  Concise  Statement  of  Points  Upon  Which 
Plaintiffs- Appellees  and  Cross- Appellants,  Radio 
Condenser  Company  and  General  Instrument  Cor- 
poration, Will  Rely  as  Required  by  Rule  19(6)  of 
this  Court. 

It  is  further  stipulated  that  the  Clerk  of  the  Court 
shall  cause  to  be  printed  sixteen  (16)  copies  of  a 
Book  of  Exhibits  which  shall  contain  the  following 
parts  of  the  record  and  evidence : 

1.  U.  S.  Reissue  Patent  No.  Re.  20,827,  which 
formed  a  part  of  the  file  wrapper  designated  Plain- 
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tifes'  Exhibit  F,  filed  with  Plaintiffs'  Motion  for 
Summary  Judgment. 

2.  Original  U.  S.  Patent  No.  2,108,538,  which 
was  filed  as  Plaintiffs'  Exhibit  H  with  Plaintiffs' 
Motion  for  Summary  Judgment. 

3.  The  following  exhibits  filed  with  Defendant's 
Affidavit  in  Opposition  to  Plaintiffs'  Motion  for 
Summary  Judgment : 

Defendant's  Exhibit  E,  U.  S.  Patent  No.  290,894 
to  Kettell. 

Defendant's  Exhibit  P,  U.  S.  Patent  No.  1,687,- 
420  to  Bast. 

Defendant's  Exhibit  U,  U.  S.  Patent  No.  1,704,- 
754  to  Marvin. 

Defendant's  Exhibit  I,  British  Patent  No.  405,- 
716  to  Freytag. 

Defendant's  Exhibit  J,  U.  S.  Patent  No.  703,570 
to  Gerdes. 

Defendant's  Exhibit  K,  U.  S.  Patent  No.  1,928,- 
200  to  Pass. 

Defendant's  Exhibit  L,  Certified  translation  of 
German  Patent  No.  438,696. 

Defendant's  Exhibit  M,  photostat  of  German  Pat- 
ent No.  438,696. 

Defendant's  Exhibit  N,  U.  S.  Patent  No.  2,297,- 
152  to  Jacke. 

Defendant's  Exhibit  O,  U.  S.  Patent  No.  1,865,- 
704  to  Peck. 
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Defendant's  Exhibit  P,  Certified  translation  of 
Danish  Patent  No.  52,047. 

Defendant's  Exhibit  Q,  photostatic  copy  of  Dan- 
ish Patent  No.  52,047. 

Two  copies  of  the  Book  of  Exhibits  shall  be  sup- 
plied to  Defendant- Appellant,  four  copies  to  coun- 
sel for  the  Plaintiffs-Appellants,  Radio  Condenser 
Company  and  General  Instrument  Corporation,  and 
the  remainder  are  to  be  retained  by  the  Clerk  of  this 
court  to  form  a  part  of  the  record  on  appeal. 

It  is  further  stipulated  that  the  costs  of  printing 
the  record  herein  and  of  printing  the  Book  of  Ex- 
hibits shall  be  paid  eighty  per  cent  (80%)  by  de- 
fendant-appellant, LeRoy  J.  Leishman,  and  twenty 
per  cent  (20%)  by  plaintiffs-appellees  and  cross-ap- 
pellants. Radio  Condenser  Company  and  General  In- 
strument Corporation. 

Dated  this  27th  day  of  June,  1947. 

/s/  LeROY  J.  LEISHMAN, 

Defendant- Appellant  in 
propria  persona. 

/s/  LEONARD  S.  LYON, 
/s/  LEONARD  S.  LYON,  JR., 
Attorneys   for  Plaintiffs- Appellees  and   Cross- Ap- 
pellants. 

It  is  so  ordered  this  ....  day  of ,  1947. 

[Endorsed] :     Filed  July  1,  1947. 
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[Title  of  Circuit  Court  of  Api)eals  and  Cause.] 

CONCISE  STATEMENT  UNDER  RULE  19  OF 
THIS  COURT  OF  THE  POINTS  UPON 
WHICH  RADIO  CONDENSER  COMPANY 
AND  GENERAL  INSTRUMENT  CORPO- 
RATION RELY  UPON  APPEAL  IN  THE 
ABOVE-ENTITLED  CAUSE 

1.  The  court  erred  in  granting  defendant's  mo- 
tion under  Rule  52(b)  of  the  Federal  Rules  of  Civil 
Procedure  and  amending  the  judgment  in  this  cause 
by  the  addition  of  the  seventh  paragraph  thereof, 
reading : 

*'This  judgment  shall  not  be  construed  to 
mean  that  the  defendant  is  enjoined  from  pro- 
ceeding in  the  case  of  LeRoy  J.  Leishman  v. 
The  Richards  and  Conover  Company,  Civil  Ac- 
tion No.  2155  in  the  United  States  District 
Court  for  the  Western  District  of  Oklahoma, 
and  defendant  is  not  enjoined  from  proceeding 
against  Galvin  Manufacturing  Company." 

2.  The  court  erred  in  excluding  from  the  in- 
junction ordered  in  this  cause  the  prosecution  by 
defendant  of  the  case  of  LeRoy  J.  Leishman  v.  The 
Richards  and  Conover  Company,  Civil  Action  2155 
in  the  United  States  District  Court  for  the  Western 
District  of  Oklahoma,  in  failing  to  enjoin  the  fur- 
ther prosecution  by  defendant  of  that  cause,  and  in 
excluding  from  the  said  injunction  the  Galvin  Man- 
ufacturing Company. 
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3.  By  excluding  from  the  injunction  ordered  in 
this  cause  the  Galvin  Manufacturing  Company  and 
the  further  prosecution  of  the  case  of  LeRoy  J. 
Leishman  v.  The  Richards  and  Conover  Company, 
Civil  Action  2155  in  the  United  States  District  Court 
for  the  Western  District  of  Oklahoma,  the  court 
erred,  in  failing  fully  to  effectuate  its  decree  of  non- 
infringement in  this  cause  by  an  injunction  protect- 
ing plaintiffs'  right  to  continue  the  business  of  man- 
ufacturing and  selling  their  tuners  as  exemplified 
by  Radio  Condenser  Company  Model  28  Tuner  or 
General  Instrument  Corporation  Model  31  Tuner, 
throughout  the  United  States  without  molestation  by 
the  defendant  through  his  patent  Reissue  Letters 
Patent  No.  Re.  20,827. 

4.  By  excluding  from  the  injunction  ordered  in 
this  cause  the  Galvin  Manufacturing  Company  and 
the  further  prosecution  of  the  case  of  LeRoy  J. 
Leishman  v.  The  Richards  and  Conover  Company, 
Civil  Action  2155  in  the  United  States  District 
Court  for  the  Western  District  of  Oklahoma,  the 
court  erred,  in  failing  fully  to  effectuate  its  decree 
of  non-infringement  in  this  cause  by  an  injunction 
restricting  the  further  prosecution  of  suits  under 
Reissue  Letters  Patent  Re.  20,827  against  any  cus- 
tomer of  plaintiffs'  for  alleged  infringement  of  de- 
fendant's Reissue  Letters  Patent  Re.  20,827  by 
using  or  selling  tuners  manufactured  by  plaintiffs 
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as  exemplified  by  Radio  Condenser  Comx^any  Model 
28  Tuner  of  General  Instrument  Corporation  Model 
31  Tuner. 

Dated  this  30th  day  of  June,  1947. 

/s/  LEONARD  S.  LYON, 
/s/  LEONARD  S.  LYON,  JR., 
Attorneys   for  Plaintiffs-Appellees   and   Cross-Ap- 
pellants. 

[Affidavit  of  service  by  mail  attached.] 
[Endorsed] :     Piled  July  2,  1947. 
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At  a  Stated  Term,  to  wit:  The  October  Term  1946, 
of  the  United  States  Circuit  Court  of  Appeals  for 
the  Ninth  Circuit,  held  in  the  Court  Room  thereof, 
in  the  City  and  County  of  San  Francisco,  in  the 
State  of  California,  on  Monday,  the  seventh  day 
of  July,  in  the  year  of  our  Lord  one  thousand  nine 
hundred  and  forty-seven. 

Present:  Honorable  Francis  A.  Garrecht, 
Senior  Circuit  Judge,  Presiding. 
Honorable  William  Healy,  Circuit  Judge. 
Honorable  William  E.  Orr,  Circuit  Judge. 

No.  11652 

LeROY  J.  LEISHMAN, 


Appellant, 


vs. 


RADIO    CONDENSER    COMPANY    and    GEN- 
ERAL INSTRUMENT  CORPORATION, 

Appellees, 
and 

RADIO    CONDENSER    COMPANY    and    GEN- 
ERAL INSTRUMENT  CORPORATION, 

Appellants, 
vs. 

LeROY  J.  LEISHMAN, 

Appellee. 


y 
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ORDER  EXTENDING  TIME  TO  FILE 
TRANSCRIPT  OP  RECORD 

Upon  consideration  of  the  motions  of  counsel 
for  the  respective  parties,  and  good  cause  therefor 
appearing,  It  Is  Ordered  that  the  time  within  which 
the  certified  transcript  of  record  may  be  filed  and 
the  cause  docketed  in  this  court  be,  and  hereby  is 
extended  to  and  inchiding  June  13,  1947. 


United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  11652 

LeROY  J.  LEISIIMAN, 

Defendant- Appellant, 

vs. 

RADIO  CONDENSER  COMPANY  and  GEN- 
ERAL INSTRUMENT  CORPORATION, 

Plaintiffs- Appellees  and  Cross- Appellants. 

STIPULATION  AND  ORDER  DESIGNATING 
CERTAIN  DOCUMENTARY  EXHIBITS 
TO  BE  PHYSICAL  EXHIBITS  FOR  THE 
RECORD  ON  APPEAL 

It  Is  Stipulated  by  and  between  the  Radio  Con- 
denser Company  and  General  Instrument  Corpora- 
tion, plaintiffs-appellees  and  cross-appellants, 
through  their  attorneys,  and  the  defendant-appel- 
lant, LeRoy  J.  Leishman,  that  the  following  docu- 
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mentary  exhibits,  because  of  the  cost  of  reproduc- 
tion in  the  printed  record,  need  not  be  printed,  but 
shall  constitute  physical  exhibits  and  be  a  part  of 
the  record  on  appeal:  Plaintiffs'  Exhibit  F,  which 
is  the  file  wrapper  of  U.  S.  Patent  No.  Re.  20,827, 
and  Defendant's  Exhibits  la,  lb,  2a,  2b,  3a,  3b,  4a, 
4b,  5a,  5b,  6,  7,  8,  9a,  9b,  10a,  10b,  11a,  lib,  12a, 
12b,  13a,  13b,  14a,  14b,  15a,  15b,  16a  and  16b,  the 
said  Defendant's  Exhibits  to  be  attached  together 
as  one  document;  and  all  of  these  exhibits  may  be 
used  and  considered  by  the  Court  and  counsel  for 
all  purposes  upon  said  appeal. 

/s/  LeROY  J.  LEISHMAN, 
Defendant- Appellant, 
in  propria  persona. 

/s/  LEONARD  S.  LYON, 
/s/  LEONARD  S.  LYON,  JR., 
Counsel  for  Plaintiffs-Appellees  and  Cross-Appel- 
lants. 

It  is  so  ordered  this  12th  day  of  August,  1947. 

/s/  FRANCIS  A.  GARRECHT, 

Senior  U.   S.   Circuit  Judge. 

[Endorsed] :     Filed  Aug.  12,  1947. 


No,  11652. 
IN  THE 


United  States  Circuit  Court  of  Appeals 


FOR  THE  NINTH  CIRCUIT 


LeRoy  J.  Leishman, 

Appellant, 
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APPELLANT'S  OPENING  BRIEF. 


Statement  of  Pleadings  and  Facts  Upon  Which 
Jurisdiction   Is   Based. 

This  is  an  appeal  by  defendant  from  a  Summary  Judg- 
ment entered  on  September  12,  1946,  and  amended  De- 
cember 18,  1946,  holding  that  claims  7  to  11,  inclusive,  of 
Reissue  Letters  Patent  No.  Re.  20,827  are  not  infringed 
by  the  manufacture,  use,  or  sale  of  condensers  and  tuners, 
as  exemplified  by  Radio  Condenser  Company  Model  28 
tuner  and  General  Instrument  Corporation  Model  31  tuner 
fR.  Vol.  I,  pp.  94,  133,  134]. 


— 2— 

The  jurisdiction  of  the  District  Court  was  based  upon: 

(a)  U.  S.  Code,  Patents,  Title  35,  Section  67; 

(b)  The  Declaratory  Judgment  Act,  Section  274-D  of 
the  Judicial  Code,  28  U.   S.   Section  400;  and 

(c)  Diversity  of  citizenship.  The  plaintiffs  both  have 
their  principal  places  of  business  in  the  State  of  New 
Jersey.  The  defendant  resides  in  the  City  of  Los  An- 
geles, California. 

The  complaint  [R.  Vol.  I,  p.  2]  alleged  that  claims  7 
to  11  of  Reissue  Patent  No.  20,827  were  invalid  and 
not  infringed. 

Defendant's  Answer  [R.  Vol.  I,  p.  15]  denied  that  the 
said  claims  were  invalid  and  not  infringed,  and  Defend- 
ant's Counter  Claim  charged  infringement  of  the  said 
claims  and  asked  for  the  usual  accounting. 

Five  days  after  entry  of  the  original  judgment,  the  time 
for  filing  a  Motion  under  Rule  52b  of  the  Federal  Rules  of 
Civil  Procedure  was  extended  until  October  16,  1946 
[R  Vol.  I,  p.  97]. 

The  aforementioned  Motion  under  Rule  52b  [R.  Vol.  I, 
p.  100]  was  filed  on  October  16,  1946. 

The  said  motion  was  granted  in  part  and  the  judgment 
amended  on  December  18,  1946  [R.  Vol.  I,  pp.  133  and 
134]. 

Notice  of  appeal  from  the  final  amended  judgment 
was  filed  on  March  17,  1947  [R.  Vol.  I,  p.  136]. 

The  jurisdiction  of  the  Circuit  Court  of  Appeals  is 
based  upon  Judicial  Code,  Title  28  U.  S.  C,  Section  225. 


— 3— 

Statement  of  the  Case. 

The  complaint  [R.  Vol.  I,  p.  2]  was  filed  under  the 
Declaratory  Judgment  Act  and  alleges  that  claims  7  to 
11  of  appellant's  Patent  No.  Re.  20,827  are  invalid  and 
not  infringed  by  the  devices  manufactured  by  appellees. 
The  complaint  states  [R.  Vol.  I,  p.  3]  that  an  actual 
controversy  exists,  and  in  the  fourth  and  fifth  paragraphs 
[R.  Vol.  I,  pp.  4,  5  and  6]  it  identifies  the  said  controversy 
as  a  suit  filed  by  appellant  (and  subsequently  won  by  him) 
against  The  Richards  and  Conover  Company  in  the  West- 
ern District  of  Oklahoma,  Civil  Action  No.  2155,  charg- 
ing infringement  of  the  said  patent  by  the  Oklahoma  de- 
fendant through  the  sale  of  Motorola  radio  receivers  man- 
ufactured by  the  Galvin  Manufacturing  Company  of  Chi- 
cago and  containing  instruments  made  by  each  of  the  ap- 
pellees. The  Declaratory  Judgment  complaint  prayed  for 
a  judgment  of  invalidity  and  non-infringement  and  re- 
quested [R.  Vol.  I,  pp.  10  and  11]  preliminary  and  final 
injunctions  enjoining  appellant  from  any  act  alleging  in- 
fringement of  any  claim  of  the  said  patent  by  appellees  or 
any  of  their  customers. 

The  complaint  pointed  out  [R.  Vol.  I,  p.  7]  that  this 
Honorable  Court,  in  the  case  of  LeRoy  J.  Leishman  v. 
Associated  Wholesale  Electric  Company,  137  F.  (2d)  722, 
held  that  the  patent  here  in  suit  was  not  infringed  by 
the    (Crosley)   tuner  there  involved. 

Appellant's  Answer  [R.  Vol.  I,  p.  15]  denied  that  the 
patent  was  invalid  and  that  it  was  not  infringed  by  the 
appellees'  tuners,  and  a  counter  claim  was  filed  [R.  Vol. 
I,  p.  16]  alleging  infringement  of  claims  7  to  11  of  the 
said  patent  through  appellees'  manufacture  and  sale  of 
the  said  tuners. 

On  January  23,  1946,  appellees  filed  a  motion  for  sum- 
mary judgment  [R.  Vol.  I,  pp.  27  and  28],  accompanied 
by  an  affidavit  of  Samuel  S.  Mackeown  [R.  Vol.  I,  p. 
29  et  seq.]  to  the  effect  that  appellees'  tuners  were  in  all 
material  respects  the  same  as  the  Crosley  tuner  involved 


in  the  Associated  case,  supra.  Memoranda  and  oral  argu- 
ments of  the  appellees  urged  a  decision  in  their  favor  on 
the  basis  of  stare  decisis. 

Appellant  opposed  appellees'  Motion  for  Summary 
Judgment.  Ten  prior  art  patents  and  sixteen  other  ex- 
hibits were  filed  in  his  behalf,  together  with  an  affidavit 
of  LeRoy  J.  Leishman  [R.  Vol.  I,  p.  46]  setting  forth 
that  none  of  these  exhibits  were  in  the  record  of  the 
Associated  case,  supra. 

Appellees'  Motion  for  Summary  Judgment  was  op- 
posed upon  the  ground  that  the  Ninth  Circuit  Court  of 
Appeals  did  not  have  the  benefit  of  this  evidence  when 
deciding  the  Associated  case;  that  a  decision  based  upon 
this  evidence  would  be  entirely  different  from  the  de- 
cision in  the  former  action;  and  that  when  the  evidence 
is  different  a  former  decision  of  an  appellate  court  is  not 
controlling  upon  the  lower  court,  and  hence  a  summary 
judgment  could  not  be  rendered  upon  the  basis  of  stare 
decisis,  as  urged  by  appellees. 

Although  a  hearing  was  held  on  appellees'  Motion  for 
Summary  Judgment  before  the  aforementioned  Oklahoma 
action  came  to  trial,  the  said  trial  was  held  and  the  judg- 
ment therein  entered  before  the  summary  judgment  was 
entered  in  the  instant  case.  The  same  ten  prior  art 
patents  and  16  other  exhibits  that  are  in  the  present  rec- 
ord and  which  were  not  of  record  in  the  Associated  case, 
were  in  evidence  in  the  Oklahoma  action  and  discussed 
at  the  trial.  In  deciding  that  case,  the  United  States 
District  Court  for  the  Western  District  of  Oklahoma  held 
that  claims  7  to  11  of  the  patent  (the  same  claims  at  issue 
here)  were  ''clearly  valid  and  clearly  infringed"  by  the 
same  tuners  involved  in  the  present  action  [see  Oklahoma 
Finding  6,  R.  Vol.  I,  p.  53]. 

After  the  Oklahoma  trial,  the  appellant  on  May  25, 
1946,  filed  a  Motion  to  Deny  Plaintiffs'  Motion  for  Sum- 
mary Judgment  and  Motion  to  Dismiss  the  Declaratory 


Judgment  Complaint  [R.  Vol.  I,  p.  47  et  seq.],  setting 
forth  that  it  could  not  summarily  be  held  that  the  tuners 
here  at  issue  did  not  infringe  claims  7  to  11  of  the  ap- 
pellant's patent  when  the  Oklahoma  court  had  just  held 
after  a  full  trial  that  these  same  tuners  were  clear  in- 
fringements. 

On  June  21,  1946,  appellant  filed  a  Motion  under  Rule 
15d  [R.  Vol.  I,  p.  63  et  seq.]  requesting  leave  to  file  a 
supplemental  answer  [R.  Vol.  I,  p.  72  et  seq.]  to  the 
effect  that  appellees  were  bound  by  the  Oklahoma  decision 
because  of  their  participation  in  the  defense  of  the  Okla- 
homa suit,  which  said  participation  was  set  forth  in  the 
Second  Affidavit  in  Support  of  Motion  under  Rule  15(d) 
[R.  Vol.  I,  p.  69  et  seq.]. 

Summary  Judgment  of  non-infringement  was  entered 
in  favor  of  appellees  [R.  Vol.  I,  p.  94  et  seq.]  and  the 
injunction  prayed  for  in  the  complaint  was  entered  on 
September  18,  1946. 

In  acting  upon  appellant's  Motion  under  Rule  52(b) 
to  amend  the  findings,  conclusion  and  judgment  [R.  Vol. 
I,  p.  100  and  101],  the  District  Court  denied  appellant's 
aforementioned  Motion  under  Rule  15(d)  for  permission 
to  file  a  supplemental  answer,  but  the  judgment  was 
amended  to  permit  appellant  to  proceed  against  the  de- 
fendant in  the  Oklahoma  case  and  against  the  Galvin 
Manufacturing  Company,  which  was  bound  by  the  Okla- 
homa decision  [R.  Vol.  I,  pp.  133  and  134].  This  amend- 
ed portion  of  the  judgment  is  the  subject  of  plaintiffs' 
cross  appeal. 

The  first  question  presented  by  the  present  appeal  has 
to  do  with  the  effect  of  the  evidence  in  the  present  record 
that  was  not  in  the  record  of  the  Associated  Wholesale 
Electric  suit,  supra.  The  lower  court  in  the  instant  case 
based  its  decision  upon  this  appellate  court's  ruling  in 
the  Associated  case  that  one  of  the  elements  of  the  then 
accused  tuner  (which  element  is  also  present  in  appellees' 


tuners)  was  not  the  equivalent  of  the  corresponding 
element  shown  in  the  patent.  The  new  and  different 
evidence  shows  that  these  elements  were  well  known 
equivalents  in  this  art  before  the  patent  at  issue  was 
granted.  Appellant  contends  that  no  decision  can  now 
be  rendered  consistent  with  this  new  evidence  excepting 
one  to  the  effect  that  appellees'  devices  are  clear  infringe- 
ments, as  the  Oklahoma  court  held  them  to  be. 

Another  important  question  may  be  expressed  as  fol- 
lows: If  summary  judgment  is  rendered  upon  the  basis 
of  stare  decisis  when  the  complaint  and  answer  raise  im- 
portant issues  of  fact,  how  can  an  opposing  party,  thus 
cut  off  without  a  trial,  present  evidence  that  may  show 
the  previous  decision  was  in  error? 

The  next  question  presented  by  this  appeal  has  to  do 
with  the  propriety  of  the  District  Court's  refusal  to  per- 
mit appellant  to  file  a  supplemental  answer  setting  forth 
the  additional  defense  that  appellees  are  bound  by  the 
decision  in  the  Oklahoma  suit  because  of  their  participa- 
tion therein. 

A  fourth  question  relates  to  whether  or  not  appellees 
are  precluded  from  contesting  the  validity  of  the  patent. 
Instead  of  intervening  in  the  suit  which  appellant  pro- 
vided for  them  in  Oklahoma,  appellees  tried  to  stop  that 
suit  and  insisted  upon  bringing  the  contest  into  this  circuit 
where  they  expected  that  the  doctrine  of  stare  decisis 
would  give  them  a  rubber-stamped  decision  based  upon 
this  court's  opinion  in  the  Associated  case,  supra.  But 
in  that  opinion  this  court  set  aside  the  lower  court's  find- 
ing of  invalidity,  and  resolved  any  doubts  there  may  have 
been  on  this  issue  in  favor  of  the  patent  by  striking  out 
that  portion  of  the  District  Court's  opinion  which  ruled 
the  patent  was  invalid  for  want  of  invention.  The  Ap- 
pellate Court's  decision  in  the  Associated  case  thus  re- 
stored the  presumption  of  validity  to  the  patent.  Ap- 
pellant contends  that  appellees,  who  came  to  this  circuit 


to  benefit  by  the  Associated  decision,  and  who  urge  that 
this  decision  be  appHed,  are  thereby  precluded  from  at- 
tacking the  validity  of  the  patent.  The  matter  of  validity 
was  not  brought  before  the  lower  court,  but  it  is  of  im- 
portance here  for  the  reason  that  if  appellees  are  pre- 
cluded from  raising  this  issue,  a  holding  of  infringement 
will  dispose  of  the  case. 

Should  this  court  fail  to  hold  that  appellees  are  bound 
by  the  Oklahoma  decision,  or  that  they  are  precluded  from 
contesting  the  validity  of  the  claims,  it  then  becomes  nec- 
essary for  this  court,  in  remanding  the  case  for  a  trial, 
to  decide  whether  it  was  proper  for  the  lower  court  to  sus- 
tain appellees'  objections  to  appellant's  interrogatories 
[R.  Vol.  I,  p.  21  et  seq.].  The  answers  to  these  inter- 
rogatories were  needed  to  determine  the  extent  of  the 
commercial  success  of  the  devices  involved.  This  court 
and  others  have  repeatedly  held  that  commercial  success 
and  public  acceptance  constitute  important  evidence  in  re- 
solving the  issue  of  invention  if  doubt  appears.  Appellees' 
objections  were  to  the  effect  that  the  information  called 
for  was  irrelevant  to  any  issue  in  the  case  [R.  Vol.  I,  p. 
25],  and  the  court  sustained  the  objections  [R.  Vol.  I, 
p.  26]. 

A  very  important  question  presented  by  this  appeal  is 
whether  or  not  the  District  Court  should  have  granted  a 
summary  judgment  in  direct  conflict  with  a  decision  ren- 
dered by  another  U.  S.  District  Court  after  a  full  trial, 
the  U.  S.  District  Court  for  the  Western  District  of  Okla- 
homa having  just  previously  held  that  the  same  tuners 
here  involved  are  clear  infringements  of  the  very  claims 
here  at  issue. 

Another  question,  which  apparently  needs  to  be  an- 
swered by  this  court  again,  is  whether  a  lower  court,  upon 
a  new  and  different  record,  is  required  to  follow  a  former 
decision  of  an  appellate  court. 


Specification  of   Errors  Relied   Upon. 

1.  The  District  Court  erred  in  holding  that  appellees 
have  not  infringed  claims  7  to  11  of  U.  S.  Re-issue  Let- 
ters Patent  No.  Re.  20,827. 

2.  The  District  Court  erred  in  making  Finding  18  to 
the  effect  that  "No  evidence  has  been  presented  to  the 
court  by  defendant  which  could  in  any  manner  change  or 
affect  the  ruling  of  the  Circuit  Court  of  Appeals  in  the 
aforesaid  case  [Leishman  v.  Associated  Wholesale  Elec- 
tric Co.,  137  F.  (2d)  722]  that  plungers  and  levers  in  the 
alleged  patented  combination  do  not  function  in  the  same 
way,  or  in  substantially  the  same  way,  and  are  therefore 
not  equivalents."     [R.  Vol.  I,  p.  91.] 

3.  The  District  Court  erred  in  making  Finding  19  to 
the  effect  that  'There  is  no  genuine  issue  as  to  any  mate- 
rial fact  and  no  controversial  question  of  fact  to  be  de- 
termined at  a  trial  respecting  the  issue  of  infringement 
of  Claims  7  to  11,  inclusive,  of  Reissue  Letters  Patent 
No.  Re.  20,827  by  plaintiffs'  Radio  Condenser  Company 
Model  28  tuner  or  General  Instrument  Corporation  Model 
31  tuner."     [R.  Vol.  I,  p.  91.] 

4.  The  District  Court  erred  in  following  the  decision 
of  the  Ninth  Circuit  Court  of  Appeals  in  the  case  of  Le- 
Roy  J.  Leishman  v.  Associated  Wholesale  Electric  Com- 
pany, 137  F.  (2d)  722,  which  was  based  upon  a  record 
vastly  different  from  that  in  the  instant  case. 

5.  The  District  Court  erred  in  basing  a  summary 
judgment  upon  the  doctrine  of  stare  decisis,  for  the  rea- 
son that  it  cannot  be  decided  whether  or  not  that  doctrine 
is  applicable  until  all  of  the  evidence  is  in. 


6.  The  District  Court  erred  in  granting  summary 
judgment  in  direct  conflict  with  a  previous  decision  of 
another  U.  S.  District  Court,  rendered  after  a  full  trial, 
to  the  effect  that  the  claims  here  at  issue  are  clearly  valid 
and  clearly  infringed  by  the  very  tuners  involved  in  the 
instant  suit. 

7.  The  District  Court  erred  in  sustaining  appellees' 
objections  to  appellant's  interrogatories  4,  5,  6,  7,  10,  11, 
17  and  18,  requiring  data  on  the  volume  of  appellees'  sales 
to  show  the  extent  of  the  commercial  success  of  appellees' 
devices. 

8.  The  District  Court  erred  in  denying  appellant's 
motion  under  Rule  15d,  F.  R.  C.  P.,  for  permission  to  file 
a  supplemental  answer  to  the  complaint,  which  said  sup- 
plemental answer  alleged  that  appellees  were  bound  by  the 
decision  of  the  U.  S.  District  Court  for  the  Western  Dis- 
trict of  Oklahoma  in  the  case  of  Leishman  v.  The  Rich- 
ards and  Conover  Company,  Civil  Action  No.  2155,  for 
the  reason  that  appellees  herein  participated  in  the  defense 
of  that  suit. 

9.  The  District  Court  erred  in  failing  to  hold  that  ap- 
pellees were  bound  by  the  decision  of  the  U.  S.  District 
Court  for  the  Western  District  of  Oklahoma  in  the  said 
case  of  Leishman  v.  The  Richards  and  Conover  Company. 

10.  The  District  Court  erred  in  denying  any  part  of 
appellant's  Motion  under  Rule  52(b).  This  motion  asked 
for  changes  to  correct  errors  in  the  Findings  of  Fact, 
Conclusions  of  Law,  and  Judgment;  and  it  proposed  a 
different  set  of  findings  and  legal  conclusions  and  a  judg- 
ment in  accordance  therewith. 
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ARGUMENT. 
Introduction  to  the  Argument. 

In  granting  summary  judgment  that  the  claims  at  issue 
are  not  infringed  by  appellees'  devices,  the  lower  court 
has  violated  the  rules  pertaining  to  summary  judgments  as 
well  as  those  governing  the  doctrine  of  stare  decisis. 

In  Cohen  et  al  v.  Eleven  West  42nd  Street,  Inc.,  Sec- 
ond Circuit,  115  F.  (2d)  531,  532,  the  court  said: 

''A  motion  for  summary  judgment  is  not  a  trial; 
on  the  contrary  it  assumes  that  scrutiny  of  the  facts 
will  disclose  that  the  'issues  presented  by  the  plead- 
ings' need  not  be  tried  because  they  are  so  patently 
insubstantial  as  not  to  be  genuine  issues  at  all." 

One  of  ''the  issues  raised  by  the  pleadings"  in  the  in- 
stant case,  was  the  issue  of  infringement.  If  this  issue 
was  so  patently  insubstantial  as  not  to  he  a  genuine  issue 
at  all,  then  it  would  appear  that  the  lower  court  would 
have  to  agree  with  the  U.  S.  District  Court  for  the  West- 
ern District  of  Oklahoma,  which  held  after  a  full  trial 
that  appellees'  devices  were  "clear  infringements"  of  the 
same  claims  here  at  issue  [Oklahoma  findings  6  and  26, 
R.  Vol.  I,  pp.  53  and  59].  But  our  District  Court  ren- 
dered a  summary  judgment  that  they  did  not  infringe. 

In  Ramsouer  v.  Midland  Valley  R.  Co.,  135  F.  (2d) 
101,  106,  the  Eighth  Circuit  Court,  in  speaking  of  a  mo- 
tion for  summary  judgment,  said: 

"In  considering  such  a  motion  as  in  a  motion  for 
a  directed  verdict,  the  court  should  take  that  view  of 
the  evidence  most  favorable  to  the  party  against 
whom  it  is  directed,  giving  to  that  party  the  benefit 
of  all  favorable  inferences  that  may  reasonably  be 
drawn  from  the  evidence.  If,  when  so  viewed,  rea- 
sonable men  might  reach  different  conclusions,  the 
motion  should  be  denied  and  the  case  tried  on  its 
merits." 
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lt is  obvious  that  no  such  rule  was  followed  in  the  pres- 
ent case. 

Instead,  the  lower  court  rendered  a  summary  judgment 
based  upon  a  misapplication  of  the  doctrine  of  stare  de- 
cisis. This  doctrine  requires  that  a  previous  decision  be 
followed  in  a  subsequent  case  in  so  far  as  the  evidence  is 
the  same,  but  it  does  not  require  that  the  previous  deci- 
sion be  followed  where  the  evidence  is  different.  The  evi- 
dence in  the  instant  case  was  so  vastly  different  from  that 
in  Leishman  v.  Associated  Wholesale  Electric  Co.^  supra, 
that  the  Associated  decision  was  no  longer  applicable,  yet 
the  lower  court  nevertheless  followed  that  former  ruling. 

It  is  axiomatic  that  a  court  cannot  tell  what  the  evidence 
in  a  new  case  is  going  to  be  until  the  evidence  is  all  in. 
It  follows,  then,  that  stare  decisis  can  never  be  applied 
in  the  absence  of  a  trial  unless  the  litigants  admit  in  ad- 
vance that  the  evidence  would  be  the  same  as  in  the  for- 
mer case.  In  the  instant  case,  however,  the  lower  court 
based  its  summary  judgment  upon  the  doctrine  of  stare 
decisis,  notwithstanding  appellant's  insistence  on  a  full 
trial  in  order  to  bring  out  all  the  pertinent  evidence. 

Despite  the  Oklahoma  decision  that  appellees'  devices 
infringe  the  claims  here  at  issue,  despite  a  record  vastly 
different  from  that  in  the  Associated  case,  and  despite  all 
the  precautions  urged  by  the  courts  regarding  summary 
judgments  and  the  application  of  the  doctrine  of  stare  de- 
cisis, the  lower  court  nevertheless  cut  appellant  off  without 
a  trial  and  gave  appellees  a  rubber  stamped  decision  based 
upon  this  court's  opinion  in  the  Associated  case. 

In  order  that  this  Honorable  Court  may  be  fully  ap- 
prised of  the  gross  impropriety  in  granting  the  motion 
for  a  summary  judgment,  we  shall  now  more  fully  dis- 
cuss the  matter  of  the  former  decision  and  what  effect, 
if  any,  it  has  in  this  suit. 
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The  Issue  of  Infringement  as  Affected  by  the  Former 
Decision  and  the  New  Evidence. 

a.    The  Former  Decision  and  Appellees'  Admissions 
Simplify  the  Issue. 

Appellant  and  appellees  agree  that  appellees'  tuners  are 
the  same  in  all  essential  respects  as  the  Crosley  tuner  in- 
volved in  the  case  of  Leishman  v.  Associated  Wholesale 
Electric  Co.,  137  F.  (2d)  722.  The  affidavit  of  Samuel 
S.  Mackeown,  submitted  by  appellees  in  support  of  their 
Motion  for  Summary  Judgment,  says: 

''Insofar  as  the  subject  matter  of  Reissue  Letters 
Patent  No.  Re.  20,827  is  concerned,  these  three  tun- 
ing units  (Exhibits  1  and  2,  Exhibits  3  and  4,  and 
the  Crosley  tuner  Exhibit  A)  are  identical."  [R. 
Vol.  I,  p.  31.] 

Two  of  the  three  elements  in  the  Crosley  tuner  were 
held  by  this  Honorable  Court  to  be  the  equivalents  of  the 
corresponding  elements  in  the  reissue  patent  here  in  suit. 

The  third  element  in  the  Crosley  tuner  was  held  not 
to  be  the  equivalent  of  the  corresponding  element  shown 
in  the  patent.  But  when  that  decision  was  rendered,  this 
court  did  not  have  the  benefit  of  any  evidence  to  show 
that  these  elements  were  already  well  known  in  the  art  as 
proper  substitutes  or  mechanical  equivalents  at  the  time 
of  the  grant  of  the  patent.  This  evidence  is  now  supplied 
in  the  present  record,  and  all  three  elements  can  therefore 
be  shown  to  be  the  equivalents  of  the  corresponding  parts 
of  the  patented  structure. 

Before  we  can  discuss  these  parts,  it  will  first  be  neces- 
sary to  become  familiar  with  the  device  set  forth  in  the 
patent. 
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b.     Description  of  the  Patented  Device. 

The  court  is  doubtless  familiar  with  radio  receivers  in 
which  the  stations  may  be  tuned  in  by  pressing  keys  or 
buttons.  This  type  of  tuning  is  called  automatic  tuning. 
Many  automatic  tuners  merely  operate  or  actuate  the 
regular  tuning  shaft  that  would  otherwise  be  turned  by 
the  manual  tuning  knob,  and  they  are  therefore  sometimes 
referred  to  as  actuators.  The  patent  at  issue  [R.  Vol. 
II,  p.  169]  pertains  to  this  kind  of  a  device. 

Inasmuch  as  this  type  of  tuner  or  actuator  merely 
turns  the  regular  tuning  member  to  the  proper  angular 
position  required  to  bring  in  a  given  station,  it  follows 
that  such  an  actuator  could  also  be  used  to  turn  the  con- 
trol shaft  or  knob  of  other  mechanisms.  Accordingly, 
the  patent  says  that  one  of  the  purposes  of  the  invention 
is  ''to  provide  simple  apparatus  for  turning  dials,  shafts 
and  the  like  to  the  particular  settings  required  in  using  an 
instrument  or  machine  for  a  definite  task;  .  .  ."  [R. 
Vol.  II,  p.  169,  column  1,  lines  11  to  IS]. 

The  operation  of  some  machines  required  the  turning 
of  more  than  one  dial  or  knob.  In  order  that  his  mechan- 
ism might  also  perform  this  double  task,  the  inventor  pro- 
vided for  the  inclusion  of  an  extra  set  of  some  of  the 
parts.  This  second  object  of  his  invention  was  mentioned 
in  the  clause  immediately  following  the  one  quoted  in  the 
previous  paragraph.  This  second  clause  reads:  "to  af- 
ford means  whereby  a  plurality  of  such  rotable  elements 
may  be  simultaneously  turned  each  to  a  pre-selected  posi- 
tion which  may  be  different  from  that  to  which  any  other 
such  element  is  being  turned."  [R.  Vol.  II,  p.  169,  column 
1,  lines  IS  to  19.] 

When  applying  appellant's  invention  to  radio  receivers, 
it  is  necessary  to  position  only  one  shaft.  In  the  broad- 
casting of  television  programs,  it  is  possible  to  broadcast 
the  pictures  and  the  sound  on  totally  different,  unrelated 
frequencies    or    dial    readings.     Such   programs    may    be 
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tuned  in  by  the  arrangement  having  the  double  set  of 
parts  for  turning  a  plurality  of  shafts.  These  two  dif- 
ferent adaptations  of  appellant's  invention  are  mentioned 
in  the  objects  as  follows:  ''to  make  it  possible  for  a  single 
manual  operation  to  tune  either  a  radio  set  or  a  television 
set,  or  hothf  [R.  Vol.  II,  p.  169,  column  1,  lines  28  to 
30.] 

For  the  court's  convenience,  the  patent  drawings  have 
been  reproduced  on  the  opposite  page. 

Inasmuch  as  the  accused  tuners  and  the  claims  at  issue 
are  concerned  only  with  radio  tuning,  we  are  interested 
only  in  the  parts  required  for  turning  a  single  shaft  to  a 
predetermined  angular  position.  Referring  to  Fig.  1,  the 
specification  says  that  shaft  S  "may  be  considered  as  con- 
nected to  a  radio  tuning  device"  [R.  Vol.  II,  p.  169,  second 
column,  lines  23  to  25].  In  order  to  operate  this  shaft, 
the  device  illustrated  in  the  drawings  includes  a  member 
48,  shown  attached  to  shaft  S  by  pin  52.  For  easy  iden- 
tification member  48  has  been  colored  green.  It  may  also 
be  seen  m  Fig.  2.  This  member  moves  like  the  treadle 
of  an  old-fashioned  sewing  machine,  and  is  referred  to  in 
the  specification  and  in  the  claims  at  issue  as  a  rocker. 
The  drawings  also  show  a  second  rocker  54,  but  this  sec- 
ond rocker  is  only  employed  when  a  second  shaft  is  to  be 
positioned. 

Inasmuch  as  shaft  S  is  connected  to  the  regular  radio 
tuning  shaft,  the  rocker  48  will  assume  diiTerent  angular 
positions  according  to  what  station  is  tuned  in.  A  given 
tilt  of  the  rocker  thus  corresponds  to  a  given  station.  The 
job  of  the  other  parts  of  the  automatic  tuner  is  therefore 
to  correctly  position  the  rocker  for  the  different  stations. 
The  element  that  actually  does  this  positioning  is  referred 
to  in  some  of  the  claims  as  a  positioning  element.  This 
element  is  member  61,  colored  red  in  Fig.  2,  and  shown  in 
contact  with  the  rocker.  It  is  referred  to  in  the  specifi- 
cations and  in  claims  7  and  8  as  a  tappet. 
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Some  kind  of  an  operating  member  must  be  provided  to 
carry  the  positioning  element,  or  tappet,  61  and  move  it  in 
and  out  of  engagement  with  the  rocker.  In  the  illustrative 
embodiment  shown  in  the  drawings,  the  positioning  ele- 
ment is  therefore  pivoted  by  means  of  pin  60  to  a  short 
plunger  57  extending  from  a  lever  F.  In  order  for  the 
positioning  element  properly  to  position  the  rocker,  the 
positioning  element  or  tappet  must  be  adjusted  and  fixed 
on  its  pivot  in  the  same  angular  position  that  the  rocker 
is  to  assume.  Thumb  screw  72,  which  is  threaded  into 
the  outer  end  71  of  lever  F,  is  then  tightened  in  order  to 
clamp  projection  68  of  lever  66  against  the  hub  63  of 
the  tappet.  (See  f^'9'^j  P'  *^) 

When  the  tappet  is  to  be  initially  set  for  a  given  sta- 
tion, the  set  screw  72  must  be  loosened  so  that  the  tappet 
will  be  free  to  turn.  The  station  is  then  carefully  tuned 
in  by  the  regular  manual  knob  (not  shown).  This  causes 
the  rocker  to  assume  an  angular  position  which  is  specific 
to  that  station.  If  the  freely  pivoted  tappet  is  then  pressed 
into  firm  engagement  with  the  rocker  by  means  of  the 
thumb  screw  or  operating  button  72,  the  tappet  will  as- 
sume the  same  tilt  as  the  rocker.  Thumb  screw  72  is 
then  tightened  to  lock  the  tappet  in  this  adjusted  position. 

After  the  positioning  element  61  has  been  set  for  the 
desired  station,  the  operator  may  remove  his  finger  from 
button  72,  and  spring  73  will  cause  the  operating  member 
to  move  up  so  that  the  positioning  element  will  be  out  of 
the  way  of  the  rocker,  which  will  then  be  free  to  turn  to 
other  angular  positions  as  other  stations  are  tuned  in. 

Whenever  the  button  72  is  again  pressed  down,  the  po- 
sitioning element  will  engage  the  rocker  in  whatever  an- 
gular position  it  may  be  found,  and  the  positioning  element 
will  rotate  the  rocker  and  position  it  to  the  exact  tilt  re- 
quired to  bring  in  the  station  for  which  the  positioning 
element  has  been  set.  On  page  17  hereof,  the  top 
figure   shows   the   tappet   completely   out   of   engagement 
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with  the  rocker.  In  the  middle  figure,  one  side  of  the 
tappet  is  just  engaging  one  arm  of  the  rocker.  The  lower 
figure  shows  these  parts  in  complete  engagement,  and  it 
will  be  observed  that  the  tappet  has  positioned  the  rocker 
to  the  same  angular  position  occupied  by  the  positioning 
element  itself. 

If  a  plurality  of  operating  levers  are  mounted  on  shaft 
Q,  each  of  the  associated  tappets  may  be  adjusted  to  bring 
in  a  different  station. 
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In  Fig.  2  of  the  patent  drawings  (page  15  of  this 
brief)  both  arms  of  the  positioning  element  are  shown  in 
engagement  with  both  arms  of  the  rocker.  It  will  be 
seen  that  the  axis  of  the  tappet  is  then  coaxial  with  the 
axis  of  the  rocker.  Specific  attention  is  called  to  this  fact 
in  the  specification  of  the  patent  [R.  Vol.  II,  p.  170,  col- 
umn 1,  lines  30  to  34]  where  it  says:  'When  the  lever 
assembly  is  all  the  way  down,  it  will  be  observed  from 
Fig.  2  that  the  pin  60  is  substantially  co-axial  with  the 
rockers  48  and  54,  which  means  that  in  this  position  it  is 
also  co-axial  with  shafts  S,  49  and  25,  shown  in  Fig.  1." 
This  substantial  coaxial  relationship  of  the  rocker  and 
tappet  in  the  tuned-in  position  is  very  important.  That 
is  the  reason  it  is  clearly  shown  in  the  drawings  and 
stressed  right  at  the  end  of  the  specification  in  the  patent. 

On  page  19  of  this  brief,  the  positioning  element  and 
the  rocker  are  shown  disassociated  from  the  rest  of  the 
apparatus.  In  the  ^t€fp  figure,  the  axis  of  the  tappet  is 
indicated.  The  central  figure  shows  how  the  rocker  is 
cut  away  where  its  axis  is  located.  The  axis  of  rotation 
is  of  course  still  there,  and  it  might  consequently  be  re- 
ferred to  as  a  phantom  axis.  In  the  tuned-in  position 
shown  in  the  lower  figure,  the  axis  of  the  tappet  is  seen 
to  be  coaxial  with  the  axis  of  the  rocker.  When  this  re- 
lationship does  not  prevail,  peculiar  difficulties  are  en- 
countered when  trying  to  adjust  the  loosened  tappet  to 
the  proper  angular  position  required  for  a  given  station: 
but  when  these  parts  have  the  coaxial  relationship  called 
for  in  the  patent,  no  difficulties  are  encountered. 
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c.  Plaintiffs'  and  Defendant's  Tuners  Compared 
With  the  Accused  Tuner  in  the  Associated 
Case. 

It  has  already  been  pointed  out  that  appellees  allege, 
and  appellant  agrees,  that  the  appellees'  tuners  are  the 
same  in  all  essential  respects  as  the  Crosley  tuner  involved 
in  the  Associated  case,  supra.  Mention  has  also  been 
made  of  the  fact  that  this  Honorable  Court  held  that  two 
of  the  three  elements  of  the  Crosley  tuner  were  equiva- 
lents of  the  corresponding  elements  of  the  patented  struc- 
ture, but  that  the  third  element  was  held  not  to  be  an 
equivalent.  Let  us  identify  these  elements  in  the  respective 
tuners  in  order  to  learn  how  much  of  the  former  de- 
cision is  applicable  by  virtue  of  the  doctrine  of  stare  de- 
cisis. ■  j--^  p  «'/ 

On  the  adjoinfng  insert,  appellant's  tuner  is  shown 
at  the  top,  with  the  Crosley  tuner  just  below.  Appellees' 
tuners  are  shown  on  either  side  of  the  Crosley  structure. 
The  figure  at  the  left  is  taken  from  plaintiffs'  Exhibit  1 
[R.  Vol.  I,  p.  12]  and  represents  the  tuner  made  by  ap- 
pellee Radio  Condenser  Company,  and  the  figure  at  the 
right  is  taken  from  Plaintiffs'  Exhibit  3  [R.  Vol.  I,  p.  13], 
representing  the  tuner  of  appellee  General  Instrument  Cor- 
poration. All  of  the  rockers  in  these  various  tuners  have 
been  colored  green  and  the  tappets  red.  No  explanation  or 
argument  is  required  to  show  that  the  appellees  are  cor- 
rect in  contending  that  their  tuners  are  the  same  in  all  es- 
sential respects  as  the  Crosley  tuner  discussed  by  this  court 
in  the  Associated  case.  In  so  far  as  this  court's  prior  de- 
cision may  be  properly  adopted  in  this  case,  it  applies  with 
equal  force  to  appellees'  tuners. 
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The  decision  in  the  Associated  case  will  be  better  under- 
stood if  we  first  apply  a  couple  of  the  claims  at  issue  to 
the  tuners  made  by  appellees  and  the  Crosley  Corporation. 
The  claims,  of  course,  point  out  the  portions  of  the  struc- 
ture shown  in  the  patent  that  embody  the  invention  of  the 
patentee. 

Claim  7  begins:  'In  combination  with  the  tuning 
mechanism  of  a  radio  apparatus,  .  .  ."  This  is  the 
preamble  of  the  claim  and  states  the  kind  of  mechanism 
with  which  the  combination  is  intended  to  be  used.  The 
rockers,  shown  in  green  (see  insert)  in  the  Crosley 
tuner  and  in  appellees'  tuners  are  all  connected  to  the  tun- 
ing mechanism  of  a  radio  apparatus.  Plaintiffs'  Physical 
Exhibits  2  and  4  each  combine  the  tuning  mechanism  and 
the  automatic  tuner  or  actuator  into  a  single  unit. 

"a,  rotatable  rocker  mounted  upon  a  shaft  operatively 
connected  with  said  mechanism  .  .  ."  This  is  the  rocker 
shown  in  ii#4  in  each  of  the  tuners.  An  examination  of 
Plaintiffs'  Physical  Exhibits  2  and  4  show  that  the  shaft 
attached  to  the  rocker  is  operatively  connected  with  the 
aforementioned  tuning  mechanism,  which  is  a  variable  con- 
denser. 

''.  .  .  said  rocker  having  two  arms  each  extending  on 
a  different  side  of  said  shaft :  .  .  ."  In  all  of  the  tuners 
shown  on  the  adjoinm^-  msert,  these  arms  are  the  por- 
tions shown  in  green  on  each  side  of  the  open  portion  of 
the  rocker. 

'\  .  .  means  adjustably  movable  about  a  pivot  and 
acting  upon  bodily  movement  in  one  direction  to  slidably 
engage  either  arm  of  said  rocker  .  .  ."  This  is  the 
first  portion  of  the  description  of  the  positioning  element 
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or  tappet.  This  element  is  shown  in  red  in  each  of  the 
figures.  Appellant's  adjustably  movable  means  is  adjust- 
ably movable  about  the  pivot  60,  and  in  each  of  the  other 
three  tuners  the  adjustably  movable  means  is  adjustably 
movable  about  the  pivot  9.  In  each  of  these  tuners,  when 
the  adjustably  movable  means  moves  bodily  in  the  direc- 
tion of  the  rocker,  it  will  slidably  engage  whichever  arm  of 
the  rocker  is  in  the  closest  position.  This  can  be  either 
arm  of  the  rocker,  depending  upon  the  tilt  that  the  rocker 
happens  to  have  at  the  time  of  such  engagement. 

".  .  .  and  push  it  in  one  direction  to  an  angular  posi- 
tion at  which  the  movement  of  said  rocker  is  arrested  by 
the  collision  of  said  means  and  the  oppositely  moving  other 
arm  of  said  rocker;  .  .  ."  This  is  a  further  descrip- 
tion of  the  action  of  the  tappet  with  respect  to  the  rocker. 
The  tappet  in  each  of  the  tuners  behaves  in  this  precise 
manner.  In  appellees'  tuners,  the  positions  illustrated  on 
the  insert  between  pages  50  and  Jl  are  in  each  case  the 
angular  position  at  which  the  movement  of  the  rocker, 
shown  in  green,  is  arrested  by  the  collision  of  the  tappet 
means  (red)  and  the  oppositely  moving  other  arm  of  said 
rocker  (the  first  arm  being  the  one  that  was  first  engaged). 

^'.  .  .  and  a  spring  for  holding  said  means  in  a 
normally  inoperative  position;"  This  is  spring  7Z  in  the 
patent  drawing  and  spring  13  in  the  other  tuners.  In 
each  case  the  function  of  the  spring  is  to  hold  the  tappet 
in  a  normally  inoperative  position  in  which  it  is  out  of 
engagement  with  the  rocker. 

".  .  .  said  rocker  constructed  so  as  to  admit  at  least 
a  portion  of  said  means  between  said  arms."  This  is  the 
opening  in  the  rocker  to  admit  a  portion  of  the  adjustable 
means  between  the  rocker  arms  so  that  the  axis  of  the  ad- 
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justable  means  may  become  coxial  with  the  axis  of  the 
rocker. 

That  is  all  of  claim  7.  It  clearly  does  not  include  either 
a  lever  nor  a  plunger  as  an  element  of  the  combination. 
Aside  from  the  spring,  it  calls  only  for  the  rocker  and  the 
tappet/  the  elements  shown  on  page  19  of  this  brief. 

All  of  the  elements  of  the  claim  are  thus  present  in  the 
plaintiffs'  tuners,  each  functioning  and  constructed  in  the 
prescribed  manner. 

Like  claim  7,  claim  8  does  not  include  the  manual  op- 
erating member  as  an  element  of  the  claim.  It  thus  calls 
for  neither  a  lever  nor  a  plunger  as  an  element  of  the 
combination.  The  difference  between  claims  7  and  8  is  in 
the  last  clause  and  in  the  additional  description  of  the 
rocker  in  the  qualifying  disclaimer  on  the  back  of  the 
patent.  The  last  clause  of  claim  8,  instead  of  mentioning 
the  opening  in  the  rocker,  specifies  that  the  axis  of  the 
adjustable  means  must  be  "substantially  co-axial  with  the 
axis  of  said  rocker  when  said  means  is  in  engagement  with 
both  of  said  arms"  (of  the  rocker). 

Claims  9,  10  and  11  are  substantially  the  same  as  claims 
7  and  8  excepting  that  claims  9,  10  and  11  include  a 
manual  operating  member.  These  claims  do  not  specify 
what  kind  of  a  member  this  must  be,  because  the  tappet 
and  the  rocker  do  the  real  work  of  the  combination,  and 
it  makes  no  difference  to  these  elements  whether  the  tap- 
pet is  moved  by  a  lever,  a  plunger,  a  wheel,  a  link,  a  pull- 
chain,  or  some  other  means. 


^The  term  "tappet"  is  seldom  used  in  the  industry.  This  element 
is  usually  referred  to  as  a  cam,  striker  plate  or  disc.  The  term 
"means  adjustably  movable  about  a  pivot"  has  more  significance 
than  any  of  these  shorter  terms,  especially  when  accompanied  by  a 
detailed  description  of  what  it  does,  as  in  claim  7. 
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When  all  of  the  elements  of  the  claims  at  issue  are 
present  in  the  accused  structure,  each  functioning  in  the 
manner  prescribed,  the  usual  criterion  for  infringement  is 
fully  met. 

In  the  Associated  case,  this  court  held  that  the  rocker 
and  tappet  of  the  accused  device  were  the  equivalents  of 
the  respective  corresponding  elements  of  the  tuner  shown 
in  the  patent,  but  it  said  that  if  the  reissue  claims  ''do 
not  include  levers,  the  claims  are  not  for  the  same  inven- 
tion as  the  original  patent  and  hence  are  invalid.  If  they 
do  include  levers,  the  claims  are  not  infringed,  for  the  ac- 
cused device  contains  no  lever.''  Despite  this  conclusion, 
the  court  nevertheless  recognized  that  the  claims  would 
still  be  infringed  if  the  plungers  were  equivalents  of  the 
levers.  So  the  court  considered  this  question,  but  ruled 
that  ''the  plungers  and  the  levers  are  not  equivalents.'' 

The  record  in  the  Associated  case  contained  no  prior 
art  tuner  patents  to  establish  that  plungers  and  levers 
were  well  known  equivalents  for  operating  automatic  tun- 
ing devices.  The  vastly  different  record  in  the  present 
case  contains  an  abundance  of  irrefutable  evidence  on  this 
score.  Whether  or  not  the  original  patent  defined  a  com- 
bination that  did  not  specify  a  lever  is  thus  superfluous, 
but  appellant  nevertheless  desires  to  double-clinch  his  case 
by  showing  that  the  original  patent  did  define  a  combina- 
tion in  which  a  lever  was  not  included. 

d.      The  Stated  Objects  as  Well  as  Original 
Claim  5  Described  the  Invention  Without 
Reference  to  Levers. 

When  the  original  patent  was  applied  for,  levers  and 
plungers  were  already  optional  equivalents  for  operating 
automatic  tuners  as  well  as  for  operating  a  wide  variety 
of  other  devices.  As  this  court  knows,  it  is  merely  re- 
quired that  a  patent  show  an  illustrative  embodiment  of  an 
invention.  The  doctrine  of  equivalents  automatically  ex- 
tends the  meaning  of  the  terms  of  the  claims  to  include 
the  mechanical  equivalents  of  the  forms  shown. 
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Fully  mindful  that  a  lever  was  only  one  alternative 
means  for  operating  his  combination,  the  patentee  used 
the  term  lever  m  his  specification  proper  only  when  he  was 
describing  the  specific  embodiment  shown.  [The  specifi- 
cation of  the  original  patent,  R.  Vol.  II,  p.  175,  is  identical 
to  that  of  the  reissue.]  In  all  other  parts  of  of  the  ex- 
planation of  his  invention  he  used  broad  terms.  Right 
in  the  objects  he  sought  to  preempt  his  right  to  any  kind 
of  a  manually  operable  member  by  referring  to  the  op- 
erating element  in  terms  so  broad  that  they  cannot  possibly 
be  construed  as  referring  just  to  a  lever.  On  page  1,  col- 
umn 1,  lines  19  and  20  of  the  original  patent  [R.  Vol. 
II,  p.  175],  the  term  is  ''a  simple  manually  operated  con- 
trol." In  the  same  column,  line  23,  the  reference  is  to 
"a  single  manual  operation."  This  same  term  recurs  in 
lines  28  and  29.  In  lines  31  and  32,  it  is  "a  definite 
manual  operation."  In  the  next  column,  line  8,  in  referring 
to  the  use  of  his  invention  for  tuning  in  both  sound  and 
television,  the  patentee  again  uses  the  term  "a  single 
manual  operation."  The  specification  then  begins  to  de- 
scribe the  specific  embodiment  illustrated. 

Nowhere  in  the  objects,  where  one  must  look  for  a 
patentee's  intentions,  do  we  find  any  reference  whatever 
to  a  lever.  The  terms  were  clearly  chosen  to  forestall  the 
possibility  of  anyone's  getting  the  idea  that  he  intended 
to  be  confined  to  any  specific  kind  of  a  manually  operable 
member. 

That  the  patentee  did  not  regard  any  particular  kind 
of  an  operating  member  as  essential,  is  definitely  shown 
by  original  claim  5  which  did  not  even  mention  any  kind 
of  an  operating  means  as  an  element  of  the  combination. 
Claim  5  was  confined  to  the  rocker,  the  tappet,  and  a 
spring  for  moving  the  tappet  to  an  inoperative  position. 
This  claim  was  directed  to  the  same  elements  as  re-issue 
claim  7,  analyzed  on  preceding  pages  of  this  brief.  Re- 
issue claim  7  describes  these  elements  in  greater  detail, 
but  the  operating  member  is  not  included  either  in  original 
claim  5  nor  in  reissue  claims  7  and  8. 
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Claim  5  of  the  original  patent  thus  set  forth  a  combina- 
tion that  did  not  include  a  lever.  But  in  quoting  the  claims 
and  arriving  at  the  statement  that  "No  leverless  combina- 
tion is  disclosed  or  claimed  in  the  original  patent"  (137  F. 
(2d)  at  p.  726),  the  court  omitted  claim  5,  explaining  in 
footnote  12  (at  p.  725) :  ''For  reasons  heretofore  stated, 
the  patent  is  construed  as  if  claim  5  had  never  been  in- 
cluded therein."  The  reason  given  for  its  omission  was 
that  this  claim  had  been  disclaimed  from  the  re-issued 
patent.  Although  it  has  already  been  shown  that  the  re- 
cited objects  gave  ample  evidence  that  any  kind  of  a 
manually  operable  member  was  contemplated,  appellant 
contends  that  claim  5  should  also  have  been  considered, 
and  that  in  construing  the  original  patent  for  determining 
the  patentee's  intent,  the  patent  should  have  been  construed 
just  as  it  actually  appeared  when  it  issued  from  the  Patent 
Office. 

As  indicated  in  footnote  7  of  this  court's  prior  decision, 
the  idea  of  omitting  claim  5  when  considering  the  original 
patent,  grew  out  of  the  Supreme  Court  decision  in  Al- 
toona  Puhlix  Theatres  v.  American  Tri-Ergon  Corp.,  294 
U.  S.  477,  491,  which  said  that  the  disclaimer  therein 
''speaks  from  the  date  of  the  original  patent."  The  dis- 
claimer there  discussed  was  a  qualifying  disclaimer  which 
did  not  disclaim  the  claim  in  its  entirety,  but  sought  to 
limit  its  scope.  The  Supreme  Court  merely  meant  that 
for  purposes  of  holding  an  infringer,  a  claim  must  be  con- 
sidered as  if  the  limitations  set  forth  in  a  limiting  dis- 
claimer had  been  in  the  claim  right  from  the  start.  Tt  is 
well  known  that  a  qualifying  disclaimer  does  not  merely 
apply  after  the  date  of  the  disclaimer,  but  that  its  limita- 
tions must  be  considered  even  when  applying  the  claim 
to  alleged  infringements  that  took  place  between  the  date 
of  the  patent  and  the  date  of  the  disclaimer.  This  Honor- 
able Court  followed  that  practice  when  applying  the  claims 
as  modified  by  a  disclaimer  in  Payne  Furnace  &  Sup- 
ply Co.,  Inc.,  V.  Williams-Wallace  Co.,  117  F.  (2d)  823. 
This  is  the  way  in  which  a  disclaimer  speaks  from  the 
date  of  the  original  patent. 
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The  patent  sued  upon  in  the  Altoona  case  was  not  a 
reissue  patent.  It  was  an  original  patent.  When  the  Su- 
preme Court  said  that  the  quaHfying  disclaimer  speaks 
from  the  date  of  the  original  patent,  it  consequently  re- 
ferred to  the  very  patent  to  which  it  was  attached.  A 
claim  appearing  in  an  original  patent,  regardless  of  what 
may  happen  to  it  thereafter,  can  without  question  be 
used  for  the  purpose  of  determining  what  the  patentee  in- 
tended to  claim.  The  Supreme  Court  never  said  anything 
to  controvert  this  obvious,  axiomatic  statement.  In  the 
Altoona  case,  the  Supreme  Court  decided  an  entirely  dif- 
ferent question. 

There  are  two  ways  of  getting  rid  of  an  invalid  claim: 
by  a  disclaimer,  or  by  a  reissue.  Patents  are  reissued  right 
along  without  some  of  the  original  claims;  in  fact,  all  of 
the  original  claims  are  frequently  dropped  and  the  patent 
reissued  with  an  entirely  different  set  of  claims.  If  the 
patentee's  intent  is  to  be  determined  solely  from  the 
original  claims  that  are  not  discarded,  then  an  original 
patent  all  of  whose  claims  are  dropped  must  be  construed 
as  indicating  that  the  patentee  never  intended  to  claim 
anything.  If  a  patentee's  intent  is  to  be  determined  from 
the  face  of  the  original  document,  as  the  rule  requires, 
then  that  face  must  be  considered  in  its  original  unaltered 
state.  Suppose  that  the  defendant  had  suspected  some- 
what earlier  that  his  claim  5  might  not  be  valid  and  that 
he  had  therefore  omitted  it  when  the  reissue  was  obtained. 
Clearly  the  claim  could  then  be  examined  for  evidence 
of  his  original  intent.  Why  is  it  of  any  less  value  for 
this  purpose  if  it  is  disclaimed  after  the  reissue? 

This  court's  interpretation  of  the  Altoona  decision 
creates  a  situation  in  which  a  patentee  cannot  disclaim  one 
of  his  original  broad  claims  from  a  reissue  patent  with- 
out retroactively  affecting  the  validity  of  the  reissue  itself. 
Surely  this  court  did  not  intend  to  render  an  opinion 
that  would  have  this  effect. 

Let  us  see  what  Leishman  actually  relinquished  through 
his  disclaimer  of  claim  5. 
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This  claim  was  broad  in  two  ways :  Inasmuch  as  it  was 
immaterial  what  kind  of  a  member  be  employed  to  impart 
motion  to  the  tappet,  claim  5  omitted  the  operating  mem- 
ber entirely  when  listing  the  elements  that  were  essential. 
In  this  respect  it  w^as  in  harmony  with  the  broad  objects 
as  set  forth  in  the  original  patent,  and  its  breadth  in  this 
regard  was  proper.  But  the  claim  was  also  very  broad  in 
its  description  of  the  rocker  and  the  movable  means  or 
tappet  that  engages  the  rocker. 

When  the  patent  was  reissued,  the  patentee  retained 
his  original  broad  claim  5,  which  was  directed  to  a  single 
rocker  and  the  tappet,  but  he  added  the  group  of  much 
narrower  claims  7  to  12.  Like  claim  5,  they  made  no 
mention  of  a  lever,  but  they  were  differentiated  from 
claim  5  by  the  recitation  of  structure  having  to  do  with 
the  coaxial  relationship  between  the  rocker  and  the  adjust- 
able positioning  means  in  the  completely  engaged  position. 
The  only  new  claims  in  the  reissue  patent  that  mentioned 
the  operating  member  at  all,  did  so  in  broad  terms  like 
those  which  the  patentee  used  in  setting  forth  his  intent 
in  the  objects  of  the  original  patent. 


ferorii 


Z.     <)      ) 

Coaxial  Noncoaxial 

Claim  5  was  broad  enough  to  include  both  of  these. 

Appellant  later  learned  that  claim  5  read  upon  a  device 
of  the  prior  art.  This  device  contained  a  rocker  and  a 
tappet,  and  claim  5  read  upon  it  because  this  claim  did  not 
set  forth  any  of  the  novel  structural  features  that  dis- 
tinguished Leishman's  coaxial  tappet  and  rocker  combina- 
tion from  the  prior  art.  The  claim  was  broad  enough  not 
only  to  include  the  type  of  rocker  and  tappet  set  forth  in 
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the  patent  specification  and  drawing,  but  also  to  include 
rocker  and  tappet  combinations  like  that  shown  at  the 
right  on  page  28,  in  which  there  is  no  provision  for  one 
of  these  members  to  rest  within  the  other  in  order  to  ob- 
tain the  advantages  of  substantial  coaxiality.  Claim  5  ac- 
cordingly had  to  be  disclaimed,  but  the  other  leverless 
claims — claims  7  to  11 — contained  the  necessary  limita- 
tions and  were  consequently  retained. 

The  disclaimer  of  claim  5  had  nothing  whatever  to  do 
with  the  fact  that  it  did  not  contain  a  lever.  If  the  patentee 
had  been  trying  to  disclaim  leverless  claims  he  would  have 
disclaimed  claims  7  to  11  also. 

The  effect  of  disclaiming  any  claim  is  merely  to  disclaim 
whatever  that  claim  sets  forth  that  is  in  excess  of  what 
is  set  forth  in  the  claims  that  are  retained.  The  disclaimer 
statute  Sec.  4917  (U.  S.  C,  title  35,  sec.  65),  says: 

''Whenever,  through  inadvertence,  accident,  or  mis- 
take, and  without  any  fraudulent  or  deceptive  inten- 
tion, a  patentee  has  claimed  more  than  that  of  which 
he  was  the  original  or  first  inventor  or  discoverer,  his 
patent  shall  be  valid  for  all  that  part  which  is  truly 
and  justly  his  own,  provided  the  same  is  a  material  or 
substantial  part  of  the  thing  patented.    .    .    ." 

In  disclaiming  claim  5,  the  patentee  thus  disclaimed  any 
combination  of  a  rocker  and  tappet  that  did  not  contain 
structure  set  forth  in  the  other  claims  that  were  retained 
— regardless  of  whether  the  tappet  is  moved  by  a  plunger 
or  a  lever  or  anything  else,  since  this  claim  did  not  men- 
tion the  operating  member  at  all.  Among  the  claims  re- 
tained, were  claims  7  to  11.  Of  these,  claims  7  and  8  do 
not  call  for  the  operating  means  as  an  element  of  the 
combination;  while  claims  9,  10  and  11  describe  this  mem- 
ber in  broad  terms  similar  to  those  used  in  the  objects 
of  the  original  patent. 

These  objects  in  the  original  patent  contained  no  limita- 
tion to  a  lever.  Original  claim  5  did  not  include  a  lever. 
The  patent  was  reissued  with  seven  leverless  claims.  After 
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the  disclaimer  of  claim  5,  the  reissue  patent  still  contains 
six  leverless  claims. 

In  their  inclusion  of  leverless  combinations,  the  original 
and  reissue  patents  have  thus  all  along  been  for  the  same 
invention.  This  is  manifest  on  the  faces  of  the  documents 
themselves  without  regard  to  any  of  the  new  evidence. 

e.      The  Requirements  With  Respect  to 
Eqivalents. 

After  expressing  the  conclusion  that  the  reissue  claims 
must  be  interpreted  as  including  levers  if  they  are  to  be 
for  the  same  invention  as  the  original  patent,  this  court 
in  the  Associated  decision  recognized  that  the  claims  would 
still  nevertheless  be  infringed  if  the  accused  tuner  con- 
tained the  equivalents  of  the  elements  in  appellant's  com- 
binations. It  accordingly  considered  whether  such  equiva- 
lents were  present. 

In  this  regard,  the  decision  said  at  page  727:  'Tt  (the 
Crosley  tuner)  has  a  rocker  which  is  the  equivalent  of  ap- 
pellant's rocker  48."  This  is  the  rocker  utilized  when  the 
tuner  is  to  be  used  for  radio  alone.  The  decision  next 
stated:  "It  has  no  rocker  54  nor  any  equivalent  thereof.'* 
Rocker  54  is  employed  when  the  tuner  is  used  also  to  tune 
in  television  programs.  Inasmuch  as  this  second  rocker  is 
not  included  as  an  element  in  any  of  the  claims  at  issue, 
the  fact  that  a  given  tuner  does  not  include  this  rocker  has 
no  bearing  upon  the  matter  of  the  infringement  of  these 
claims. 

The  court  next  said:  'It  (the  accused  tuner)  has  tap- 
pets each  of  which  is  the  equivalent  of  appellant's  tappet 
61."  This  is  the  tappet  that  cooperates  with  rocker  48  in 
the  claims  at  issue.  The  court  then  remarked :  'Tt  has  no 
tappet  62  nor  any  equivalent  thereof."  Like  the  second 
rocker,  this  second  tappet  is  only  employed  when  the  tuner 
is  used  for  a  dual  purpose.  This  second  rocker  is  not 
included  as  an  element  in  any  of  the  claims  at  issue,  and 
the  court  therefore  did  not  say  that  this  omission  had  any 
significance  to  the  issue  of  infringement. 
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Inasmuch  as  this  court  held  that  the  rocker  and  tappet 
of  the  Crosley  tuner  were  equivalents  of  the  correspond- 
ing elements  in  the  patent,  this  is  also  true  of  the  appellees' 
tuners,  for  it  has  already  been  pointed  out  that  appellees 
themselves  contend  that  their  devices  are  patentwise  the 
same  as  the  accused  tuner  in  the  Associated  case. 

Immediately  following  the  portion  last  quoted,  the  As- 
sociated decision  said:  ''It  [the  accused  tuner]  has  no 
lever  of  any  kind  or  character.  Its  tappets  are  operated 
(made  to  engage  the  rocker)  by  means  of  plungers.  The 
plungers  perform  a  part,  and  only  a  part,  of  the  function 
performed  by  appellant's  levers  F  and  66."  In  this  re- 
gard footnote  17  stated  that  appellant's  levers  also  oper- 
ated a  second  tappet,  and  that  the  latter  function  was 
not  performed  in  the  accused  device.  The  court  did  not 
say,  nor  could  it  have  done,  that  the  failure  of  the  plunger 
to  move  a  second  tappet  would  in  any  way  avoid  the  in- 
fringement of  a  claim  not  calling  for  a  second  tappet. 
The  court  rather  said:  'The  part  so  performed  is  not 
performed  in  the  same  way,  or  in  substantially  the  same 
way.  Hence  the  plungers  and  the  levers  are  not  equiva- 
lents." 

In  the  Associated  case,  there  was  nothing  in  the  record 
to  show  that  these  two  ways  of  moving  tappets  and  other 
objects  had  long  been  used  alternatively  in  the  art,  and 
that  they  were  therefore  equivalents.  Moreover,  the  briefs 
presented  in  that  case  in  behalf  of  the  manufacturer  were 
to  the  effect  that  the  plunger  method  of  operation  orig- 
inated with  the  Crosley  Corporation.  There  was  nothing 
in  the  record  to  prove  otherwise,  for  all  the  tuner  patents 
in  the  record  of  that  case  happened  to  show  only  levers 
as  operating  members.  The  court  accordingly  ruled  that 
moving  the  tappets  by  means  of  plungers  was  not  the 
equivalent  of  moving  them  by  levers. 

The  prior  art  patents  and  other  evidence  presented  in 
the  present  record  in  opposition  to  Plaintiffs'  Motion  for 
Summary  Judgment,  show  that  plungers  and  levers  were 
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long  known  as  mechanical  equivalents  in  the  art  and  that 
they  were  even  used  alternatively  for  the  specific  purpose 
of  moving  tappets. 

In  order  that  we  may  understand  the  significance  of  this 
new  evidence,  let  us  see  what  criteria  the  levers  and 
plungers  must  meet  to  be  considered  proper  substitutes 
— that  is,  full  and  complete  mechanical  equivalents  under 
the  law. 

The  doctrine  with  respect  to  equivalents  was  settled 
long  ago  in  the  Supreme  Court  case  of  Seymour  v,  Os- 
borne, 11  Wall.  (78  U.  S.)  516,  at  556,  20  L.  Ed.  33 
at  42,  wherein  the  Court  said: 

a*  ^  *  Mere  formal  alterations  in  a  combina- 
tion in  letters  patent,  however,  are  no  defence  to  the 
charge  of  infringement,  and  the  withdrawal  of  one 
ingredient  from  the  same  and  the  substitution  of  an- 
other which  was  well  known  at  the  date  of  the 
patent  as  a  proper  substitute  for  the  one  withdrawn, 
is  a  mere  formal  alteration  of  the  combination  if 
the  ingredient  substituted  performs  substantially  the 
same  function  as  the  one  imthdraum."  (Emphasis 
supplied.) 

In  the  instant  case,  the  function  of  the  lever  and  the 
function  of  the  plunger  are  not  merely  substantially  the 
same;  they  are  identical.  The  function  in  both  cases  is  to 
move  the  tappet.  The  question  then  becomes,  was  a 
plunger  ''well  known  at  the  date  of  the  patent  as  a  proper 
substitute"  for  a  lever. 

In  Imhaeu^er  v.  Buerk,  101  U.  S.  64?,  656,  25  L.  Ed. 
945,  the  Supreme  Court  reiterates  its  well-established 
doctrine  on  this  point,  as  follows: 

''Pressure  in  a  machine  may  be  produced  by  a 
spring  or  by  a  weight;  and  where  that  is  so,  the  one 
is  a  mechanical  equivalent  of  the  other.  Cases  arise 
also  where  a  rod  and  an  endless  chain  will  produce 
the  same  effect  in  a  machine;  and  where  that  is  so, 
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the  constructor  in  operating  under  the  patent  may 
substitute  the  one  for  the  other,  and  still  claim  the 
protection  which  the  patent  confers.  Exactly  the 
same  function  in  certain  cases  may  be  accomplished 
by  a  lever  or  by  a  screw;  and  where  that  is  so, 
the  substitution  of  the  one  for  the  other  cannot  be 
regarded  as  invention. 

"Patentees  of  an  invention  consisting  merely  of  a 
combination  of  old  ingredients  are  entitled  to  equiva- 
lents, by  which  is  meant  that  the  patent  in  respect 
to  each  of  the  respective  ingredients  comprising  the 
invention  covers  every  other  ingredient  which,  in  the 
same  arrangement  of  the  parts,  zvill  perform  the  same 
function,  if  it  was  well  known  as  a  proper  substitute 
for  the  one  described  in  the  specification  at  the  date 
of  the  patent.  Hence  it  follows  that  a  party  who 
merely  substitutes  another  old  ingredient  for  one 
of  the  ingredients  of  the  patented  combination  is  an 
infringer  if  the  substitute  performs  the  same  func- 
tion as  the  ingredient  for  which  it  is  so  substituted, 
and  it  appears  that  it  was  well  known  at  the  date 
of  the  patent  that  it  was  adaptable  to  that  use/' 
(Emphasis  added.) 

In  'Tatents,"  subtitled  ''A  Text-Book  Compilation  of 
the  Patent  Decisions  of  the  Supreme  Court  of  the  United 
States,"  written  by  Beirne  Stedman,  LL.  B.,  copyrighted 
in  1939  and  published  by  The  Michie  Co.,  Charlottesville, 
Virginia,  the  settled  doctrine  with  respect  to  when  one 
element  of  a  combination  is  the  equivalent  of  another  ele- 
ment, is  stated  as  follows  (section  194,  p.  478)  : 

"The  extent  to  which  either  the  inventor  of  a  de- 
vice or  of  an  entire  machine,  or  of  a  mere  combi- 
nation, can  invoke  the  aid  of  the  doctrine  of  equiva- 
lents, is  the  same,  except  that  a  combination  is  not  in- 
fringed unless  by  a  machine  containing  all  of  the 
material  ingredients  patented,  or  proper  substitutes 
for  one  or  more  of  such  ingredients,  well-known  to 
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be  such  at  the  time  when  the  patent  was  granted. 
Hence,  the  rule  that  the  use  of  less  than  all  of  the 
elements  of  a  combination  does  not  constitute  in- 
fringement is  subject  to  the  qualification  that  they 
must  not  be  used  in  connection  with  a  known  equiva- 
lent for  the  omitted  element.  By  an  equivalent  in 
such  a  case  it  is  meant  that  the  ingredient  substituted 
for  the  one  withdrawn  performs  the  same  function  as 
the  other,  and  that  it  was  well  known  at  the  date  of 
the  patent  securing  the  invention  as  a  proper  sub- 
stitute for  the  one  omitted  in  the  patented  combina- 
tion/'    (Emphasis  added.) 

f.  The  Present  Record  Proves  Appellees'  Plung- 
ers Are  the  Equivalent  of  the  Lever  Shown 
IN  the  Patent. 

These  controlling  decisions  of  the  Supreme  Court  and 
Stedman's  digest  of  all  Supreme  Court  decisions  on  this 
point,  are  very  clear  and  definite.  We  know  exactly  what 
requirements  the  plunger  must  meet  in  order  to  be  the 
equivalent  of  the  lever.  If  they  both  perform  the  func- 
tion with  which  we  are  here  concerned — that  of  moving 
the  tappet — and  it  was  well  known  when  the  patent  was 
granted  that  plungers  and  levers  could  both  be  used 
for  such  a  purpose,  then  they  are  equivalents. 

Now  let  us  see  if  the  evidence  shows  that  plungers 
and  levers  were  well  known  equivalents  for  such  uses 
when  the  patent  was  granted. 

Suppose  we  start  with  the  patent  right  at  the  top  of 
the  list  cited  by  the  plaintiffs  as  constituting  the  most 
pertinent  prior  art.  This  list  will  be  found  in  the  com- 
plaint [R.  Vol.  I,  p.  9].  The  first  patent  on  this  list  is 
No.  290,894,  issued  December  25,  1883,  to  Kettell.  A 
copy  of  this  patent  appears  in  the  books  of  exhibits  [R. 
Vol.  II,  p.  177].  This  patent  is  for  a  clock-setting  mech- 
anism, which,  like  the  re-issue  patent  in  suit,  is  con- 
cerned with  the  problem  of  rotating  a  shaft  to  a  definite 
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position.  Before  electrically  operated  clocks  came  into 
wide  use,  it  was  customary  to  equip  clocks  in  business 
institutions  with  an  arrangement  whereby  they  were  auto- 
matically set  to  the  correct  time  every  hour  by  means  of 
an  electrical  impulse  transmitted  over  wires.  The  West- 
ern Union  operated  such  a  service,  and  the  clocks  were 
all  set  by  an  impulse  transmitted  from  the  U.  S.  Naval 
Observatory  in  Washington.  In  Kettell's  clock,  as  shown 
on  the  first  page  of  his  drawings,  the  electrical  impulse 
causes  the  electro-magnet  K,  Fig.  1,  by  means  of  appro- 
priate intermediate  mechanism,  to  move  the  lever  E 
(shown  in  blue)  so  that  the  projections  or  tappets  (colored 
red)  that  extend  to  the  left  will  engage  the  rod  D 
(green),  causing  it  to  turn  to  the  position  shown  in 
dotted  lines.  Inasmuch  as  the  rod  D  is  connected  to  the 
minute  hand,  this  action  causes  the  minute  hand  to  point 
straight  up  to  XII.  Regarding  these  parts,  Kettell  says 
(p.  1,  lines  67  to  74) : 

''D  represents  a  diametrically-arranged  rod  secured 
to  or  passing  through  the  arbor  of  the  minute-hand, 
so  as  to  revolve  with  it. 

"E  is  a  vibrating  lever,  having  two  projecting  arms 
on  the  side  nearest  the  arbor  of  the  minute-hand, 
and  which  are  arranged  to  operate  the  rod  D  when 
it  is  necessary  to  set  the  clock." 

Fig.  2,  on  the  second  page  of  the  drawings,  shows  a 

plunger  ''a''    (colored   blue)    for  performing  exactly   the 

same  function  as  the  lever  shown  on  the  first  page.    This 

function  is  the  moving  of  the  tappets   (red)   to  turn  the 

minute  hand  to  the  straight  up  position  shown  in  dotted 

lines.     In  this  modification,  the  pins  /  on  the  disc  perform 

the   function  of   the   rod   D   in   the  previous   figure.     Of 

this  arrangement,  the  patent  says  on  page  2,  lines  81  to  83 : 

''a  represents  a  slide   [plunger]    working  in  ways  h, 

and  having  lateral  arms    [tappets]    similar  to  lever 

F,  Fig.   1    [obviously  this  should  be  the  lever  E,  be- 


cause  F  is  the  cam],  it  serving  the  same  purpose" 
(emphasis  added.) 

In  this  1883  Kettell  patent,  we  thus  have  levers  and 
plungers  ''serving  the  same  purpose,"  to  use  the  language 
of  the  patent  itself,  and  this  purpose  happens  to  be  the 
very  same  purpose  served  by  the  levers  and  plungers 
with  which  we  are  concerned  in  this  suit.  Kettell  uses 
either  levers  or  plungers  to  move  the  tappets  (the  projec- 
tions) that  engage  the  rocker  (the  rod  D  or  the  disc  g). 

Levers  and  plungers  were  thus  known  as  equivalents 
right  in  this  same  shaft-positioning  art  as  far  back  as 
1883,  and  the  patent  even  says  they  serve  the  same  pur- 
pose. For  at  least  53  years,  then,  levers  and  plungers 
have  been  known  equivalents  for  performing  such  func- 
tions as  those  with  which  we  are  here  concerned.  And  in 
the  case  of  Kettell,  the  levers  and  plungers  were  even 
used  to  move  tappets.      See     /n^ert  ^ 

This  Kettell  patent  was  not  in  the  record  of  the  Asso- 
ciated case. 

The  Peck  patent.  No.  1,865,704  [R.  Vol.  II,  p.  237] 
issued  July  5,  1932,  is  another  U.  S.  patent  that  shows 
the  use  of  plungers  for  performing  the  function  of  the 
levers  illustrated  in  appellant's  patent.  The  drawings 
of  the  Peck  automatic  radio  tuner  will  be  found  on  pages 
238  and  240  of  the  Book  of  Exhibits.  In  the  Peck  patent, 
as  in  that  of  Kettell,  both  plungers  and  levers  are  illus- 
trated right  in  the  drawings. 

When  Peck's  lever  50,  shown  in  blue  in  Fig.  3,  is  de- 
pressed, the  mechanism  moves  through  the  intermediate 
position  shown  in  Fig.  4  to  the  tuned-in  position  shown 
in  Fig.  5.  It  will  be  observed  that  two  links,  12  and  13, 
are  attached  to  opposite  sides  of  the  disk  11,  and  that 
the  opposite  ends  of  these  links  are  connected  respectively 
to  links  18  and  19.  The  lower  ends  of  the  latter  two 
links  are  both  pivoted  at  20  to  the  lever  40  which  moves 
as  a  unit  with  lever  50.  As  the  links  are  stretched  out 
in  response  to  the  downward  movement  of  the  operating 
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From  Kettell's  Fig.  1   (below) 


Moving  tappets  by  means  of 
plungers  with  guides,  is  the 
equivalent  of  moving  tappets 
by  means  of  levers  with  pivots. 
This  substitution  was  usetl  by 
Kettell  in  1883.  See  figures 
at  left. 


In  substituting  the  plunger  at  the 
left  for  the  lever  shown  below,  the 
infringer  merely  substituted  a  well 
known  mechanical  equivalent,  as 
shown  by  Kettell 

Infringement  is  not  averted  there- 
by.   See  78  U.  S.  516,  20  L.  Ed.  S3. 
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lever,  the  disk  11  and  shaft  10  are  turned  in  a  manner 
that  will  be  obvious  from  the  drawings.  When  the  parts 
have  reached  the  final  position  shown  in  Fig.  5,  the  posi- 
tion of  the  disk  will  always  be  the  same.  The  station  that 
will  then  be  tuned  in  will  depend  upon  the  angular  position 
of  the  disk  with  respect  to  the  shaft.  This  relative  angu- 
lar position  is  fixed  when  the  tuner  is  ''set"  or  adjusted 
so  that  each  of  the  series  of  operating  members  will  bring 
in  a  pre-determined  station.  Regarding  this  setting  oper- 
tion,  the  Peck  specification  says  (page  2  of  the  patent, 
lines  48  to  54) : 

'Tn  order  to  effect  a  positioning  of  the  shaft  at  any 
desired  angle,  adjustment  of  the  disk  11  with  respect 
to  the  shaft  10  is  permitted  by  mounting  the  disk 
11  for  free  rotation  thereon,  the  disk  11  being  locked 
to  the  shaft  at  any  desired  position  of  adjustment  by 
means  of  a  set  screw  25." 

Inasmuch  as  plungers  and  levers  were  well-known 
equivalents  for  transmitting  motion  to  various  parts  of  a 
mechanism  at  the  time  when  Peck's  specification  was  writ- 
ten, and  had  been  used  in  this  art  since  the  last  century, 
it  was  not  necessary  for  him  to  mention  that  his  ap- 
paratus could  be  operated  by  plungers.  He  merely  says 
(page  2  of  the  patent,  lines  69  to  76)  : 

''Various  expedients  may  be  adapted  to  cause  the 
downward  movement  of  the  pivot  20."  (It  will  be 
obvious  from  an  examination  of  Figs.  3,  4  and  5 
that  it  makes  utterly  no  difference  what  is  used  to 
move  the  pivot  20  downward.)  'Tn  Figure  2  the  pivot 
20  is  carried  on  the  armature  (plunger)  30  of  the 
solenoid  coil  31  so  that,  when  the  solenoid  is  ener- 
gized and  the  armature  30  drawn  therein  the  pivot 
20  is  pulled  downwardly,  effecting  the  actions  hereto- 
fore described."  (Emphasis  and  parenthetical  ex- 
planations added) 
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On  page  3,  lines  4,  5  and  6,  Peck  makes  another  brief 
reference  to  this  arrangement,  as  follows : 

''As  an  alternative  for  the  manually  actuated  keys, 
the  electrically  actuated  mechanisms  as  shown  in  Fig- 
ure 2  may  be  adopted." 

In  the  instant  case,  appellees'  use  of  a  plunger  instead 
of  a  lever  was  the  mere  substitution  of  one  well-known 
mechanical  equivalent  for  the  other  in  the  same  manner 
and  for  the  same  purpose  illustrated  in  the  Peck  patent. 
This  is  graphically  shown  on  page  39  of  this  brief,  where 
Peck's  Figs.  3,  5  and  2  have  been  reproduced.  In  Peck's 
device,  the  pivot  20  is  alternatively  placed  on  a  lever 
(Fig.  3)  or  a  plunger  (Fig.  2),  in  accordance  with  his 
statement  that  "Various  expedients  may  be  adopted  to 
cause  the  downward  movement  of  the  pivot  20". 

In  the  device  of  the  reissue  patent  in  suit,  as  shown  on 
page  15  hereof,  the  tappet  61  is  pivoted  on  the  extension 
57  of  the  lever  F  by  means  of  a  pin  60.  The  reprint 
from  Plaintiffs'  Exhibit  3  shows  the  tappet  8  of  the  ac- 
cused device  pivoted  on  the  plunger  by  means  of  the  pin 
or  rivet  9.  In  one  case  the  tappet  is  moved  by  a  lever, 
and  in  the  other  case  the  tappet  is  moved  by  a  plunger. 
The  function  is  thus  identical  in  both  instances. 

The  Peck  patent  was  not  in  record  of  the  Associated 
case. 

For  another  illustration  of  the  well-known  equivalency 
of  levers  and  plungers  for  the  purposes  with  which  we 
are  concerned,  let  us  take  the  Danish  patent  No.  52,047, 
issued  August  11,  1936,  to  the  N.  V.  Philip's  Glowlamp 
Factory.  A  copy  of  this  patent,  certified  by  the  U.  S. 
Patent  Office,  is  present  in  the  Book  of  Exhibits  on  pages 
253,  254  and  255,  and  a  certified  translation  will  be  found 
in  the  Book  of  Exhibits  on  pages  247  to  252,  inclusive. 

Figures  1  and  2  from  this  Danish  patent  are  repro- 
duced on  the  insert  between  pages  42  and  43,  together 
with  an  additional  figure  showing  a  modification  described 
in  the  Danish  patent  but  not  shown  in  the  drawings. 
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V\^,%.  2.  3  and  5  from  the  1932  Peck  Patent. 
show  the  substitution  of  a  pUinger  in  Pip.  2 
for  the  lever  in  Figs.  3  and  5. 

Similarly,  the  Appellees  merely  substituted 
a  plunger  for  a  lever  in  Appellant's  combina- 
tion. 

"A  party  who  merely  substitutes  another  old 
ingredient  for  one  of  the  ingredients  of  the 
patented,  combination  is  an  infringer,  if  it 
appears  that  it  was  well  known  at  the  date  of 
the  patent  that  it  was  adaptable  to  that  use," 
101  U.  S.  647,  655. 


Beginning  at  the  bottom  of  page  248  of  Volume  II 
of  the  record,  the  translation  describes  the  construction 
and  operation  of  the  Danish  tuner  as  follows: 

''In  the  working  plan  shown  in  Fig.  1,  a  number 
of  curved  discs  are  placed  upon  the  shaft  which  is  to 
be  adjusted;  for  simplicity's  sake  only  one  is  shown 
in  the  drawing.  Each  of  the  curved  discs  cooperates 
with  a  plunnger  3,  disposed  in  the  plane  of  the  disc 
which  is  at  right  angles  to  the  shaft  1,  the  plunger 
being  guided  in  a  stationary  member  5.  On  the  end 
of  plunger  3  is  placed  a  button  6;  when  this  button 
6  is  pressed,  the  plunger  is  shifted;  and  a  spring  7, 
placed  between  this  button  6  and  the  stationary  mem- 
ber or  frame  5,  serves  the  purpose  of  bringing  plunger 
3  back  to  rest  position  when  the  button  6  is  released. 
The  periphery  of  the  curved  disc  2  is  so  formed 
that  whenever  a  roller  3a,  or  something  similar,  is 
placed  on  the  end  of  the  plunger,  it  collides  with  the 
curved  disc  and  creates  a  force,  or  moment,  that 
causes  shaft  1  to  turn.  Any  form  of  periphery  which 
satisfies  this  condition  may  be  utilized." 

******** 

"In  this  working  plan,  shaft  1  will  by  each  ad- 
justment always  be  turned  in  the  same  direction.  If 
this  is  not  necessary,  a  purposely  heart-shaped  form, 
as  shown  in  figure  2,  can  be  used  instead  of  the 
spiral-shaped  periphery  of  the  curved  disc. 

'In  the  figures  2  and  3  there  is  shown  a  shaft  1, 
which  is  to  be  adjusted,  and  a  number  of  heart- 
shaped  curved  discs  2.  Cooperating  with  these 
curved  discs  are  a  number  of  levers  4  which  are  ad- 
vantageously located  on  a  common  shaft  9  which  is 
parallel  to  shaft  1.  The  free  ends  of  the  levers  are 
linked  with  plungers  3  which  can  be  moved  down 
in  frame  5  by  means  of  the  buttons  placed  on  their 
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upper  ends.  The  return  movement  occurs  as  in  the 
working  plan  shown  in  figure  1  by  means  of  springs 
7.  When  one  of  the  plungers  3  is  moved  downward, 
it  will  cause  the  lever  4,  which  is  connected  there- 
to, to  be  turned  around  shaft  9,  until  it  is  tangential 
with  the  corresponding  curved  disc  2  and  thereby 
turn  it  and  shaft  1  to  a  predetermined  position  which, 
in  the  form  shown,  is  determined  by  lever  4  touching 
the  curved  disc  at  two  points." 

The  second  of  these  three  paragraphs  quoted  from  the 
Danish  translation,  says  that  heart-shaped  discs  may  be 
used  in  the  device  of  Fig.  1  instead  of  the  spiral  shaped 
type  when  it  is  not  necessary  that  the  shaft  always  be 
turned  in  the  same  direction.  If  such  a  heart-shaped  disc 
is  used  in  the  device  of  Fig.  1,  we  will  have  the  ar- 
rangement shown  at  the  left  of  Fig.  1  on  the  insert  be- 
tween pages  42  and  43.  The  difference  between  this  form 
and  the  form  shown  in  Fig.  2,  lies  only  in  the  fact  that  the 
roller  3a  (acting  as  a  tappet,  and  shown  in  red)  is  pivoted 
to  a  plunger  (blue)  in  the  figure  at  the  left,  and  to  a 
projection  on  the  lever  (blue)  in  Fig.  2. 

The  substitution  illustrated  and  described  in  the  Dan- 
ish patent  is  precisely  the  same  substitution  of  a  well- 
known  mechanical  equivalent  that  appellees  have  made  in 
appellant's  structure.  The  Danish  patent  teaches  that  a 
tappet  can  be  mounted  either  on  a  lever  or  a  plunger  to 
operate  an  automatic  tuner.  Appellees  have  made  this 
same  substitution  by  mounting  their  tappet  upon  a  plunger 
instead  of  a  lever  as  shown  in  appellant's  patent. 

The  Danish  patent  was  not  in  the  record  of  the  Asso- 
ciated case. 

The  three  patents  already  discussed  proved  beyond  any 
doubt  that  it  was  well  known  in  this  art  when  appellant's 
patent  was  granted,  that  plungers  could  be  used  as  sub- 
stitutes for  levers  in  the  operation  of  automatic  tuners, 
and  even  for  the  specific  purpose  of  moving  tappets.  The 
Supreme  Court  has  repeatedly  said,  and  never  rendere-d  a 
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decision  to  the  contrary,  that  infringement  cannnot  be 
avoided  by  omitting  one  element  from  a  patented  combi- 
nation and  substituting  another  that  was  well  known  as  a 
proper  substitute  when  the  patent  was  granted.  (See 
quotations  from  the  Supreme  Court  and  from  Patents  by 
Stedman  on  pages  32,  33  and  34  of  this  brief.) 

Various  other  examples  of  the  use  of  plungers  for  oper- 
ating automatic  tuners  will  be  found  in  the  prior  art 
patents  in  the  Book  of  Exhibits. 

The  Bast  patent,  in  Vol.  II,  pages  186,  et  seq.,  was 
issued  in  1928.  As  will  be  seen  in  Fig.  2,  page  186,  it 
used  a  single  plunger,  12,  colored  blue,  which  had  an  end 
that  served  as  a  tappet.  Different  stations  could  be 
tuned  in  by  pushing  this  plunger  into  the  various  holes 
12  so  as  to  engage  the  rockers  6. 

The  Bast  patent  was  not  in  the  record  of  the  Associated 
case.  Aside  from  Leishman's  own  patents,  the  Exhibits 
in  that  action  contained  only  three  automatic  tuner  pat- 
ents. These  were  the  Schaefer,  Flaherty  and  Mar- 
schalk  patents  in  the  then  Defendant's  Exhibit  J.  All  of 
these  were  operated  by  levers.  Inasmuch  as  a  court  can 
take  judicial  knowledge  of  its  own  records,  it  might  be 
pertinent  to  state  that  these  prior  art  tuner  patents  in  the 
Associated  case  will  be  found  in  that  record  in  Volume 
III,  pages  585,  605  and  639  respectively. 

On  page  190  of  the  present  Book  of  Exhibits,  the 
court  will  find  another  patent  describing  a  prior  art  tuner 
that  was  operated  by  plungers.  This  patent  issued  to 
Marvin  in  1929.  It  employed  a  series  of  plungers  2,  3, 
4,  5,  6  and  7 — one  for  each  station. 

The  British  patent  to  Freytag,  beginning  on  page  201 
of  Volume  II,  shows  a  whole  series  of  operating  plung- 
ers in  Fig.  3  at  the  lower  left  of  page  204.  Many  other 
plungers,  identified  by  the  numeral  15,  appear  in  other 
figures. 

The  court  did  not  have  the  benefit  of  this  Freytag  pat- 
ent when  the  Associated  decision  was  rendered. 


Figure  drawn  according 
to  modifications  explained  in 
Danish  Patent  No.  52,047. 


Figs.  1  and  2  from  Danish  Patent  No.  52,047, 
issued  Aug.   11,  1936. 


Fig.  2,  left,  from  Danish  Tuner  Patent 
No.  52,047,  shows  the  roller  (red)  mounted 
upon  a  lever,  while  Fig.  1,  from  the  same 
patent,  shows  the  roller  3a  mounted  upon  a 
plunger. 


Figs.  1  and  2  from  the 
Danish  Patent,  reproduced 
above,  show  that  it  was 
known  in  1936  that  a  plun- 
ger could  be  substituted  for 
a  lever  in  an  automatic  tun- 
ing mechanism. 
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Appellees'  coa.xial  rocker  and  tappet  combination  (left)  is  the  equivalent 
of  Appellant's  coaxial  rocker  and  tappet  combination  (right). 

Operating  this  combination  by  a  plunger  instead  of  a  lever  does  not  avoid 


] 
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The  Gerdes  patent  [R.  Vol.  II,  p.  208]  did  not  dis- 
close an  automatic  tuning  device,  but,  like  the  patent  in 
suit,  is  dealt  with  the  problem  of  turning  rotatable  shafts 
to  predetermined  angular  positions.  The  Gerdes  patent 
was  issued  in  1902.  Each  of  the  plungers  8,  Fig.  1, 
carried  a  tappet  10,  Fig.  2.  This  patent  was  not  in  the 
record  of  the  Associated  case. 

Pages  223,  224  and  225  of  the  record  herein  are  re- 
productions of  a  certified  copy  of  a  German  patent  is- 
sued to  the  internationally  known  firm  of  Siemens  & 
Halske.  It  is  preceded  in  the  record  by  a  certified  trans- 
lation, beginning  on  page  218.  This  patent,  issued  in 
1926,  was  concerned  with  the  same  problem  presented  in 
automatic  tuners — the  problem  of  turning  rotatable  shafts 
to  predetermined  angular  positions.  As  in  the  Kettell 
device,  previously  described,  the  German  instrument  was 
used  for  setting  clocks.  The  complete  plunger  will  be 
seen  in  the  lower  figure  on  page  225.  The  operation 
of  the  device  will  doubtless  be  clear  from  the  eight  upper 
figures.  Each  plunger  carries  two  tappets  2  and  3.  This 
German  device  thus  affords  another  example  of  the  well- 
known  use  of  plungers  for  moving  tappets  and  positioning 
shafts  before  the  patent  at  issue  was  granted.  The  court 
did  not  have  the  benefit  of  this  patent  when  it  rendered 
the  Associated  decision. 

The  Jacke  Patent,  page  228  of  the  Book  of  Exhibits, 
was  issued  to  the  Philco  Corporation  in  1942  on  an  ap- 
plication filed  in  1928.  Its  operating  plungers  11  can  be 
clearly  seen  in  Figs.  1,  2  and  3.  This  patent  was  not  in 
the  record  of  the  Associated  case. 

In  addition  to  the  above  patents,  the  present  record 
contains  sixteen  other  exhibits  showing  the  alternative 
use  of  plungers  and  levers  for  operating  well  known  de- 
vices and  instruments.  These  are  consecutively  numbered 
from  la  to  16b  and  are  attached  together  in  one  docu- 
ment according  to  the  stipulation  approved  on  page  166 
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of  Volume  I  of  the  Record.  The  affidavit  of  LeRoy  J. 
Leishman  [R.  Vol.  I,  p.  46]  certifies  that  all  of  the  things 
shown  in  these  sixteen  exhibits  were  in  existence  before 
February  15,  1938,  which  was  the  issuing  date  of  original 
Patent  No.  2,108,538  that  was  reissued  as  the  patent  in 
suit. 

The  evidence  herein  presented  proves  beyond  any  pos- 
sibility of  refutation  that  appellees'  plungers  are  the 
equivalents  of  the  levers  of  the  reissue  patent,  according 
to  the  formula  for  mechanical  equivalents  laid  down  by 
the  Supreme  Court  and  discussed  on  pages  32,  33  and  34 
of  this  brief.  To  reiterate  one  sentence  of  the  Supreme 
Court  decision  in  the  Seymour  v.  Osborne  case,  supra: 

''Mere  formal  alterations  in  a  combination  in  let- 
ters patent,  however,  are  no  defence  to  the  charge 
of  infringement,  and  the  withdrawal  of  one  ingredi- 
ent from  the  same  and  the  substitution  of  another 
which  was  well  known  at  the  date  of  the  patent  as 
a  proper  substitute  for  the  one  withdrawn,  is  a  mere 
formal  alteration  of  the  combination  if  the  ingredient 
substituted  performs  substantially  the  same  function 
as  the  one  withdrawn." 

Inasmuch  as  appellees'  plunger  performs  not  merely 
''substantially  the  same  function,"  but  identically  the  same 
function,  and  was  well  known  as  a  proper  substitute 
for  the  lever  described  in  the  specification  at  the  date  of 
the  patent,  the  plunger  is  thus  a  proper  substitute,  or  the 
mechanical  equivalent,  of  the  lever.  This  is  not  a  matter 
of  opinion.  It  is  a  fact;  but  a  fact  that  zvas  not  shown 
in  the  record  before  this  Circuit  Court  of  Appeals  when 
its  decision  zvas  rendered  in  the  previous  case.  In  the 
light  of  this  newly  presented  evidence,  the  former  de- 
cision regarding  the  plunger  and  the  lever  is  no  longer 
controlling;  and  no  possible  holding  can  now  be  made, 
consistent  with  this  evidence,  excepting  that  the  plunger 
is  the  equivalent  of  the  lever. 


"That  Which  Is  Common  and  Well  Known  Is  as  If 
It  Were  Written  Out  in  the  Patent  and  Delineated 
in  the  Drawings,"  Says  the  Supreme  Court. 

The  new  evidence  presented  is  significant  to  the  matter 
of  infringement  in  yet  another  way.  In  Carnegie  Steel 
Co.  V.  Cambria  Iron  Co.,  185  U.  S.  403,  at  page  437, 
the  Supreme  Court  said: 

''*  *  *  The  specification  of  the  patent  is  not  ad- 
dressed to  lawyers,  or  even  to  the  public  generally, 
but  to  the  manufacturers  of  steel,  and  any  descrip- 
tion which  is  sufficient  to  apprise  them  in  the  lan- 
guage of  the  art  of  the  definite  feature  of  the  in- 
vention, and  to  serve  as  a  warning  to  others  of  what 
the  patent  claims  as  a  monopoly,  is  sufficiently  definite 
to  sustain  the  patent.  He  may  assume  that  what 
was  already  known  in  the  art  of  manufacturing  steel 
was  known  to  them,  and,  as  observed  by  Mr.  Justice 
Bradley,  in  Webster  Loom  Co.  v.  Higgins,  105  U.  S. 
580,  586,  'He  may  begin  at  the  point  where  his  in- 
vention begins,  and  describe  what  he  has  made,  that 
is  new,  and  what  it  replaces  of  the  old.  That  which 
is  common  and  well  known  is  as  if  it  were  written 
out  in  the  patent  and  delineated  in  the  drawings/ '' 
(Emphasis  added.) 

Inasmuch  as  we  have  shown  that  plungers  and  levers 
were  well  known  equivalents,  the  appellant's  patent  must 
consequently  be  considered  as  if  the  use  of  a  plunger  for 
moving  the  tappet  "were  written  out  in  the  patent  and 
delineated  in  the  drawings."  Appellees  can  thus  not  pos- 
sibly escape  the  charge  of  infringement  on  the  ground 
that  they  have  used  a  plunger  instead  of  a  lever  for 
moving  the  tappet. 

All  the  additional  evidence  now  presented,  and  which 
was  not  before  the  Circuit  Court  of  Appeals  when  it 
rendered  the  previous  opinion,  even  changes  the  inter- 
pretation that  is  to  be  placed  upon  the  original  patent. 
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The  Supreme  Court  doctrine  that  "that  which  is  com- 
mon and  well  known  is  as  if  it  were  written  out  in  the 
patent  and  delineated  in  the  drawings/'  of  course  applies 
to  the  original  patent  as  well  as  to  the  reissue;  and  it 
can  therefore  no  longer  be  held  that  the  disclaimer  of 
claim  5  from  the  reissue  had  the  effect  of  removing  the 
evidence  that  levers  are  not  required;  for  even  if  the 
Circuit  Court  was  correct  in  disregarding  claim  5,  the 
patent  itself  must  be  construed  as  if  the  use  of  a  plunger 
for  moving  the  tappet  ''were  written  out  in  the  patent  and 
delineated  in  the  drawings.'' 

Not  only  is  this  doctrine  the  law  of  the  land,  it  is  just 
plain  common  sense  that  necessarily  underlies  patents 
generally.  If  every  patent  had  to  illustrate  and  describe 
every  known  equivalent  for  each  of  the  elements  of  each 
of  the  claims,  all  patents  would  be  twice  or  three  times 
their  present  length  and  many  would  comprise  volumes. 

A  Former  Decision  Is  Stare  Decisis  as  Far  as  the 
Evidence  Is  the  Same;  But  Where  the  Evidence 
Is  Different,  a  New  Decision  Must  Be  Rendered. 

It  is  of  course  unnecessary  to  cite  decisions  to  the  ef- 
fect that  the  opinion  of  this  court  in  -the  earlier  case 
should  be  followed  on  matters  regarding  which  the  facts 
and  the  record  are  substantially  the  same,  as  we  find  in 
the  instant  action  with  respect  to  the  rockers  and  tappets. 
It  may  be  well,  however,  to  cite  cases  dealing  with  the 
proposition  that  on  matters  on  which  the  evidence  is 
different,  as  regards  the  equivalency  of  the  levers  and 
plungers,  a  new  decision  must  be  rendered  on  the  basis 
of  the  new  evidence.  The  Second  Circuit  Court  of  Ap- 
peals, in  dealing  with  new  evidence,  said: 

'The  plaintiff  has  appealed  from  a  judgment  dis- 
missing its  complaint  with  respect  to  a  charge  of 
infringement  of  Design  Patent  No.  125,540.  By 
amended  answer  the  defendant  set  up  that  the  patent 


had  been  held  invalid  by  this  court  in  the  case  of 
Gold  Seal  Importers  v.  Morris  White  Fashions,  2 
Cir.,  124  F.  2d  141,  and  moved  for  judgment  on 
the  pleadings.  The  motion  was  granted  on  the 
ground  that  the  validity  of  the  patent  had  been  de- 
cided adversely  to  the  plaintiff  in  that  case.  But 
obviously  that  decision  cannot  be  pleaded  as  res 
judicata  in  a  suit  against  a  different  infringer  not 
in  privity  with  Morris  White  Fashions.  Nor  is  it 
a  precedent  which  the  district  coiart  was  hound  to 
follow,  unless  the  evidence  pertinent  to  the  issue  of 
validity  is  the  same  in  both  cases/'  (Emphasis 
added.)  Gold  Seal  Importers,  Inc.,  v,  Westerm^n- 
Rosenberg,  Inc.,  133  F.  2d  192,  C.  C.  A.  2. 

Because  of  the  presence  of  new  evidence  in  the  fore- 
going case,  the  very  Circuit  Court  that  had  rendered  the 
previous  opinion  remanded  the  case  to  the  District  Court 
for  a  determination  of  the  issue  on  the  basis  of  the  new 
evidence.  In  the  instant  case,  the  new  evidence  is  in- 
controvertible and  this  court  should  therefore  render  a 
new  decision  in  conformity  therewith. 

Neither  the  Circuit  Court  of  Appeals  nor  the  Supreme 
Court  considered  even  a  former  decision  of  the  Supreme 
Court  itself  to  be  binding  with  respect  to  the  same  patent 
when  new  evidence  was  introduced  and  one  of  the  liti- 
gants was  different.     Said  the  Supreme  Court: 

"In  Smith  V.  Snow  (1935)  294  U.  S.  1,  55  S.  Ct. 
279,  79  L.  Ed.  721,  we  held  the  patent  valid  and 
infringed.  BiM  in  that  case  the  Hastings  prior  use 
was  not  presented  or  considered.  *  *  * 

"The  decrees  of  the  District  Courts  rejecting  the 
defense  were  reversed  by  the  Court  of  Appeals  for 
the  Second  Circuit,  Smith  v.  Hall,  83  F.  (2d)  217, 
Smith  V.  James  Mfg.  Co.,  83  F.  (2d)  221,  which 
found  prior  use  by  Hastings."  (Emphasis  added.) 
Smith  V.  Hall  ct  al.,  Same  v.  lames  Mfg.  Co.  et  aL, 
301  U.  S.  216  at  218,  57  S.  Ct.  711  at  712. 
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Each  of  the  three  District  Courts  mentioned  in  the  two 
cases  above  quoted,  were  held  to  be  wrong  in  following  a 
decision  of  a  Circuit  Court  of  Appeals  or  even  of  the 
Supreme  Court  when  new  evidence  was  presented  with 
respect  to  the  same  patent.  A  single  new  item  of  perti- 
nent evidence  in  the  two  Smith  cases  was  sufficient  to 
cause  the  Supreme  Court  to  affirm  the  Circuit  Court  in 
its  new  decision  which  was  at  variance  with  the  one 
rendered  by  the  Supreme  Court  in  the  previous  case  in 
which  this  single  item  of  evidence  'Svas  not  presented  or 
considered,"  as  the  Supreme  Court  put  it. 

In  the  instant  case,  appellant  has  presented  not  a  mere 
single  item  of  new  evidence,  but  numerous  items,  each 
of  which  is  alone  sufficient  to  prove  that  levers  and  plun- 
gers were  known  equivalents  when  the  original  and  re- 
issue patents  were  issued,  and  moreover,  that  they  were 
known  equivalents  in  this  very  art.  The  Circuit  Court's 
previous  opinion  regarding  the  patent  here  at  issue  must 
therefore  be  modified  with  respect  to  the  plungers  in  the 
accused   devices. 

Claims  7  and  8,  which  did  not  include  the  operating 
member,  have  already  been  applied  to  the  accused  tuners. 
Now  that  it  has  been  established  that  plungers  were 
known  as  operating  members  when  the  patent  was  grant- 
ed, it  may  be  well  also  to  apply  the  other  claims  to  ap- 
pellees' devices. 

Claim  9  reads:  ''In  a  mechanism  for  angularly  posi- 
tioning a  control  of  a  radio  device,  a  combination  includ- 
ing: .  .  ."  The  plaintiffs'  tuners  obviously  qualify  as 
mechanisms  of  the  type  described  in  this  preamble. 

''.  .  .  a  rotatable  rocker  comprising  two  shoulders  lying 
on  opposite  sides  of  the  axis  of  said  rocker;  .  .  ."  These 
shoulders  are  the  opposite  sides  of  the  rocker  shown  in 
green  in  the  various  figures  of  plaintiffs'  devices.  This 
element  in  the  Crosley  tuner  in  the  Associated  case  was 
held  by  this  court  to  be  the  equivalent  of  the  correspond- 


ing  element  of   the  patent.     Appellees   admit  that  their 
tuners  are  like  the  Crosley  tuner,  (^^^e  /M^et^t   <y  fier 

".  .  .  and  a  manually  movable  operating  means  com- 
prising an  adjustably  mounted  positioning  element  .  .   ."  , 
This  means  is  the  subassembly  consisting  of  the  plunger 
and  the  adjustably  mounted  positioning  element  or  tap- 
pet 10.^ 

In  the  qualifying  disclaimer  printed  on  the  back  of  the 
patent  [R.  Vol.  II,  p.  172]  the  adjustably  mounted  posi- 
tioning element  is  further  described  as  "so  adjustably 
mounted  that  it  may  be  fixed  and  maintained  in  its  ad- 
justed position  irrespective  of  repeated  operations  of  said 
operating  means."  This  is  the  obvious  reason  for  the 
adjustable  mounting  of  the  positioning  element  in  the 
appellant's  tuner  as  well  as  in  those  manufactured  by 
appellees. 

''.  .  .  adapted  upon  movement  of  said  means  in  one 
direction  to  engage  one  shoulder  of  said  rocker  and  rotate 
said  rocker  to  a  position  at  which  the  movement  of  said 
element  is  arrested  by  the  collision  of  said  element  and 
the  oppositely  moving  other  shoulder  of  said  rocker;" 
This  is  a  further  description  of  the  positioning  element, 
or  tappet.  Inasmuch  as  appellees  allege  that  their  tuners 
are  the  same  as  the  Crosley  tuner  whose  tappet  was  held 
to  be  the  equivalent  of  the  tappet  in  the  reissue  patent,  it 
follows  that  appellees'  tappets  are  also  responsive  to  de- 
fendant's claims. 

".  .  .  said  rocker  constructed  to  permit  at  least  a  portion 
of  said  means  to  pass  beyond  a  line  connecting  the  points 
on  said  shoulders  at  which  the  shoulders  are  contacted  by 


^In  the  footnote  on  page  23  of  this  brief,  it  was  pointed  out 
that  the  term  "tappet"  is  seldom  used  in  the  industry,  and  that  this 
element  is  usually  referred  to  as  a  cam,  striker  plate  or  disc.  Ap- 
pellant believes  that  the  term  "adjustably  mounted  positioning  ele- 
ment" is  far  more  accurate  and  descriptive  than  any  of  these  other 
terms,  because  this  element  positions  the  rocker  and  it  must  be 
cidjustably  mounted. 
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said  means.''  This  is  additional  description  of  the  rocker. 
It  has  already  been  established  that  appellees'  rockers  are 
equivalents  of  the  rocker  of  the  patent. 

Claim  10.  ''In  a  mechanism  for  angularly  positioning 
a  control  of  a  radio  device,  a  combination  including:  a 
rotatable  rocker  comprising  two  shoulders  lying  on  op- 
posite sides  of  the  axis  of  said  rocker;  .  .  ."  This  part 
of  claim  10  is  the  same  as  the  first  part  of  claim  9, 
which  has  already  been  applied  to  appellees'  tuners. 

"...  a  manually  movable  operating  member;"  Ap- 
pellees' tuners  obviously  contain  a  manually  movable  op- 
erating member.  It  has  been  shown  that  appellees'  plungers 
are  proper  substitutes  for  the  levers  shown  in  the  patent, 
and  that  they  were  well  known  as  such  before  the  date  of 
the  patent. 

The  balance  of  claim  10  describes  the  rocker  and  tap- 
pet. These  need  not  be  discussed,  because  appellees'  en- 
tire structures  are  admitted  to  be  the  same  as  the  Crosley 
tuner  in  which  this  court  held  the  rocker  and  tappet  to 
be  equivalents  of  those  shown  in  the  patent  in  suit.  The 
qualifying  disclaimer  qualifies  the  adjustable  mounting  in 
the  same  way  as  in  claim  9. 

Claim  11  is  substantially  like  claims  9  and  10  excepting 
for  the  fact  that  it  calls  for  an  additional  element,  the 
"means  operable  from  the  external  end  of  said  member 
for  holding  said  element  in  adjusted  position."  This  is 
the  screw  identified  in  Plaintiffs'  Exhibits  1  and  3  by  the 
numeral  15  [R.  Vol.  I,  pp.  12,  13].  It  is  obviously  operable 
from  the  external  end  of  the  plunger  member. 

Like  claim  7,  claim  11  is  not  modified  by  a  qualifying 
disclaimer. 

All  the  claims  at  issue  are  manifestly  infringed.^ 


^The  U.  S.  District  Court  for  the  Western  District  of  Oklahoma 
rendered  its  decision  in  the  aforesaid  Oklahoma  case  after  a  full 
trial  at  which  appellant  presented  the  same  ten  prior  art  patents 
and   16  other  exhibits  that  are  a  part  of  the  instant  record.     The 
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Above,  drawing  of  appellet 
General  Instrument  Corpora- 
tion tuner  from  the  complaint. 
R.  Vol.  I,  p.   13. 

Bottom  center,  drawing  of 
Crosley  tuner  from  the  com- 
plaint herein,  R.  Vol.  1,  p.  14. 
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said  means."    This  is  additional  description  of  the  rocker. 
It  has  already  been  established  that  appellees'  rockers  are 
equivalents  of  the  rocker  of  the  patent. 

Claim  10.  ''In  a  mechanism  for  angularly  positioning 
a  control  of  a  radio  device,  a  combination  including:  a 
rotatable  rocker  comprising  two  shoulders  lying  on  op- 
posite sides  of  the  axis  of  said  rocker;  .  .  ."  This  part 
of  claim  10  is  the  same  as  the  first  part  of  claim  9, 
which  has  already  been  applied  to  appellees'  tuners. 

"...  a  manually  movable  operating  member;"  Ap- 
pellees' tuners  obviously  contain  a  manually  movable  op- 
erating member.  It  has  been  shown  that  appellees'  plungers 
are  proper  substitutes  for  the  levers  shown  in  the  patent, 
and  that  they  were  well  known  as  such  before  the  date  of 
the  patent. 

The  balance  of  claim  10  describes  the  rocker  and  tap- 
pet. These  need  not  be  discussed,  because  appellees'  en- 
tire structures  are  admitted  to  be  the  same  as  the  Crosley 
tuner  in  which  this  court  held  the  rocker  and  tappet  to 
be  equivalents  of  those  shown  in  the  patent  in  suit.  The 
qualifying  disclaimer  qualifies  the  adjustable  mounting  in 
the  same  way  as  in  claim  9. 

Claim  11  is  substantially  like  claims  9  and  10  excepting 
for  the  fact  that  it  calls  for  an  additional  element,  the 
"means  operable  from  the  external  end  of  said  member 
for  holding  said  element  in  adjusted  position."  This  is 
the  screw  identified  in  Plaintiffs'  Exhibits  1  and  3  by  the 
numeral  15  [R.  Vol.  I,  pp.  12,  13].  It  is  obviously  operable 
from  the  external  end  of  the  plunger  member. 

Like  claim  7,  claim  11  is  not  modified  by  a  qualifying 
disclaimer. 

All  the  claims  at  issue  are  manifestly  infringed.^ 


^The  U.  S.  District  Court  for  the  Western  District  of  Oklahoma 
rendered  its  decision  in  the  aforesaid  Oklahoma  case  after  a  full 
trial  at  which  appellant  presented  the  same  ten  prior  art  patents 
and   16  other  exhibits  that  are  a  part  of  the  instant  record.     The 
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In  view  of  the  now  established  equivalency  of  the  plun- 
gers and  levers,  this  court's  former  decision  should  not 
have  been  followed  by  the  lower  court.  However,  it  is 
now  this  court's  province  to  say  that  the  doctrine  of  stare 
decisis  cannot  apply. 

''The  rule  of  stare  decisis  is  not  so  imperative  or 
inflexible  as  to  preclude  a  departure  therefrom  in 
any  case,  but  its  application  must  be  determined  in 
each  case  by  the  discretion  of  the  court,  and  previous 
decisions  should  not  be  followed  to  the  extent  that 
error  may  be  perpetuated  and  grievous  wrong  be  the 
result."     21  Corpus  Juris  Secundum,  page  322. 

If  the  issue  of  infringement  were  to  be  reconsidered  at 
a  trial,  no  evidence  could  possibly  prove  that  a  plunger 
was  not  well  known  as  the  equivalent  of  a  lever  when  the 
patent  was  granted.  This  Honorable  Court  should  there- 
fore reverse  the  lower  court  on  the  matter  of  infringement 
instead  of  remanding  the  case  for  a  trial  of  this  issue.  If 
the  case  were  remanded,  any  decision  made  by  the  lower 
court  would  merely  come  back  to  this  court  on  appeal. 
A  ruling  should  therefore  be  made  at  the  present  time 
that  plungers  were  well  known  in  the  art  as  substitutes 


following  pertinent  findings  of  the  Oklahoma  court  may  therefore 

be  of  interest  [R.  Vol.  I,  p.  53  et  seq.]  : 

6.  Claims  7,  8,  9,  10  and  11  of  the  reissue  patent  No. 
20,827  are  clearly  valid,  and  clearly  infringed  due  to  the  use 
of  tuning  devices  in  the  following  radio  receiver  sets  manu- 
factured by  said  Galvin  Manufacturing  Corporation  and  sold 
by  defendant:  Models  25F,  26C,  26C-7,  27D,  28-0,  30-P, 
29-B,  and  29B-6.  This  finding  is  made  without  any  regard 
to  any  commercial  success  which  plaintifi"'s  tuners  have  attained. 

11.  The  tappet  or  positioning  element  described  in  plain- 
tiff's reissue  patent  No.  20,827  may  be  mounted  either  on  a 
lever  or  a  plunger  to  move  the  tappet,  since  a  lever  and  a 
plunger  perform  their  functions  in  the  same  way  and  are 
mechanical    equivalents. 

12.  The  finding  11  is  based  not  only  upon  the  evidence 
offered  on  behalf  of  plaintiff,  but  also  upon  the  direct  testi- 
mony of  defendant's  expert.  Dr.  Spotts,  who  testified  to  the 
effect  that  the  substitution  of  plungers  for  levers  is  a  simple 
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for  levers  in  automatic  tuning  devices  and  even  for  the 
specific  purpose  of  moving  tappets,  and  that  appellees 
cannot  avoid  infringement  by  omitting  one  element  of  the 
combination  and  substituting  another  that  was  well  known 
as  a  proper  substitute  at  the  time  of  the  grant  of  the 
patent. 

There  is  another  very  good  reason  why  this  court  should 
rule  now  on  these  matters  relating  to  levers  and  plungers. 
Counsel  for  appellees  have  filed  another  declaratory  judg- 
ment suit  in  this  same  district  against  appellant  on  behalf 
of  another  manufacturer,  Civil  Action  No.  578 1-Y,  set- 
ting forth  that  it  manufactures  a  tuner  that  is  patentwise 
the  same  as  the  Crosley  tuner.  In  the  trial  of  that  suit, 
the  District  Court  should  have  the  benefit  of  this  court's 
opinion  in  the  light  of  the  new  evidence,  on  the  effect  of 
operating  appellant's  combination  with  a  plunger. 


one  in  the  combination  covered  by  claims  7,  8,  9,   10  and   11 
of  the  said   reissue  patent. 

16.  The  use  of  plungers  for  operating  mechanical  automatic 
tuners  was  known  long  prior  to  plaintiff's  development  of  his 
patented   structure  set  forth   in   the   reissue  patent   in   suit. 

26.  The  infringing  tuners  sold  by  defendant  are  exemplified 
generally  by  the  defendant's  exhibits  G  and  H.  These  in- 
fringing devices  were  manufactured  respectively  by  Radio  Con- 
denser Company  and  General  Instrument  Corporation,  which 
are  the  joint  plaintiffs  in  an  action  now  pending  in  the  Dis- 
trict Court  of  the  United  States,  Southern  District  of  Cali- 
fornia, Central  Division,  and  entitled :  Radio  Condenser  Com- 
pany and  General  Instrument  Corporation  v.  LeRoy  J.  Leish- 
man,    No.    4395    B.H. 

27.  The  tuners  referred  to  in  Finding  26  do  not  differ  in 
any  essential  respect,  so  far  as  the  question  of  infringement 
is  concerned,  from  the  tuner  manufactured  by  Crosley  Cor- 
poration of  Cincinnati,  Ohio,  and  which  was  the  accused  device 
in  the  action  entitled  LeRoy  J.  Leishman  v.  Associated  Whole- 
sale Electric  Co.,  tried  in  the  Southern  District  of  California 
and  reported  in  36  F.  Supp.  804.  In  said  action,  the  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit  rendered  its  opinion, 
reported  in  137  F.   (2d)   722. 
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Appellees  Are  Bound  by  the  Oklahoma  Decision  Be- 
cause of  Their  Participation  in  the  Defense  of 
That  Suit. 

On  June  21,  1946,  appellant  filed  a  Motion  under  Rule 
15(d)  [R.  Vol.  I,  p.  63  et  seq.]  for  permission  to  file  a 
supplemental  answer  to  the  complaint  and  a  second  sup- 
plemental answer  to  the  counterclaim  [R.  Vol.  I,  p.  72 
et  seq.]  setting  forth  the  additional  defense  that  appel- 
lees herein  are  bound  by  the  opinion  in  the  Oklahoma  case 
because  of  their  participation  in  the  defense  of  that  ac- 
tion. The  Motion  under  Rule  15(d)  was  supported  by 
an  Affidavit  [R.  Vol.  I,  p.  69  et  seq.].  A  copy  of  the 
Oklahoma  Findings  of  Fact,  Conclusions  of  Law,  and 
Judgment  had  already  been  filed,  and  a  copy  will  be 
found  in  Volume  I  of  the  Record,  beginning  on  page  52. 

When  appellant  filed  his  Motion  under  Rule  52(b)  [R. 
Vol.  I,  p.  100]  on  October  16,  1946,  there  had  not  yet 
been  any  decision  on  the  Motion  under  Rule  15(d)  filed 
on  June  21,  1946.  In  the  meantime,  the  Oklahoma  rec- 
ord had  been  transcribed,  and  the  defendant  filed  a  portion 
of  it  as  his  Exhibit  17  [R.  Vol.  I,  p.  103  et  seq.],  in 
support  of  both  of  these  motions.  The  Motion  under 
Rule  15(d)  for  permission  to  supplement  the  answer  was 
denied  on  December  18,  1946  [R.  Vol.  I,  pp.  133  and 
134]. 

Rule  15(a)  of  the  Rules  of  Civil  Procedure  provides 
that  permission  to  amend  the  pleadings  be  freely  granted 
whenever  justice  so  requires.  Not  only  was  the  additional 
defense  a  proper  one  entitling  appellant  to  a  trial,  but  the 
documents  filed  in  connection  with  the  motion  were  alone 
sufficient  to  establish  the  defense.  This  Honorable  Court 
should  therefore  instruct  the  lower  court  to  enter  the 
supplemental  pleadings  together  with  a  judgment  to  the 
efifect  that  appellees  herein  are  bound  by  the  Oklahoma 
judgment. 

If  a  third  party  who  has  the  legal  right  to  assume  the 
defense  of  an  action,  participates  in  the  control  of  the 
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defense  of  said  action  in  any  way,  the  law  provides  that  \ 
such  third  party  is  bound  by  the  decision  therein.     This  | 
brief  will  show  that  appellees  herein  not  only  participated  I 
in  the  control  of  the  defense  of  the  Oklahoma  action,  but  ' 
that  the  said  defense  was  merely  a  presentation  of  what  i 
was  prepared  and  furnished  by  the  present  appellees;  and  i 
the  law  will  then  be  applied  to  the  evidence  to  show  that  , 
appellees  are  bound  by  the  decision  in  the  Oklahoma  case, 
and  this  Honorable  Court  should  so  hold.  I 
The  manner  in  which  appellees  participated  in  the  con-  i 
trol  of  the  defense  in  the  Oklahoma  action  is  disclosed 
in   the   affidavit   of    Maxwell   James,   attorney   in   patent  i 
causes  for  both  appellees;  by  recorded  statements  made 
before  the  United  States  District  Court  for  the  Western  i 
District  of   Oklahoma  by  Foorman  L.   Mueller,   counsel  i 
for  The  Richards  and   Conover   Company,   defendant   in 
the  Oklahoma  suit;  and  by  the  testimony  of  the  expert 
witness   for  the  said  The  Richards  and   Conover   Com- 
pany.     Mr.    Mueller's   statements   and   the   testimony   of  | 
the  said  expert  witness  are  included  in  the  portions  of  ! 
the   transcript   of   the    Oklahoma   trial   constituting   De-.  : 
fendant's  Exhibit  17  [R.  Vol.  I,  p.  103  et  seq.].  \ 
Mr.  Maxwell  James,  in  his  affidavit  filed  in  behalf  of  i 
the  appellees  [R.  Vol.  I,  p.  66  et  seq.],  says: 

''***!  am  and  have  been  for  many  years  the  at-  ; 

torney   in   patent   causes    for   both   of   the   plaintiffs  ! 

in  this  suit,  namely  Radio  Condenser  Company  and  ] 

General    Instrument    Corporation."  j 

Mr.  James  then  explains  in  his  affidavit   [R.  Vol.  I,  p.  1 

67]:  I 

''(a)   On   April  2,    1946,   Mr.   Mueller   called   de-  i 
ponent  on  the  telephone  from  Chicago,  and  informed 

the  deponent  that  Judge  Chandler  was  compelling  Mr.  ! 

Mueller  to  go  to  trial  in  the  Oklahoma  suit  on  Mon-  | 

day,  April  29th,  and  that  he,  Mr.  Mueller,  was  not  | 

fully  prepared  for  trial;  that  he,   Mr.   Mueller,  did  { 
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not  have  any  or  many  physical  exhibits  to  explain  to 
the  Court  at  such  trial;  and  Mr.  Mueller  inquired 
whether  deponent  was  in  possession  of  any  physical 
exhibits  that  deponent  might  lend  to  Mr.  Mueller. 

''(b)  Deponent  replied  that  several  years  ago,  the 
model  maker  for  Radio  Condenser  Company  had  pre- 
pared a  model  of  the  Marschalk  patent  and  another 
model  showing  how  the  lever  device  of  the  Schaefer 
patent  could  be  substituted  for  the  lever  device  of  the 
Marschalk  patent,  to  demonstrate  that  there  was  no 
invention  in  so  doing,  and  that  deponent  was  and 
had  been  in  possession  of  these  two  models  for  these 
many  years,  and  that  deponent  would  be  glad  to  lend 
these  models  to  Mr.  Mueller  for  whatever  use  they 
might  serve  him,  to  be  returned  to  deponent  as  soon 
as  possible. 

''(c)  Pursuant  to  this  discussion,  these  two  models 
were  delivered  and  loaned  to  Mr.   Mueller." 

According  to  these  admissions  of  Mr.  James,  Mr.  Muel- 
ler "was  not  fully  prepared  for  trial"  and  he  "did  not 
have  any  or  many  physical  exhibits  to  explain  to  the  Court 
at  such  trial",  so  he  called  upon  Mr.  James  for  help.  Air. 
Mueller  did  not  need  models  of  the  accused  tuners,  for 
they  were  commercial  models  in  the  possession  of  his  own 
client.  When  he  referred  to  "physical  exhibits  to  explain 
to  the  Court"  he  obviously  meant  physical  exhibits  to  dem- 
onstrate the  contention  that  the  patent  is  invalid.  As  this 
court  well  knows,  physical  exhibits  of  this  kind  require  a 
great  deal  of  advance  legal  work;  in  fact,  the  defense  that 
is  to  be  made  must  be  fully  decided  upon  before  the  ex- 
hibits can  be  prepared,  because  the  purpose  of  the  exhibits 
is  to  make  the  defense  clear  to  the  court. 

In  the  Associated  Wholesale  Electric  case,  involving  the 
patent  here  in  suit,  the  Ninth  Circuit  Court  of  Appeals 
struck  out  the  portion  of  the  District  Court's  opinion 
which  said  the  patent  was  invalid  for  want  of  invention, 
so  it  would  have  been  hazardous  for  Mr.  James  to  have 
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depended  upon  the  same  defense  that  was  reflected  in  the 
stricken  portions  of  the  District  Court's  opinion  on  that 
issue.  Accordingly,  a  new  defense  was  decided  upon — the 
defense  that  the  structure  of  the  patent  in  suit  could  have 
been  arrived  at  by  taking  the  mechanism  of  the  Marschalk 
patent  No.  2,072,897  and  substituting  the  lever  device  of 
the  Schaefer  patent  No.  1,906,106  for  the  lever  device  of 
the  Marschalk  patent.  Unless  one  were  to  rely  solely  upon 
the  drawings  in  these  patents  themselves,  the  establish- 
ment of  this  defense  required  four  physical  exhibits:  (1) 
a  model  of  the  Schaefer  tuner,  (2)  "sl  model  of  the  Mar- 
schalk patent  and  (3)  another  model  showing  how  the 
lever  device  of  the  Schaefer  patent  could  be  substituted 
for  the  lever  device  of  the  Marschalk  patent,  to  demon- 
strate that  there  was  no  invention  in  so  doing"  (quoted 
from  the  James  affidavit),  and  (4)  a  chart  showing  en- 
larged figures  from  the  Marschalk,  Schaefer  and  Leish- 
man  patents  to  verify  that  these  models  were  authentic. 

The  Schaefer  tuner  had  been  on  the  market,  so  a  com- 
mercial  model  could  be  used  for  that;  but  the  Mar- 
schalk device  had  never  been  on  the  market,  and  a  special 
Marschalk  model  therefore  had  to  be  constructed,  to- 
gether with  another  model  "showing  how  the  lever  device 
of  the  Schaefer  patent  could  be  substituted  for  the  lever 
device  of  the  Marschalk  patent." 

It  is  not  necessary  for  the  Honorable  Judges  of  this 
court  to  be  familiar  with  the  Schaefer  and  Marschalk 
patents.  The  important  thing  is  that  they  were  two  prior 
art  patents,  which  we  can  here  just  as  well  think  of  as 
patents  A  and  B,  and  that  the  defense  was  to  the  effect 
that  one  could  arrive  at  the  structure  of  Leishman's  re- 
issue patent  here  in  suit  by  combining  parts  shown  in 
patent  A  with  parts  shown  in  patent  B.  After  this  de- 
fense was  decided  upon,  two  special  models  had  to  be  built. 
The  device  of  patent  A  had  been  on  the  market,  so  a 
commercial  model  could  be  used  for  that;  but  since  patent 
B  had  never  been  commercialized,  a  special  model  had  to 
be  made.     And  then  another  model  had  to  be  constructed 
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to  show  how  it  was  alleged  that  parts  of  A  could  be  com- 
bined with  parts  of  B  in  order  to  simulate  Leishman's 
structure. 

Mr.  Mueller's  telephone  call  for  help  found  Mr.  James 
well  prepared,  and  the  latter's  affidavit  tells  us  the  two 
specially  constructed  models  were  made  by  the  model  maker 
for  Radio  Condenser  Company  and  that  [R.  Vol.  I,  p. 
68]  ''deponent  was  and  had  been  in  possession  of  these 
two  models  for  these  many  years."  Mr.  James'  affidavit 
tells  us  that  the  ''model  of  the  Marschalk  patent  and  an- 
other model  showing  how  the  lever  device  of  the  Schaefer 
patent  could  be  substituted  for  the  lever  device  of  the 
Marschalk  patent,  to  demonstrate  that  there  was  no  in- 
vention in  so  doing"  [James'  affidavit,  R.  Vol.  I,  p.  68] 
were  furnished  to  Mr.  Mueller,  pursuant  to  his  telephone 
conversation  [James  affidavit,  p.  68]. 

Inasmuch  as  Mr.  James  himself  refers  to  one  of  his 
models  as  a  "model  showing  how  the  lever  device  of  the 
Schaefer  patent  could  be  substituted  for  the  lever  device 
of  the  Marschalk  patent,  to  demonstrate  that  there  was 
no  invention  in  so  doing",  it  is  clear  that  the  demonstra- 
tion and  use  of  this  model  at  the  trial  would  in  and  of 
itself  constitute  a  presentation  of  the  defense  for  which 
the  model  was  constructed.  To  determine  whether  appel- 
lees controlled  the  defense  in  the  Oklahoma  case  to  the  ex- 
tent that  the  defense  prepared  by  them  was  presented  at 
the  trial,  we  thus  need  only  to  learn  whether  these  models 
were  used.  The  certified  copy  of  a  portion  of  the  tran- 
script of  the  said  trial  [R.  Vol.  I,  pp.  103  to  133],  dis- 
closes that  the  defense  presented  against  patent  No.  20,827 
consisted  entirely  of  a  demonstration  and  explanation  of 
the  two  specially  constructed  models  furnished  by  the 
plaintiffs,  supported  by  a  chart  of  enlarged  figures  from 
the  Schaefer,  Marschalk  and  Leishman  patents  to  which 
these  models  pertained. 

An  examination  of  the  record  of  the  Oklahoma  case  re- 
veals that  the  models  furnished  by  appellees  were  the  only 
specially  constructed  models  introduced  by  the  defense  in 
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that  action.  As  before  mentioned,  Mr.  Foorman  L.  Muel- 
ler was  counsel  for  The  Richards  and  Conover  Company, 
the  Oklahoma  defendant.  In  the  portion  of  his  opening- 
statement  contained  in  Volume  I  of  the  present  record, 
pages  103  to  110  inclusive,  Mr.  Mueller  introduced  his 
various  models  and  other  pertinent  physical  exhibits.  The 
following  list  shows  the  models  that  were  introduced  with 
respect  to  the  reissue  patent  No.  Re.  20,827,  together  with 
the  pages  in  Volume  I  of  the  present  record  where  they 
are  first  mentioned: 

Defendant's   Exhibit  G,   Radio   Condenser   Company 
tuner  Model  28,  one  of  the  accused  devices,  page 
104; 
Defendant's  Exhibit  H,  General  Instrument  Corpo- 
ration tuner,  another  accused  device,  page  105; 
Defendant's  Exhibit  I,  the  Crosley  tuner  involved  in 
the  former  Associated   Wholesale  Electric  case 
in  California,  page  105; 
Defendant's   Exhibit   J,   a   drawing   of   the    Crosley 

tuner,  page  105; 
Defendant's  Exhibit  K,  a  commercial  model  of  the 
Zenith    tuner,    corresponding    to    the    Schaefer 
patent  No.  1,906,106,  page  106; 
Defendant's  Exhibit  L.     This  was  the  specially  con- 
structed model  for  the   Marschalk  tuner   which 
Mr.  James  tells  us  in  his  affidavit  was  made  by 
the  Radio  Condenser  Company  and  furnished  by 
him.     Introduced  on  page  106; 
Defendant's  Exhibit  M.     This  model,  first  mentioned 
on  page  107,  was  the  other  model  furnished  by 
the    present    plaintiffs,    as    Mr.    Mueller    later 
tells  us. 

In  introducing  Exhibit  L  on  page  106,  Mr.  Mueller  says 
that  it  corresponds  to  Fig.  14  of  the  Marschalk  patent.  He 
further  says,  ''Figure  14  of  the  Marschal  (sic)  patent 
shows  the  lever  being  operated  by  an  electric  solenoid.  We 
have  no  facilities  for  it,  that  is,  that  electric  solenoid,  so  we 
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have  merely  put  a  finger  button  on,  and  it  can  be  operated 
by  the  hand  in  exactly  the  fashion  that  lever  can."  The 
word  "we",  which  has  been  italicized  for  the  purpose  of 
this  brief,  here  includes  the  Radio  Condenser  Company, 
because  it  was  this  company,  according  to  Mr.  James'  affi- 
davit, that  built  this  model.  It  is  significant  that  Mr. 
Mueller,  in  this  use  of  the  pronoun  "we",  thus  makes  no 
distinction  between  appellees  here  and  the  defendant  in  the 
Oklahoma  suit. 

As  shown  by  the  foregoing  list,  all  of  the  models  in- 
troduced by  Mr.  Mueller,  with  the  exception  of  Exhibits 
L  and  M,  were  commercial  models;  and  L  and  M  were  the 
specially  constructed  models  built  for  defense  purposes  and 
furnished  by  the  present  plaintiffs  at  their  expense. 

When  introducing  Exhibit  M,  Mr.  Mueller  immediately 
sets  it  ofT  from  the  others  and  explains  its  purpose.  Be- 
ginning at  the  bottom  of  page  107,  Mr.  Mueller  says: 
"For  the  purpose  of  this  suit  and  an  explanation  as  il- 
lustrative of  the  defendant's  position  on  invalidity,  we 
have  a  model,  Defendant's  Exhibit  M,  which  combines, 
as  we  will  later  show,  a  lever  out  of  the  Marschalk  patent, 
a  lever  out  of  the  Schaefer  patent,  1906106,  and  a  rocker 
or  rotary  treadle  out  of  the  Marschalk  patent,  20772897 
{sic).''  In  other  words,  it  contained  a  part  of  prior  art 
patent  A  and  another  part  out  of  prior  art  patent  B. 

The  affidavit  of  Mr.  James,  counsel  for  both  appellees 
in  patent  causes,  told  us  what  defense  argument  this  model 
was  built  to  illustrate,  and  that  defense,  furnished  by 
appellees,  was  adopted  as  the  Oklahoma  defendant's  posi- 
tion on  invalidity,  for  this  statement  of  Mr.  Mueller  tells 
us  in  plain  English  that  he  was  going  to  use  this  model 
"for  the  purpose  of  this  suit  and  an  explanation  of  the 
defendant's  position  on  invalidity."  Mr.  Mueller's  state- 
ment further  shows  that  he  knew  exactly  what  prior  art 
devices  were  supposed  to  be  combined  in  his  Exhibit  M. 
He  thus  had  the  benefit  of  all  the  legal  work  that  had  to 
precede  the  conception  and  construction  of  this  model;  the 
model  itself  provided  him  with  the  means  to  demonstrate 
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the  ready-made  defense;  and  Mr.  Mueller  tells  us  that  he 
intends  to  use  it  for  that  purpose.  Except  for  the  formality 
of  asking  the  questions,  Mr.  Mueller's  work  was  already 
done  for  him. 

Now  let  us  see  just  how  this  model  was  used  and  let  us 
learn  what  defense  Mr.  Mueller  actually  presented  against 
patent  No.  Re.  20,827,  the  patent  in  suit  in  both  these 
actions. 

Mr.  Mueller's  sole  witness  against  this  patent  was  his 
able  expert.  Dr.  M.  F.  Spotts,  associate  professor  of  ma- 
chine design  at  Northwestern  University.  Inasmuch  as 
the  Oklahoma  defendant's  case  would  naturally  be  made 
in  the  direct  examination,  a  certified  copy  of  Dr.  Spotts' 
entire  direct  examination  is  included  in  the  present  De- 
fendant's Exhibit  17.  This  testimony  extends  from  page 
111  to  page  133,  twenty-two  pages  in  all. 

An  analysis  of  these  pages  shows  that  Dr.  Spotts'  direct 
examination  was  devoted  entirely  to  a  presentation  of  the 
defense  provided  by  the  appellees  here.  The  first  three 
pages  are  used  to  qualify  the  witness,  and  Mr.  Mueller 
then  asks  Dr.  Spotts  if  he  is  familiar  with  the  Leishman 
patent  No.  Re.  20,827  and  with  the  Marschalk  and  Schae- 
fer  patent  (representative  parts  of  which  were  alleged  to 
be  combined  in  Exhibit  M,  furnished  by  Mr.  James). 

The  next  question,  on  page  114,  is  about  Exhibit  L,  the 
specially  built  model  of  the  Marschalk  device,  also  supplied 
by  Mr.  James,  as  shown  by  previous  portions  of  this 
brief  and  the  James  affidavit. 

Dr.  Spotts  is  then  asked  about  Defendant's  Exhibit  K. 
This  was  a  commercial  model  of  the  Schaefer  patent,  show- 
ing one  of  the  parts  alleged  to  be  combined  in  Mr.  James' 
Exhibit  M,  which  was  ''to  demonstrate  the  defendant's 
position  on  invalidity.'' 

Dr.  Spotts  is  next  requested  to  refer  to  Exhibit  Y,  a 
chart  showing  enlarged  figures  from  the  Leishman,  Schae- 
fer and  Marschalk  patents.  After  discussing  this  chart 
in  relation  to  the  Schaefer  patent  and  examining  Plain- 
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tiff's  Exhibit  30,  a  model  constructed  by  Leishman  accord- 
ing to  his  patent,  Dr.  Spotts  is  asked  (bottom  of  p.  117) 
to  refer  to  the  same  chart,  Defendant's  Exhibit  Y,  to 
compare  the  Leishman  rocker  and  Marschalk  rocker,  which 
Dr.  Spotts  later  claimed  was  substantially  reproduced  in 
Exhibit  M. 

After  five  pages  'thus  devoted  to  laying  a  foundation 
for  the  introduction  of  Defendant's  Exhibit  M,  furnished 
by  appellees,  Mr.  Mueller  on  page  118  gets  down  to  Ex- 
hibit M,  itself.  This  model  is  the  subject  of  Dr.  Spotts' 
entire  examination  for  the  next  thirteen  pages — until  we 
get  to  the  bottom  of  page  131.  In  the  remaining  two  pages 
of  his  direct  examination  Dr.  Spotts  confirms  the  im- 
portance of  the  coaxial  relationship  which  Leishman's 
claims  call  for,  and  he  admits  that  the  plunger  of  the  ac- 
cused device  is  an  obvious  substitute  for  the  lever  shown 
in  the  patent,  for  he  says  ''a  draftsman  would  make  that 
substitution  in  the  usual  line  of  his  work",  and  "a  drafts- 
man does  those  things  every  day  in  the  week."  At  the 
bottom  of  page  133 — only  two  pages  after  the  discussion 
of  Exhibit  M  is  ended — Mr.  Mueller  tells  Mr.  Flam  that 
he  may  cross-examine. 

Of  the  eighteen  pages  of  Dr.  Spotts'  testimony  that 
dealt  with  defense  arguments,  five  were  thus  used  to  ex- 
plain the  chart  of  enlarged  drawings  from  the  Schaefer, 
Marschalk  and  Leishman  patents,  and  to  show  the  com- 
mercial Schaefer  tuner  and  the  specially  built  Marschalk 
tuner  supplied  by  Mr.  James.  The  latter  specially  built 
model,  like  the  drawings  from  the  Schaefer,  Marschalk 
and  Leishman  patent,  were  all  necessary  in  order  to  lay  a 
foi^dation  for  the  introduction  of  Exhibit  M,  the  combi- 
nation model  furnished  by  Mr.  James  "to  demonstrate  the 
defendant's  position  on  invalidity,"  as  Mr.  Mueller  put  it. 
The  remaining  thirteen  pages  of  the  above-mentioned 
eighteen,  were  all  devoted  to  the  latter  model. 

Regarding  this  model  M,  around  which  the  defense  was 
thus  built,  Mr.  Mueller  said  (see  page  122) :     "I  will  be 
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glad  to  tell  where  I  got  it.  I  borrowed  it  from  counsel 
for  the  General  Instrument  Corporation  because  they  had 
made  up  models  and  I  was  not  able  to  engage  the  time  of 
a  mechanic  to  make  them  myself.  These  things,  the  same 
as  papers,  are  handed  back  and  forth  between  counsel." 
A  few  lines  earlier  at  the  top  of  the  same  page,  Mr. 
Mueller  had  said:  ''If  I  had  been  doing  it  I  would  have 
had  other  models,  Your  Honor." 

But  Mr.  Mueller  was  not  doing  it.  The  record,  the 
statements  of  Mr.  Mueller  and  the  affidavit  of  Mr.  James 
all  show  it  was  the  plaintiffs  in  the  present  action  who 
were  doing  it. 

Corpus  Juris  on  Patents,  Vol.  48,  pp.  406,  407,  section 
644  (2)  in  footnote  38(a),  states  the  law  with  respect 
to  such  a  situation  as  follows: 

''*  *  *  A  person  is  bound  by  the  decision  in  a 
patent  infringement  suit  where,  although  not  a  party 
to  the  suit,  he  openly,  avowedly,  and  with  the  knowl- 
edge of  plaintiff,  assumed,  controlled,  and  conducted, 
or  participated  in,  the  defense  at  his  own  cost  and 
for  his  own  interest."      (Emphasis  supplied.) 

The  courts  have  recently  recognized  that  no  premium 
should  be  placed  upon  a  person's  ability  to  keep  his  par- 
ticipation a  secret,  and  have  logically  ruled  that  it  makes 
no  difference  whether  the  plaintiff  at  the  time  of  the  trial 
knew  about  the  participation  or  not. 

''International  states  the  question  involved  in  this 
appeal  thus:  May  a  judgment  be  res  judicata  as  to 
a  person  not  a  party  who  defended  the  suit  on  behalf 
of  the  record  defendant  where  such  participation  was 
not  open  and  avowed  to  the  knowledge  of  the  plaintiff 
during  the  pendency  of  the  suit?  This  issue,  if  de- 
cided in  the  affirmative,  disposes  of  International's 
appeal  in  this  action.  Since  this  court  concludes  that 
the  answer  to  the  question  thus  posed  is  in  the  af- 
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whether  the  evidence  is  sufficient  to  estabHsh  that  the 
defendant  openly  and  avowedly  defended  the  suit. 
.  .  ."  Caterpillar  Tractor  Co.  v.  International 
Harvester  Co.,  120  F.  (2d)  82,  at  84  (C.  C.  A.  3). 

The  Ninth  Circuit  Court  of  Appeals  has  very  clearly 
stated  the  circumstances  under  which  a  participant  is 
bound.  As  far  as  his  activities  in  connection  with  the 
suit  are  concerned,  it  is  not  required  that  he  conduct  the 
defense  or  control  the  entire  defense:  it  is  only  necessary 
that  he  aid  in  the  defense.  But  there  is  one  other  thing 
apart  from  his  activities  that  is  required.  The  participant 
is  not  bound  if  he  is  a  stranger  to  the  action:  he  must 
haz^e  the  right  to  partcipate  and  control  the  defense.  If 
he  has  this  relationship  to  the  controversy,  then  any  aid 
that  he  may  render  is  sufficient  to  bind  him  by  the  judg- 
ment. 

In  Hy-Lo  Unit  &  Metal  Products  Co.  v.  Remote  Con- 
trol Mfg.  Co.,  Inc.,  83  F.  (2d)  345,  at  350,  the  Ninth  Cir- 
cuit Court  of  Appeals  held  that  the  defendant  was  not 
bound  by  participation  in  a  previous  action  because  it  did 
not  make  the  valves  involved  in  the  said  previous  action. 
The  defendant  was  thus  a  stranger  to  that  action  and  did 
not  have  the  right  to  participate  and  control  the  defense. 
To  make  its  decision  clear,  the  Ninth  Circuit  Court  of 
Appeals  very  lucidly  stated  the  circumstances  under  which 
a  participant  is  bound.     Said  the  court: 

"These  decisions  by  the  Supreme  Court  establish 
the  proposition  that,  in  order  for  a  person  not  for- 
mally made  a  party  to  a  suit  to  be  estopped  by  the  de- 
cision therein,  he  must  either  be  in  privity  with  a  party 
thereto  in  the  strict  sense  of  the  term  or  he  must  not 
only  aid  in  the  prosecution  or  defense  of  a  suit,  but 
have  the  right  to  participate  and  control  such  prose- 
cution or  defense/'     (Emphasis  added.) 
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Unlike  the  participant  who  this  court  held  was  not 
bound  in  the  Hy-Lo  case,  appellees  assert  right  in  the  com- 
plaint that  they  manufactured  the  tuners  accused  in  the 
Oklahoma  action.  Therefore  no  one  has  denied  that  ap- 
pellees had  the  right  to  participate  and  control  the  defense 
in  that  case.  They  could  have  assumed  the  entire  defense. 
Consequently,  if  they  aided  in  the  defense,  they  are  bound 
by  the  judgment. 

This  brief  has  shown  that  the  appellees  did  far  more 
than  aid  in  the  defense  in  Oklahoma.  They  were  the  ones 
who  decided  upon  the  defense  that  was  used.  They  con- 
ceived and  built  the  special  equipment  that  was  needed  to 
present  and  demonstrate  that  defense  to  the  court.  The 
attorney  in  patent  causes  for  both  of  the  appellees  has  ad- 
mitted in  his  own  affidavit  that  he  supplied  this  equipment 
to  the  defense  counsel  in  the  Oklahoma  case  at  the  latter's 
request.  The  Oklahoma  defense  counsel  has  admitted  in 
the  record  of  that  case  that  he  received  these  specially  con- 
structed models  and  that  one  of  them,  Exhibit  M,  was 
going  to  be  used  ''to  demonstrate  the  defendant's  position 
on  invalidity."  The  Oklahoma  defendant  thus  accepted 
the  defense  that  was  prepared  by  the  appellees  in  the  pres- 
ent action,  and  the  record  shows  that  this  became  the 
entire  defense,  that  out  of  18  pages  of  direct  defense  tes- 
timony, 13  pages  were  devoted  to  explaining  and  operating 
the  model  that  was  supplied  by  appellees  to  demonstrate 
the  defense,  and  the  other  5  pages  were  devoted  to  laying 
the  foundation  for  its  introduction. 

Appellees  are  thus  manifestly  bound  by  the  Oklahoma 
decision. 

If  a  person  not  a  party  to  a  suit  has  the  right  to  partici- 
pate and  control  the  defense,  he  may  safely  take  part  in 
the  adjustment  of  damages  after  a  pro  confesso  decree 
has  been  entered,  but  the  Supreme  Court  has  permitted  no 
greater  participation  and  has  freed  only  those  who  have 
refused  to  assume  any  control  over  it. 
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In  /.  T.  S.  Rubber  Company  v.  Essex  Rubber  Com- 
pany, 272  U.  S.  429,  at  433,  71  L.  Ed.  335,  at  338,  the 
Supreme  Court  said: 

"On  the  appeal  the  circuit  court  of  appeals  stated 
that  the  record  showed  clearly  that  the  Essex  Com- 
pany refused  to  become  a  party  to  the  suit  or  assumie 
any  control  over  it,  and  took  no  part  in  the  conduct 
or  control  of  the  suit,  'but  only  in  the  adjustment  of 
the  damages'  after  the  prO'  confesso  decree  had  been 
entered;     .     .     ."    (Emphasis  added.) 

Appellees  did  not  refuse  to  assume  any  control  over  the 
defense  in  the  Oklahoma  case.  On  the  contrary,  it  was 
they  who  decided  upon  the  defense  that  the  patented 
Leishman  structure  could  be  arrived  at  by  combining  the 
teachings  of  the  Schaefer  and  Marschalk  patents.  Since 
no  Marschalk  tuner  was  available,  they  built  a  model  of  it 
in  their  own  plant  and  therefore  at  their  own  expense. 
They  also  prepared  ''another  model  showing  how  the  lever 
device  of  the  Schaefer  patent  could  be  substituted  for  the 
lever  device  of  the  Marschalk  patent,  to  demonstrate  that 
there  was  no  invention  in  so  doing."  (James'  affidavit.) 
When  Mr.  Mueller  phoned  Mr.  James,  patent  counsel  for 
appellees,  that  he,  Mr.  Mueller,  was  not  prepared  for 
trial,  Mr.  James  supplied  the  necessary  preparation.  It 
was  Mr.  James'  models  that  disclosed  and  demonstrated 
the  defense  that  was  used  at  the  trial,  Mr.  Mueller  merely 
presented  the  defense  which  appellees  prepared  and  which 
they  had  implemented  with  the  necessary  accoutrements. 

Under  the  law,  appellees  are  bound  by  the  Oklahoma 
decision,  and  this  court  should  therefore  instruct  the  lower 
court  to  enter  the  proposed  supplemental  pleadings  and 
render  judgment  in  appellant's  favor. 
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Appellees'  Course  Requires  That  the  Claims  at  Issue 
Be  Held  Valid  as  Applied  to  Them. 

The  complaint  states  [R.  Vol.  I,  p.  4]  that  this  action 
arises  out  of  a  suit  brought  by  appellant  against  The 
Richards  and  Conover  Company  in  the  U.  S.  District 
Court  for  the  Western  District  of  Oklahoma,  Civil  Ac- 
tion No.  2155,  alleging  infringement  of  claims  7  to  11 
of  the  reissue  patent  No.  Re.  20,827  through  the  sale  of 
radio  sets  embodying  the  tuners  manufactured  by  the 
plaintiffs  herein.  Appellees  could  of  course  have  inter- 
vened at  the  outset  in  that  suit,  and  it  has  already  been 
shown  that  they  did  subsequently  aid  and  participated  in 
the  defense  of  that  action.  The  Oklahoma  district  is 
fifteen  hundred  miles  closer  to  the  New  Jersey  residences 
of  both  appellees  than  is  the  Southern  District  of  Cali- 
fornia. But  the  present  plaintiffs  did  not  want  the  case 
to  be  tried  in  Oklahoma:  they  wanted  it  tried  here  in 
the  Ninth  Circuit  where  they  expected  to  benefit  from 
this  court's  opinion  in  the  Associated  case,  supra,  through 
the  doctrine  of  stare  decisis.  In  order  to  change  the 
forum  to  one  of  their  own  choosing,  appellees  filed  the 
instant  Declaratory  Judgment  suit  praying  that  appellant 
be  enjoined  from  further  asserting  "that  said  Letters 
Patent  No.  Re.  20,827,  or  any  claim  thereof,  has  been 
infringed  ...  by  radio  condensers  and  tuners  which 
were  manufactured  and  sold  by  the  plaintiffs,  or  either 
of  them,  or  installed  in  radio  receiving  sets  by  any  of 
their  customers.''    [R.  Vol.  I,  p.  11.] 

Appellees'  reliance  upon  the  Associated  decision  in  the 
instant  suit  is  shown  from  the  fact  that  they  set  it  forth 
right  in  the  complaint  [R.  Vol.  I,  p.  7].  The  same  para- 
graph in  the  complaint  also  mentioned  the  lower  court's 
decision  in  the  same  case,  which  said  that  the  claims  at 
issue  were  invalid  for  want  of  invention;  but  the  com- 
plaint neglected  to  mention  that  the  lower  court's  holding 
of  invalidity  was  stricken  out  by  this  court's  opinion  on 
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appeal.  Affirming  the  lower  court's  judgment  on  grounds 
having  nothing  to  do  with  vahdity,  the  appellate  court 
said: 

'The  judgment  declares  that  the  claims  'are  invalid 
for  want  of  invention.'  In  the  view  we  take,  the 
declaration  is  unnecessary.  As  to  its  correctness  or 
incorrectness,  we  express  no  opinion.  The  judgment 
is  modified  by  striking  therefrom  the  above  quoted 
declaration  and,  as  thus  modified,  is  affirmed.''  (137 
F.  2d  at  p.  728.) 

The  presumption  of  validity  was  thus  restored  to  the 
patent. 

Inasmuch  as  this  court  set  aside  the  lower  court's  find- 
ing that  the  patent  was  invalid  for  want  of  invention,  it 
is  obvious  that  the  arguments  upholding  the  trial  court's 
opinion  were  not  sufficient  to  convince  this  court  that  the 
lower  court  was  right,  for  Rule  52(a)  of  the  Federal 
Rules  of  Civil  Procedure  requires  that  the  findings  of  a 
trial  court  shall  not  be  set  aside  unless  they  are  clearly 
in  error.  Those  attacking  the  validity  of  the  patent  in 
that  case  were  not  able  to  carry  the  heavy  burden  of  proof 
that  falls  upon  those  challenging  the  validity  of  a  patent. 
If  mere  doubts  were  raised,  it  was  not  necessary  for  this 
court  to  express  an  opinion,  for  the  well-established  rule 
requires  that  all  doubts  must  be  resolved  in  favor  of  the 
patent.  This  court  did  that  very  thing  when  it  set  aside 
the  findings  of  the  lower  court  by  striking  out  the  finding 
that  the  claims  were  invalid  for  want  of  invention.  This 
action  of  the  appellate  court  was  thus  the  same  as  revers- 
ing the  lower  court  on  the  issue  of  validity.  Claims  7  to 
11  are  valid  in  this  circuit. 

In  coming  to  this  circuit  in  order  to  benefit  from  the 
Associated  decision  through  the  doctrine  of  stare  decisis, 
and  in  using  this  decision  as  a  basis  for  their  Motion  for 
Summary  Judgment,  appellees  have  taken  a  definite  posi- 
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tion  and  chosen  their  course  of  action.  They  should  not 
now  be  permitted  to  take  another  position  inconsistent 
with  the  one  they  have  chosen.  In  this  circuit  to  which 
they  have  come,  and  because  of  the  decision  which  they 
urge  the  courts  to  apply,  the  claims  are  valid.  The  situ- 
ation here  is  analogous  to  a  quasi-equitable  estoppel. 
Appellees  should  not  be  heard  to  challenge  the  effect  of 
the  very  decision  which  they  came  here  to  invoke.  This 
court  should  hold  that  claims  7  to  11  are  valid  in  so  far 
as  these  appellees  are  concerned. 

If  this  Honorable  Court  should  fail  to  hold  that  appel- 
lees are  bound  by  the  Oklahoma  decision  because  of  their 
participation  in  the  defense  of  that  action,  then  it  should 
hold  that  claims  7  to  11  of  the  reissue  patent  are  valid  in 
so  far  as  they  apply  to  these  appellees,  and  that,  by  virtue 
of  the  evidence  hereinbefore  discussed,  the  tuners  manu- 
factured by  appellees  are  infringements  of  these  claims. 

Even  though  the  motion  for  summary  judgment  was 
made  by  appellees,  this  court  nevertheless  has  the  right  to 
render  a  decision  in  favor  of  appellant. 

"li  either  the  proponent  of  a  claim  or  the  defend- 
ing party  moves  for  a  summary  judgment,  and  the 
court  finds  that  the  moving  party  is  not  entitled 
thereto,  but  that  the  other  party  is  so  entitled,  it 
would  seem  that  the  court  has  the  power  to  enter 
the  proper  judgment,  although  a  cross-motion  there- 
for was  not  made."  3  Moore's  Federal  Practice, 
Sec.  56.02,  page  3183. 

That  procedure  was  followed  in  Northland  Greyhound 
Lines,  Inc.  v.  Amalgamated  Association  of  Street^  Elec- 
tric Railway  and  Motor  Coach  Employees  of  America,  9 
Fed.  Rules  Service  56c. 54,  Case  1,  in  which  the  court 
made  the  foregoing  quotation  from  Moore.  Judgment 
was  also  rendered  in  favor  of  the  adversary  of  the  moving 
party  in  Hooker  v.  New  York  Life  Ins.  Co.,  9  Fed.  Rules 
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^loore  as  follows: 

"Rule  54  (c)  gives  the  court  the  power  to  enter 
the  final  judgment  to  which  the  prevailing  party  is 
entitled,  even  if  the  party  has  not  demanded  such 
relief  in  his  pleadings,  except  in  default  judgment 
cases.  The  theory  is  that  the  form  of  the  pleadings 
should  not  place  a  limitation  upon  the  power  of  the 
court  to  do  justice.  So  w^here  one  party  has  invoked 
the  power  of  the  court  to  render  a  summary  judg- 
ment against  his  adversary,  it  is  reasonable  that  this 
invocation  gives  the  court  power  to  render  a  sum- 
mary judgment  for  his  adversary  if  it  is  clear  that 
the  case  warrants  that  result.  Note  8,  3  Moore,  Fed- 
eral Practice^  Section  56.02. 

If  the  Issue  of  Validity  Is  to  Be  Tried  Appellees 
Should  Be  Required  to  Answer  Defendant's  In- 
terrogatories 4,  5,  6,  7,  9,  10,  11,  17  and  18. 

Specification  of  error  7  reads: 

"The  District  Court  erred  in  sustaining  appellees' 
objections  to  appellants'  interrogatories  4,  5,  6,  7, 
9,  10,  11,  17  and  18,  requiring  data  on  the  volume  of 
appellees'  sales  to  show  the  extent  of  the  commer- 
cial success  of  appellees'  devices." 

The  interrogatories  to  which  appellees  objected  may 
be  found  in  the  record  in  Vol.  I,  pp.  21,  22  and  23.  These 
were  objected  to  "on  the  grounds  that  the  information 
called  for  is  irrelevant  to  any  issue  in  this  case."  [R. 
Vol.  I,  p.  25.]  The  court  sustained  appellees'  objections 
[R.  Vol.  I,  p.  26]. 
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The  law  is  well  settled  that  such  information  is  not 
irrelevant.  Commercial  success  is  often  the  deciding  fac- 
tor on  the  issue  of  validity. 

In  Dillon  Pulley  Co.  v.  McEachran  et  al,  69  F.  (2d) 
144,  at  146,  the  court  said: 

ujjc  *  *  ^  presumption  of  validity  may  arise 
equally  from  the  commercial  success  of  an  infringer 
as  from  the  commercial  success  of  the  patentee  or 
his  assigns." 

In  Eihel  Process  Company  v,  Minnesota  &  Ontario 
Paper  Company,  261  U.  S.  45,  at  56,  67  L.  Ed.  523,  at 
529,  the  Supreme  Court  likewise  attaches  the  same  signifi- 
cance to  the  success  of  an  infringer  as  to  that  of  a  share- 
holder or  licensee.     Said  the  court: 

''*  *  *  It  can  hardly  be  that  dividends  on  the 
shares  of  stock  in  the  Eibel  Company,  held  by  the 
five  large  companies,  would  furnish  motive  enough 
for  them  to  continue  to  be  licensees,  and  to  use  some- 
thing that  was  not  of  great  advantage  to  them  in 
their  chief  business  of  making  of  paper;  and  cer- 
tainly no  such  motive  would  explain  the  action  of 
the  licensees  who  are  not  stockholders,  or  that  of  the 
infringers,  in  continuing  to  use  the  Eibel  pitch." 
(Emphasis  supplied.) 

Regarding  the  significance  of  commercial  success  in  the 
case  of  Research  Products  Co.,  Limited,  et  al.  v.  Tretolite 
Co.  et  al,  106  F.  (2d)  530,  at  532,  the  Ninth  Circuit 
Court  of  Appeals  said : 

"*  *  *  The  use  of  this  type  of  chemical  was 
highly  successful  and  it  is  estimated  that  this  acid 
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process  had  resulted  in  the  recovery  of  over  a  bil- 
hon  barrels  of  crude  oil,  at  a  relatively  small  cost. 

''So  great  and  immediate  a  success  speaks  strongly 
of  invention,  adding  emphasis  to  the  strong  presump- 
tion of  invention,  raised  by  the  issuance  of  the 
patent." 

In  its  most  recent  case  upholding  the  validity  of  a  pat- 
ent, the  Supreme  Court  said: 

''*  *  *  Once  the  method  was  discovered  it 
commended  itself  to  the  public  as  evidenced  by 
marked  commercial  success.  These  factors  were  enti- 
tled to  weight  in  determining  whether  the  improve- 
ment amounted  to  invention  and  should,  in  a  close 
case,  tip  the  scales  in  favor  of  patentability.  Ac- 
cepting, as  w^e  do,  the  findings  below,  we  hold  the 
patent  valid  and  infringed."  Goodyear  Tire  &  Rub- 
ber Co.,  Inc.,  et  al.  v.  Ray-0-Vac  Co.,  321  U.  S.  275 
at  279,  64  S.  Ct.  593  at  595. 

Appellees  were  thus  wTong  in  stating  that  the  informa- 
tion requested  in  appellant's  interrogatories  was  ''irrele- 
vant to  any  issue  in  this  case,"  and  the  court  should  not 
have  sustained  the  objection. 

If  the  issue  of  validity  is  to  be  tried,  it  is  highly  impor- 
tant that  appellant  have  the  information  asked  for  in 
these  interrogatories,  and  the  lower  court  should  be  in- 
structed to  require  appellees  to  supply  the  information 
requested. 
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Summary  Judgment  Should  Not  Have  Been  Entered 
in  the  Instant  Case,  Especially  When  It  Was  in 
Direct  Conflict  With  a  Decision  of  Another  Fed- 
eral Court  Rendered  After  a  Full  Trial. 

The  judgment  of  the  lower  court  in  the  instant  case  is 
the  first  summary  judgment  ever  granted  in  a  patent  case 
in  direct  conflict  with  the  opinion  of  another  U.  S.  Dis- 
trict Court,  as  far  as  appellant  has  been  able  to  learn 
after  an  exhaustive  search.  Such  a  summary  judgment 
was  requested  in  another  case,  but  there  the  U.  S.  District 
Court  for  the  Northern  District  of  Ohio  said : 

"Furthermore,  although  this  court  cannot  in  the 
circumstances  say  that  the  issue  is  res  judicata,  the 
fact  that  the  patent  was  approved  by  a  court  of  com- 
petent jurisdiction  after  full  trial  (Cold  Metal  Proc- 
ess Co.  v.  United  Engineering  &  Foundry  Co.,  D. 
C,  3  F.  Supp.  120)  would  make  it  almost  presump- 
tuous for  this  court  to  declare  the  patent  invalid  upon 
nothing  more  than  a  comparison  of  documents  which 
had  been  before  the  other  court.  *  *  *  Motion 
overruled.''  E.  W.  Bliss  Co.  v.  Cold  Metal  Process 
Co.,  47  Fed.  Supp.  897  at  p.  899. 

The  basic  requirements  for  a  summary  judgment  are 
such  that  it  seems  unthinkable  for  a  court  even  to  con- 
sider the  granting  of  a  summary  judgment  in  direct  con- 
flict with  the  decision  of  another  court  that  was  rendered 
after  a  full  trial.  It  is  well  established  that  a  summary 
judgment  should  only  be  granted  when  all  the  facts  clearly 
indicate  that  the  opposing  party  could  not  possibly  prevail 
if  a  trial  were  held.  A  practical  demonstration  that  such 
opposing  party  not  only  could,  but  actually  did,  prevail 
after  a  full  trial,  should  consequently  definitely  preclude 
the  granting  of  summary  judgment. 
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In  the  Second  Circuit  case  of  Doehler  Metal  Furniture 
Co.,  Inc.,  V.  United  States,  149  F.  (2d)  130,  in  which 
Judge  Learned  Hand,  Judge  Frank  and  Judge  Chase 
heard  the  appeal,  Judge  Frank,  in  rendering  the  opinion, 
said  (p.  135)  : 

''We  take  this  occasion  to  suggest  that  trial  judges 
should  exercise  great  care  in  granting  motions  for 
summary  judgment.  A  litigant  has  a  right  to  a  trial 
where  there  is  the  slightest  doubt  as  to  the  facts/' 

In  the  instant  case,  two  genuine  issues  of  fact  were 
presented.  In  defendant's  answer  [R.  Vol.  I,  p.  15]  de- 
fendant denied  paragraph  8  of  the  complaint  [R.  Vol.  I, 
p.  7]  which  alleged  that  plaintiffs'  tuners  did  not  infringe 
the  claims  at  issue.  This  presented  a  first  genuine  issue 
of  fact. 

A  second  genuine  issue  of  fact  was  presented  in  the 
affidavit  of  LeRoy  J.  Leishman  [R.  Vol.  I,  p.  46],  filed  in 
opposition  to  plaintiffs'  Motion  for  Summary  Judgment, 
and  accompanied  by  ten  prior  art  patents  and  sixteen  other 
exhibits  which  showed  that  plungers  and  levers  had  long 
been  known  as  equivalents  in  this  art.  Deponent  there  said 
that  "none  of  the  said  exhibits  and  none  of  the  ten  pat- 
ents presented  in  support  of  Defendant's  Memorandum 
Opposing  Plaintiffs'  Motion  for  Summary  Judgment,  were 
presented  in  evidence  in  the  case  of  Leishman  vs.  Associ- 
ated Wholesale  Electric  Company,  mentioned  in  the  said 
memorandum." 

That  averment  should  have  made  it  necessary  to  follow 
the  new  evidence  instead  of  this  court's  former  decision 
with  respect  to  the  equivalency  of  levers  and  plungers  for 
operating  appellant's  combination.  That  evidence,  if  genu- 
ine, proved  beyond  any  possible  doubt  that  plungers  were 
well  known  as  proper  substitutes  for  levers  in  this  art 
when  appellant's  patent  was  granted.     Inasmuch  as  the 
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Supreme  Court's  criteria  for  mechanical  equivalents  were 
thus  fully  met,  the  case  for  infringement  was  now  com- 
plete. If  there  could  have  been  any  possible  doubt  about 
any  of  this,  then  a  very  genuine  issue  of  fact  was  pre- 
sented. 

If  no  doubt  existed  about  the  genuineness  of  the  new 
evidence  or  about  appellant's  averment  that  it  was  not 
before  this  appellate  court  when  it  rendered  its  decision 
in  the  Associated  case,  then  a  decision  could  only  be  ren- 
dered in  appellant's  favor  and  appellees'  motion  for  sum- 
mary judgment  of  non-infringement  could  not  be  enter- 
tained. 

If  a  genuine  issue  was  present,  a  trial  should  have  been 
held.  In  order  for  appellees  to  establish  the  proposition 
that  there  was  no  genuine  issue  and  that  the  facts  were 
all  in  their  favor,  it  would  have  been  necessary  for  appel- 
lees to  prove  (1)  that  appellant's  new  evidence  was  not 
genuine,  or  (2)  that  this  evidence  was  before  this  Circuit 
Court  of  Appeals  when  it  rendered  the  decision  in  the 
Associated  case.  Appellees  could  not  and  did  not  do  either 
of  these  things,  finding  18  [R.  Vol.  I,  p.  91]  to  the  con- 
trary notwithstanding. 

Regarding  the  moving  party's  burden  of  proof,  the 
Eighth  Circuit  Court  of  Appeals  said: 

''On  a  motion  for  a  summary  judgment  the  burden 
of  establishing  the  nonexistence  of  any  genuine  is- 
sue of  fact  is  upon  the  moving  party,  all  doubts  are 
resolved  against  him,  and  his  supporting  affidavits 
and  depositions,  if  any,  are  carefully  scrutinized  by 
the  court."  Walling  v.  Fairmont  Creamery  Co.,  139 
F.  (2d)  318  at  322. 
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To  the  same  effect  is  the  decision  of  the  United  States 
Circuit  Court  of  Appeals  for  the  District  of  Columbia  in 
the  case  of  Wittlin  v.  Giacalone,  et  al.,  154  F.  (2d)  20 
at  21,  22: 

"We  are  impelled  to  that  conclusion  because  it  is 
well  established  that  one  who  moves  for  summary 
judgment  has  the  burden  of  demonstrating  clearly  the 
absence  of  any  genuine  issue  of  fact,  and  that  any 
doubt  as  to  the  existence  of  such  an  issue  is  resolved 
against  the  movant.  The  courts  are  quite  critical  of 
the  papers  presented  by  the  moving  party,  but  not 
of  the  opposing  papers." 

When  the  moving  party  has  not  carried  its  burden  of 
demonstrating  clearly  the  absence  of  any  genuine  issue  of 
fact,  the  opposing  party  should  never  be  cut  off  without 
a  trial. 

''Illustrative  of  the  dangers,  in  this  respect,  of  sum- 
mary judgment,  if  not  cautiously  employed,  is  a  recent 
case  in  the  court  below.  There  the  judge  refused  to 
grant  summary  judgment  for  defendants,  despite  a 
mass  of  impressive  affidavits,  containing  copies  of  cor- 
porate records,  the  accuracy  of  which  plaintiffs  did 
not  deny  in  their  affidavits,  and  which  on  their  face 
made  plaintiffs'  case  seem  nothing  but  a  sham ;  at  the 
trial,  however,  cross-examination  of  the  defendants 
revealed  facts,  theretofore  unknown  by  plaintiffs,  that 
so  riddled  the  defendants'  case  as  it  had  previously 
appeared  on  the  summary  judgment  motion  that  the 
judge  entered  judgment  against  them  for  several  mil- 
lion dollars,  from  which  they  did  not  appeal." 

Arnstein  v.  Porter  (C.  C.  A.  2),  154  F.  (2d)  464 
at  471. 
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In  the  instant  case,  between  the  fihng  of  the  motion  for 
summary  judgment  and  the  granting  of  the  motion,  a 
practical  demonstration  was  given  as  to  w^hat  could  hap- 
pen at  a  trial  involving  the  very  same  tuners  with  which 
we  are  concerned  in  the  present  action.  In  addition  to 
other  evidence,  the  following  testimony  was  given  by  Dr. 
M.  F.  Spotts,  associate  professor  of  machine  design  at 
Northwestern  University  [R.  Vol.  I,  p.  112],  who  was 
the  expert  witness  for  the  defendant  against  Leishman  in 
the  Oklahoma  case  of  Leishman  v.  The  Richards  and 
Conover  Company  [Defendant's  Exhibit  17,  R.  Vol.  I,  pp. 
131  and  132] : 

"A.  (By  Dr.  Spotts)  If  one  wished  to  use  a 
plunger  that  would  give  straight  line  motion  as  sup- 
port for  the  tappet  rather  than  the  pivoted  lever  which 
gives  motion  in  the  arc  of  a  circle  of  a  rather  large 
radius,  draftsmen  would  have  no  compunctions  about 
substituting  a  plunger  giving  a  straight  line  for  the 
lever,  giving  an  arc  of  a  circle,  since  the  motion  is 
rather  small  while  the  tappet  is  being  brought  into 
contact  with  the  rocker.  A  draftsman  would  make 
that  substitution  in  the  usual  line  of  his  work. 

''Q.      (By  the  Court):    Easy  to  do?    A.    Oh,  yes. 

Q.  It  would  impose  no  serious  problem  where  a 
lever  is  used  and  you  decided  you  wanted  to  use  a 
plunger,  to  change  the  design  to  make  it  work  with  a 
plunger?  A.  A  draftsman  does  those  things  every 
day  in  the  week  in  his  usual  line  of  work." 
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Inasmuch  as  this  testimony  was  actually  given  for  the 
other  side  at  the  Oklahoma  trial  by  the  associate  professor 
of  machine  design  at  Northwestern  University,  how  could 
the  lower  court  here  have  felt  sure  that  an  equally  candid 
witness  for  the  other  side  might  not  make  the  same  admis- 
sions if  a  trial  were  held  in  the  instant  case?  Of  course 
it  could  not  have  been  sure.  Then  it  was  manifestly  highly 
improper  for  the  court  to  grant  appellees'  motion  for  sum- 
mary judgment  in  their  favor. 

In  the  recent  case  of  Associated  Press  et  al,  v.  United 
States,  326  U.  S.  1,  6,  65  S.  Ct.  1416,  1418,  the  Supreme 
Court  said: 

''We  agree  that  Rule  56  should  be  cautiously  in- 
voked to  the  end  that  parties  may  always  be  afforded 
a  trial  where  there  is  a  bona  fide  dispute  of  facts  be- 
tween them/'     (Emphasis  added.) 

In  Sartor  et  al.  v.  Arkansas  Natural  Gas  Corporation, 
321  U.  S.  620,  627,  64  S.  Ct.  724,  728,  the  Supreme  Court 
said: 

'The  Court  of  Appeals  below  heretofore  has  cor- 
rectly noted  that  Rule  56  authorizes  summary  judg- 
ment only  where  the  moving  party  is  entitled  to  judg- 
ment as  a  matter  of  law,  where  it  is  quite  clear  what 
the  truth  is,  that  no  genuine  issue  remains  for  trial, 
and  that  the  purpose  of  the  rule  is  not  to  cut  litigants 
off  from  their  right  of  trial  by  jury  if  they  really 
have  issues  to  try." 

If  the  new  evidence  presented  by  the  defendant  leaves 
any  vestige  of  a  doubt  regarding  the  equivalency  of  levers 
and  plungers,  clearly  there  should  be  a  trial. 
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Conclusion. 

This  brief  has  shown  by  evidence  of  a  nature  that  can- 
not be  contradicted  that  plungers  were  well  known  in  this 
art  as  proper  substitutes  for  levers  in  the  operation  of 
tuners  and  other  shaft-positioning  devices,  and  that  they 
were  even  known  as  equivalents  for  levers  for  the  purpose 
of  moving  tappets  in  such  mechanism.  On  the  matter  of 
the  equivalency  of  appellees'  rockers  and  tappets  to  the 
corresponding  elements  in  the  patented  structure,  this  rec- 
ord is  the  same  as  that  in  the  Associated  Wholesale  Elec- 
tric case,  and  this  Honorable  Court's  holding  with  respect 
to  these  two  elements  is  therefore  applicable  here.  It  is 
thus  established  that  all  three  elements  of  appellees'  tuners 
are  the  equivalents  of  the  corresponding  elements  shown 
in  the  patent.  This  court  should  therefore  reverse  the 
lower  court  and  rule  in  harmony  with  the  U.  S.  District 
Court  for  the  Western  District  of  Oklahoma  to  the  effect 
that  the  tuners  here  involved  are  infringements  of  claims 
7  to  1 1  of  reissue  patent  No.  Re.  20,827. 

It  has  also  been  shown  that  appellees  participated  in 
the  defense  of  the  suit  brought  by  appellant  against  The 
Richards  and  Conover  Co.  in  the  U.  S.  District  Court  for 
the  Western  District  of  Oklahoma,  and  that  appellees  are 
therefore  bound  by  the  judgment  of  that  court.  This 
Honorable  Court  should  accordingly  instruct  the  lower 
court  to  enter  appellant's  proposed  supplemental  answer 
and  render  judgment  in  favor  of  appellant  on  the  ground 
that  the  appellees  are  bound  by  the  said  Oklahoma  decision 
because  of  their  participation  in  the  defense  of  that  suit. 
This  Honorable  Court,  in  so  holding,  should  nevertheless 
rule  upon  the  matter  of  the  equivalency  of  the  aforemen- 
tioned plungers  and  levers  as  shown  by  the  new  evidence, 
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because  such  a  ruling  is  important  in  view  of  other  Hti- 
gation  now  before  the  lower  court. 

This  brief  has  also  shown  that  appellees,  in  insisting 
upon  a  decision  in  this  forum  instead  of  in  the  Oklahoma 
forum  which  the  appellant  provided  for  them,  cited  the 
case  of  Leishman  v.  Associated  Wholesale  Electric  Co., 
supra,  right  in  the  complaint  and  were  thus  well  aware 
that  this  decision  restored  the  presumption  of  validity  to 
the  patent.  In  coming  to  this  circuit  to  benefit  by  that 
opinion,  appellees  should  be  required  to  accept  the  situa- 
tion as  they  find  it,  and  they  should  therefore  not  be  heard 
to  challenge  the  validity  of  the  patent.  Inasmuch  as  ap- 
pellees urge  that  this  decision  be  applied,  they  are  thereby 
precluded  from  raising  the  issue  of  vahdity.  The  reissue 
patent  here  in  suit  is  consequently  valid  as  far  as  the 
appellees  are  concerned. 

Should  this  Honorable  Court  fail  for  any  reason  to  in- 
struct the  lower  court  to  hold  that  appellees  are  bound  by 
the  Oklahoma  decision,  it  should  rule,  for  the  reasons 
stated,  that  the  patent  is  valid  as  applied  to  them;  and  it 
should  also  rule,  in  accordance  with  the  new  evidence,  that 
appellees'  tuners  are  infringements  of  claims  7  to  11  of 
the  reissue  patent. 

Should  this  court  for  any  reason  fail  to  agree  that  ap- 
pellees are  bound  by  the  Oklahoma  decision  or  that  the 
patent  is  valid  as  applied  to  them,  then  this  court  should 
remand  the  case  to  the  lower  court  for  a  trial  upon  these 
matters.  In  order  that  these  defenses  might  be  made  and 
additional  evidence  adduced,  the  lower  court  should  be  in- 
structed to  enter  appellant's  supplemental  answer  to  the 
effect  that  appellees  are  bound  by  the  Oklahoma  decision, 
and  it  should  also  be  instructed  to  require  them  to  an- 
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swer  Defendant's  Interrogatories  4,  5,  6,  7,  9,  10,  11, 
17  and  18.  If  the  case  is  so  remanded,  this  court  should 
nevertheless  rule  that  the  claims  at  issue,  if  valid,  are  in- 
fringed, so  that  the  lower  court  may  have  the  benefit  of 
such  ruling  and  not  have  to  try  the  issue  of  infringement 
all  over  again. 

Should  this  court  feel  that  the  mass  of  evidence  already 
presented  is  not  sufficient  to  establish  the  equivalency  of 
plungers  and  levers  for  operating  appellant's  combination, 
then  this  Honorable  Court  should  w^ipe  out  the  summary 
judgment  and  give  appellant  the  additional  opportunity 
that  a  regular  trial  affords  for  bringing  out  further  evi- 
dence. 

In  all  events,  the  summary  judgment  in  appellees'  favor 
should  be  set  aside.  It  was  highly  improper  to  have  based 
such  a  decision  upon  the  doctrine  of  stare  decisis  when  the 
new  evidence  created  a  record  vastly  different  from  that 
in  the  Associated  case.  The  Oklahoma  transcript  showed 
what  can  happen  at  a  trial,  and  the  court  below  should 
never  have  rendered  a  summary  judgment  in  direct  conflict 
with  the  judgment  of  another  court  regarding  the  same 
devices  and  the  same  claims. 

Respectfully  submitted, 

LeRoy  J.  Leishman, 

Appellant,  in  propria  persona. 
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PLAINTIFFS-APPELLEES  AND  CROSS- 
APPELLANTS'  OPENING  BRIEF. 


This  cause  comes  before  this  Court  on  an  appeal  and  a 
cross-appeal  from  a  declaratory  judgment  [1-94]*  in  an 
action  under  §274-d  (28  U.  S.  C.  §400)  of  the  Judicial 
Code. 

Plaintiffs**  Radio  Condenser  Company  and  General 
Instrument  Corporation  are  corporations  of  the  State  of 
New   Jersey   and   brought   this   action   against   defendant 


*The  printed  transcript  of  record  is  herein  referred  to  by  Roman 
numerals  designating  the  volume,  followed  by  the  reference  page 
number. 

**Herein  the  parties  will  be  referred  to  as  "plaintiffs"  and  "de- 
fendant" as  in  the  court  below. 
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LeRoy  J.  Leishman,  a  resident  of  the  City  of  Los  An- 
geles and  of  the  Southern  District  of  CaHfornia. 

The  ''actual  controversy"  upon  which  the  action  is  based 
is  and  was  with  respect  to  the  validity  of  the  defendant's 
Reissue  Letters  Patent  20,827  and  the  asserted  infringe- 
ment of  claims  7  to  11,  inclusive,  thereof  by  the  manu- 
facture and  sale  of  radio  condensers  and  tuners  by.  the 
plaintiffs. 

The  appealed  judgment  is  a  summary  judgment  that 
plaintiffs'  condensers  and  tuners  do  not  infringe  either 
of  said  claims  of  said  reissue  patent  and  granting  addi- 
tional relief,  i.  e.,  an  injunction  prohibiting  defendant 
''from  asserting,  contending,  claiming,  or  alleging  that 
said  Reissue  Letters  Patent  *  *  *  has  been  or  is  being 
infringed"  by  either  of  the  plaintiffs  [1-95,  par.  2]  or 
"that  the  use  or  sale  of  condensers  and  tuners  manu- 
factured by  plaintiffs  *  *  *  has  been  or  is  an  infringement 

*  *  *"  of  said  reissue  patent  [id.  par.  3]  and  "from  prose- 
cuting any  action  in  law  or  equity  in  which  condensers 
and  tuners  manufactured  by  plaintiffs,  or  either  of  them, 

*  *  *  are  asserted  to  have  been  or  to  be  an  infringement" 
of  said  reissue  patent  [1-96  par.  4].  Defendant's  appeal 
is  from  that  portion  of  said  judgment  [1-94-95  par.  1], 
"That  the  plaintiffs  have  not  infringed"  said  patent. 

Upon  motion  of  defendant  the  injunction  of  paragraph 
3  of  the  judgment  [1-95]  was  modified.  It  is  from  this 
modification  and  restriction  that  plaintiffs  have  appealed. 


Jurisdiction. 

The  District  Court  has  jurisdiction  of  the  action  under 
the  Declaratory  Judgment  Statute  (Jud.  Code  §  274-d, 
28  U.  S.  C.  A.  §400)  and  by  virtue  of  Judicial  Code 
§24(7),  as  the  actual  controversy  arises  under  the  patent 
laws.  The  appealed  judgment  is  a  final  judgment  of 
which  this  Court  has  appellate  jurisdiction  (Jud.  Code 
§128,  28  U.  S.  C.  A.  225).  Both  plaintiffs'  and  defend- 
ant's appeals  were  timely  (26  Stat.  829,  28  U.  S.  C.  A. 
§230;  Bingham  Pump  Co.,  Inc.,  v.  Edwards,  118  F.  (2d) 
338  (C.  C.  A.  9);  Victor  Talking  Mach.  Co.  v.  George, 
105  F.  (2d)  697  (C.  C.  A.  3) ;  Claude  Neon.  Elec.  Prod- 
ucts V.  Brilliant  Tube  Sign  Co.,  48  F.  (2d)  176  (C.  C. 
A.  9)). 

Summary  judgment  [1-96]  was  entered  and  filed  Sep- 
tember 12,  1946.  On  September  16,  1946,  the  District 
Court  extended  defendant's  time  to  file  a  motion  under 
Rule  52(b)  to  amend  the  findings,  conclusions  of  law  and 
judgment  [id.  97;  cf.  id.  100-101].  This  motion  was 
denied  December  18,  1946,  except  for  the  addition  thereto 
of  paragraph  Seventh  [1-134]  limiting  the  scope  of  the 
injunction  of  the  judgment.  It  is  from  this  modification 
of  the  injunction  that  plaintififs  appealed  [1-134].  The 
time  for  appeal  commenced  to  run  from  December  19, 
1946  [1-135],  the  date  the  Clerk  gave  notice  of  such 
modification  (Leishman  v.  Associated  Wholesale  Elec. 
Co.,  318  U.  S.  203).  Defendant's  notice  of  appeal  was 
filed  March  17,  1947  [1-136],  plaintifit's'  March  18,  1947 
[1-138],  both  within  three  months  thereafter. 


Statement  of  the  Case. 

Original  Letters  Patent  No.  2,108,538  [II-174-6]  were 
granted  February  15,  1938,  to  defendant  containing  six 
claims.  This  patent  was  granted  on  a  divisional  appli- 
cation. It  was  surrendered  and  on  August  16,  1938,  a 
reissue  (amended)  patent.  No.  Re-20,827  [11-168-171] 
was  granted  containing  all  six  claims  of  the  original 
patent  and  six  new  and  additional  claims  numbered  7 
to  12,  inclusive.  Claim  5  was  disclaimed  [11-171].  There- 
after a  further  disclaimer  attempting  to  modify  claims 
8,  9  and  10  was  filed   [11-172]. 

While  defendant's  alleged  invention  is  in  the  reissue 
patent  No.  20,827  entitled  ''Means  and  Method  for  Turn- 
ing Rotatable  Objects  to  Predetermined  Positions,"  the 
claims  thereof  (7  to  11,  inclusive)  involved  in  this  suit 
refer  to  the  tuning  mechanism  of  radio  receiving  appa- 
ratus. The  matter  here  in  litigation  is  the  condensers 
and  tuners  manufactured  and  sold  as  component  parts  of 
radio  receiving  sets  by  plaintiffs. 

Defendant  Leishman  had  notified  both  plaintiffs  in 
1938  and  1939  that  plaintiffs'  tuners  and  condensers  were 
infringements  of  Re-20,827  [Complaint  par.  5,  1-5;  ad- 
mitted Ans.  par.  1,  1-15].  He  had  brought  two  suits  for 
infringement  against  radio  receiving  set  dealers.  The  first 
suit  was  filed  in  September  1938  against  Associated 
Wholesale  Electric  Company  in  the  Southern  District  of 
California,  which  company  was  selling  radio  receiving  sets 
manufactured  by  the  Crosley  Corporation  of  Cincinnati, 
Ohio.  In  that  suit  the  District  Court,  after  full  trial  on 
the  merits,  entered  judgment  of  dismissal  finding  claims  7 
to  11,  inclusive,  invalid  for  want  of  invention,  without  de- 
ciding the  issue  of  infringement.  Upon  appeal  this  Court 
affirmed  the  judgment  of  dismissal.     In  the  opinion  (137 
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F.  (2d)  722)  reference  is  made  to  the  defense  therein  that 
the  patent  was  for  a  different  invention  than  that  sought 
to  be  patented  by  the  original  patent.  Therein  it  is  said 
(id.  723): 

''Thus  a  reissue  patent  must  be  for  the  same  inven- 
tion as  the  original  patent.  Otherwise  it  is  invalid. 
An  original  patent  and  a  reissue  patent  are  not  for 
the  same  invention  unless  what  is  covered  by  the 
reissue  was  disclosed  in  the  original  and  was  intended 
to  have  been  covered  and  secured  by  the  original. 
And  this  intention  'must  appear  from  the  face  of  the 
instrument.'  Hence  the  questions  here  to  be  con- 
sidered are  whether  what  is  covered  by  claims  7-11 
of  the  reissue  patent  was  disclosed  in  the  original 
patent,  and  whether  it  appears  from  the  face  of  the 
original  that  what  is  covered  by  claims  7-11  of  the 
reissue  was  intended  to  have  been  covered  and  se- 
cured by  the  original.'' 

At  pages  723-4  this  Court  quotes  from  the  original 
patent  the  statements  of  the  purposes  of  the  alleged  in- 
vention including:  "to  provide  means  for  simultaneously 
setting  the  dials  of  a  radio  receiving  set  and  a  television 
receiving  set;"  and  states  (p.  726)  : 

"Thus  the  specification  of  the  original  patent  dis- 
closes a  combination  comprising  rockers,  tappets  and 
levers,  the  tappets  and  levers  constituting  what  the 
specification  calls  a  lever  assembly;  and  the  claims 
of  the  original  patent  are  for  combinations  each  of 
which  includes  a  lever  or  levers.     *     *     *" 

and  (p.  727)  points  out  that  for  this  purpose  the  patent 
shows  and  describes  a  tuner  each  operating  mechanism  of 
which  has  two  rockers  48  and  54,  two  tappets  61  and  62, 
and    two    levers,    one    pivoted    to    the    other,    and    refers 


(Footnote  13,  p.  726)  to  claims  1-4  and  6  of  the  original 
patent.  Each  of  these  claims  1-4  and  6  (p.  726)  includes 
in  combination  with  a  lever  a  plurality  of  rotatable  mem- 
bers (i.  e.,  a  plurality  of  rockers)  and  a  plurality  of  ad- 
justable members  {i.e.,  a  plurality  of  tappets).  Some  of 
these  claims  (for  example,  claim  2)  specifically  include  two 
levers  (for  a  lever  assembly,  one  lever  being  pivoted  on 
the  other) ;  and  at  727: 

''These  claims,  it  will  be  observed,  are  for  com- 
binations each  of  which  includes  a  rocker.  Whether 
the  combinations  include  tappets  and  levers  is  not 
clear.  If  they  do  not  include  levers,  the  claims  are 
not  for  the  same  invention  as  the  original  patent  and 
hence  are  invalid.  If  they  do  include  levers,  the 
claims  are  not  infringed,  for  the  accused  device  con- 
tains no  lever." 

This  Court,  by  limiting  the  claims  to  a  combination  in- 
cluding and  dependent  upon  a  lever,  was  able  to  avoid 
passing  upon  this  defense  of  invalidity,  and  upon  such 
interpretation  thereof  affirmed  the  judgment  of  dismissal. 
Because  ''the  claims  are  not  infringed,"  the  Court's  af- 
firmance was  without  any  determination  of  the  other  de- 
fenses of  invalidity,  including  want  of  invention,  etc. : 

"Since  the  claims,  if  valid,  are  not  infringed,  the 
question  of  their  validity  need  not  be  decided.  The 
judgment  declares  that  the  claims  'are  invalid  for 
want  of  invention.'  In  the  view  we  take,  the  declara- 
tion is  unnecessary.  As  to  its  correctness  or  incor- 
rectness, we  express  no  opinion."     {Id.  727.) 

The  Supreme  Court  on  December  3,  1943,  denied  certior- 
ari (320  U.  S.  794). 

On  March  7,  1945   [1-39]  Leishman  filed  a  second  in- 
fringement suit  against  a  dealer  in  radio  receiving  sets. 
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This  was  fifteen  months  after  the  denial  of  certiorari  by 
the  Supreme  Court.  This  suit  was  filed  in  the  Western 
District  of  Oklahoma  against  The  Richards  and  Conover 
Company  [1-36].  While  this  second  suit  involved  con- 
densers and  tuners  manufactured  by  plaintiffs  and  sold  to 
the  manufacturers  of  the  radio  receiving  sets  sold  by 
such  dealer,  neither  of  the  plaintiffs  herein  were  made 
parties  thereof  and  neither  of  the  plaintiffs  controlled  the 
defense  in  such  suit.  Such  dealer  was  a  customer  of 
Galvin  Manufacturing  Corporation  of  Chicago,  Illinois 
[1-53]  who  purchased  condensers  and  tuners  manufactured 
by  plaintifTs  and  incorporated  them  into  the  radio  receiv- 
ing sets  sold  to  The  Richards  and  Conover  Company 
[Complaint,  par.  5,  I-S-6;  Answer  par.   1,  1-15]. 

This  Court  af^rmed  the  judgment  of  dismissal  (137 
F.  (2d)  722),  stating  {inter  alia),  ''Since  the  claims,  if 
valid,  are  not  infringed,  the  question  of  their  validity  need 
not  be  decided"  {id.  727).  In  the  opinion  of  this  Court, 
infringement  was  not  determined  as  a  question  of  fact. 
Therein  it  was  a  question  of  law  and  was  so  decided.  In 
the  case  at  bar  the  District  Court  likewise  determined 
the  question  of  infringement  as  a  question  of  law.  "There 
is  no  genuine  issue  as  to  any  material  fact  and  no  con- 
troversial question  of  fact  to  be  determined  at  a  trial 
respecting  the  issue  of  infringement  of  Claims  7  to  11, 
inclusive,  of  Reissue  Letters  Patent  No.  Re.  20,827  by 
plaintiffs'  Radio  Condenser  Company  Model  28  tuner  or 
General  Instrument  Corporation  Model  31  tuner"  [F.  F. 
19,  1-91],  and  as  a  conclusion  of  law  the  Court  adjudged: 
''3.  No  genuine  issue  as  to  any  material  fact  exists  in 
the  instant  case  respecting  infringement  by  plaintiffs' 
manufacture,  use,  or  sale  of  radio  tuners"  [1-92]. 


Plaintiffs'  condensers  and  tuners  so  incorporated  by 
Galvin  Manufacturing  Corporation  in  its  radio  receiving 
sets  and  sold  by  defendant  in  said  second  infringement 
suit  are  identified  in  the  record  as  ''Radio  Condenser 
Company  Model  28"  tuner  and  ''General  Instrument  Cor- 
poration Model  31"  tuner  [Pltfs.  Exs.  2  and  4;  F.  F.  17, 
1-91]  and  are  identical  (so  far  as  is  material  to  the  issue 
of  infringement)  with  the  tuners  involved  in  the  Asso- 
ciated Wholesale  Electric  Co.  case.  This  fact  is  admitted 
in  Appellant's  Opening  Brief,  page  20. 

To  prevent  multiplicity  of  suits  by  Leishman  against 
their  customers  and  thereby  to  prevent  further  interfer- 
ence with  plaintiffs'  business,  on  April  20,  1945,  plaintiffs 
filed  the  present  suit  in  the  District  Court  wherein  Leish- 
man is  an  inhabitant   (Jud.  Code  §51). 

On  June  12,  1945,  defendant  interposed  a  motion  to 
dismiss  this  action.  The  District  Court  denied  this  mo- 
tion and  on  November  16,  1945,  defendant  answered  the 
complaint  [1-15-17]  and  counterclaimed  alleging  infringe- 
ment by  plaintiffs.  November  30,  1945,  plaintiffs  replied 
to  such  counterclaim  denying  infringement  and  repeating 
the  defenses  of  invalidity  of  the  reissued  patent  [1-18- 
21].  January  23,  1946,  plaintiffs  moved  [1-27]  for  sum- 
mary judgment.  March  11,  1946  [Rep.  Trans.*  1-54] 
this  motion  was  orally  argued  and  submitted.  On  the 
following  day,  March  12,  1946,  this  motion  was  granted 
and  counsel  were  directed  to  prepare  findings  of  fact, 
conclusions  of  law  and  a  judgment  thereon  [Rep.  Trans. 
56-59].  Proposed  findings  of  fact,  conclusions  of  law 
and  proposed  judgment  were  filed  March  19,  1946.     The 


*The  reference  "Rep.  Trans."  is  to  the  Reporter's  Transcript. 


District    Court   extended   to   April    1,    1946,   defendant's 
time   to   file   objections   thereto. 

May  25,  1946  [1^7-51],  without  any  application  to 
and  leave  or  permission  of  the  District  Court,  defendant 
filed  ''Motion  to  Deny  Plaintiffs'  Motion  for  Summary 
Judgment  and  Motion  to  Dismiss  the  Declaratory  Judg- 
ment Complaint."  The  District  Court  construed  the 
motions  as  a  petition  for  rehearing  [Rep.  Trans.  58]  of 
the  issue  of  infringement  when,  on  June  11,  1946  [Rep. 
Trans.  2-46],  they  were  heard  in  connection  with  defend- 
ant's objections  to  the  proposed  findings  and  judgment. 

At  this  June  11,  1946  hearing,  defendant  presented  to 
the  District  Court  a  copy  of  the  findings  of  fact  and  con- 
clusions of  law  and  interlocutory  judgment  filed  May  6, 
1946,  in  The  Richards  and  Conover  Company  Oklahoma 
suit  [1-52-63].  No  amended  answer  or  second  counter- 
claim was  presented  and  no  leave  was  sought  therefor. 

On  June  21,  1946,  Leishman  presented  a  motion  for 
leave  to  file  a  supplemental  answer  and  a  second  supple- 
mental counterclaim  [1-63-65].  This  proposed  supple- 
mental answer  and  counterclaim  is  not  reproduced  in  the 
transcript  of  record  herein.  It  was  withdrawn  and  on 
July  8,  1946,  the  proposed  first  supplemental  answer  and 
second  supplemental  counterclaim,  appearing  in  the  tran- 
script of  record,  pages  72-86,  were  presented.  The  Dis- 
trict Court,  exercising  its  discretion,  denied  the  motion 
for  leave  to  file  this  second-proposed  first  supplemental 
answer  and  second  supplemental  counterclaim.  Appellant 
asserts  error  in  the  denial  of  such  leave. 

Appellant  propounded  certain  interrogatories  to  plain- 
tiffs. The  District  Court  sustained  appellees'  objections 
to  appellant's  interrogatories  4-7,  inclusive,  9,  10,  11,  17 
and   18.     Appellant  here  asserts  this  was  error. 
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QUESTIONS   INVOLVED. 

1.  Does  either  of  plaintiffs'  tuners  comparable  to 
''Radio  Condenser  Company  Model  28"  tuner  and  ''Gen- 
eral Instrument  Corporation  Model  31"  tuner  infringe 
either  of  claims  7  to  11  of  Re-20,827? 

2.  Was  it  an  abuse  of  discretion  for  the  District 
Court  to  deny  defendant's  motion  to  file  "Defendant's 
First  Supplemental  Answer  and  Second  Supplemental 
Counterclaim"    [1-72-86]? 

3.  Did  the  District  Court  err  in  sustaining  plaintiffs' 
objections  to  defendant's  interrogatories  4  to  7,  inclusive, 
9,  10,  11,  17  and  18  [1-21-26]? 

Does  Either  of  Plaintiffs'  Tuners  Comparable  to  "Ra- 
dio Condenser  Company  Model  28"  Tuner  and 
"General  Instrument  Corporation  Model  31" 
Tuner  Infringe  Either  of  Claims  7  to  11  of 
Re-20,827? 

To  answer  this  question  it  is  first  necessary  to  de- 
termine, as  did  this  Court  in  Leishman  v.  Associated 
Wholesale  Elec.  Co.,  137  F.  (2d)  722,  how  claims  7  to 
11,  inclusive,  of  the  reissue  patent  20,827  can  be  inter- 
preted so  as  to  escape  invalidity  as  not  for  the  same  in- 
vention patented  in  the  original  patent  2,108,538. 

The  applicable  principle  in  law  involved  is  correctly 
stated  by  this  Court  at  page  723  of  137  F.   (2d) : 

"Thus  a  reissue  patent  must  be  for  the  same  in- 
vention as  the  original  patent.  Otherwise  it  is  in- 
valid. An  original  patent  and  a  reissue  patent  are 
not  for  the  same  invention  unless  what  is  covered 
by  the  reissue  was  disclosed  in  the  original  and  was 
intended  to  have  been  covered  and  secured  by  the 
original.     And  this  intention  'must  appear  from  the 
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SUMMARY  OF  ARGUMENT. 

1.  Does  either  of  plaintiffs'  tuners  comparable  to 
"Radio  Condenser  Company  Model  28''  tuner  and  ''Gen- 
eral Instrument  Corporation  Model  31"  tuner  infringe 
either  of  claims  7-11  of  Re-20,827? 

2.  First  necessary  to  determine  how  claims  7-11  of 
Re-20,827  can  be  interpreted  to  escape  invalidity  as  not 
for  the  same  invention  as  patented  in  the  original  patent. 

3.  The  doctrine  of  mechanical  equivalents  applicable 
to  a  combination. 

4.  The  legal  effect  of  this  Court's  adjudication  of 
Re-20,827. 

5.  A  patent  for  a  combination  is  not  infringed  by 
using  one  element  of  such  combination  as  an  element  of 
a  different  combination. 

6.  Coaxiality. 

7.  The  Crosley  method  of  securing  coaxiality  is  not 
equivalent  to  that  of  the  reissue  patent  in  suit. 

8.  Appellant's  interpretation  of  claims  7-11  is  wholly 
contrary  to  this   Court's  interpretation  thereof. 

9.  There  was  no  error  in  the  District  Court's  grant- 
ing summary  judgment  in  this  case. 

10.  No  error  exists  in  the  District  Court's  failure  to 
hold  that  appellees  were  bound  by  the  decision  in  this 
Oklahoma  case,  nor  in  the  District  Court's  denial  of  leave 
to  appellant  to  interject  this  issue  into  this  case. 

11.  The  District  Court  was  correct  in  sustaining  ap- 
pellee's objections  to  appellant's  interrogatories. 
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face  of  the  instrument.'  Hence  the  questions  here 
to  be  considered  are  whether  what  is  covered  by 
claims  7-11  of  the  reissue  patent  was  disclosed  in 
the  original  patent,  and  whether  it  appears  from  the 
face  of  the  original  that  what  is  covered  by  claims 
7-11  of  the  reissue  was  intended  to  have  been  covered 
and  secured  by  the  original." 

Appellant's  Opening  Brief  does  not  challenge  this  state- 
ment of  law. 

In  the  case  of  Heald  v.  Rice,  104  U.  S.  737,  749,  it  is 
said: 

''In  the  present  case  the  question  of  the  identity  of 
the  invention  in  the  original  and  re-issued  patents  is 
to  be  determined  from  their  face  by  mere  comparison 
*  *  *.  That  is,  if  it  appears  from  the  face  of  the 
instruments  that  extrinsic  evidence  is  not  needed  to 
explain  terms  of  art,  or  to  apply  the  descriptions  to 
the  subject-matter,  so  that  the  court  is  able  from 
mere  comparison  to  say  what  are  the  inventions 
described  in  each,  and  to  affirm  from  such  mere  com- 
parison that  they  are  not  the  same,  but  different, 
then  the  question  of  identity  is  one  of  pure  construc- 
tion, and  not  of  evidence  and,  consequently,  is  matter 
of  law  for  the  court,  without  any  auxiliary  matter 
of  fact  to  be  passed  upon  by  a  jury,  if  the  action 
be  at  law." 

To  avoid  invalidity  because  of  claiming  a  different  in- 
vention, this  Court  first  held  that  the  specification  of  the 
original  patent  gave  as  one  of  the  novel  purposes  of  the 
alleged  Leishman  invention:  ''to  provide  means  for  simul- 
taneously setting  the  dials  of  a  radio  receiving  set  and  a 
television  receiving  set;  to  make  it  possible  for  a  single 
manual  operation  to  tune  either  a  radio  set  or  a  television 
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set,  or  both;"    (p.  724),  and,  second,  that  to  accomplish 

this  purpose  the  original  patent  showed  and  described  "a 

combination  comprising  rockers,   tappets   and  levers,   the 

tappets  and  levers  constituting  what  the  specification  calls 

a  lever  assembly;  and  the  claims  of  the  original  patent 

are  for  combinations  each  of  which  includes  a  lever  or 

levers"  (p.  726;  Cf.  Footnote  13);  and  said  (p.  727): 

''*  *  *  If  they  do  not  include  levers,  the  claims 
are  not  for  the  same  invention  as  the  original  patent 
and  hence  are  invalid.  If  they  do  include  levers,  the 
claims  are  not  infringed,  for  the  accused  device  con- 
tains no  lever." 

No  facts  with  respect  to  the  parts  composing  the  claimed 
combination  were  in  dispute.  All  were  illustrated  in  the 
patent  drawings  and  described  in  the  specification  thereof. 
There  was  no  ultimate  fact  material  to  the  question  of 
infringement  to  be  determined  by  the  Court.  As  a  ques- 
tion of  law  non-infringement  was  found. 

In  United  States  v.  Esnault-Pelterie,  303  U.  S.  26,  30, 

it  is  said: 

''*  *  *  where,  with  all  the  evidence  before  the 
court,  it  appears  that  no  substantial  dispute  of  fact 
is  presented,  and  that  the  case  may  be  determined 
by  a  mere  comparison  of  structures  and  extrinsic 
evidence  is  not  needed  for  purposes  of  explanation, 
or  evaluation  of  prior  art,  or  to  resolve  questions  of 
the  application  of  descriptions  to  subject-matter,  the 
questions  of  invention  and  infringement  may  be  de- 
termined as  questions  of  law." 

(Cf.  Galland-Hcnning  Mfg.  Co.  v.  Logemmm  Bros.  Co., 
142  F.  (2d)  700,  703,  col.  1,  to  704  (C.  C  A.  7).) 
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Judge  Lederle  in  Brown  v.  Ford  Motor  Co.,  57  F. 
Supp.  825,  827,  says: 

"Where  it  appears  that  extrinsic  evidence  is  not 
needed  to  explain  the  terms  of  the  art  or  apply  the 
descriptions  to  the  subject  matter,  and  it  is  possible 
for  the  court  to  determine  what  are  the  inventions 
claimed  in  the  patent,  and  from  a  mere  comparison 
of  such  claimed  inventions  with  the  accused  devices, 
determine  whether  or  not  infringement  exists,  the 
question  of  infringement,  like  the  construction  of  any 
other  writing,  is  a  question  for  determination  by  the 
court.  Singer  Mfg.  Co.  v.  Cramer,  192  U.  S.  265, 
24  S.  Ct.  291,  48  L.  Ed.  437;  Clark  Thread  Co.  v. 
Willimantic  Linen  Co.,  140  U.  S.  481,  11  S.  Ct.  846, 
35  L.  Ed.  521 ;  Coffield  v.  Sunny  Line  Appliance,  Inc., 
6  Cir.,  297  F.  609;  Banke  v.  Novadel-Agene  Corp., 
No.  8343,  decided  by  this  court  Apr.  19,  1939  (not 
reported),  affirmed  Id.,  6  Cir.,  130  F.  2d  99,  certiorari 
denied  317  U.  S.  692,  63  S.  Ct.  324,  87  L.  Ed.  554; 
American  Fibre-Chamois  Co.  v.  Buckskin  Fibre  Co., 
6  Cir.,  72  F.  508;  Coulter  v.  Eagle  &  Phenix  Mills, 
5  Cir.,  35  F.  2d  268;  Van  Camp  Sea  Food  Co.,  Inc., 
V.  Westgate  Sea  Products  Co.,  9  Cir.,  28  F.  2d  957; 
Hurin  v.  Electric  Vacuum  Cleaner  Co.,  Inc.,  6  Cir., 
298  F.  76;  Galland-Henning  Mfg.  Co.  v.  Logemann 
Bros.  Co.,  7  Cir.,  142  F.  2d  700;  Bradt  v.  Kelsey- 
Hayes,  D.C.,  14  F.  Supp.  709;  Gasfier  Mfg.  Co.  v. 
Ford  Motor  Co.,  D.C.,  1  F.  R.  D.  10;  Meikle  v. 
Timken-Detroit  Axle  Co.,  D.C.,  44  F.  Supp.  460.'^ 

As  in  Lcishman  v.  Associated  Wholesale  Elec.  Co.,  the 
District  Court  in  this  case  had  before  it  all  the  ultimate 
facts  upon  which  to  determine  infringement.  They  were 
presented  in  and  by  the  original  Leishman  patent,  the  re- 
issue Leishman  patent,  the  disclaimers  filed  by  Leishman, 
and  the  tuners  themselves,  i.  e.,  "Radio  Condenser  Com- 
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pany  Model  28"  tuner  and  "General  Instrument  Corpora- 
tion Model  31"  tuner.  In  the  Associated  Wholesale  Elec. 
case  this  Court  pointed  out  from  this  incontestable  printed 
record  and  the  exhibition  of  the  Crosley  Radio  Corpora- 
tion's tuner  that  (137  F.  (2d)  727) : 

''The  accused  device  (a  mechanical  tuner  for  a 
radio  receiving  set)  is  manufactured  by  the  Crosley 
Radio  Corporation  and  sold  by  appellee.  It  has  a 
rocker  which  is  the  equivalent  of  appellant's  rocker 
48.  It  has  no  rocker  54  nor  any  equivalent  thereof. 
It  has  tappets  each  of  which  is  the  equivalent  of  ap- 
pellant's tappet  61.  It  has  no  tappet  62  nor  any 
equivalent  thereof.  It  has  no  lever  of  any  kind  or 
character.  Its  tappets  are  operated  (made  to  engage 
the  rocker)  by  means  of  plungers.  The  plungers 
perform  a  part,  and  only  a  part,  of  the  function  per- 
formed by  appellant's  levers  F  and  66.  The  part  so 
performed  is  not  performed  in  the  same  way,  or  in 
substantially  the  same  way.  Hence  the  plungers  and 
the  levers  are  not  equivalents." 

In  the  Paper  Bag  Co.  case,  210  U.  S.  405,  the  Supreme 
Court  considered  and  decided  the  question  of  iniringe- 
ment  therein  as  "a  point  of  law,"  i.  e.,  the  ''range  of 
equivalents"  permitted  to  accord  with  "the  extent  and 
nature  of  the  invention."  While  this  decision  is  not 
specifically  referred  to  by  this  Court  in  the  Associated 
Wholesale  Elec.  case,  eight  Court  decisions  are  cited  in 
footnote  18,  page  727,  supporting  in  law  this  Court's 
determination  of  the  question  of  equivalency. 

As  a  matter  of  law  this  Court  found  that  in  the  com- 
bination "the  plungers  and  the  levers  are  not  equivalents." 
In  the  case  at  bar  the  District  Court  likewise  found  non- 
infringement as  a  matter  of  law  [Cf.  F.  F.  18,  19,  1-91; 
Conclusions  of  Law  3,  4,  id.  92;  Judgment,  par.    1,  id. 
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94-5].  In  the  Associated  Wholesale  Elec.  case  this  Court 
did  not  find, — and  in  the  case  at  bar  the  District  Court 
did  not  find — that  a  plunger  and  a  lever  could  not  be 
equivalents  of  each  other  in  any  of  their  possible  uses  and 
environments,  but  that: 

''*  *  *  The  plungers  perform  a  part,  and  only  a 
part,  of  the  function  performed  by  appellant's  levers 
F  and  66.  The  part  so  performed  is  not  performed  in 
the  same  way,  or  in  substantially  the  same  way'' 
(137   F.   2d   723,   727.) 

''Appellant's  levers  have  a  double   function — that 

of  operating  the  tappet  61  and  that  of  operating  the 

tappet  62.     The  latter  function  is  not  performed  at 

all    in    the    accused    device.''      {Id.,    footnote    17.) 

(Emphasis  supplied.) 

This  Court  thus  finds  two  principles  of  patent  law  im- 
pelling its  judgment  of  noninfringement: 

The  first  is  inherent  in  and  necessary  to  its  limitation 
of  the  Re-20,827  to  the  same  invention  intended  to  be 
patented  in  and  by  the  original  patent  2,108,538,  for 
otherwise  the  reissue  is  invalid. 

The  second  is  that  the  elements  of  the  Crosley  tuner 
are  not  so  combined  as  to  perform  the  discussed  function 
"in  the  same  way,  or  in  substantially  the  same  way"  as  in 
the  Leishman  combination,  which  is  necessarily  limited 
to  levers. 

Both  of  these  conclusions  of  law  are  in  full  accord 
with  established  principles  of  patent  law  and  in  full  ac- 
cord with  the  clear  mechanical  facts  exhibited  in  the 
original  patent,  the  reissue  20,827,  and  the  exhibit  tuners. 
"*  *  *  The  invention,  conceding  it  to  be  such,  is 
therefore  within  a  narrow  compass,  and  its  range  of 
equivalents  should  be  correspondingly  limited.    (Citing 
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Boyd  V.  Janesville  Hay  Tool  Co.,  158  U.  S.  260; 
Knapp  V.  Morss,  150  U.  S.  221-228;  National  Hol- 
low B.  B.  Co.  V.  Interchangeable  B.  B.  Co.,  106  F. 
693-710.)  *  *  *  and  when  the  patent  is  for  de- 
scribed means  or  mechanism  to  accomplish  a  specified 
improvement,  it  will  be  limited  to  the  particular  means 
described  in  the  specification,  or  their  clear  mechani- 
cal equivalents.  Union  Match  Co.  v.  Diamond  Match 
Co.,  162  Fed.  148-155,  89  C.  C.  A.  172.  In  patents 
for  a  combination,  if  the  patentee  specifies  any  ele- 
ment as  entering  into  the  combination,  either  directly 
by  the  language  of  the  claim  or  by  such  a  reference 
to  the  descriptive  part  of  the  specification  as  carries 
such  element  into  the  claim,  he  makes  such  element 
material  to  the  combination  and  the  court  cannot  de- 
clare it  to  be  immaterial.  Fay  v.  Cordesman,  109 
U.  S.  408-420.  *  *  *"  {Electric  Protection  Co.  v. 
American  Bank  P.  Co.,  184  Fed.  916,  at  922  (C.  C. 
A.  8).) 

The   Doctrine  of  Mechanical  Equivalents 
Applicable  to  a  Combination. 

A  combination  is  an  entity  separate  and  distinct  from 
its  several  parts  or  elements. 

''*  *  *  The  point  to  be  emphasized  is  that  the 
law  looks  not  at  the  elements  or  factors  of  an  in- 
vented combination  as  a  subject  for  a  patent,  but 
only  to  the  combination  itself  as  a  unit  distinct  from 
its  parts,  and  in  such  case  there  can  be  no  compari- 
son of  patented  and  unpatented  parts." 

{Yeshera  v.  Hardesty  Mfg.  Co.,  166  Fed.  120,  at 
125   (C  C.  A.  6).) 

Two  combinations  are  not  substantially  the  same  or 
equivalents  because  each  combination  secures  or  produces 
the  same  result 
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^'^  *  *  'The  patentee  may  bring  the  defendant  with- 
in the  letter  of  his  claims,  but  if  the  latter  has  so  far 
changed  the  principle  of  the  device  that  the  claims 
of  the  patent,  literally  construed,  have  ceased  to  rep- 
resent his  actual  invention,  he  is  as  little  subject  to 
be  adjudged  an  infringer  as  one  who  has  violated  the 
letter  of  a  statute  has  to  be  convicted,  when  he  has 
done  nothing  in  conflict  with  its  spirit  and  intent. 
'An  infringement/  says  Mr.  Justice  Grier  in  Burr  v 
Duryee,  68  U.  S.  1  Wall.  531,  572  (17:  650,  658), 
'involves  substantial  identity,  whether  that  identity 
be  described  by  the  terms,  "same  principle,"  same 
''modus  operandi,''  or  any  other.  *  *  *  The  argument 
used  to  show  infringement  assumes  that  every  com- 
bination of  devices  in  a  machine  which  is  used  to 
produce  the  same  effect  is  necessarily  an  equivalent 
for  any  other  combination  used  for  the  same  pur- 
pose. This  is  a  flagrant  abuse  of  the  term  "equiva- 
lent." '  " 

(Westingkouse  v.  Boyden,  170  U.  S.  537,  568,  42 
L.   Ed.    1136,   1147.) 

"In  considering  them  it  is  important  to  bear  in 
mind  that  the  patent  is  for  a  combination  merely,  in 
which  all  the  elements  were  known  and  open  to  public 
use.  No  one  of  them  is  claimed  to  be  the  invention 
of  the  patentee.  He  does  not  claim  them  himself  as 
separate  inventions.  It  is  simply  a  new  combination 
of  old  and  well-known  devices,  for  the  accomplish- 
ment of  a  new  and  useful  result,  that  is  claimed  to 
be  the  invention  secured  by  the  patent.  *  *  *  g^^. 
this  result  or  idea  is  not  monopolized  by  the  patent. 
The  thing  patented  is  the  particular  means  devised 
by  the  inventor  by  which  that  result  is  attained,  leav- 
ing it  open  to  any  other  inventor  to  accomplish  the 
same  result  by  other  means.  To  constitute  identity 
of   invention,   and   therefore   infringement,   not   only 
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must  the  result  attained  be  the  same,  but  in  case  the 
means  used  for  its  attainment  is  a  combination  of 
known  elements,  the  elements  combined  in  both  cases 
must  he  the  same,  and  combined  in  the  same  way,  so 
that  each  element  shall  perform,  the  same  function, 
provided,  however,  that  the  differences  alleged  are 
not  merely  colorable,  according  to  the  rule  forbidding 
the  use  of  known  equivalents."  (Emphasis  supplied.) 
{Electric  R.  R.  Signal  Co.  v.  Hall  Ry.  Signal  Co., 
114  U.  S.  87.) 

Cf.  Union  Water-Meter  Co.  v.  Desper,  101  U.  S. 
332. 

''*  *  *  To  sustain  the  charge  of  infringement 
the  infringing  device  must  be  substantially  identical 
with  the  one  alleged  to  be  infringed  in  ( 1 )  that  result 
attained;  (2)  the  means  of  attaining  the  result;  and 
(3)  the  manner  in  which  its  different  parts  operate 
and  co-operate  to  produce  that  result.  If  the  devices 
are  substantially  different  in  either  o"^  these  respects 
the  charge  of  infringement  is  not  sustained."  (Citing 
cases.) 

{Electric  Protection  Co.  v.  American  Bank  P.  Co., 
184  Fed.  916,  at  923  (C.  C.  A.  8).) 

''Yet  every  equivalent,  whether  asserted  in  respect 
of  a  small  or  great  invention,  must  respond  to  the 
rule  enunciated  in  Morley  v.  Lancaster,  129  U.  S. 
263,  *  *  *^  viz.,  that  where  a  combination  of  a 
plurality  of  mechanisms  constitutes  the  invention, 
each  mechanism  is  to  be  individually  considered  to 
determine  equivalency,  though  the  result  of  the  plural 
operations  working  conjunctively  is  identical  in  the 
patented  and  accused  devices." 

{Diamond  Match  Co.  v.  Sun  Match  Corp..  16  F. 
(2d)  1,  3  (C.  C  A.  2).) 
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Robinson  on  Pats.,  Vol.  1,  Sec.  291,  p.  403.  C/. 
American  Steel  &  Wire  Co.  v.  Denning  W.  &  F.  Co.,  194 
F.  117,  118  (C.  C.  A.  8);  Heyl  &  Patterson  v.  M.  A. 
Hanna  Coal  &  Dock  Co.,  279  Fed.  862  (C.  C  A.  7); 
C.  F.  Mueller  Co.  v.  Clermont  Mach.  Co.,  20  F.  (2d)  413; 
Stehler  v.  Porterville  Citrus  Assn.,  248  Fed.  927  (C.  C. 
A.  9). 

''*  *  *  An  equivalent  must  not  vary  in  any  manner 
the  idea  of  means,  or  affect  it  in  any  degree.  It  is  quite 
true  that  the  equivalent  may  perform  some  new  or 
additional  function  in  the  invention,  and  still  be  an 
equivalent;  but  it  must  perform  all  the  functions  of 
the  element  for  which  it  is  a  substitute  in  substan- 
tially the  same  way,  and  I  do  not  think  that  it  is 
material  that  the  element  for  which  another  is  sub- 
stituted has  more  parts  or  less  parts.  The  substitu- 
tion of  an  equivalent  is,  however,  a  mere  change  of 
parts  and  form  involving  no  inventive  skill,  but  sug- 
gested by  the  invention  itself  to  every  person  skilled 
in  the  particular  art.  If  the  alleged  equivalent  not 
only  performs  the  function  of  the  element  for  which 
substituted,  and  perhaps  more,  but  introduces  into 
the  combination  a  new  idea,  or  new  ideas,  or  a  much 
more  extended  development  of  the  idea  of  means, 
then  we  do  not  have  the  substitution  of  an  equivalent, 
but  a  patentable  improvement — something  different 
in  principle  and  function.  In  combination  claims  this 
is  especially  true.     (Citing  cases.) 

'*When  we  have  in  combination  certain  elements 
working  together  and  co-operating  to  produce  a  given 
result,  they  work  in  accordance  with  and  in  obedience 
to  some  law  of  co-operative  action.  When  we  change 
one  element  which  works  and  operates  differently 
from  the  one  for  which  it  is  a  substitute  we  neces- 
sarily change  the  action  of  all,  and  then  the  combi- 
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nation  operates  according  to  and  in  obedience  to  an- 
other co-operative  law,  and  we  have  a  new  combina- 
tion working  in  a  different  way  to  produce  a  result, 
and  it  may  be  the  same  result;  but  it  is  not  obtained 
in  the  same  way  by  the  co-operation  of  the  same 
elements  or  their  equivalents.  Such,  in  my  judgment 
and  opinion,  is  this  case.  It  is  not  enough  that  the 
two  elements,  one  of  zvhich  is  alleged  to  he  the  equiva- 
lent of  the  other,  perform  the  same  function  when  in 
the  same  place;  hut  they  must  perform  that  function 
hy  applying  the  same  force  to  the  same  ohject, 
through  the  same  mode  of  application/'  (Citing 
cases.)     (Emphasis  supplied.) 

{Dey   Time  Register   Co.   v.   Syracuse   Time  Re- 
corder Co.,  152  Fed.  440,  at  450.) 

''In  the  language  used  by  this  court  in  Dunkley 
Co.  V.  Central  CaHfornia  Canneries  7  F.  (2d)  972, 
975,  certiorari  denied  270  U.  S.  646,  46  S.  Ct.  347, 
70  L.  Ed.  778:  'Plaintiff's  is  a  combination  patent; 
all  of  its  elements  are  old.  In  such  case  the  patent 
is  limited  to  the  specific  combination.  A  defendant 
who  omits  one  of  the  material  elements  of  the  combi- 
nation does  not  infringe.     (Many  cases  cited.)' 

"Again,  in  Wilson,  etc.,  Co.  v.  Union  Tool  Co., 
supra,  this  court  said :  'It  is  clear  that  all  of  the  ele- 
ments of  the  Double  combination  patent,  No.  734,833, 
were  old  in  the  art.  This  being  true,  the  claims  of 
invention  in  the  patents  should  be  limited  to  the  spe- 
cific combinations  of  elements  as  covered  in  the 
claims  of  the  patent.  Combination  of  elements  which 
are  old  in  the  art  undoubtedly  may  be  invention,  but 
the  combination  must  be  considered  as  an  entirety  or 
unitary  structure.  If  defendant  omits  one  or  more 
of  the  material  elements  which  make  up  the  combina- 
tion, he  no  longer  uses  the  combination;  and  it  is  no 
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answer  to  say  that  the  omitted  elements  are  not  essen- 
tial, and  that  the  combination  operates  as  well  without 
as  with  them.  Leeds  &  Catlin  Co.  v.  Victor  Talking 
Machine  Co.,  213  U.  S.  301,  29  S.  Ct.  495,  53  L.  Ed. 
805;  Evans  et  al.  v.  Hall  Printing  Press  Co.,  223  F. 
539,  139  C.  C.  A.  129.  It  must  also  be  established 
by  one  who  alleges  infringement  of  a  combination 
that  the  entire  combination,  as  a  unitary  structure 
and  having  substantially  the  same  mode  of  operation, 
is  present  in  the  alleged  infringing  machine.  (Case 
cited.)''' 

{Magnavox  Co.  v.  Hart  &  Reno,  73  F.  (2d)  433, 
at  444  (C.  C.  A.  9).) 

"There  are  two  tests  of  equivalency:  (a)  identity 
of  function;  (b)  substantial  identity  of  way  of  per- 
forming that  function." 

(Deller's  Walker  on  Pats.,  Vol.  3,  §466,  p.  1703.*) 

''One  thing,  to  be  the  equivalent  of  another,  must 
perform  the  same  function  as  that  other."  {Id., 
§467,  p.  1704.) 

''But  the  test  of  function  is  only  the  first  of  several 
tests  of  equivalency.  The  fact  that  one  thing  per- 
forms the  same  function  as  another,  though  neces- 
sary, is  not  sufficient  to  make  it  an  equivalent  there- 
of."    {Id.,  p.  1705.) 

"Function  must  be  performed  in  substantially  the 
same  way  by  an  alleged  equivalent,  as  by  the  thing 
of  which  it  is  alleged  to  be  an  equivalent,  in  order  to 
constitute  it  such."     {Id.,  §468,  p.  1706.) 


*The    decisions    listed    in    the    text    as    establishing   this    and    the 
following. rules  arc  too  numerous  for  repetition  herein. 
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('^  *  *  In  a  purely  scientific  sense,  a  screw- 
always  performs  its  function  in  a  substantially  dif- 
ferent way  from  a  lever,  and  in  substantially  the  same 
way  as  a  wedge.  Screws  and  wedges  are  equally  in- 
clined planes,  while  a  lever  is  an  entirely  different 
elementary  power.  But  screws  and  levers  can  prac- 
tically be  substituted  for  each  other  in  a  larger  num- 
ber of  machines  than  screws  and  wedges  can  be  simi- 
larly substituted.  When  a  lever  and  a  screw  can  be 
interchanged  and  still  perform  the  same  function  with 
a  result  that  is  beneficially  the  same,  they  are  said  to 
perform  the  same  function  in  substantially  the  same 
way.''     (Id.,  pp.  1706-7.) 

"Similarity  or  identity  of  result  is  not  a  sufficient 
test  to  show  infringement,  where  there  was  a  varia- 
tion in  the  means  used  (Stebler  v.  Porterville  Citrus 
Ass'n,  248  Fed.  927,  C.  C.  A.  9;  Conrader  et  al.  v. 
Judson  Governor  Co.,  238  Fed.  349),  *  *  *.'' 
(Id.,  §469,  p.  1707.) 

''But  one  thing  may  be  an  equivalent  of  another  in 
one  environment,  and  not  such  an  equivalent  in  an- 
other situation.  *  *  *  Springs  and  w^eights  are 
generally  equivalents  *  *  *,  but  where  the  envir- 
onment is  such  that  a  spring  will  operate  successfully 
while  a  weight  will  not  so  operate,  there  they  are  not 
equivalents.     *    *     *"     (Id.,  §470,  p.  1707.) 

''An  invention  of  a  limited  nature  is  entitled  to  a 
narrow  range  of  equivalents.  (Citing  inter  alia, 
Magnavox  Co.  v.  Hart  &  Reno,  73  F.  (2d)  433,  435, 
441,  C.  C.  A.  9;  *  *  *  Thomas  Day  Co.  v.  Dohle 
Laboratories,  42  F.  (2d)  6,  8,  C.  C.  A.  9  *  *  *; 
*  *  *  Overlin  v.  Dallas  Machine  &  Locomotive 
Works,  297  Fed.  7,  11,  C.  C.  A.  9;  Wilson  &  Willard 
Mfg.  Co.  V.  Union  Tool  Co.,  249  Fed.  729,  734, 
C.  C.  A.  9    *    *    *."    (Id.,  §475,  p.  1719.) 
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"The  following  are  examples  of  non-equivalents: 
Smith  V.  Magic  City  Kennel  Club,  Inc,  282  U.  S. 
784,  790,  75  L.  Ed.  707  (1931),  where  a  patent  for 
improvement  in  devices  for  dog  races  calling  for  a 
lure  arm,  attached  or  hinged  to  a  conveyor  car  and 
equipped  w4th  a  wheel  at  its  outer  end  for  ground 
support,  held  not  to  cover  a  rigid  horizontal  lure- 
carrying  arm  without  ground  support. 

''Columhia  Motor  Car  Co.  v.  C.  A.  Duerr  &  Co,, 
184  Fed.  893,  C.  C.  A.  2  (1911),  where  a  constant 
volume  gas  engine  was  held  not  the  equivalent  of  a 
constant  pressure  engine  under  a  patent  entitled  to  a 
fair  and  reasonable,  but  not  a  broad,  range  of  equiva- 
lents. 

''Stewart-Warner  Corporation  v.  Jiffy  Lubricator 
Co.,  81  F.  (2d)  786,  793,  C.  C.  A.  8  (1936),  where 
it  was  said: 

"  'It  seems  clear  that  the  compression  of  spring 
fingers — elastic  members  which  yield  under  stress  and 
return  to  normal  when  stress  is  removed — is  substan- 
tially different  from  compression  by  wedging  action.' 

''E.  Van  Noorden  Co.  v.  Cheney  Co.,  75  F.  (2d) 
298,  302-3,  C.  C.  A.  1  (1934),  where  it  was  said: 

''  'The  construction  of  a  flashing  having  a  single 
flat  rib  with  parallel  sides  extending  lengthwise  of 
the  flashing  and  wall,  with  depressions  in  the  rib  at 
regular  intervals,  each  section  of  the  rib  thus  formed 
tapering  vertically  from  its  center  towards  the  de- 
pressions at  each  end,  the  entire  sheet  being  crimoM 
into  alternate  ridges  and  grooves,  with  complementary 
grooves  and  ridges  on  the  opposite  side  of  the  sheet, 
giving  a  corrugated  effect  to  each  face,  the  sides  of 
which  corrugations  do  not  taper  but  are  parallel,  can- 
not be  said,  we  think,  to  be  an  equivalent  of  the 
Cheney  flashing,  with  a  plurality  of  ribs  and  grooves 
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tapering  horizontally  in  opposite  directions  and  de- 
signed to  extend  across  the  wall.  While  the  Van 
Noorden  flashing  may  accomplish  practically  the  same 
function,  it  cannot  be  said  to  do  it  in  substantially  the 
same  manner.'  "     {Id.,  §480,  pp.  1725-6.) 

Applying  these  principles  of  patent  law  to,  and  giving 
claims  7  to  11  of  Re-20,827  the  interpretation  necessary 
to  bring  the  claimed  combination  within  the  confines  of 
the  alleged  invention  ''disclosed  in  the  original  patent,  and 
*  *  *  intended  to  have  been  covered  and  secured  by 
the  original"  (137  F.  (2d)  723),  the  findings  and  conclu- 
sions of  the  District  Court  [1-91,  92]  are  fully  supported 
by  the  indisputable  and  uncontroverted  facts. 

The  Legal  Effect  o£  This  Court's 
Adjudication  of  Re-20,827. 

Appellant  misconceives  the  law  applicable  to  this  Court's 
judgment  in  the  Associated  Wholesale  Elec.  case  and  its 
legal  effect  upon  the  action  siih  judice. 

''The  patent  sued  upon  was  before  this  court  in 
Badische  Anilin  v.  Kalle  (C.  C),  94  Fed.  163.  It 
was  sustained  in  all  particulars,  and  infringement 
found  of  claims  1,  2,  and  4,  the  same  involved  here. 
The  Kalle  Case  was  appealed  to  the  Court  of  Ap- 
peals in  this  circuit,  and  the  decision  below  was  af- 
firmed. 104  Fed.  802,  44  C.  C.  A.  201.  According 
to  well-settled  practice,  the  earlier  decision  in  this 
court  is  to  be  followed  here,  and  the  decision  of  the 
Court  of  Appeals  is,  of  course,  controlling  upon  this 
court.  *  *  *  'p^^e  j-ule  is  well  settled  that,  when 
a  patent  has  once  been  sustained  by  an  appellate 
court,  a  subordinate  court,  dealing  with  the  same 
patent  subsequently,  inquires  first  whether  the  second 
record  contains  anything  not  before  the  appellate 
court  (whether  mentioned  in  its  opinion  or  not),  and. 
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if  it  finds  something  new,  inquires  next  whether  the 
new  matter  is  of  such  a  character  that  it  may  fairly 
be  supposed  that  the  appellate  court  would  have 
reached  a  different  conclusion,  had  it  been  advised  of 
its  existence.    *    *    *" 

(Badische  Anilin  &  Soda  Fabrik  v.  A,  Klipstein  & 
Co.,  125  Fed.  543,  545-6  (Circuit  Judge  La- 
combe).) 

'The  defendants  first  contend  that  the  patent  is 
invalid  for  want  of  invention.  But,  in  considering 
this  contention,  we  are  met  at  the  outset  with  a  de- 
cree of  the  Circuit  Court  for  the  Northern  District 
of  New  York  holding  in  a  contested  case  where  the 
same  claim  was  made,  and  much  evidence  of  the  prior 
art  presented,  that  this  identical  patent  was  valid. 
Young  V.  Daley  (decree  filed  February  25,  1902). 
Upon  appeal  the  decree  was  affirmed  by  this  court 
(120  Fed.  1023,  56  C.  C.  A.  686),  although  it  ap- 
pears that  the  particular  errors  assigned  by  the  ap- 
pellant related  to  other  points  than  the  validity  of  the 
patent.  This  decree,  being  between  other  parties, 
does  not  constitute  res  ad  judicata.  We  are  not  con- 
strained to  follow  it  upon  any  principle  of  stare  de- 
cisis. Still  we  think  an  orderly  administration  of 
justice  in  patent  causes  requires,  as  a  general  rule 
(to  which  this  case  does  not  constitute  an  exception), 
that  when  a  patent,  after  full  hearing,  has  been  de- 
clared by  the  Circuit  Court  to  be  valid  and  such  de- 
cree has  been  afifirmed  by  this  court,  we  should  follow 
the  decision  in  a  subsequent  case  involving  the  valid- 
ity of  the  same  patent,  and  not  presenting  any  essen- 
tially different  evidence,  notwithstanding  the  claim  of 
invalidity  was  not  urged  upon  this  court  upon  the 
prior  appeal." 

{Crier  v.  Innes,  170  Fed.  324,  325  (C.  C.  A.  2).) 
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''These  same  claims  were  held  valid  and  infringed 
by  the  same  District  Judge  in  Concrete  Mixing  & 
Conveying  Co.  v.  Ulen  Contracting  Corp.,  12  F.  (2d) 
929.  We  affirmed  that  decree  without  opinion.  12 
F.  (2d)  931.  *  *  *  Subsequently  Judge  Bourquin 
held  the  patent  invalid  in  Concrete  Mixing  &  Con- 
veying Co.  V.  R.  C.  Storrie  &  Co.  (D.  C),  23  F. 
(2d)  131.    *    *    * 

"*  *  *  But  whatever  the  court  as  now  consti- 
tuted might  think  of  the  correctness  of  our  former 
ruling,  it  is  our  duty  to  follow  it,  unless  new  evidence 
raises  questions  of  the  patent's  validity  not  previously 
considered.  See  Cortelyou  v.  Charles  E.  Johnson  & 
Co.,  145  F.  933,  934  (C.  C.  A.  2);  Crier  v.  Innes, 
170  F.  324  (C.  C.  A.  2).)" 

(Concrete  Mixing,  etc.,  Co.  v.  Powers-Kennedy 
Contracting  Corp.,  27  F.  (2d)  668,  669,  670 
(C.  C.  A.  2).) 

''In  the  case  of  Cortelyou  v.  Lowe,  111  Fed.  1005, 
49  C.  C.  A.  671,  this  court  fully  accepted  and  ap- 
proved the  decision  in  the  Heaton  Peninsular  Button- 
Fastener  Case  (77  Fed.  288,  25  C.  C.  A.  267,  35 
L.  R.  A.  728),  and  by  so  doing  made  it,  in  effect,  the 
law  of  the  Second  Circuit.  *  *  *  It  is  a  clear, 
comprehensive  and  convincing  exposition  of  the  law 
as  applicable  to  the  facts  as  stated  in  the  bill  and  ad- 
mitted by  the  demurrer,  and,  upon  similar  facts,  is 
as  controlling  upon  us  as  if  it  were  originally  promul- 
gated by  this  court.  The  fact  that  the  court  is  now 
differently  constituted  is,  of  course,  quite  irnmaterial. 
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If  entitled  to  be  considered  at  all  upon  a  question  of 
general  significance,  like  that  under  consideration,  it 
should  operate  as  an  additional  reason  for  adhering 
to  existing  conditions.  It  is  the  court,  not  the  indi- 
viduals composing  it,  that  declares  the  law;  and  it 
would  be  unseemly,  to  say  the  least,  to  review  propo- 
sitions previously  established,  even  though  as  an 
original  question  we  might  have  been  led  to  a  dif- 
ferent conclusion.  (Cimiotti  Co.  v.  Nearseal  Co., 
123  Fed.  479,  59  C.  C.  A.  58.^' 

(Cortelyou  v.  Charles  E.  Johnson  &  Co.,  145  Fed. 
933,934  (C.  C.  A.  2).) 

Compare  Flat  Slabs  Patents  Co.  v.  Wfight,  Barrett  & 
Stilwell  Co.,  283  Fed.  345,  346,  and  cases  therein  cited; 
Jorgensen  v.  Swope,  Warden,  114  F.  (2d)  988  (C.  C.  A. 
9);  Orpheum  Bldg.  Co.  v.  Anglim,  127  F.  (2d)  478,  485 
(C.  C.  A.  9). 

On  behalf  of  Associated  Wholesale  Electric  Company 
this  Court  has  adjudged  that  the  Crosley  tuners  do  not 
infringe  claims  7  to  11,  inch,  of  Re-20,827.  The  Dis- 
trict Court  was  not  in  error  in  applying  this  same  measure 
of  the  Leishman  invention  in  this  case  and  on  behalf  of 
Radio  Condenser  Company  and  General  Instrument  Cor- 
poration with  respect  to  tuners  patentwise  identical  with 
the  Crosley  tuners.  The  rule  of  law  is  not  and  should  not 
be  different  with  respect  to  the  rights  of  different  people 
or  corporations.  Uniformity  of  law  is  necessary  to  equal 
justice. 
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"A  Patent  for  a  Combination  Is  Not  Infringed 
by  Using  One  Element  of  Such  Combination  as 
an  Element  of  a  Different  Combination." 
(Ajax  Forge  Co.  v.  Morden  Frog  & 
Crossing  Works,   156  Fed.  591.) 

Even  the  use  of  the  identical  element  of  a  patented 
combination  is  not  infringement  of  that  combination  where 
the  elements  are  combined  in  a  distinctive  manner  forming 
in  substance  a  different  combination. 

''*  *  *  The  patent  is  granted  for  the  combination, 
as  'the  particular  means  devised  by  the  inventor  by 
which  that  result  is  attained/  and  the  patentee  is 
entitled  to  protection  against  any  use  of  the  same 
combination  of  elements,  combined  in  the  same  way, 
so  that  each  element  performs  the  same  function,  or 
against  substantially  the  same  use  with  deviations 
which  are  merely  colorable.  But  each  of  these  well- 
known  elements  remains  open  to  the  use  of  the  subse- 
quent inventor  for  a  different  combination  for  like 
results.  Electric  Signal  Co.  v.  Hall  Signal  Co.,  114 
U.  S.  87,  96,  5  Sup.  Ct.  1069,  29  L.  Ed.  96."  (Em- 
phasis suppHed.) 

(Milwaukee  Carv.  Co.  v.  Brunswick-Balke-C ollen- 
der  Co.,  126  Fed.  171,  184-5.) 

To  this  Court's  adjudication  that  a  plunger  is  not  the 
mechanical  equivalent  of  a  lever  in  the  Leishman  combina- 
tion, it  is  no  answer  to  establish  that  plungers  and  levers 
have  been  used  in  other  combinations.  The  District  Court 
found  as  a  fact  that  no  evidence  had  been  presented  to  the 
court  by  defendant  to  challenge  its  finding  ''that  plungers 
and  levers  in  the  alleged  patented  combination  do  not 
function  in  the  same  way,  or  in  substantially  the  same 
wav,  and  are  therefore  not  equivalents"  [F.  F.  18,  1-91]. 
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Even  if  the  pleadings  in  this  case  could  be  construed  as 
presenting  an  issue  of  fact  with  respect  to  such  equiva- 
lency, evidence  of  such  fact  must  be  found  in  the  record. 

''The  existence  of  an  issue  of  fact  on  the  pleadings 
does  not  preclude  the  court  from  granting  summary 
judgment  if  the  pleadings,  affidavits  and  depositions 
show  these  issues  to  be  feigned  or  colorable.  The 
court  must  determine  whether  there  is  a  genuine  issue 
of  fact  to  be  tried.  However,  the  presence  of  a  real 
and  material  issue  of  fact  prevents  entry  of  summary 
judgment,  and  it  is  not  sufficient  that  the  court  may 
not  credit  the  evidence  to  be  offered  or  that  the  weight 
of  the  evidence  is  clearly  in  favor  of  one  party.  The 
burden  is  on  the  moving  party  to  establish  the  non- 
existence of  a  genuine  issue  of  fact  and  it  is  not 
essential  that  the  opposing  party  file  counter-affi- 
davits.'' 

(Griffith  V.  William  Penn  Broadcasting  Co.,  9  F. 
R.  S.  836,) 

Appellant  had  full  opportunity  to  present  any  new  evi- 
dence material  to  the  issue  of  infringement.  Evidence 
offered  by  appellant  consisted  of  ten  patents  [Dfts.  Exhs. 
E  to  Q,  incL,  11-177-253]  and  a  ''collection  of  photo- 
graphs and  other  illustrations"  [1-46]  forming  a  part  of 
his  affidavit.  Six  of  these  ten  patents  offered  in  evidence 
in  this  case  were  before  the  court  in  the  Associated  Whole- 
sale Elec.  case  [Tr.  of  Rec.  Associated  Case,  Vol.  Ill, 
Dfts.  Exh.  J,  pp.  567-648;  Cf.  Dfts.  Exh.  D,  p.  566], 
The  disclosures  of  the  patents  to  Kettell  290,894  [11-177], 
Peck  1,865,704  (p.  237),  Danish  Patent  52,047  (pp. 
253,247),  Bast  1,687,420  (p.  186),  Freytag  British  Pat- 
ent 405,716  (p.  201),  Gerdes  703,570  (p.  207),  Siemens 
&  Halske  German  Patent  438,696  (pp.  223,  217),  Jaoke 


—30— 

2,297,152  (p.  227),  Marvin  1,704,754  (p.  189),  and  Faas 
1,928,200  (p.  211)  are  merely  cumulative  in  illustrating 
different  uses  of  a  plunger.  That  they  are  immaterial  upon 
the  issue  of  infringement  is  clear.  None  of  these  patents 
shows  a  combination  comparable  to  that  of  Re-20,827  or 
the  Crosley  or  Radio  Condenser  Company  Model  No.  28 
or  General  Instrument  Corporation  Model  No.  31  tuner, 
although  the  fact  that  a  plunger  and  a  lever  were  both 
old  in  mechanics  is  undisputed.  However,  the  fact  is  that 
"the  adoption  of  the  pushbutton  or  plunger  means  of 
operation  was  one  of  the  primary  factors  of  its  success, 
because  only  through  this  means  of  operation  was  it  pos-. 
sible  to  construct  a  device  that  has  the  required  compact- 
ness— a  definite  requirement  of  the  industry.''  (Quotation 
from  Judge  Harrison's  decision,  36  F.  Supp.  807.) 

In  this  case,  to  be  material  evidence  of  equivalency  of 
a  plunger  to  Leishman's  lever  in  its  cooperative  relation 
to  the  other  elements  of  the  Leishman  combination,  there 
must  be  not  only  a  showing  and  description  of  a  plunger 
combined  in  the  combination  of  claims  7  to  11,  but  the 
plunger  must  be  so  inter-related  with  the  other  elements 
of  the  combination  that  each  element  performs  the  same 
function  and  purpose  in  the  combination,  and  in  substan- 
tially the  same  manner,  as  does  the  lever  of  the  Leishman 
device  in  its  cooperative  relation  to  the  other  elements 
of  the  Leishman  combination  shown  and  described  in 
Re-20,827.  If  these  requirements  be  not  met,  then  there 
is  no  equivalency  of  the  plaintiffs'  combination  to  the 
Leishman   combination. 

This  Court  points  out  that  the  Crosley  tuner: 

"*  *  *  has  a  rocker  which  is  the  equivalent  of  ap- 
pellant's rocker  48.  It  has  no  rocker  54  nor  any 
equivalent  thereof.     It  has  tappets  each  of  which  is 
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the  equivalent  of  appellant's  tappet  61.  It  has  no 
tappet  62  nor  any  equivalent  thereof.  It  has  no  lever 
of  any  kind  or  character.  Its  tappets  are  operated 
(made  to  engage  the  rocker)  by  means  of  plungers. 
The  plungers  perform  a  part,  and  only  a  part,  of  the 
function  performed  by  appellant's  levers  F  and  66. 
The  part  so  performed  is  not  performed  in  the  same 
way,  or  in  substantially  the  same  way.  Hence  the 
plungers  and  the  levers  are  not  equivalents."  (Em- 
phasis supplied.)    (137  F.  (2d)  722,  727.) 

In  order  to  validate  Re-20,827  by  restricting  it  to  ''the 
same  invention"  as  "intended  to  have  been  covered  and 
secured  by  the  original/'  this  Court  points  out  the  absence 
in  the  Crosley  tuner  (as  contrasted  with  the  Leishman 
combination)  of  three  elements,  rocker  54,  tappet  62  and 
"lever  of  any  kind"  comparable  to  Leishman's  "levers  F 
and  66."  It  also  points  out  the  co-operative  relationship 
of  these  elements  in  the  Leishman  combination.  It  also 
points  out  that  the  original  patent  restricted  the  inven- 
tion (a  combination)  to  simultaneously  tuning  in  a  radio 
broadcasting  station  and  its  associated  television  broad- 
casting station.* 

At  pages  723-4  this  Court  quotes  from  the  original 
patent  the  statements  of  the  purposes  of  the  alleged  in- 


*Cf.  Opinion  of  this  Court,  137  F.  (2d),  pp.  723-6,  wherein, 
after  quoting  the  specification  and  claims  of  the  original  patent,  it 
is  said : 

**Thus  the  specification  of  the  original  patent  discloses  a 
combination  comprising  rockers,  tappets  and  levers,  the  tappets 
and  levers  constituting  what  the  specification  calls  a  lever  as- 
sembly ;  and  the  claims  of  the  original  patent  are  for  com- 
binations each  of  which  includes  a  lever  or  levers.  No  leverless 
combination  is  disclosed  or  claimed  in  the  original  patent,  nor 
does  it  appear  from  the  face  thereof  that  any  leverless  com- 
bination was  intended  to  have  been  covered  or  secured  thereby." 
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vention  including:  ''to  provide  means  for  simultaneously 
setting  the  dials  of  a  radio  receiving  set  and  a  television 
receiving  set;  to  make  it  possible  for  a  single  manual 
operation  to  tune  either  a  radio  set  or  a  television  set,  or 
both;"  and  states  (p.  726)  : 

''Thus  the  specification  of  the  original  patent  dis- 
closes a  combination  comprising  rockers,  tappets  and 
levers,  the  tappets  and  levers  constituting  what  the 
specification  calls  a  lever  assembly;  and  the  claims 
of  the  original  patent  are  for  combinations  each  of 
which  includes  a  lever  or  levers.    *    *    *'' 

and  (p.  727)  points  out  that  for  this  purpose  the  patent 
shows  and  describes  a  tuner  each  operating  mechanism  of 
which  has  two  rockers  48  and  54,  two  tappets  61  and  62, 
and  two  levers,  one  pivoted  to  the  other,  and  refers  (Foot- 
note 13,  p.  726)  to  claims  1-4  and  6  of  the  original  patent. 
Each  of  these  claims  1-4  and  6  (p.  726)  includes  in  com- 
bination with  a  lever  a  plurality  of  rotatable  members 
(i.  e.,  a  plurality  of  rockers)  and  a  plurality  of  adjustable 
members  {i.e.,  a  plurality  of  tappets).  Some  of  these 
claims  (for  example,  claim  2)  specifically  include  two 
levers  (for  a  lever  assembly,  one  lever  being  pivoted  on 
the  other). 

We  do  not  read  the  opinion  in  this  Associated  case  as 
necessarily  limiting  the  invention  to  simultaneously  operat- 
ing two  shafts,  one  connected  to  a  radio  receiving  ap- 
paratus, the  other  to  a  television  apparatus.  The  opinion 
refers  to  the  patent's  statement  of  the  purposes  of  the 
alleged  invention  as  illustrative  of  the  fact  that  two  shafts 
must  be  controlled  and  operated  simultaneously, — not  that 
they  must  necessarily  be  radio  receiving  apparatus  and 
television  apparatus  shafts.    We  believe  that   the   refer 
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ence  of  this  Court  in  the  next  to  the  last  paragraph  of 
page  722  of  the  opinion  clearly  points  this  out: 

'The  specification  of  the  original  patent  states  that 
the  invention  therein  described  'relates  to  improve- 
ments in  automatic  apparatus  for  turning  rotatable 
objects  about  their  axes  to  predetermined  positions 
and  more  particularly  to  means  whereby  a  plurality 
of  such  objects  may  be  immediately  and  simultane- 
ously rotated  to  any  one  of  several  pre-selected  posi- 
tions or  "settings"  which  may  be  different  for  each 
rotated  object/  " 

and  that  in  order  to  accomplish  this  purpose,  two  rockers 
48  and  54,  two  tappets  61  and  62,  and  levers  F  and  66 
are  required. 

This  Court  points  out  that  the  rocker  54,  tappet  62  and 
levers  F  and  66  are  mechanical  elements  necessarily  in- 
cluded as  essential  to  Leishman's  combination's  perform- 
ance of   such   simultaneous   tuning. 

An  error  of  appellant's  argument  is  thus  illuminated, 
to-wit:  that  the  claimed  combination  consists  of  three 
elements  and  that  "Two  of  the  three  elements  in  the  Cros- 
ley  tuner  were  held  by  this  Honorable  Court  to  be  the 
equivalents  of  the  corresponding  elements  in  the  reissue 
patent  here  in  suit.  The  third  element  in  the  Crosley  tuner 
was  held  not  to  be  the  equivalent  of  the  corresponding 
element  shown  in  the  patent."  (App.  Br.,  p.  12;  Cf. 
1st  par.   p.   20.) 

The  applicable  principle  of  law  is  that: 

"*  *  *  the  elements  combined  in  both  cases  must  be 
the  same,  and  combined  in  the  same  way,  so  that  each 
element  shall  perform  the  same  function,  *  *  *." 
(Elcc.  R.  R.  Signal  Co.  v.  Hall  Ry.  Signal  Co.,  114 
U.  S.  87.) 
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Thus,  applying  the  last  quoted  rule,  this  Court  points 
out  that,  as  combinations,  the  Leishman  and  the  Crosley 
combinations  are  separate  and  distinct;  that  they  are 
''different  combinations"  in  the  patent  law  sense;  and 
that  there  is  no  infringement  because  there  is  involved 
more  than  a  mere  substitution  of  a  plunger  for  a  lever. 
The  basis  of  this  holding  was  not  that  the  use  of  plungers 
in  lieu  of  levers  was  not  known  and  common  in  the  prior 
art,  but  that  in  the  combination  defined  by  the  claims, 
plungers  did  not  function  in  the  same  way  as  levers.  The 
fact  that  both  plungers  and  levers  had  been  used  in  radio 
tuners  in  the  prior  art  was  shown  by  the  record  in  the 
Associated  Wholesale  Elec.  case  and  conceded  by  both 
parties  to  that  case.*  The  patents  to  Bast  1,687,420,  Faas 
1,928,200  and  Marvin  1,704,754  were  cited  by  the  Patent 
Office  in  the  Crosley  application,  the  file  wrapper  of  which 
was  offered  in  evidence  as  Leishman's  Exhibit  21.  The 
following  is  quoted  from  page  16  of  the  Reply  Brief  pre- 
pared and  filed  in  this  Court  on  behalf  of  Mr.  Leishman 
by  his  attorney,  Mr.  Flam:** 


*In  Appellant's  Reply  Brief  in  the  Associated  Wholesale  Elec. 

Case,  at  page  15,  there  appears  in  large  bold-face  type  the  heading: 

"The  Invention  of  Push  Button  Tuning  Goes  Back  as  Far 

as    1922,    and    Did    Not    Bring   Automatic   Tuning    Into    Use. 

The  Wide   Use   of   Automatic   Tuning   Did    Not   Come   Until 

Appellant's  Coaxial  Tappet  and  Treadle  Bar  Appeared." 

**Quoting  from  page  16,  the  following  appears  before  this  quota- 
tion : 

''Appellee's  statement  that  the  plunger  operating  means  of 
the  accused  device  is  responsible  for  the  wide  acceptance  of 
automatic  tuning,   is  at  variance  with  the  record. 

"These  statements  are  not  made  in  good  faith,  because  ap- 
pellee's counsel  Gibson  Yungblut  admittedly  prepared  and 
prosecuted  the  Crosley  patent  application  on  the  accused  tuner 
(II,  p.  476)  and  knows  that  the  claims  he  wrote  on  the 
plunger  feature  were  all  rejected  because  *  *  *." 
Defendant  in  this  Associated  Case  did  not  contend  that  Crosley 
was  the  first  to  invent  or  develop  a  plunger  operated  tuner. 
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''*  *  *  plungers  were  used  in  the  Bast,  Faas  and 
Marvin  tuners,  patented  in  1928,  1933  and  1929, 
respectively.  These  patents  were  cited  by  the  Ex- 
aminer in  the  Office  Action  that  appears  on  pages 
20  and  21  of  the  Crosley  file  wrapper  (appellant's 
physical  exhibit  21).  In  addition  to  citing  these 
three  patents,  the  Examiner  said: 

"  'Claims  15  and  16  are  rejected  as  unpatent- 
able over  Marvin.  As  broadly  expressed  in 
these  claims,  the  members  34  of  Marvin  may  be 
considered  to  be  plungers  and  the  adjustable 
means  thereon  the  members  35  and  36. 
''  'All  claims  are  rejected.' 

"However,  plungers  for  automatic  tuners  go  back 
even  further  than  these  patents,  the  decision  in  the 
case  of  Jacke  v.  Long;  Jacke  v.  Goldsboroitgh,  111 
Fed.   (2dj    184,*  stating  on  page  186: 


*In  the  event  that  appellant  herein  misinterprets  the  reference  in 
Appellee's  Reply  to  Appellant's  Supplemental  Brief  (typewritten) 
to  this  opinion  as  he  did  in  the  District  Court,  it  may  be  desirable 
to  correct  the  interpretation  of  the  statement  that  "the  facts  aserted 
in  such  opinion  are  not  before  this  Court  on  the  record  herein." 
This  assertion  definitely  is  to  the  facts  asserted  in  such  opinion  and 
not  "about  the  mere  use  of  plungers"  as  claimed  by  defendant 
herein  in  the  District  Court.  This  is  clear  from  the  text,  pp.  34-35, 
of  said  typewritten  Reply  to  Appellant's  Supplemental  Brief. 

"*  *  *  Reference  in  x^.ppellant's  Reply  Brief  herein  (p. 
16)  is  to  the  opinion  of  the  Court  of  Customs  and  Patent  Ap- 
peals in  the  case  of  Jacke  v.  Long,  111  F.  2d  184.  The  facts 
asserted  in  such  opinion  are  not  JDefore  this  Court  on  the  record 
herein.  It  would  appear,  however,  that  the  apparatus  referred 
to  was  of  the  remote  control  class,  wherein  the  audio  radio 
receiving  set  is  located  at  a  distance  from  a  series  of  push 
buttons  which  through  electrical  means  cause  the  tuning  shaft 
of  the  receiver  to  be  operated.  This  class  of  apparatus  is  not 
exemplified  in  any  of  the  exhibits  in  the  record  herein  and  is 
not  discussed  by  any  of  the  witnesses.  This  seems  apparent 
from  the  recital  (111  F.  2d  at  185)-'The  device  was.  how- 
ever, in  oue  instance  connected  with  a  radio  receiver  *  *  * 
To   this   end   the   receiver   was   disconnected    from    its    normal 


"  'Subsequently  while  in  California  Jacke  pro- 
ceeded to  electrify  his  mechanical  unit  of  1922. 
This  necessitated  the  lengthening  of  the  push  hut- 
ton  rods,  *  *  */  " 

Cf.  Appellant's  Supplemental  Brief,  Associated  case,  pp. 
9-15.  ''*  *  *  plunger  tuners  per  se  were  already  15  years 
old.''     (Emphasis  supplied;  App.  Supp.  Br.,  p.  9.)  "Some 


location  in  the  bookcase  of  the  Hving  room  and  transferred  to 
the  basement.  The  electric  tuning  device  was  connected  to 
the  shaft  of  one  of  the  two  tuning  elements  of  the  receiver 
and  the  push  button  pins  adjusted  for  various  radio  signals. 
Then  by  hand  tuning  the  other  dial  of  the  radio  receiver  to  a 
known  point  for  the  station  desired  and  pushing  a  selected 
button  the  station  was  received.  *  *  *'  Obviously,  this 
construction  was  not  comparable  to  the  Crosley  push  button 
plunger  tuner,  and  it  is  not  apparent  why  this  reference  is 
made  thereto  on  p.  9  of  Appellant's  Supplemental  Brief,  un- 
less it  is  to  confuse,  rather  than  to  clarify,  the  actual  facts 
upon  which  this  Court  is  asked  to  determine  the  unsupported 
contention  of  appellant  that  The  Crosley  Corporation  secured 
knowledge  of  coaxiality  from  appellant.  Likewise,  there  is  no 
proof  that  The  Crosley  Corporation's  engineers,  in  designing 
and  constructing  its  push  button  plunger  tuners,  had  knowl- 
edge of  the  Woodbridge  or  Miller  patents  or  structures." 
(Emphasis  supplied.) 
Appellant  urged  the  District  Court  herein  that: 

"Without  any  evidence  before  the  Court  to  prove  that 
plungers  were  well  known  equivalents  in  the  art  when  the 
patent  was  granted,  the  appellee  prevailed  in  its  false  con- 
tention that  the  plunger  was  an  innovation  with  Crosley,  and 
the  Circuit  Court  acocrdingly  ruled  that  the  plungers  of  the 
accused  device  were  not  the  equivalents  of  the  levers  shown  in 
the   reissue   patent. 

"The  plaintiffs  now  retreat  to  the  ground  that  even  if  levers 
and  plungers  were  old  in  the  prior  art,  they  do  not  function 
in  the  same  way,  or  in  substantially  the  same  way.  The  only 
difference  between  the  functioning  of  a  plunger  and  the  func- 
tioning of  a  lever  is  that  one  is  a  plunger  and  the  other  is  a 
lever.  Having  no  evidence  that  levers  and  plungers  were  well 
known  equivalents  in  this  art,  the  Circuit  Court  thought  that 
when  the  tappet  is  moved  by  a  plunger  it  is  not  moved  in  the 
same  way  or  in  substantially  the  same  way  as  when  it  is 
moved  by  a  lever."  (Defendant's  Rebuttal  to  Reply  Memo- 
randum for  Plaintiffs,  p.  6.) 
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of  the  very  first  mechanical  automatic  tuners  that  were 
suggested,  employed  plungers  (see  Rep.  Br.,  pp.  15  and 
16,  and  App.  hereof,  pp.  1  and  2,  for  plunger  notations 
on  patents  cited  by  appellee),  but  in  those  days  radio  con- 
densers, dial  mechanisms,  etc.,  worked  so  hard  that  any 
tuning  device  that  approached  commercial  practicability 
had  to  use  a  lever  instead — in  order  to  get  the  mechanical 
advantage  that  Dr.  Mackeown  talks  about.''  {Id.,  p.  15.) 
The  list  of  prior  patents  identified  in  such  appendix  as 
''plunger  operated"  includes  Bast,  Marvin,  Faas,  British 
Patent  to  Freytag  405,716,  Siemens  &  Halske  German 
Patent  438,696,  and  Jacke  2,297,152  [application  filed 
Nov.   20,    1928,   11-231]. 

Merely  to  prove  that  a  plunger  per  se  was  a  well-known 
mechanical  element  does  not  prove  that  it  was  an  equiva- 
lent of  Leishman's  levers  F  or  66  when  incorporated  in  a 
combination  comparable  to  the  combination  of  claims  7  to 
11.  There  is  nothing  in  this  Court's  opinion  in  the  Asso- 
ciated Wholesale  Elec.  case  to  indicate  this  Court  consid- 
ered it  material  whether  ''plunger  tuners  per  se  were 
already  15  years  old."  This  Court's  opinion  of  non- 
infringement is  based  upon  noncomparability  of  the  Cros- 
ley  plunger  to  the  Leishman  levers  F  and  66  in  the  Leish- 
man  combination  to  which  this  Court  limited  claims  7  to 
1 1 ;  not  upon  whether  a  plunger  and  a  lever  cannot  be 
equivalent  in  other  relations  or  combinations.  No  mate- 
rial issue  of  fact  therein  would  have  been,  or  in  the  case 
sub  jndice  was,  raised  by  the  offer  of  the  seven  patents 
(App.  Br.  pp.  34-44).  Neither  of  these  patents  shows 
devices  wherein  a  plunger  is  used  in  a  relation  comparable 
to  or  having  the  purpose  and  function  of  Leishman's 
levers  F  and  66  in  his  claimed  combination.  Hence,  on  the 
issue  of  equivalency  in  this  case,  these  patents  are  imma- 
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terial.  This  because  none  of  them  presents  the  use  of  a 
plunger  adapted  in  its  environment  to  perform  in  substan- 
tially the  same  way  in  the  associated  mechanism  the  work 
of  the  levers  F  or  66  in  the  Leishman  mechanism.  It  is 
not  that  a  plunger  is  not  illustrated  but  because  it  is  not  so 
positioned  and  so  inter-related  that  it  could  be  substituted 
in  Leishman's  mechanism  without  a  substantial  change  in 
the  idea  of  means.  Equally  applicable  is  the  pointing  out 
by  this  Court  that  the  Crosley  tuner  ''has  no  tappet  62 
nor  any  equivalent  thereof."  ''It  has  no  lever  of  any  kind 
or  character.  Its  tappets  are  operated  (made  to  engage 
the  rocker)  by  means  of  plungers/'  etc.  (137  F.  (2d) 
727.) 

Patent  No.  290,894  to  Kettell  shows  two  modifications. 
One  figure  shows  a  slidable  member  having  integral  pro- 
jections, the  said  member  being  slidable  to  strike  projec- 
tions upon  a  rotatable  disc,  the  shaft  of  the  said  disc  posi- 
tioning the  minute  hand  of  a  clock.  Figure  2  shows,  in- 
stead of  a  plunger,  a  pivoting  member  having  similar 
projections,  which  pivots  against  a  rotatable  rod  which 
also  moves  the  minute  hand  of  a  clock. 

No  rocker-tappet-lever  combination  is  shown,  nor  is  a 
rocker-tappet-plunger  combination  shown.  The  members 
which  Leishman  calls  tappets  are  but  projections  of  the 
members  which  he  refers  to  as  plungers  and  levers.  These 
projections  are  integral  with  the  so-called  plungers  and 
levers  and  are  not,  as  in  the  patented  combination,  pivot- 
ally  adjustable  with  respect  to  the  Kettell  plunger  or  lever. 

Patent  No.  1,865,704  to  Peck  similarly  shows  no  tappet 
element.  It  consists  of  a  rotatable  disc  on  the  shaft  to  be 
positioned,  the  disc  having  links  connected  to  a  lever  in 
one  modification  and  to  a  plunger  in  another  modification. 
When  the  lever  is  depressed  or  when  the  plunger  is  moved, 
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the  links  are  extended  to  their  furthest  positions  to  move 
the  disc  to  a  predetermined  position. 

Danish  Patent  No.  52,047  also  does  not  show  tappets 
pivotally  adjustable  with  respect  to  either  levers  or  plung- 
ers. Figure  1  of  the  patent  shows  a  plunger  having  a 
fixed  cam  follower  roller  on  its  end  which  coacts  with  a 
cam  mounted  on  the  shaft  to  be  positioned.  Figure  2 
shows  a  similar  cam  follower  mounted  on  a  lever. 

Patent  No.  1,687,420  to  Bast  merely  shows  a  rod  thrust 
through  a  hole  in  a  panel  to  contact  a  pivoting  member. 

Patent  No.  1,704,754  to  Marvin  merely  shows  plungers 
slidable  through  a  panel  to  coact  with  certain  linking  mem- 
bers. No  tappets,  and  especially  no  pivotally  adjustable 
tappets,  are  here  shown. 

The  British  patent  to  Freytag  No.  405,716  shows  a 
plunger  which  slides  to  abut  against  a  pivotal  member. 
There  is  no  tappet  mounted  pivotally  and  adjustably  on  the 
plunger.  Moreover,  there  is  no  rocker  shown  in  the  Frey- 
tag patent  in  the  sense  of  the  Leishman  patented  combina- 
tion inasmuch  as  in  the  Freytag  patent  the  pivotal  member 
is  not  contacted  by  the  adjustable  rod  on  both  sides  of  its 
axis,  and  is  thus  not  confined  to  a  predetermined  position. 

Patent  No.  703,570  to  Gerdes,  a  cash  register  patent, 
shows  a  plunger  having  a  projecting  portion  which  strikes 
a  pivoting  member  attached  to  the  shaft  to  be  positioned. 
The  plunger  does  not  carry  a  pivotally  adjustable  tappet  as 
in  the  patented  combination.  Moreover,  no  true  rocker 
is  shown  here  in  the  sense  of  the  Leishman  patent. 

The  German  Patent  No.  438,696  to  Siemens  and  Halske 
is  similar  to  the  plunger  modification  of  Kettell.  It  shows 
plungers  having  integral  projections  extending  therefrom 
which   strike   extensions   of   the   shaft   to   be   positioned. 


These  projections  are  neither  adjustable  nor  pivotally  ad- 
justable as  with  the  tappet  in  the  Leishman  patent. 

Patent  No.  2,297,152  to  Jacke  does  not  remotely  re- 
semble the  patented  combination  and  apparently  has  been 
injected  into  this  case  merely  to  show  that  plungers  have 
heretofore  been  used  in  radio  tuning  apparatus. 

Coaxiality. 

Interwoven  in  appellant's  arguments  of  infringement 
are  references  to  coaxiality.  'This  substantial  coaxial 
relationship  of  the  rocker  and  tappet  in  the  tuned-in  posi- 
tion is  very  important.  That  is  the  reason  it  is  clearly 
shown  in  the  drawings  and  stressed  right  at  the  end  of 
the  specification  in  the  patent."*    (App.  Open.  Br.  p.  18.) 

Leishman's  original  patent  2,108,538  [II-174-6]  was 
addressed  to  a  mechanism  for  simultaneously,  synchron- 
ously tuning  two  radio  sets,  one  for  radio  reproduction, 
and  the  other  for  television  reproduction.  For  accomplish- 
ing this,  Leishman  described  and  illustrated  the  provision 
of  two  coaxial  rockers  mounted  on  a  frame,  and  two  co- 
axial tappets,  one  for  each  rocker,  mounted  on  a  manually 
actuated  lever.  All  of  the  claims  in  this  original  patent, 
except  claim  5,  specified  this  dual  structure.  Claim  5 
called  for  a  rocker  with  two  arms,  and  a  means  movable 
about  a  pivot  to  effect  the  angular  positioning  of  the 
rocker  by  pushing  one  of  the  arms  of  the  rocker — thus 
rotating  it — until  the  rotation  was  stopped  by  the  collision 


*"When  the  lever  assembly  is  all  the  way  down,  it  will  be  ob- 
served from  Fig.  2  that  the  pin  60  is  substantially  co-axial  with 
the  rockers  48  and  54,  which  means  that  in  this  ])osition  it  is  also 
co-axial  with  shafts  S,  49  and  25,  shown  in  Fig.  1."  [11-170, 
Re-20,827  p.  2,  col.  1,  11.  30-34.]  The  term  "coaxial"  appears  only 
in  claims  8  and  10  [id.,  p.  3,  col.  1,  1.  17;  col.  2,  1.  6]. 
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of  the  other  arm  of  the  rocker  with  the  positioning  means. 
Claim  5  depended  for  invention  upon  the  substitution  of  a 
rocker,  as  the  positioning  means,  for  the  more  complicated 
racks  and  bars  of  the  Schaefer  patent  1,906,106  [Trans. 
Rec.  Associated  Case,  Vol.  Ill,  p.  585].  Thus,  in 
this  original  patent,  Leishman  claimed  he  had  made  an  in- 
vention in  applying  Schaefer's  lever  and  tappet  to  a 
rocker,  as  expressed  in  claim  5,  and  an  invention  in  a  dual 
tuning  means,  as  expressed  in  the  other  claims  of  the 
patent.  The  original  patent  did  not  claim  any  invention 
in  ''coaxiality."  The  sole  disclosure  of  coaxiality  is  con- 
tained in  lines  30-36,  col.  1,  p.  2  of  the  original  patent 
2,108,538  [III-516,  Associated  Case].  What  the  patent 
says  here  is  that  in  Leishman's  dual  tuning  structure  the 
pin  60  on  which  the  two  tappets  are  coaxially  mounted 
should  be  substantially  "coaxial"  with  the  two  rockers, 
which  are  themselves  coaxial  on  shafts  S,  49  and  25, 
when  the  lever  assembly  is  all  the  way  down.  The 
purpose  of  coaxiality  here  has  to  do  with  the  opera- 
tion of  tuning.  If  two  tappets,  coaxial  on  the  lever, 
are  to  operate  individually  two  rockers  coaxial  on  a 
shaft,  it  is  necessary  that  the  axis  of  the  tappets  come 
down  into  line  with  the  axis  of  the  rockers  when  the 
lever  is  pressed  home.  If  this  is  not  done,  then  the 
contact  of  one  of  the  tappets  with  its  rocker  will  block 
further  movement  of  the  lever,  and  the  other  tappet,  which 
has  not  yet  fully  positioned  its  rocker,  will  be  prevented 
from  so  doing  [Mackeown — Trans.  Rec.  Associated  Case 
II-397-8].  This  is  a  disclosure  of  the  necessity,  in  a 
structure  having  two  coaxial  rockers  and  two  coaxial 
tappets,  of  co'axiality  for  operahility  when  the  lever  is 
pressed  down.  It  is  not  a  disclosure  of  coaxiality  in  a 
structure  involving  but  one  tappet  and  but  one  rocker, 
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wherein  coaxiality  is  not  imperative  [id.,  11-398].  When 
Leishman  came  along  later  to  reissue  his  patent  to  claim 
coaxiality  in  a  single  rocker,  single  tappet  combination,  he 
reissued  his  patent  for  a  different  invention,  and  his  patent 
is  invalid  under  the  decision  of  U.  S.  Industrial  Chemicals, 
Inc.,  V.  Carbide  and  Carbon  Chemicals  Corp.,  315  U.  S. 
668.  Any  contention  that  Leishman's  disclosure  of  co- 
axiality in  a  double  tappet,  double  rocker  combination  in- 
cluded the  other  disclosure  (i.  e.,  coaxiality  involving  but 
one  tappet  and  but  one  rocker)  is  answered  in  said  de- 
cision : 

'This  court  ha,s  uniformly  held  that  the  omission 
from  a  reissue  patent  of  one  of  the  steps  or  elements 
prescribed  in  the  original,  thus  broadening  the  claims 
to  cover  a  new  and  different  combination,  renders  the 
reissue  void,  even  though  the  result  attained  is  the 
same  as  that  brought  about  by  following  the  process 
claimed  in  the  original  patent."     (315  U.  S.  678.) 

Appellant's  brief  is  vague  as  to  what  is  the  purpose  of 
coaxiality  in  a  single  tappet,   single  rocker   combination. 
Appellant's    Supplemental   Brief   in   the   Associated   Case      \ 
(p.  24)   mentions  the  ''purpose  of  preventing  the  freely      \ 
pivoted   tappet   and   rocker    from   moving   even    'a   hair's 
breadth'."      The    implication   seems    to    be    that   this    has 
something  to  do  with  operability  during  tuning,  whereas 
this  is  not  the  case.     The  purpose  has  to  do  w^ith  ease  of 
adjustment,  not  during  tuning,  but  during  setting.     When 
adjusting  a  tappet-rocker  tuning  device  to  bring  in  a  sta- 
tion, the  tappet  is  released,  the  lever  or  plunger  pushed       ' 
home,  and  the  set  tuned  manually.     The  manual  tuning      i 
positions  the  rocker,  which  in  turn  positions  the  tappet,  and 
then   the   tappet   may   be   tightened   up   on    the   lever    or      i 
plunger.  ,* 


The  test  for  coaxiality  is  whether  or  not  the  lever  or 
plunger  "walks"  when  the  rocker  is  rotating  the  tappet. 
If  it  walks,  then  near  the  extreme  ends  of  the  scale,  pres- 
sure on  the  lever  or  plunger  will  tend  to  move  the  rocker 
even  though  the  tappet  be  loose.  This  is  undesirable,  be- 
cause it  means  that  the  adjusted  position  of  the  rocker 
may  have  to  be  forceably  maintained  while  the  tappet  is 
being  tightened  up.  But  coaxiality  in  a  single  tappet, 
single  rocker  combination  is  not  necessary  to  operability 
during  tuning.  As  to  setting  or  adjustment,  coaxiality  is 
merely  a  matter  of  permitting  "the  parts  to  move  together 
harmoniously."  If  members  rotating  together,  like  the 
tappet  and  rocker  during  setting,  are  eccentric  or  non- 
coaxial,  the  pivot  points  or  axes  are  going  to  walk.  If 
the  parts  are  coaxial,  they  will  move  harmoniously  to- 
gether without  walking  of  the  pivots.  This  is  nothing 
more  than  the  age-old  understanding  of  the  competent 
mechanics  of  the  principles  of  concentricity  and  eccentricity. 

A  radio  receiver  is  customarily  provided  with  a  means 
(usually  a  variable  condenser  or  gang  of  variable  con- 
densers) which  is  rotated  to  tune  the  radio  receiver  to  a 
particular  broadcasting  station  to  be  received.  Presumably, 
a  television  receiver  would  have  a  similar  tuning  means 
which  upon  rotation  would  tune  a  television  receiver  to  a 
television  broadcasting  station.  The  reissue  patent  in  suit 
shows  a  mechanical  device  which  was  intended  by  the  pat- 
entee to  simultaneously  tune  both  a  radio  receiver  and  a 
television  receiver  in  response  to  the  movement  of  a  single 
lever. 

The  reissue  patent  in  suit  is  not  concerned,  however, 
with  the  electrical  characteristics  of  a  radio  or  of  a  tele- 
vision apparatus.  It  is  solely  concerned  with  a  mechani- 
cal device  for  automatically  turning,   in   response  to  the 
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operation  of  a  lever,  the  tuning  controls  of  a  radio  and 
television  apparatus  to  the  particular  position  necessary  to 
tune  in  the  predetermined  radio  broadcasting  station  and 
its  associated  television  broadcasting  station. 

The  devices  complained  of  herein  are  radio  receivers 
only  and  have  no  associated  television  apparatus.  We  are 
concerned  in  this  suit,  therefore,  only  with  the  portions  of 
the  mechanism  of  the  patent  in  suit  which  are  designed  for 
tuning  a  radio  receiver. 

The  mechanism  of  the  Leishman  reissue  patent  may  be 
readily  understood  from  a  study  of  the  reproduction  (Fig. 
1  of  this  brief)  of  Fig.  2  of  the  drawings  of  the  reissue 
patent.  Referring  to  Fig.  1  of  this  brief,  it  will  be  seen 
that  the  mechanism  of  the  patent  includes  a  lever  A 
pivoted  at  Q.  The  lever  A  has  a  projection  to  which  is 
pivoted  a  cam  or  tappet  B.  A  rocker  C  is  mounted  upon 
a  shaft  which  is  intended  to  be  connected  with  the  tuning 
shaft  of  a  radio  receiver.  The  position  of  the  cam  or 
tappet  B  on  the  lever  A  may  be  fixed  by  a  friction  lock 
actuated  by  a  second  lever  D  pivoted  to  the  lever  A  and 
held  by  a  set  screw  E.  The  spring  F  normally  holds  the 
lever  assembled  up  and  out  of  the  way. 

With  this  apparatus,  after  the  cam  or  tappet  B  has 
been  locked  in  a  certain  position  on  the  lever  A,  whenever 
the  lever  A  is  pressed  downwardly,  as  by  the  operator's 
finger  on  the  set  screw  E,  the  cam  or  tappet  will  contact 
the  rocker  C  and  rotate  the  rocker  to  a  predetermined 
position.  If  the  cam  or  tappet  has  been  properly  set,  this 
rotation  of  the  rocker  C  will  move  the  tuning  shaft  of  the 
radio  receiver  to  the  correct  position  for  bringing  in  a 
selected  radio  station. 

In  the  drawing  (Fig.  1  of  this  brief)  there  appears  a 
second  cam"  or  tappet  H  which  is  mounted  upon  the  lever 
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A  and  is  shaped  to  contact  another  rocker  mounted  upon 
a  shaft  distinct  from  the  shaft  of  the  rocker  C,  which 
second  shaft  is  intended  to  be  the  tuning  shaft  of  a  tele- 
vision receiving  apparatus. 

CoaxiaHty  was  an  afterthought  with  Leishman. 

''The  fact  that  the  original  claim  No.  5  made  no 
claim  to  coaxial  relationship  and  much  stress  placed 
thereon  in  the  reissue  patent,  and  that  the  reissue  was 
not  applied  for  until  after  plaintiff  examined  the  ac- 
cused device  and  became  aware  of  the  Marschalk  pat- 
tent,  tend  to  lead  one  into  the  belief,  that  the  coaxial 
relationship  was  an  afterthought,  brought  into  being 
to  save  his  patent  from  the  defense  of  anticipation.'' 
[Trans.  Rec.  Associated  Case,  Opinion  of  District 
Court,  1-28-9.] 

Appellant's  brief  in  the  Associated  Case  (pp.  16-19) 
attempted  to  question  this  finding  of  the  lower  court  and 
to  assert  that  the  feature  of  coaxiality  was  included  in 
claims  1  and  2  of  the  original  Leishman  patent  (claims  1 
and  2  of  the  reissued  patent).  The  contention  that  there 
is  any  reference  to  coaxiality  in  either  claim  1  or  claim  2 
is  fallacious.  All  that  claims  1  or  2  specify  is  that  the 
adjustable  tappets  are  ''pivoted  to  said  lever  at  a  point 
substantially  as  far  from  the  fulcrum  of  said  lever  as  said 
axis  is  from  said  fulcrum."  The  language  relied  on  by 
appellant  does  not  define  coaxiality.  One  of  the  two 
things  necessary  for  coaxiality  is  that  the  distances  be  as 
specified  in  claims  1  and  2,  but  this  is  only  one  of  the  two 
necessary  conditions  and  clearly  does  not  support  appel- 
lant's contention  that  Leishman  ever  had  any  intention  of 
claiming  coaxiality  previous  to  the  filing  of  his  reissue 
patent  in  suit.  [Cf.  Trans.  Rec.  Associated  Case,  11-412, 
quoted  in  Appellant's  Brief  therein,  p.  18.] 


By  *'coaxiality"  appellant  has  reference  to  the  fact  that 
in  the  device  of  the  patent  in  suit  the  axis  of  the  rocker 
C  and  the  axis  of  the  tappet  B  coincide  at  the  time  the 
tappet  B  is  in  engagement  with  the  rocker  C,  as  illustrated 
in  the  drawing,  Fig.  1  of  this  brief.  The  Court  will  note 
in  Fig.  1  of  this  brief  that  the  rocker  has  two  spaced  arms 
C-C  and  that  the  downwardly  extending  rounded  portion 
of  the  cam  B  passes  between  these  two  arms  when  the 
lever  A  is  depressed  to  bring  the  tappet  B  into  engagement 
with  the  rocker  C. 

Leishman  found  tzvo  conditions  necessary  to  secure  co- 
axiality,  the  first  of  these  conditions  being  that  the  dis- 
tance between  the  axis  of  the  rocker  C  and  the  pivot  point 
Q  of  the  lever  be  equal  to  the  distance  between  the  axis  of 
the  tappet  B  and  the  pivot  point  Q  of  the  lever.  This 
condition  or  factor  is  included  in  said  claims  1  and  2. 
The  second  of  these  conditions  is  that  the  tappet  and 
rocker  be  specially  shaped  so  that  the  rounded  portion  of 
the  tappet  B  be  capable  of  passing  between  the  arms  of 
the  rocker  for  a  certain  distance.  This  condition  or  factor 
is  not  disclosed  by  or  made  an  element  of  either  of  said 
claims  1  or  2 — much  less  is  the  mechanical  structure  dis- 
closed or  defined,  upon  which  this  condition  or  factor  is 
dependent.  (See  General  Electric  Co.  v.  Wabash  Appli- 
ance Corp.,  304  U.  S.  364,  368,  371-2,  374.)  The  me- 
chanical features  or  construction  which  comprise  such 
careful  designing  must  be  made  a  part  of  the  claim,  or 
under  General  Electric  Co.  v.  Wabash  Appliance  Corp., 
they  are  not  a  part  of  the  claim.  This  condition  or  factor 
is  not  disclosed  by  or  made  an  element  of  either  of  said 
claims  1  or  2 — much  less  are  the  mechanical  structures, 
upon  which  this  condition  or  factor  is  dependent,  disclosed 
or  defined.     They  are  not,  therefore,  a  part  of  the  claim 
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and  without  them  coaxiality  is  not  defined  as  part  of  the 
claim.  The  applicable  principle  of  patent  law  is  that  in 
interpreting  a  patent  claim  anyone,  including  the  courts, 
''*  *  *  may  not  add  to  or  detract  from  the  claim 
*  *  *"  (Cimiotti  Unhairing  Co.  v.  American  Fur  R, 
Co.,  198  U.  S.  399,  410). 

Reissue  claims  8,  10  and  11  are  limited  to  the  coaxial 
relation  of  the  tappet  and  rocker  when  the  lever  is  in  this 
Fig.  1  position.  Claims  7  and  9  do  not  directly  specify 
coaxiality.  They  state  only  that  the  rocker  C  is  recessed 
or  hollow.  In  connection  with  its  contentions  directed  to 
the  drawing  ''Appendix  A"  of  appellant's  brief  (Associ- 
ated Case),  appellant  definitely  admitted  that  coaxiality  is 
not  established  merely  because  a  rocker  is  recessed  or 
hollow.  Appellant  does  not  assert  that  there  is  any  in- 
vention defined  by  either  claim  7  or  9.  Merely  because  a 
recessed  or  hollow  rocker  is  specified  therein,  claiming  a 
recessed  or  hollow  rocker  does  not  necessarily  define  a 
coaxial  relationship  between  the  tappet  and  the  rocker. 
Such  a  coaxial  relationship  of  the  tappet  and  rocker  is  not 
specified,  and  is  in  fact  admitted  by  appellant  not  to  be 
specified  in  either  claim  7  or  9.  However,  unless  co- 
axiality can  be  read  into  claims  7  and  9,  appellant  does 
not  contend  that  either  of  said  claims  defines  a  patentable 
invention.  It  is  thus  seen  that  all  of  the  claims  in  suit  are 
invalid  unless  the  claim  includes  the  mechanical  features 
and  relationships  which  constitute  coaxiality,  and  that  co- 
axiality is  the  ultimate  relation  of  the  parts  upon  which 
dependence  is  placed  in  support  of  an  argument  of  inven- 
tion. Therefore,  the  statement  in  the  opinion  of  the  Dis- 
trict Court  in  the  Associated  Case  is  correct, — ''*  *  * 
the  coaxial  relationship  was  an  afterthought,  brought  into 
being  to  save  his  patent  from  the  defense  of  anticipation" 
[Trans.  Rec.  Associated  Case,  1-29;  Cf.  F.  F.  18,  1-36]. 
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This  coaxial  relationship  was  not  the  invention  claimed  or 
patented  by  the  original  letters  patent.  Therefore,  this 
Court  did  not  consider  it  necessary  to  refer  in  its  opinion 
to  any  portion  of  appellant's  argument  based  upon  co- 
axiality. 

The  feature  of  coaxiality  contributes  nothing  to  the 
accuracy  of  the  device  but  only  facilitates  the  adjustment 
of  the  tappet. 

''The  coaxial  relationship  is  only  important  as  a 
means  of  insuring  accuracy  at  the  time  of  the  adjust- 
ment of  the  tappet.  It  is  of  importance  in  that  respect 
for  the  reason  that  when  the  rocker  is  turned  to  the 
proper  position  for  the  bringing  in  of  the  desired  sta- 
tion, the  loosened  tappet  when  brought  into  engage- 
ment with  the  rocker,  may  be  set  in  proper  position  by 
the  adjustable  means,  free  from  any  play.  Any  play 
would  result  in  inaccuracies  that  w^ould  destroy  the 
effectiveness  of  the  device.  The  mechanical  problem 
therefore  was  to  ascertain  a  means  for  the  accurate 
and  simple  adjustment  of  the  tappet.  The  evidence 
clearly  discloses  that  the  mechanical  department  of  the 
Crosley  Corporation  had  little  trouble  in  solving  this 
particular  problem  when  it  decided  upon  the  use  of 
the  rocker  and  tappet  combination.  The  Marschalk 
patent  used  an  adjustable  means  for  the  adjusting  of 
the  tappet,  and  with  this  patent  as  a  guide,  the  prob- 
lem before  a  machine  designer  would  be  to  develop  an 
improvement  in  the  adjusting  means:  'Ordinarily 
there  is  no  invention  in  making  parts  of  a  machine  ad- 
justable.' Amdur  Patent  Law  &  Practice,  P.  148, 
Par.  57.  The  adjustable  means  used  by  the  plaintiff 
was  similar  to  Schaefer's  and  the  coaxial  feature  was 
used  solely  to  prevent  play  at  the  time  of  adjustment. 
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"Coaxial,  simply  means  on-center  and  is  some  times 
referred  to  as  concentrical  or  symmetrical.  The  im- 
portance of  the  mechanical  relationship  is  well  known 
in  the  art  and  a  feature  that  must  be  considered  in  all 
machine  designing  when  you  desire  parts  to  move  to- 
gether harmoniously  and  free  from  friction.  The 
same  principle  is  used  in  the  crank  shaft  of  any  auto- 
mobile. It  is  a  mechanical  principle  that  is  hundreds 
of  years  old.  Both  the  experts  of  the  plaintiff  and  the 
defendant  agree  in  this  respect.  *  *  *"  [Opinion 
of  the  District  Court,  Associated  Case,  Trans.  Rec. 
1-29-30;  Cf.  1-20-22,  inch;  1-36-37.] 

Since  coaxiality  between  a  tappet  and  rocker  is  the  sole 
feature  which  is  supposed  to  endow  the  claims  in  suit 
with  the  element  of  invention,  it  is  necessary  to  ascertain 
precisely  what  is  actually  accomplished  in  the  device  of 
the  patent  in  suit  by  this  coaxial  relationship.  Appellant's 
brief  makes  many  confusing  statements  concerning  the 
necessity  that  a  radio  tuner  be  accurate  and  contains 
many  references  to  automatic  frequency  control  circuits. 
The  inference  might  be  drawn  from  appellant's  brief  that 
coaxiality  improved  the  accuracy  of  the  device  and  elimi- 
nated the  necessity,  of  employing  automatic  frequency 
control  circuits.  The  record  in  the  Associated  Case  es- 
tablishes without  contradiction  that  coaxiality  has  nothing 
to  do  with  the  accuracy  of  the  device  once  the  tappet  is 
adjusted,  and  has  nothing  to  do  with  the  use  in  the  radio 
art  of  automatic  frequency  control  circuits,  or  the  failure 
of  the  art  to  use  such  circuits. 

Coaxiality  is  shown  in  the  record  to  be  a  feature  which 
merely  facilitates  the  adjustment  of  the  tappet.  It  does 
this  aind  nothing  more.  The  lower  court  [Associated 
Case,  Trans.  Rec.  1-27,  28]   correctly  points  out  that  in 
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cash  registers  it  is  unnecessary  to  provide  a  coaxial  rela- 
tionship between  the  tappet  and  rocker  for  the  reason 
that  the  manufacturer  of  a  cash  register  knows  precisely 
the  amount  that  the  tappet  should  rotate  the  rocker,  and 
he  governs  this  by  the  shape  of  the  tappet.  Because  of 
the  large  number  of  broadcasting  stations  on  the  air  to- 
day, it  is  not  possible  to  provide  sufficient  controls  on  a 
radio  to  enable  the  user  to  automatically  tune  the  radio 
set  to  all  of  the  broadcasting  stations.  Accordingly,  in  a 
radio  receiver  it  is  desirable  that  the  tappets  be  ajustably 
mounted  on  the  lever,  so  that  they  may  be  set  to  bring  in 
the  particular  broadcasting  stations  desired  by  the  ulti- 
mate user.  Coaxiality  facilitates  the  adjustment  of  the 
tappet,  so  that  the  operation  of  the  lever  will  bring  in  the 
particular  station  desired  by  the  ultimate  user.  A  typi- 
cal adjustment  of  the  tappet  is  as  follows  (again  refer- 
ring to  Fig.  1  of  this  brief)  : 

The  tappet  B  is  first  unlocked  on  the  lever  assembly  so 
that  it  is  free  to  turn  on  its  pivot.  The  lever  assembly 
is  then  brought  down  so  that  the  tappet  B  engages  the 
rocker  C.  Then,  still  holding  the  lever  assembly  down, 
the  operator  tunes  the  radio  receiver  by  means  of  the 
usual  hand-tuning  knob  until  the  radio  receiver  is  in  tune 
with  the  particular  broadcasting  station  desired.  This 
operation  rotates  the  rocker,  and  the  rocker  in  turn  ro- 
tates the  tappet  B.  When  the  tappet  has  thus  been  ro- 
tated to  its  desired  position,  the  operator  locks  the  tappet 
in  this  position  by  means  of  the  set  screw.  The  adjust- 
ment is  then  complete.  Thereafter,  when  the  lever  as- 
sembly is  pressed  down,  the  tappet  (which  is  now  locked 
from  rotating  with  respect  to  the  lever)  will  rotate  the 
rocker  to  the  position  to  tune  in  this  particular  broadcast- 
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ing station.     This  adjusting  operation  is  described  in  the 
patent  in  suit  [11-170,  p.  2,  col.  1,  11.  3-23]. 

In  this  adjusting  operation,  if  the  axes  of  the  rocker  C 
and  the  tappet  B  are  concentric  or  coaxial,  the  rotation  of 
the  tappet  B  by  the  rocker  will  not  tend  to  move  the  lever 
A.  If  the  tappet  B  and  rocker  7  are  not  on  concentric 
axes  but  on  eccentric  axes,  then  the  rotation  of  the  tappet 
by  the  rocker  will  require  that  the  lever  A  move  either  tip 
or  down.  The  operator  may  still  accurately  set  or  adjust 
the  tappet,  but  he  must  be  careful  during  this  adjustment 
and  during  the  subsequent  locking  of  the  tappet  B  by  the 
set  screw  not  to  exert  too  great  a  pressure  on  the  lever  A, 
or  the  tappet  may  slip  from  the  desired  position. 

It  is  thus  seen  that  if  the  rocker  and  cam  are  concentric 
or  coaxial  during  the  adjusting  operations  they  are  free 
to  rotate  together  without  causing  the  lever  to  move  up 
and  down.  If  the  axes  of  the  tappet  and  rocker  are  eccen- 
tric to  each  other,  then  lever  A  must  move  up  and  down 
or  "walk"  when  the  rocker  rotates  the  tappet  during  the 
adjusting  process. 

It  is  apparent  that  coaxiality  thus  contributes  only  to 
the  facility  with  which  the  tappet  may  be  locked  in  its  in- 
tended position,  and  whether  coaxiality  exists  is  there- 
after immaterial  to  the  accuracy  of  the  device.  Appel- 
lant's opening  brief  in  the  Associated  Case  (p.  9),  stated: 

''Once  the  tappet  61  of  the  patent  in  suit  or  the 
tappet  44  of  Marschalk  is  accurately  adjusted  about 
its  respective  pivot,  repeated  operations  of  the  mech- 
anism for  bringing  the  tappet  into  operative  relation- 
ship with  the  rocker  will  accurately  bring  the  rocker 
to  a  preselected  position  corresponding  to  the  desired 
station." 
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The  device  of  the  Marschalk  patent  [Associated  Case, 
Trans.  Rec.  III-639],  which  does  not  provide  for  coaxi- 
ality  between  the  tappet  and  rocker,  is  as  accurate  in  tun- 
ing the  radio  apparatus  as  the  device  of  the  patent  in  suit 
after  the  tappet  has  been  locked  in  position.  There  is  no 
great  difficulty  in  accurately  setting  the  Marschalk  device. 

'The  Court:  *  *  *  The  court  has  tried  the  in- 
strument and  the  witness'  testimony  does  not  add  any- 
thing to  what  the  court  has  already  ascertained  from 
an  examination  and  an  effort  on  its  part  to  work  the 
mechanical  device.  I  had  no  difficulty  in  setting  the 
device  at  the  extreme  end,  but  it  is  true  that  a  person 
has  to  use  a  greater  amount  of  care.  That  was  the 
result  of  the  court's  own  experiment  with  the  instru- 
ment."    [Associated  Case,  Trans.  Rec.  1-254.] 

See  also,  testimony  of  Mackeown  [id.,  II-398-9]. 

In  the  Associated  Case,  appellant's  brief  (pp.  23-24, 
for  example)  sought  to  confuse  this  Court  by  drawing  a 
distinction  between  the  use  of  coaxiality  for  permitting 
the  tappet  and  rocker  to  turn  together  as  a  unit  and  the 
use  of  coaxiality  so  that  the  tappet  and  rocker  may  be  in 
engagement  ''without  either  of  them  moving  even  a  hair's 
breadth."  The  distinction  made  by  appellant  is  a  mere 
play  on  words.  At  the  trial,  the  testimony  of  all  the  wit- 
nesses, including  Leishman  and  Loehr  for  appellant  and 
Mackeown  for  appellee,  was  in  agreement  that  the  ad- 
vantage of  coaxiality  is  that  during  this  adjustment 
process  the  tappet  and  rocker  are  free  to  turn  as  a  unit, 
thereby  avoiding  the  necessity  of  the  lever  itself  moving 
or  "walking"  during  the  adjusting  operations.     It  is,  of 


—53— 

course,  true  that  in  locking  the  tappet  in  its  adjusted  posi- 
tion it  is  desirable  that  any  pressure  exerted  on  the  lever 
during  the  locking  procedure  shall  create  no  tendency  to 
turn  either  the  rocker  or  tappet.  One,  of  course,  follows 
the  other.  The  concentric  relationship  of  the  tappet  and 
rocker  allows  them  to  either  turn  as  a  unit  as  desired  in 
the  adjusting  process  or  stand  without  turning  as  desired 
in  the  tightening  step. 

Leishman's    own    definition    in    the    Associated    Case 

[Trans.  Rec.  1-170]  of  the  substance  of  coaxiality  was: 

''Q.  Why  is  it  that  you  want  these  pivots  co- 
axial? What  is  it  you  want  to  accomplish  by  that? 
A.  I  want  to  have  it  so  they  will  move  as  a  unit 
during  the  adjusting  process  and  so  that  there  won't 
be  any  tendency  during  the  adjusting  process  for 
any  extraneous  movements  of  the  one  to  move  the 
other." 

The  Crosley  Method  of   Securing 
Coaxiality  Is  Not  Equivalent 
to  That  of  the  Reissue  Patent 
in  Suit. 

Patents  on  devices  and  machines  are  not  granted  on 
ideas,  principles  or  abstractions  {Burr  v.  Duryee,  68  U. 
S.  531),  but  are  granted  on  structures.  Even  if  coaxiality 
were  not  old  in  the  art  and  were  not  a  mere  matter  of 
mechanical  skill,  Leishman  still  could  not  obtain  a  patent 
of  coaxiality  as  an  abstraction  or  principle.  His  patent 
cannot  be  infringed  by  another  structure  merely  because 
such  other  structure  can  be  characterized  by  coaxiality, 
unless  the  mechanical  means  for  obtaining  coaxialit}'  are 
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substantially  the  same  as  the  mechanical  means  of  the 
Leishman  patent  and  function  in  substantially  the  same 
way.*  In  Appellant's  Opening  Brief  in  the  Associated 
case,  the  stress  laid  by  appellant  in  seeking  to  distinguish 
the  coaxiality  of  Leishman  from  that  of  Schaefer  neces- 
sarily leads  to  the  conclusion  that  Leishman's  invention 
lies  only  in  the  particular  combination  of  elements  shown 
containing  coaxiality.  The  Crosley  method  of  securing  co- 
axiality is  not  the  method  of  Leishman.  Leishman  secured 
alignment  in  the  horizontal  direction  by  causing  the  pivot 
point  of  his  cam  or  tappet  on  the  lever  and  the  pivot 
points  of  his  rocker  to  lie  an  equal  distance  from  the  pivot 
point  Q  of  the  lever.  This  mode  of  securing  coaxiality 
is  precisely  the  same  as  that  of  Schaefer.  In  the  Leish- 
man patent,  the  vertical  alignment  is  obtained  by  inter- 
spaced arms  which  permit  the  pivot-carrying  portion  of 
the  tappet  to  lie  between  the  arms  of  the  rocker.  This 
again  is  precisely  the  same  means  of  obtaining  coaxiality 
as  that  of  Schaefer.  But  Crosley,  in  securing  horizontal 
alignment,  passed  a  reciprocating  plunger  completely 
through  the  rocker  and  provided  a  side  bearing  on  both 
sides  of  the  rocker.  Coaxiality  itself  is  obtained  by  en- 
tirely different  means,  with  an  entirely  different  mode  of 
operation.  The  fact  that  coaxiality  is  not  attained  in  the 
accused  devices  by  the  method  of  the  reissue  patent  in 


*Pursuant  to  the  argument  made  on  behalf  of  the  defendant  in 
the  Associated  Case,  that  the  Crosley  method  of  securing  or  effect- 
ing coaxiality  with  the  use  of  pkmgers  differed  from  the  Leishman 
method  of  securing  coaxiahty  with  the  use  of  levers,  this  Court  in 
its  opinion  found  that  the  function  performed  by  the  plungers  in 
the  defendant's  devices  "is  not  performed  in  the  same  way,  or  in 
substantially  the  same  way"  as  that  performed  by  the  levers  in  the 
Leisliman  combination. 


—55— 

suit  appears  clearly  from  the  testimony  of  Dr.  Mackeown 
in  the  Associated  Case   [Trans.  Rec.  11-412-14]  : 

''A.  It  is  the  design  of  the  apparatus — the  means 
are  quite  different  but  in  both  cases  you  get  the  result 
that  the  axis  of  the  cam  is  located  at  the  axis  of  the 
rocker  bar.  The  means  of  getting  them  are  quite 
different  because  one  is  a  lever  system  and  the  other 
is  a  push  rod  system. 

"Q.  That  is  what  I  would  like  you  to  go  into  and 
contrast  or  compare,  so  far  as  that  symmetry  is  con- 
cerned, the  lever  system  of  the  patent  in  suit  and  the 
push  button  system  of  the  defendant's  accused  device. 

''A.  There  are  two  things  that  are  necessary  in 
the  apparatus  of  the  patent  in  suit  to  obtain  this  co- 
axiality.  One  is  that  the  distance  between  the  pin 
60  and  the  pivot  Q  shall  be  equal  to  the  distance  be- 
tween the  pivot  Q  and  the  axis  of  the  shafts  25  and 
S.  Then  the  other  is  the  requirement  that  the  tappets 
be  so  shaped  that,  when  the  lever  is  pushed  home,  the 
axis  of  the  tappets  will  line  in  what  I  call  a  vertical 
direction  with  the  axis  of  the  rocker  bars.  It  should 
be  noted  that  in  the  apparatus  of  the  patent  in  suit 
the  rocker  bars  have  a  very  considerable  thickness. 
This  is  practically  necessary  because  they  have  a  small 
width  and  to  get  the  adequate  strength  they  must  have 
considerable  thickness.  And  they  are  pivoted  at  their 
centers.  This  means,  then,  that  the  axis  of  the  tap- 
pets had  to  be  much  lower  than  the  contact  points 
of  the  tappets.  In  this  respect  it  differs  quite  a  bit 
from  the  device  of  the  defendant  where  the  axis  of 
the  tappet  is  very  closely  aligned  with  the  contact 
points  of  the  tappet.  That  is  following  the  same 
construction  as  Schaefer.  That  has  some  advantages 
in  having  the  contact  points  of  the  tappet  on  the  same 
line  as  the  axis.  Then,  in  the  defendant's  apparatus, 
to  secure  this  coaxiality,  since  you  have  a  push  rod 
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motion,  it  is  necessary  to  locate  the  position  of  the 
axis  of  the  tappet  in  both  a  horizontal  and  vertical 
direction  so  that,  when  the  push  button  is  pushed 
home,  it  will  line  up  with  the  axis  of  the  rocker  bar. 
This  is  accomplished  by  having  two  bearings,  slide 
bearings,  for  the  push  rod,  one  above  and  one  below 
the  rocker  bar,  and  these  bearings,  in  combination 
with  the  adjusting  washer  at  the  top  and  the  posi- 
tioning bar  at  the  bottom,  locate  the  center  of  the 
tappet  so  that  it  will  lie  in  a  vertical  line  which  will 
pass  through  the  axis  of  the  tappet.  Then,  to  locate 
the  horizontal  direction,  the  tappet,  or  the  axis  of  the 
tappet,  is  placed  in  such  a  position  that  you  will  get 
coaxiality  in  the  vertical  direction.  In  the  design 
of  the  defendant's  apparatus  the  axis  of  the  rocker 
bar  is  very,  very  close  to  the  top  surface.  It  is  pretty 
nearly  at  the  top  surface.  I  believe  it  is  about  a 
fiftieth  of  an  inch  below  the  top  surface.  And  for 
this  reason  you  can  put  the  axis  of  the  tappet  and  the 
contact  points  on  nearly  the  same  straight  line  with 
advantage.  I  think  that,  again,  points  out  the  main 
differences  of  obtaining  coaxiality  in  the  two  cases." 

To  construe  the  Leishman  reissue  patent  to  cover  this 
fundamentally  different  mode  of  obtaining  coaxiality  is 
to  cease  to  construe  the  Leishman  reissue  patent  as  for 
a  machine,  and  to  construe  it  as  a  patent  on  a  principle 
or  abstraction, — 

*'A  function  is  not  patentable  .  .  .  The  struc- 
ture and  not  the  function  is  the  thing  to  be  secured 
by  the  claim.  A  functional  claim  is  one  that  has 
for  its  subject  the  performance  of  an  act  merely, 
and  not  the  means  by  which  that  act  is  executed. 
It  is  not  for  a  substantive  thing,  but  for  the  result 
which  that  thing  accomplishes     ...     A  claim  for 
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the  function  of  the  invention  is  void.  (Matthews  v. 
Shonberger,  4  Fed.  635;  Tyden  v.  Ohio  Table  Co., 
152  Fed.  183,  C.  C.  A.  6th;  Corrington,  et  al.  v. 
Westinghouse  A.  B.  Co.,  173  Fed.  69,  78;  Heidbrink 
V.  McKesson,  290  Fed.  665,  C.  C.  A.  6th;  Mastoras 
V.  Hildreth,  263  Fed.  571,  576,  C.  C.  A.  9th;  Hunt, 
Helm,  Ferris  v.  Coos  Libbey  Co.,  283  Fed.  58,  C. 
C  A.  7th.)"  {DelWs  Walker  on  Pats.,  Vol.  H, 
§168,  pp.  795-6.) 

The  application  of  these  rules  is  well  illustrated  in 
Grant  v.  Koppl,  99  F.  2d  106,  where  this  Court  said 
(p.  110): 

''We  note  that  appellant  contends  that  the  claims 
of  the  patent  in  suit  read  upon  appellees'  device.  We 
may  assume  that  this  is  true,  especially  as  to  claim 
9.  But  infringement  is  not  a  mere  matter  of  words. 
Henderson  v.  Welch  Dry  Kiln  Co.,  D.  C,  26  F.  2d 
810,  814;  Goodyear  Shoe  Mach.  Co.  v.  Spalding, 
C.  C,  101  F.  990,  994;  Linde  Air  Products  Co.  v. 
Morse  Dry  Dock  &  Repair  Co.,  2  Cir.,  246  F.  834, 
838;  Bird  v.  Elaborated  Roofing  Co.  of  Buffalo,  2 
Cir.,  256  F.  366,  373.  Here,  we  hold  that  the  mode 
of  operation  is  different  and  that  there  is  no  equiva- 
lency of  means.  It  is  not  necessary  to  discuss  the 
claims  separately  or  in  detail.  We  agree  with  the 
finding  of  the  trial  court  that  there  is  no  infringe- 
ment." 

If  the  claims  of  the  Leishman  patent  in  suit  are  not 
wholly  invalid  for  want  of  invention,  they  clearly  must 
be  restricted  to  the  thing  shown  by  Leishman.  The 
prior  art  clearly  requires  such  a  construction  of  the  Leish- 
man patent.     Every  physical  element  of  the  structure  of 
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Leishman  is  old  in  the  art,  and  in  substantially  the  same 
combination.  Coaxiality — upon  which  so  much  stress  is 
laid  by  appellant — is  equally  old  and  was  obtained  by  the 
prior  art  in  the  same  way.  The  structure  shown  in 
the  Leishman  patent  is  an  impractical  one  and  has  never 
had  any  sort  of  public  or  commercial  use.  Leishman 
contributed  nothing  to  the  practical  or  theoretical  advance- 
ment of  the  art.  The  patent  must  be  given  a  narrow 
construction  if  the  reissue  claims  are  to  be  sustained. 

If  the  reissue  claims  can  be  deemed  to  express  any  in- 
vention at  all,  that  invention  is  not  found  in  the  accused 
structure. 

Appellant  attempted  in  the  District  Court  to  make  it 
appear  that  the  plunger  or  the  lever  has  nothing  to  do 
with  coaxiality,  but  that,  on  the  contrary,  coaxiality  is 
tied  up  with  the  arrangement  between  the  tappet  and  the 
rocker.  Infringement  is  therefore  reduced  down  to  a  mere 
substitution  of  a  plunger  element  for  a  lever  element. 
This  contention  was  fully  presented  to  this  Court  in  the 
Associated  Case  and  rebutted  by  the  testimony  of  Dr. 
Mackeown  in  that  case  herein  quoted  (pp.  55  and  56), 
where  it  is  demonstrated  that  the  relationship  of  coaxial- 
ity is  also  tied  up  in  Leishman  with  the  lever,  its  mount- 
ing and  its  movement,  and  is  tied  up  in  Crosley  in  a  dif- 
ferent way  with  the  plunger,  its  mounting  and  its  move- 
ment. 
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Appellant's     Interpretation     of 
Claims  7-11  Is  Wholly  Contrary 
to  This  Court's  Interpretation 
Thereof. 

Although  Appellant's  Opening  Brief  (p.  21)   states: 

''The  decision  in  the  Associated  case  will  be  better 
understood  if  we  first  apply  a  couple  of  the  claims 
at  issue  to  the  tuners  made  by  appellees  and  the 
Crosley  Corporation.  The  claims,  of  course,  point 
out  the  portions  of  the  structure  shown  in  the  patent 
that  embody  the  invention  of  the  patentee," 

its  discussion  of  claim  7  concludes  (p.  23)  : 

''*  *  *  It  clearly  does  not  include  either  a  lever 
nor  a  plunger  as  an  element  of  the  combination. 
Aside  from  the  spring,  it  calls  only  for  the  rocker  and 
the  tappet,  the  elements  shown  on  page  19  of  this 
brief." 

Of  claims  9,  10  and  11  it  is  said  (p.  23)  : 

''Claims  9,  10  and  11  are  substantially  the  same  as 
claims  7  and  8  excepting  that  claims  9,  10  and  11 
include  a  manual  operating  member.  These  claims 
do  not  specify  what  kind  of  a  member  this  must  be, 
because  the  tappet  and  the  rocker  do  the  real  work 
of  the  combination,  and  it  makes  no  difference  to 
these  elements  whether  the  tappet  is  moved  by  a  lever, 
a  plunger,  a  wheel,  a  link,  a  pull-chain,  or  some  other 
means." 

This  is  clearly  erroneous  in  law.  The  purpose  of  this 
Court's  interpretation  of  these  claims  was  to  limit  them 
to  the  same  invention  "disclosed  in  the  original  patent" 
and  "intended  to  have  been  covered  and  secured  by  the 
original"  patent.  This  necessity  is  specifically  recognized 
by  this  Court. 
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No  attempt  is  made  in  Appellant's  Opening  Brief  to 
apply  the  claims  as  so  limited  either  to  Leishman's  combi- 
nation as  disclosed  in  the  patent's  descriptive  specification 
or  illustrated  in  the  patent's  drawings,  or  to  compare  such 
an  analysis  of  the  claims  to  the  Crosley,  Radio  Con- 
denser Company  Model  28  or  General  Instrument  Cor- 
poration Model  31  tuners.  Appellant's  comparison  is 
worthless  as  a  means  or  yardstick  for  determining  the 
question  of  law  involved,  i.  e.,  infringement.  It  is  well 
settled : 

"*  *  *  That  a  claim  for  a  combination  to  be  valid 
must  be  for  an  operative  combination  is  clear.  F.  F. 
Slocomb  &  Co.,  Inc.  v.  Layman  Machine  Co.  (D.  C), 
227  Fed.  94,  104;  Id.,  230  Fed.  1021,  144  C.  C.  A. 
286;  M'Caslin  v.  Link  Belt  Machinery  Co.  (C.  C), 
139  Fed.  393;  Id.,  147  Fed.  243,  77  C.  C.  A.  385." 
{Pacific  States  Electric  Co.  v.  Wright,  277  Fed.  756, 
758  (C.  C.  A.  9).) 

''*  *  *  Otherwise  the  claim  would  be  invalid  as 
omitting  essential  elements  of  the  invention."  {Moody 
V.  Thompson  Mfg.  Co.,  99  F.  2d  97,  101  (C.  C.  A. 
9).) 

The  patent  in  suit  cannot  be  broadly  construed  to  in- 
clude the  plunger  type  of  device  complained  of  herein. 

The  question  of  infringement  is  not  alone  one  of 
whether  the  accused  device  literally  responds  to  the  words 
of  the  claims  of  the  patent  in  suit  {Westinghouse  v. 
Boyden,  170  U.  S.  537).  Irrespective  of  the  wording  of 
the  claims,  the  scope  of  every  patent  is  limited  to  the 
invention  described  in  the  claims  contained  in  it,  read  in 
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the  light  of  the  specification  {Lehigh  Valley  Railroad  Co. 
V.  Mellon,  104  U.  S.  112;  Continental  Paper  Bag  Co.  v. 
Eastern  Paper  Bag  Co.,  210  U.  S.  405;  Motion  Picture 
Patents  Co.  v.  Universal  Film  Mfg.  Co.,  243  U.  S.  502). 
The  question  of  infringement  further  involves  a  determi- 
nation of  the  breadth  of  the  claims  in  the  light  of  the  prior 
art.  It  cannot  be  divorced  from  an  inquiry  into  what,  if 
anything,  the  patentee  has  contributed  to  the  art,  and 
whether  or  not  defendant  has  appropriated  that  contribu- 
tion: 

''In  administering  the  patent  law  the  court  first 
looks  into  the  art  to  find  what  the  real  merit  of  the 
alleged  discovery  or  invention  is,  and  whether  it  has 
advanced  the  art  substantially.  If  it  has  done  so, 
then  the  court  is  liberal  in  its  construction  of  the  pat- 
ent, to  secure  to  the  inventor  the  reward  he  deserved. 
If  what  he  has  done  works  only  a  slight  step  forward, 
and  that  which  he  says  is  a  discovery  is  on  the  border 
line  between  mere  mechanical  change  and  real  inven- 
tion, then  his  patent,  if  sustained,  will  be  given  a 
narrow  scope,  and  infringement  will  be  found  only  in 
approximate  copies  of  the  new  device.  It  is  this  dif- 
fering attitude  of  the  courts  toward  genuine  discov- 
eries and  slight  improvements  that  reconciles  the 
sometimes  apparently  conflicting  instances  of  constru- 
ing specifications  and  the  findings  of  equivalents  in 
alleged  infringements."  (Eibel  Process  Co.  zk  Minne- 
sota &  Ontario  Paper  Co.,  261  U.  S.  45,  63.) 

Leishman  shows  in  his  patent  a  structure  having  a 
lever,  a  cam  mounted  on  the  lever,  and  a  rocker  upon 
which  his  cam  acts,  with  coaxiality  between  the  cam  and 
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the  rocker  when  the  lever  is  pressed  home.  The  claims, 
no  matter  what  they  say,  must  read  upon  and  be  inter- 
preted in  the  light  of  this  specific  apparatus.  If  some 
other  or  different  apparatus  can  be  held  to  infringe  the 
claims,  this  can  be  done  only  by  an  application  of  the 
doctrine  of  equivalents. 

To  be  an  equivalent,  an  element  must  perform  the 
same  function  as  the  element  disclosed,  and  must  perform 
it  in  substantially  the  same  way  to  obtain  substantially  the 
same  result  (Bates  v.  Coe,  98  U.  S.  31,  42;  Union  Paper 
Bag  Machine  Co.  v.  Murphy,  97  U.  S.  120,  125). 

Appellant  in  order  to  argue  that  a  patentable  invention 
is  present  in  the  substitution  by  Leishman  of  a  rocker  for 
the  rack  and  pinion  of  the  Schaefer  (Zenith)  device,  has 
necessarily  urged  a  very  narrow  application  of  the  doc- 
trine of  mechanical  equivalents.  Having  made  this  argu- 
ment to  distinguish  the  Leishman  purported  invention  from 
the  Schaefer  device,  he  is  bound  by  the  narrowness  of 
this  distinction  upon  which  he  relies.  When  the  issue  of 
infringement  is  to  be  determined,  he  cannot  assert  a  dif- 
ferent and  broader  application  of  the  doctrine  of  equiva- 
lency, which  broad  application  is  necessary  to  bring  the 
accused  plunger-operated  device  w^ithin  the  scope  of  the 
reissue  patent  in  suit. 

The  patent  in  suit,  we  believe,  is  entitled  to  no  range 
of  equivalents,  but  must  be  restricted  to  the  exact  thing 
shown.  The  cam,  the  lever,  the  rocker,  and  coaxiality 
are  not  only  all  old,  but  are  admitted  to  be  so.     If  this 
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leaves  the  patentee  anything  at  all,  it  does  not  go  beyond 
the  specific  mechanism  disclosed. 

In  Office  Specialty  Mfg.  Co.  v.  Fenton  Metallic  Mfg. 
Co.,  174  U.  S.  492,  498,  the  Supreme  Court,  finding  that 
the  Hoffman  patent  covered  the  combination  ''not  only  of 
old  elements,  but  of  old  results,  and  no  new  function  is 
evolved  from  such  combination,"  restricted  the  patent  to 
precisely  what  was  shown  in  the  drawings. 

In  the  recent  case  of  Nye  &  Nissen  v.  Kasser  Egg 
Process  Co.,  96  F.  2d  420,  423  (C.  C.  A.  9),  this  Court 
found  noninfringement  on  similar  grounds,  saying: 

''*  *  *  It  is  of  course  true  that  the  fact  that  the 
elements  of  a  combination  are  old  does  not  negative 
invention.  But  where,  as  here,  the  prior  state  of  the  art 
shows  not  only  that  the  elements  of  a  patented  com- 
bination are  not  new  but  that  the  idea  of  a  patent  is 
embraced  in  prior  patents  designed  to  do  the  same 
work  in  a  similar  manner  (such  as  the  patents  to 
Clairemont*  in  the  case  at  bar)  such  patent  should 
be  narrowly,  not  broadly,  construed."  (Emphasis  sup- 
plied.) 

The  device  described  in  the  reissue  patent  in  suit  has 
never  gone  into  public  use  at  all.  No  such  device  has 
ever  been  made  or  sold.  Under  these  circumstances  the 
patent  and  its  claims  must  be  narrowly  construed.  This 
Court  in  Henry  v.  City  of  Los  Angeles,  255   Fed.   769, 


*The    Schaefer   patent    admittedly    performs    the    same    function 
and   by  the   same   means,   in   the  present  record. 
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780,  quotes  the  rule  from  National  Malleable  Castings  Co. 

V.  Buckeye  M,  I.  &  C.  Co.,  171  Fed.  847: 

''  'The  use  we  make  of  the  fact  that  the  device  has' 
never  gone  into  actual  service  is  in  the  construction 
or  interpretation  of  the  patent.  We  are  justified,  in 
view  of  the  facts  of  this  case,  in  exercising  much 
caution  in  attributing  to  this  patent  anything  more 
than  is  plainly  shown  and  distinctly  claimed.  *  *  * 
This  inference  from  nonuse,  under  the  circumstances, 
is  the  converse  of  the  inference  drawn  with  respect 
of  a  doubtful  patent  when  a  showing  is  made  that 
it  has  gone  into  large  use  and  has  displaced  other 
devices.  It  is  an  inference  against  utility  from  the 
fact  of  long  nonuse,  unexplained  by  want  of  means 
or  opportunity/  " 

See,  also:  Stewart-Warner  Corp.  v.  Jiffy  Lubricator 
Co.,  81  F.  2d  786,  793  (C.  C.  A.  8) ;  Roberts  v.  General 
Elec.  Co.,  85  F.  2d  964,  965  (C.  C.  A.  3) ;  Dernell  Potato 
Products  Co.  V.  Snelling,  38  F.  2d  788,  789  (C.  C.  A.  2) ; 
Cocks  V.  Rip  Van  Winkle  Wall  Bed  Co.,  28  F.  2d  921  (C. 
C.  A.  9) ;  Hoppenstand  v.  Mack-International  Truck  Co., 
89  F.  2d  360  (C.  C.  A.  3) ;  Shearer  v.  Atlas  Radio  Co., 
94  F.  2d  304  (C.  C.  A.  6);  Dillon  Co.  v.  Continental 
Supply  Co.,  98  F.  2d  581  (C.  C.  A.  10) ;  Wire  Tie  Mach. 
Co.  V.  Pacific  Box  Corp.,  102  F.  2d  543  (C.  C.  A.  9); 
Elvin  Mechanical  Stoker  Co.  v.  Locomotive  Stoker  Co., 
286  F.  309,  311  (C.  C.  A.  3);  Delaney  Patents  Corp.  v. 
Johns-Manvillc  Corp.,  29  F.  Supp.  431  (D.  C.  S.  D.  Cal.). 

The  device  described  and  shown  in  the  Leishman  patent 
represents  no  advance   in   the  art  at  all   over   the   prior 


Schaefer  (Zenith)  device.  It  has  the  same  bulky  lever 
construction,  and  if  any  effort  had  been  made  by  Leish- 
man  to  market  his  device,  it  would  have  been  rejected  by 
the  trade,  for  the  same  reasons  that  the  Schaefer  (Zenith) 
device  had  to  be  discarded.  Appellant  contends  that  the 
levers  of  the  Leishman  patent  are  the  equivalent  of  the 
plungers  of  the  accused  Crosley  device.  The  above  cases 
clearly  show  that  we  must  consider  the  character  of  the 
advance  (if  any)  made  by  the  patentee,  in  determining 
whether  one  mechanical  element  is  the  equivalent  of  the 
other.  In  this  case  it  clearly  requires  the  Court  to  apply 
the  rule  that  the  patent  in  suit  is  not  entitled  to  any 
equivalents,  but  should,  on  the  other  hand,  be  confined  to 
the  specific  device  shown  in  the  drawings  and  specifica- 
tion. Clearly,  a  broad  construction  of  the  claims  of  the 
reissue  patent  in  suit  should  not  be  applied,  where  such 
a  broad  construction  would  not  represent  the  actual  in- 
vention of  the  patent.  It  is  not  sufficient  to  show  merely 
that  the  lever  and  plunger  accomplish  the  same  result  in 
moving  the  tappet  into  contact  with  a  rocker.  It  must 
be  shown  that  the  means  or  elements  perform  their  func- 
tions in  the  same  way.  (General  Elec.  Co.  v.  Parr  Elec. 
Co.,  21  F.  Supp.  471 ;  Williams  Iron  Works  v.  Hughes 
Tool  Co.,  109  F.  2d  500  (C.  C.  A.  10) ;  Union  Paper  Bag 
Mach.  Co.  V.  Murphy,  97  U.  S.  120;  National  Hollozv 
Brake-Beam  Co.  v.  Interchangeable  B.  B.  Co.,  106  F.  693 
(C.  C.  A.  8) ;  Electric  Protection  Co.  v.  American,  etc. 
Co.,  184  F.  916.) 
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There  Was  No  Error  in  the  District  Court's  Granting 
Summary  Judgment  in  This  Case. 

No  issue  of  fact  requiring  testimony  was  presented. 
Any  issue  of  infringement  is  a  question  of  law  to  be 
decided  by  the  court.  As  said  by  the  Circuit  Court  of 
Appeals,  Second  Circuit,  in  Engl  v.  Aetna  Life  Ins.  Co., 
139  F.  2d  469,  472-3: 

''*  *  *  The  express  language  of  Rule  56,  read 
in  its  natural  context,  is  to  the  contrary,  for  sub. 
(c)  provides  that  'the  judgment  sought  shall  be  ren- 
dered forthwith  if  the  pleadings,  depositions,  and  ad- 
missions on  file,  together  with  the  affidavits,  if  any, 
show  that,  except  as  to  the  amount  of  damages,  there 
is  no  genuine  issue  as  to  any  material  fact  and  that 
the  moving  party  is  entitled  to  a  judgment  as  a  mat- 
ter of  law/  Here  the  depositions,  taken  at  their 
face  value,  and  construed  in  the  light  of  the  under- 
lying law  of  the  state,  show  that  there  is  no  genuine 
issue  of  material  fact  and  support  the  judgment  ren- 
dered. 

''But  the  matter  is  sufficiently  important  so  that 
we  should  go  beyond  the  bare  words  of  the  summary- 
judgment  rule  to  the  reasons  behind  it.  The  federal 
summary  judgment  proceeding  is  the  most  extensive 
of  any  jurisdiction  in  that  it  is  equally  available  to 
plaintiffs  and  defendants  and  in  all  forms  and  kinds 
of  civil  actions.  But  the  history  of  the  develop- 
ment of  this  procedure  shows  that  it  is  intended  to 
permit  'a  party  to  pierce  the  allegations  of  fact  in 
the  pleadings  and  to  obtain  relief  by  summary  judg- 
ment where  facts  set  forth  in  detail  in  affidavits,  de- 
positions, and  admissions  on  file  show  that  there  are 
no  genuine  issues  of  fact  to  be  tried.'  3  Moore's 
Federal  Practice  3175.     In  New  York  the  question 
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of  constitutionality  was  settled  by  considering  the 
procedure  as  one  to  determine  whether  a  defense  or 
issue  formally  stated  between  the  parties  was  merely 
sham  and  not  bona  fide.  Formerly  this  could  be 
determined  only  on  the  face  of  the  pleadings;  the 
only  essentially  new  step  was  to  allow  such  a  show- 
ing to  be  made  on  the  basis  of  detailed  affidavits. 
The  rationale  is  well  stated  in  one  of  the  leading 
cases  establishing  constitutionality,  Hanna  v.  Mitchell, 
202  App.  Div.  504,  518,  196  N.  Y.  S.  43,  55,  af- 
firmed 235  N.  Y.  534,  139  N.  E.  724:  To  say 
that  a  false  denial,  which  defendants  are  unable  to 
justify,  must  nevertheless  put  the  plaintiff  to  his  com- 
mon-law proof  before  a  jury,  although  the  result 
would  be  a  directed  verdict  in  plaintiff's  favor  as  a 
matter  of  law,  is  to  exalt  the  shadow  above  the  sub- 
stance/ Hence  we  have  often  held  that  mere  formal 
denials  or  general  allegations  which  do  not  show 
the  facts  in  detail  and  with  precision  are  insufficient 
to  prevent  the  award  of  summary  judgment.  See,  for 
example,  Shotkin  v.  Mutual  Benefit  Health  &  Acci- 
dent Ass'n,  2  Cir.,  138  F.  2d  531 ;  Altman  v.  Curtiss- 
Wright  Corp.,  2  Cir.,  124  F.  2d  177,  180;  Milcor 
Steel  Co.  V.  George  A.  Fuller  Co.,  2  Cir.,  122  F.  2d 
292,  affirmed  316  U.  S.  143,  62  S.  Ct.  969,  86  L. 
Ed.  1332;  Bushwick-Decatur  Motors  v.  Ford  Motor 
Co.,  2  Cir.,  116  F.  2d  675;  Banco  de  Espana  v.  Fed- 
eral Reserve  Bank  of  New  York,  2  Cir.,  114  F.  2d 
438,  445;  Piantadosi  v.  Loew's,  Inc.,  9  Cir.,  137  F. 
2d  534;  Board  of  Public  Instruction  v.  Meredith,  5 
Cir.,  119  F.  2d  712,  certiorari  denied  314  U.  S.  656, 
62  S.  Ct.  109,  86  L.  Ed.  526." 
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No  Error  Exists  in  the  District  Court's  Failure  to 
Hold  That  Appellees  Were  Bound  by  the  Deci- 
sion in  This  Oklahoma  Case  (Spec,  of  Errors 
No.  9,  1-9),  nor  in  the  District  Court's  Denial  of 
Leave  to  Appellant  to  Interject  This  Issue  into 
This  Case  (1-134). 

Appellant  urges  this  judgment  as  having  two  distinct 
relevancies  in  this  case:  (1)  as  an  interlocutory  judgment 
contrary  to  the  court's  judgment  in  the  Associated  Case; 
(2)  that  appellees  are  bound  by,  and  that  it  is  res  ad- 
judicata  between  appellant  and  appellees  upon,  all  issues 
of  this  case. 

Comity  does  not  compel;  it  only  persuades.  The  record 
herein  does  not  contain  the  answer  of  defendant  in  the 
Oklahoma  case.  It  is  not  possible  from  the  transcript  of 
the  record  herein  to  determine  whether  the  defense  that 
the  Re-20,827  is  not  for  the  same  invention  as  the  orig- 
inal patent  was  pleaded  or  properly  raised  or  presented 
in  the  Oklahoma  case  or  considered  or  passed  upon  by  the 
Oklahoma  District  Court.  There  is  nothing  in  the  rec- 
ord herein  from  which  this  Court  can  infer  that  the  Okla- 
homa District  Court  even  had  before  it  this  Court's  Asso- 
ciated Case  opinion.  No  reference  thereto  is  made  in  the 
Oklahoma  District  Court's  findings  or  conclusions  [1-52- 
60].  The  interlocutory  judgment  is  likewise  silent.  It 
does  not  even  adjudge  Re-20,827  to  be  for  the  same  in- 
vention as  the  original  patent.  No  copy  of  any  opinion 
of  the  District  Court  is  available.  Appellees'  attorneys 
know  of  no  such  opinion. 

This  interlocutory  judgment  goes  further  than  this 
Court's  judgment,  in  that  it  adjudges  Re-20,827  and 
claims  7-11  thereof  valid  [1-61,  par.  2].    This  presents  a 
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question  of  law  that  this  Court  found  unnecessary  to  de- 
termine. This  interlocutory  judgment  is  contrary  to  this 
Court's  judgment  in  that  it  adjudges  appellees'  tuners 
infringed  these  claims  [par.  3;  Cf.  F.F.  26,  1-59].  The 
rationale  upon  which  the  Oklahoma  District  Court  de- 
cided this  question  of  law  cannot  be  ascertained  from 
examination  of  anything  in  this  record. 

The  District  Court  denied  appellant  leave  to  file  "De- 
fendant's First  Supplemental  Answer  and  Second  Supple- 
mental Counterclaim,"  appearing  in  the  record  herein 
[1-72-86].  Both  this  proffered  pleading  and  Leishman's 
affidavit  [1-69-72]  were  filed  in  the  District  Court  on  July 
8,  1946.  Appellees'  motion  for  summary  judgment  had  been 
fully  argued  and  submitted  to  the  Disrtict  Court  for  deci- 
sion on  March  11,  1946  and  granted  March  12,  1946 
[Rep.  Tr.  March  11  and  March  12,  1946  proceedings]. 
On  June  21,  1946,  over  three  months  after  this,  Leish- 
man  filed  a  ''Motion  under  Rule  15d"  to  file  a  supplemental 
answer  and  a  second  supplemental  counterclaim*  and  that 
the  order  for  a  summary  judgment  be  vacated  [1-63-64]. 
This  motion  was  accompanied  by  an  amended  pleading 
which  is  not  reproduced  in  the  printed  record  herein.  This 
is  not  the  proposed  pleading  [1-72-86]  which  was  filed  on 
July  8,  1946  and  informally  treated  as  a  substitute  for 
the  June  21,  1946  proposed  amended  pleading.  After  a 
hearing  and  full  discussion  in  the  District  Court  as  to 
the  sufficiency  of  the   June  21,    1946  proposed   pleading 


*Under  Rule  15(a)  R.  C.  P.  this  was  an  exercise  of  the  court's 
discretion.  No  showing  of  diHgence  was  made  by  appellant  and 
none  could  have  been  made  by  appellant.  Appellant's  brief  does 
not  urge  any  abuse  of  discretion  in  this  denial.  This  court  cannot 
review  a  <^uestion  of  abu$e  of  discretion  under  sucli  circumstances. 
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to  raise  an  issue  that  appellees  were  bound  by  the  out- 
come of  the  Oklahoma  suit,  for  the  first  time,  by  this 
July  8,  1946  proposed  pleading  did  appellant  propose  to 
allege  that  ''by  participating  and  control''  of  the  Oklahoma 
suit  ''the  plaintiffs  herein  are  bound  by  the  outcome  of 
that  suit;    *    *    *"  [1-79,  par.  XIII]. 

The  District  Court  knew  from  the  arguments  of  counsel 
that  mere  participation  was  insufficient  and  that  control 
by  appellees  was  necessary  to  effect  estoppel  by  judgment 
and  that  the  proposed  amended  pleading,  filed  July  8, 
1946,  was  proffered  in  order  to  allege  control  of  the  de- 
fense of  the  Oklahoma  Case  by  appellees.  The  District 
Court  knew  this  allegation  was  sham. 

In  Hy-Lo  Unit  &  Metal  Products  Co.  v.  Remote  Con- 
trol Mfg.  Co.,  83  F.  (2d)  345,  this  Court  points  out  that 
one  is  not  bound  by  the  judgment  in  a  case  wherein  he 
was  not  a  party,  "even  though  it  be  assumed,  as  alleged, 
that  it  participated  in  the  defense  of  that  action  and  de- 
frayed part  of  the  expense  of  defending  it"  (p.  349); 
that  control  of  the  defense  is  necessary  to  create  the 
estoppel  by  judgment,  quoting  {inter  alia)  from  Bigelozv 
V.  Old  Dominion  Copper  Mining  &  Smelting  Co.,  225 
U.  S.  Ill: 

''*  *  *  'To  conclude  Bigelow  by  the  New  York 
judgment,  it  must  appear  that  he  was  either  a  party 
or  a  privy.  That  he  was  not  a  party  to  the  record 
is  conceded.  He  had  no  legal  right  to  defend  or  con- 
trol the  proceedings,  nor  to  appeal  from  the  decree. 
*  *  *  That  he  was  indirectly  interested  in  the 
result  because  the  question  there  litigated  was  one 
which  might  affect  his  own  liability  as  a  judicial 
precedent  in  a  subsequent  suit  against  him  upon  the 
same   cause   of   action   is   true,   but   the   effect   of   a 


—71— 

judgment  against  Lewisohn  as  a  precedent  is  not 
that  of  res  judicata.  *  *  *  Nor  would  assistance 
in  the  defense  of  the  suit,  because  of  interest  in  the 
decision  as  a  judicial  precedent  which  might  influ- 
ence the  decision  in  his  own  case,  create  an  estoppel 
as  to  Bigelow.'     *     *     *'' 

Cf.  also,  this  court's  comments  (p.  350)  upon  its  deci- 
sion in  Carson  Investment  Co.  v.  Anaconda  Copper  Min- 
ing Co.,  26  F.  (2d)  651. 

Herein  the  District  Court  considered  not  merely  the 
proposed  amended  answer's  allegation  of  participation 
and  control  but  also  the  affidavit  of  appellees'  counsel 
Maxwell  James    [1-66,  68]   wherein  it  is  stated: 

"(2)  At  no  time  has  either  of  the  plaintiffs,  Radio 
Condenser  Company  or  General  Instrument  Corpo- 
ration, controlled  the  defense  or  participated  in  any 
pecuniary  or  other  manner  in  the  control  of  the  de- 
fense in  the  case  of  LeRoy  J.  Leishman  vs.  The 
Richards  and  Conover  Company,  pending  in  the 
United  States  District  Court  for  the  Western  Dis- 
trict of  Oklahoma." 


^<(^4)  *  *  jjc  Deponent  (for  himself  and  on  or 
in  behalf  of  either  of  the  plaintiffs  herein)  had  abso- 
lutely no  voice  even  as  to  the  manner  in  which  these 
models  were  to  be  used  at  the  Oklahoma  trial,  and 
deponent  (again  for  himself  and  on  or  in  behalf  of 
either  of  the  plaintiffs  herein)  had  no  voice  what- 
soever in  directing,  determining  or  in  any  wise  con- 
trolling any  phase  whatsoever  of  the  trial  in  the 
Oklahoma  case." 

The   alleged    ''participation"    is    shown    to   have   consisted 
merely  in  lending  to  Mr.  Mueller  (attorney  for  defendant 
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in  the  Oklahoma  Case)  two  models,  both  of  which  had 
been  in  Mr.  James'  possession  for  years  [1-67].  Con- 
trary to  the  statement  of  Appellant's  Opening  Brief  (p. 
57),  "for  which  the  model  was  constructed,"  neither  of 
these  models  was  constructed  for  the  Oklahoma  Case. 

Appellant's  evidence,  accepted  at  full  face  value,  dem- 
onstrates that  the  allegation  that  appellees  possessed  or 
exercised  control  of  the  defense  of  the  Oklahoma  Case  is 
sham.  The  record  herein  thus  "*  *  *  show(s)  that 
there  is  no  genuine  issue  of  fact  to  be  tried"  (Engl  v. 
Aetna  Life  Ins.  Co.,  139  F.  (2d)  469,  472,  supra),  and 
that  summary  judgment  is  not  to  be  denied  by  feigned 
issues. 

The  District  Court  Was  Correct  in  Sustaining  Appel- 
lees' Objections  to  Appellant's  Interrogatories 
(Spec,  of  Errors  No.  7,  App.  Opening  Br.  p.  9). 

This  ruling  had  no  pertinency  to  the  appealed  Sum- 
mary Judgment.  These  interrogatories  appear  at  1-21- 
24;  appellees'  objections  thereto  at  1-25.  They  inquire 
how  many  automatic  tuners  or  actuators  appellees  have 
sold  since  the  specified  dates;  that  appellees  furnish  ac- 
curate drawings  and  samples  of  each  type  made  by  appel- 
lees since  February  15,  1938;  how  many  appellees  sold 
to  Wells-Gardner  &  Co.  and  to  Delco  Radio  Division  of 
General  Motors  Corp.  This  information  could  be  material 
only  on  the  issue  of  damages  under  appellant's  counter- 
claim, paragraph  II  [T-16],  and  could  not  affect  the  sum- 
mary judgment  that  there  was  no  infringement. 
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BRIEF  ON  PLAINTIFFS-APPELLEES' 
CROSS-APPEAL. 

Only  one  question  is  raised  by  this  cross-appeal,  i.  e., 
the  restriction  of  the  injunction  of  the  Summary  Judg- 
ment as  originally  entered  [1-95-6,  pars.  3  and  4]  by 
the  addition  of  a  seventh  paragraph  reading: 

'This  judgment  shall  not  be  construed  to  mean  that 
the  defendant  is  enjoined  from  proceeding  in  the  case 
of  LeRoy  J.  Leishman  v.  The  Richards  and  Conover 
Company,  Civil  Action  No.  2155  of  the  United  States 
District  Court  for  the  Western  District  of  Oklahoma, 
and  defendant  is  not  enjoined  from  proceeding  against 
Galvin  Manufacturing  Company." 

It  is  a  fact  that  the  tuners  involved  in  the  Oklahoma 
Case  were  manufactured  by  appellees  and  sold  to  their 
customers  for  and  installed  in  the  radio  receiving  sets 
completed  by  Galvin  Manufacturing  Company  [Com- 
plaint, par.  5,  1-5-6,  admitted  Answer,  par.  I,  id.,  15;  Cf. 
further  Oklahoma  Case  F.F.  26,  1-59;  Cone.  Law  2, 
1-60]. 

The  injunction  constituted  "Further  Relief"  as  pro- 
vided for  in  paragraph  (2)  of  the  Federal  Declaratory 
Judgment  Act  (§400,  28  U.  S.  C.  A.  p.  236)  and  in- 
tended to  protect  the  rights  adjudged  in  appellees  by  the 
declaratory  judgment.  The  continued  molestation  of  ap- 
pellees' customers  and  users  of  appellees'  tuners  by  filing 
or  prosecuting  suits  and  threats  of  suit,  ])ased  upon  the 
wrongful  assertion  that  appellees'  tuners  infringe,  is  a  vio- 
lation of  appellees'  rights  under  th^  judgment  herein. 


—74- 

The  principle  of  Kessler  v.  Eldred,  206  U.  S.  285, 
is  directly  applicable.  Kessler  filed  suit  for  an  injunction 
against  Eldred  "to  enjoin  Eldred  from  prosecuting  any 
suit  in  any  court  of  the  United  States  against  anyone  for 
alleged  infringement  of  the  Chambers  patent  by  purchase, 
use,  or  sale  of  any  electric  cigar  lighter  manufactured  by 
Kessler  and  identical  with  the  lighter  in  evidence  before 
the  circuit  court  for  the  district  of  Indiana  and  the  circuit 
court  of  appeals  for  the  seventh  circuit  in  the  (previous) 
trial  and  adjudication  (of  noninfringement)  of  the  suit 
of  Eldred  against  Kessler."  (206  U.  S.,  at  286.)  The 
case  came  before  the  Supreme  Court  upon  certification 
of  four  questions: 

"First.  Did  the  decree  in  Kessler's  favor,  rendered 
by  the  circuit  court  for  the  district  of  Indiana  in 
the  suit  of  Eldred  against  Kessler,  have  the  effect 
of  entitling  Kessler  to  continue  the  business  of  manu- 
facturing and  selling  throughout  the  United  States 
the  same  lighter  he  had  theretofore  been  manufac- 
turing and  selling,  without  molestation  by  Eldred, 
through  the  Chambers  patent? 

"Second.  Did  the  decree  mentioned  in  the  first 
question  have  the  effect  of  making  a  suit  by  Eldred 
against  any  customer  of  Kessler's  for  alleged  in- 
fringement of  the  Chambers  patent  by  use  or  sale 
of  Kessler's  lighters  a  wrongful  interference  by 
Eldred  with  Kessler's  business?    (206  U.  S.  at  2S6.) 

"*  *  *  it  is  Kessler's  right  that  those  customers 
should,  in  respect  of  the  articles  before  the  court  in 
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the  previous  judgment,  be  let  alone  by  Eldred,  and 
it  is  Eldred's  duty  to  let  them  alone.  The  judgment 
in  the  previous  case  fails  of  the  full  effect  which 
the  law  attaches  to  it  if  this  is  not  so.  If  rights 
between  litigants  are  once  established  by  the  final 
judgment  of  a  court  of  competent  jurisdiction  those 
rights  must  be  recognized  in  every  way,  and  wherever 
the  judgment  is  entitled  to  respect,  by  those  who  are 
bound  by  it.  Having,  then,  by  virtue  of  the  judg- 
ment, the  right  to  sell  his  wares  freely,  without 
hindrance  from  Eldred,  must  Kessler  stand  by  and 
see  that  right  violated,  and  then  bring  an  action  at 
law  for  the  resulting  damage,  or  may  he  prevent  the 
infliction  of  the  unlawful  injury  by  proceeding  m  per- 
sonam in  equity?  If  Eldred  succeeds  in  his  suit  against 
one  of  Kessler's  customers,  he  will  naturally  bring 
suits  against  others.  He  may  bring  suits  against 
others,  whether  he  succeeds  in  one  suit  or  not.  There 
may  be,  and  there  is  likely  to  be,  a  multiplicity  of 
suits.  It  is  certain  that  such  suits,  if  unsuccessful, 
would,  at  the  same  time,  tend  to  diminish  Kessler's 
sales,  and  to  impose  upon  him  the  expense  of  defend- 
ing many  suits  in  order  to  maintain  the  right  which, 
by  a  judgment,  has  already  been  declared  to  exist. 
If  the  suits  are  successful  the  result  will  be  prac- 
tically to  destroy  Kessler's  judgment  right.  More- 
over though  the  impairment  or  destruction  of  Kess- 
ler's right  would  certainly  follow  from  the  course 
of  conduct  which  Eldred  has  begun,  it  would  be 
difficult  to  prove,  in  an  action  at  law,  the  extent  of 
the  damage  inflicted.  An  action  at  law  would  be 
entirely  inadequate  to  protect  fully  Kessler's  unques- 
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tioned  right,  and,  under  these  circumstances,  though 
there  may  be  no  exact  precedent,  we  think  that  the 
jurisdiction  in  equity  exists.  Nor  do  we  see  any 
good  reason  why  Kessler's  interposition  for  the  de- 
fense in  the  suit  of  Eldred  v.  Breitwieser  debars  him 
from  his  remedy  in  equity. 

''It  follows  from  the  foregoing  reasoning  that  the 
first  and  second  questions  certified  should  be  an- 
swered in  the  affirmative,  and  the  third  and  fourth 
in  the  negative,  and  it  is  so  ordered."     {Id.,  289-290.) 

Cf.  Toledo  Scale  Co.  v.  Computing  Scale  Co.,  261  U.  S. 
399,  426;  Steelman  v.  All  Continent  Corp.,  301  U.  S.  278, 
291 ;  Commercial  Acetylene  Co.  v.  Avery  Portable  Light- 
ing Co.,  159  Fed.  935  (C.  C.  A.  7);  Goodyear  T.  &  R. 
Co.  V.  Rubber  Tire  W.  Co.,  164  Fed.  869,  871;  Bryant 
Elec.  Co.  V.  Marshall,  169  Fed.  426,  430. 

The  appealed  judgment  is  a  final  adjudication  of  the 
duty  of  appellant  and  is  entitled  to  respect  by  appellant, 
who  is  bound  by  it.  The  injunction  is  not  addressed  to 
the  Oklahoma  District  Court  or  the  Circuit  Court  of  Ap- 
peals of  the  Tenth  Circuit,  if  the  Oklahoma  case  is  carried 
to  that  court.  Like  the  suit  of  Eldred  v.  Breitwieser, 
appellant's  prosecution  of  this  Oklahoma  suit  is  ''a  wrong- 
ful interference  by  Eldred  (Leishman)  with  Kessler's 
(plaintiffs')  business."  Appellant's  avowed  purpose  in 
that  suit  is  to  secure  a  decision  which  is  in  conflict  with 
the  judgment  in  this  case.  From  a  legal  standpoint,  ap- 
pellant's error  was  in  bringing  such  a  suit  against  custo- 
mers of  plaintiffs.  The  injunction  herein  would  not  bar 
appellant  from  bringing  suit  for  infringement  against 
anyone  other  than  plaintiffs'  customers. 
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Conclusion. 

Appellees  submit: 

(1)  That  the  summary  judgment  should  be  affirmed; 

(2)  That  the  restriction  of  the  injunction  should  be 
eliminated;  and 

(3)  That  appellant  should  be  enjoined  so  as  to  compel 
him  to  fully  observe  the  obligation  and  duty  imposed  upon 
him  by  the  law. 

Appellant's  position  is  that  this  Court's  judgment  in 
the  Associated  case  was  wrong  and  that  the  judgment 
of  the  District  Court  herein  was  wrong.  Appellant  does 
not,  however,  point  out  how  Re-20,827  can  be  interpreted 
so  that  it  patents  the  same  invention  as  the  original 
patent,  except  upon  this  Court's  interpretation.  Any  other 
interpretation  would  leave  Re-20,827  invalid  as  not  for 
the  same  invention  as  the  original  patent. 

Under  this  Court's  interpretation  of  Re-20,827  the 
additional  patents  raise  no  material  issue  of  fact. 

Respectfully  submitted, 

Frederick  S.  Lyon, 
Leonard  S.  Lyon, 
Leonard  S.  Lyon,  Jr., 

Attorneys  for  Plaintiffs- Appellees  and  Cross- 
Appellants. 

Of  Counsel: 

Maxwell  James, 


No.  11652 
IN  THE 


United  States  Circuit  Court  of  Appeals 


FOR  THE  NINTH  CIRCUIT 


LeRoy  J.  Leishman,  , 

Appellant,  ^ 

vs,  \ 

Radio  Condenser  Company  and  General  Instrument  ' 
Corporation, 

Appellees,  j 


Radio  Condenser  Company  and  General  Instrument 
Corporation, 

Cross- Appellants, 
vs. 
LeRoy  J.  Leishman, 

Cross- Appellee, 


APPELLANT'S  REPLY  BRIEF 

AND 
BRIEF  OF  CROSS-APPELLEE 


LeRoy  J.  Leishman,  >i.€im 

2921  Greenfield  Avenue,  Los  Angeles  34, 

Defendant,  in  Propria  Persona.  ^ 


Parker  &  Company,  Law  Printers,  Los  Angeles.    Phone  TR.  5206. 


i 


TOPICAL  INDEX 

PAGE 

Appellant's    Reply    Brief 1 

The  summary  judgment  should  be  set  aside 1 

The  evidence  here  is  vastly  different  from  that  in  the  Asso- 
ciated case   5 

Re:     Plaintiff's  arguments  to  the  effect  that  the   former  de- 
cision should  nevertheless  be  followed 10 

A  former  decision  is  not  stare  decisis  where  the  evidence  is 
different    22 

Regarding  plaintiffs'   discussions   of   coaxiality 24 

Regarding   plaintiffs'   discussion   of   defendant's   interpretation 
of   Claims  1  to   11 30 

Appellees'  course  requires  that  the  claims  at  issue  be  held  valid 
as  applied  to  them 31 

The  District  Court  erred  in  sustaining  plaintiffs'  objection  to 
defendant's    interrogatories   31 

The  plaintiffs  are  bound  by  the  Oklahoma  decision Z2 

Brief    for    Cross-Appellee 44 

Conclusion    50 


TABLE  OF  AUTHORITIES  CITED 

Cases  page 

Badische  Anilin  &  Soda  Fabrik  v.  A.  Klipstein  &  Co.,  125  Fed. 

543    22 

Carnegie  Steel  Co.  v.  Cambria  Iron  Co.,  185  U.  S.  403 30 

Concrete  Mixing,  etc.  Co.  v.  Powers-Kennedy  Contracting  Corp., 

27  F.    (2d)   668 23 

Cortelyou  v.  Charles  E.  Johnson  &  Co.,  145  Fed.  933 23 

Crier  v.  Innes,  170  Fed.  324 23 

Dey  Time  Register   Co.  v.    Syracuse   Time   Recorder    Co.,    152 

Fed.    440   16 

Electric  R.  R.  Signal  Co.  v.  Hall  Ry.  Signal  Co.,  114  U.  S.  ^7,...  15 

Imhaeuser  v.  Buerk,  101  U.  S.  647,  25  L.  Ed.  945 20 

Jacke  V.  Long;  Jacke  v.  Goldsborough,  111  F.   (2d)   184 6,  7,  8 

Leishman  v.   Associated   Wholesale   Electric   Co.,    137   F.    (2d) 

722 3,  5,  7,  8,  9,  12,  21,  25,  50,  51,  52 

Magnavox  Co.  v.  Hart  &  Reno,  73  F.  (2d)  433 14 

National   Nut   Co.   of    California   v.    Sontag   Chain    Stores    Co., 

Ltd.,  107  F.   (2d)  318 Z7,  39 

Seymour  v.  Osborne,  11  Wall.  (78  U.  S.)   516,  20  L.  Ed.  ZZ.... 

16,  20 

Stilz  V.  United  States,  269  U.  S.  144,  70  L.  Ed.  202 2 

Triplett  et  al.  v.  Lowell  et  al.,  297  U.  S.  dZ'^,  56  S.  Ct.  645 50 

Textbooks 

Cyclopedia  of  Federal  Procedure  (2d  Ed.),  Sec.  6552,  pp.  94-95 

(Callaghan  and  Co.,  Chicago,  pub.,   1944) 49 

3  Deller's  Walker  on  Patents,  Sec.  468,  pp.  1706-1707 18,  19 

Stedman,  Bierne,  LL.B.,  Patents,  Sec.  194,  p.  479  (The  Michie 
Co.,  Charlottesville,  Va.,  pub.,    1939) 15,  20 


No.  11652 
IN  THE 


United  States  Circuit  Court  of  Appeals 


FOR  THE  NINTH  CIRCUIT 


LeRoy  J.  Leishman,. 

Appellant, 
vs. 

Radio  Condenser  Company  and  General  Instrument 
Corporation, 

Appellees. 


Radio  Condenser  Company  and  General  Instrument 
Corporation, 

Cross- A  ppellants, 
vs. 
LeRoy  J.  Leishman, 

Cross-Appellee. 


APPELLANT'S  REPLY  BRIEF. 


The  Summary  Judgment  Should  Be  Set  Aside. 

The  chief  question  raised  by  this  appeal  is  whether  the 
issues  before  the  lower  court  should  have  been  decided 
without  a  trial.  The  gross  impropriety  of  the  summary 
judgment  was  shown  in  Appellant's  Opening  Brief  in 
the  Introduction  to  the  Argument  on  pages  10  and  11, 
and  it  was  discussed  at  greater  length  in  the  same  brief 
on  pages  72  to  77.     In  reply,  the  Brief  for   Plaintiffs- 
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Appellees  offers  two  short  sentences  and  a  single  decision. 
The  decision  (pages  66  and  67)  is  to  the  effect  that 
summary  judgment  is  proper  when  there  is  ''no  genuine 
issue  as  to  any  material  fact."  The  two  sentences,  which 
complete  plaintiffs'  consideration  of  this  all  important 
subject,  are  as  follows:  "No  issue  of  fact  requiring 
testimony  was  presented.  Any  issue  of  infringement  is 
a  question  of  law  to  be  decided  by  the  court.'' 

The  portion  of  plaintiffs'  brief  devoted  to  the  pro- 
priety of  the  Summary  Judgment  makes  no  attempt  to 
substantiate  these  generalities. 

Shortly  before  judgment  was  entered  in  the  present 
case,  the  U.  S.  District  Court  for  the  Western  District 
of  Oklahoma  had  declared  after  a  full  trial  [R.  Vol.  I,  p. 
S3  et  seq.]^  that  the  claims  here  at  issue  are  ''clearly 
valid  and  clearly  infringed"  (finding  6)  by  the  very  tuners 
that  are  the  subject  of  the  present  litigation.  If  the  plain- 
tiffs^ here  did  not  agree  with  that  decision,  then  there 
was  a  genuine  issue  of  fact  to  be  decided. 

"Infringement  is  a  question  of  fact." 
Stilz  V.  United  States  269  U.  S.  144,  147,  70  L. 
Ed.  202. 

The  issue  of  infringement  in  the  present  case  resolved 
itself  into  a  question  of  whether  infringement  can  be 
avoided  by  substituting  a  plunger  for  the  lever  shown  in 
the  patent  before  the  court.  That  the  testimony  of  wit-, 
nesses  can  have  an  important  bearing  upon  this  issue  was 
shown  by  the  testimony  of  Dr.  Spotts,  the  expert  witness 
against  the  patent  in  the  Oklahoma  trial,  whose  testimony 


^The  Plaintiffs-Appellees  and  Cross-Appellants  will  hereinafter 
usually  be  referred  to  as  plaintiffs,  and  the  Appellant-Defendant  and 
Cross-Appellee  as  the  defendant. 
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was  discussed  on  page  76  of  Appellant's  Opening  Brief. 
In  its  two-sentence  discussion  of  the  propriety  of  the 
summary  judgment,  plaintiffs'  brief  is  discreetly  silent 
regarding  the  entire  Oklahoma  matter.^ 

The  Oklahoma  decision  and  the  demonstration  that  it 
afforded  of  the  importance  of  the  testimony  of  witnesses, 
are  alone  sufficient  to  show  that  the  summary  judgment 
should  he  set  aside. 

Inasmuch  as  the  opinion  of  the  court  below  was  based 
upon  this  Appellate  Court's  opinion  in  Leishman  v.  Asso- 
ciated Wholesale  Electric  Co.,  137  F.  (2d)  722,  the  mat- 
ter of  whether  the  evidence  was  the  same  in  the  two  cases 
became  a  second  very  pertinent  issue  of  fact.  This  im- 
portant issue  was  raised  in  the  affidavit  of  Leishman 
[R.  Vol.  I,  p.  46],  filed  on  behalf  of  the  defendant,  and 
stating  that  most  of  the  evidence  here  presented  was  not 
in  the  record  of  the  previous  case.  If  the  averments  of 
this  affidavit  were  correct,  the  doctrine  of  stare  decisis 
could  not  be  followed  in  order  to  permit  judgment  in 
plaintiffs'   favor.     It  thus  became   the   plaintiffs'   burden 

(1)  to  show  that  the  new  evidence  was  not  genuine,  or 

(2)  that  this  evidence  was  before  this  Circuit  Court  of 
Appeals  when  it  rendered  the  decision  in  the  Associated 
case.  The  plaintiffs  did  neither  of  these  in  the  two  pages 
devoted  to  the  propriety  of  the  summary  judgment,  but 
in  other  portions  of  their  brief  they  endeavor  to  give  the 
impression  that  the  evidence  was  not  new.  Plaintiffs  thus 
deal  with  this  second  issue  of  fact  despite  their  categorical 
statement  that  no  issue  of  fact  exists. 


^Plaintiffs  discuss  the  Oklahoma  case  only  in  connection  with  de- 
fendant's claim  that  the  plaintiffs  herein  are  bound  by  the  Okla- 
homa judgment. 


A  third  genuine  issue  of  fact  has  to  do  with  whether 
the  plaintiffs  here  are  bound  by  the  judgment  in  the 
Oklahoma  case.  Inasmuch  as  that  case  was  tried  subse- 
quent to  the  filing  of  defendant's  answer  herein  [R.  Vol. 
I,  pp.  15-17],  this  new  defense  of  estoppel  required  an 
amendment  to  the  pleadings.  This  third  issue  was  conse- 
quently raised  in  Defendant's  Motion  under  Rule  15d 
for  permission  to  file  a  supplemental  answer  [R.  Vol.  I, 
pp.  63-65]  and  in  the  affidavit  in  support  thereof  [R. 
Vol.  I,  pp.  69-72].  After  this  motion  was  denied  a  tran- 
script of  the  Oklahoma  trial  became  available,  and  the 
issue  was  then  raised  anew  in  connection  with  Defend- 
ant's Motion  under  Rule  52b  [R.  Vol.  I,  pp.  100-101], 
which  was  accompanied  by  a  certified  copy  of  the  per- 
tinent pages  from  the  Oklahoma  record  [R.  Vol.  I,  p. 
103  et  seq,]. 

This  issue  was  discussed  in  Appellant's  Opening  Brief 
beginning  on  page  53,  and  plaintiffs'  comments  thereupon 
will  be  considered  on  pages  32  to  43  hereof. 

If  the  evidence  presented  in  connection  with  the  mo- 
tions under  rules  15d  and  52b  was  in  any  way  insuffi- 
cient, in  the  view  of  the  lower  court,  to  establish  this 
third  defense,  the  defendant  should  nevertheless  have 
been  permitted  to  supplement  the  pleadings,  and  he  should 
have  been  given  the  opportunity  to  adduce  more  complete 
evidence  at  a  trial. 

Summary  judgment  was  thus  granted  in  spite  of  three 
genuine  issues  of  fact. 
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The  Evidence  Here  Is  Vastly   Different  From   That 
in  the  Associated  Case. 

On  page  34,  the  Brief  for  Plaintiffs-Appellees  says: 
'The  fact  that  both  plungers  and  levers  had  been  used  in 
radio  tuners  in  the  prior  art  was  shown  by  the  record  in 
the  Associated  Wholesale  Elec.  case  and  conceded  by 
both  parties  in  that  case."  Those  fighting  the  patent  in 
that  case,  represented  as  here  by  the  law  firm  of  Lyon 
and  Lyon,  never  made  any  such  concession,  and  there  was 
not  a  single  prior  art  tuner  patent  in  the  Associated 
record  that  showed  a  plunger  for  performing  the  function 
of  a  lever. 

The  only  prior  art  introduced  in  the  Associated  case 
was  contained  in  the  then  Defendant's  Exhibit  J,  which 
was  reproduced  in  Volume  III  of  that  record  on  pages 
567  to  648.  Exhibit  J  consisted  of  the  following  six 
patents : 

Woodbridge,  No.  585,996; 
Schaefer,  No.  1,906,106; 
Cunningham,  No.   1,930,192 
Flaherty,  No.   1,948,373; 
Miller,  No.  2,014,358; 
Marschalk,  No.  2,072,897. 

Of  these  six,  only  the  Shaefer,  Flaherty  and  Marschalk 
patents  were  for  automatic  tuning  devices,  and  the  tappet 
member  in  each  of  these  was  mounted  on  a  lever. 

In  that  action,  Leishman  did  not  expect  the  defendant 
would  seriously  contend  that  the  plunger  of  the  accused 
device  was  not  the  equivalent  of  the  lever  shown  in  the 


patent;  and  since  claims  7  and  8  did  not  call  for  either, 
the  matter  of  their  equivalency  did  not  seem  particularly 
necessary  to  the  issue  of  infringement.  Hence  the  plain- 
tiff (Leishman)  did  not  introduce  any  patents  showing 
the  use  of  the  plungers  for  transmitting  motion  from  the 
operator's  finger  to  the  internal  mechanism  of  the  tuner. 
But  when  the  defendant  claimed  on  appeal  that  it  did  not 
infringe  because  it  used  a  plunger,  and  that  this  was  an 
innovation  with  Crosley,  the  plaintiff  searched  the  record 
for  something  to  show  that  Crosley  did  not  introduce 
the  plunger  and  that  this  element  was  old  in  the  art.  In 
its  answer  to  the  Bill  of  Complaint,  the  defendant  had 
listed  twenty  allegedly  pertinent  prior  art  patents,  but 
there  was  of  course  nothing  to  show  which  were  tuner 
patents,  nor  which  tuner  patents,  if  any,  were  operated 
by  plungers.  The  plaintiff  (appellant  Leishman)  in  that 
case  reproduced  the  said  list  in  Appellant's  Supplemental 
Brief  on  the  first  page  of  the  Appendix,  and  he  made  no- 
tations after  five  of  the  listed  patents  to  the  effect  that 
they  were  plunger-operated ;  but  since  the  patents  them- 
selves had  not  been  introduced  as  evidence,  there  was 
nothing  whatever  in  the  record  to  verify  these  notations. 
The  plaintiff  there  was  able  to  find  reference  to  plungers 
in  the  file  wrapper  of  the  Crosley  patent  application,  and 
he  found  another  reference  in  the  published  decision  in 
the  case  of  Jacke  v.  Long;  Jacke  v.  Goldshorough,  111  F. 
(2d)  184.  Since  there  were  no  plunger  tuner  patents  in 
the  record  to  refute  the  claim  that  such  tuners  were  a 
Crosley  innovation,  the  plaintiff  had  to  be  content  with 
these  mere  allusions  to  such  devices  in  the  Crosley  file 
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wrapper  and  in  the  Jacke  decision,  and  they  were  accord- 
ingly quoted  on  page  16  of  the  then  Appellant's  Reply 
Brief. ^  The  present  plaintiffs  on  page  34  of  their  brief 
now  refer  to  this  portion  of  the  Appellant's  Reply  Brief 
in  the  Associated  case  as  proof  of  their  statement  that 
it  was  conceded  by  both  sides  in  that  action  that  plungers 
and  levers  were  old  in  the  automatic  tuning  art.  Such  a 
concession  by  the  defendant  in  that  case  would  have  run 
counter  to  the  said  defendant's  claim  that  plunger  tuning 


^The  complete  reference  to  these  sources  was  as  follows : 

''Appellee's  statement  that  the  plunger  operating  means  of 
the  accused  devise  is  responsible  for  the  wide  acceptance  of 
automatic  tuning,  is  at  variance  with  the  record. 

''These  statements  are  not  made  in  good  faith,  because  ap- 
pellee's counsel  Gibson  Yungblut  admittedly  prepared  and 
prosecuted  the  Crosley  patent  application  on  the  accused  tuner 
[II,  p.  476]  and  knows  that  the  claims  he  wrote  on  the  plunger 
feature  were  all  rejected  because  plungers  were  used  in  the 
Bast,  Faas  and  Marvin  tuners,  patented  in  1928,  1933  and 
1929,  respectively.  These  patents  were  cited  by  the  Examiner 
in  the  Office  Action  that  appears  on  pages  20  and  21  of  the 
Crosley  file  wrapper  [appellant's  physical  exhibit  21]  :  In  addi- 
tion to  citing  these  three  patents,  the  Examiner  said : 

'Qaims  15  and  16  are  rejected  as  unpatentable  over 
Marvin.  As  broadly  expressed  in  these  claims,  the  mem- 
bers 34  of  Marvin  may  be  considered  to  be  plungers  and 
the  adjustable  means  thereon  the  members  35  and  Z6. 

All  claims  are  rejected.' 
"However,  plungers  for  automatic  tuners  go  back  even  fur- 
ther  than  these   patents,   the   decision   in   the  case   of   Jacke  v. 
Long;  Jacke  v.  GoldsborougJi,  111  F.  (2d)   184,  stating  on  page 
186: 

'Subsequently  while  in  California  Jacke  proceeded  to 
electrify  his  mechanical  unit  of  1922.  This  necessitated 
the  lengthening  of  the  push  button  rods,     .     .     .'  " 
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was  introduced  by  Crosley;^  and  had  such  a  concession 
been  made  it  obviously  would  have  been  pointless  for  the 
plaintiff  there  to  have  ferreted  out  such  meager  references 
as  those  in  the  Crosley  file  wrapper  and  the  Jacke  deci- 
sion in  an  attempt  to  verify  his  statement  that  plunger 
tuning  was  old. 

It  will  be  noted  that  the  allusions  to  the  prior  art  use 
of  plungers  in  the  Crosley  file  wrapper  and  in  the  Jacke 
decision  (quoted  in  footnote  3  on  page  7  hereof)  gave 
no  indication  as  to  whether  such  plungers  were  used  for 
the  operating  members.  With  no  other  evidence  in  the 
Associated  case  regarding  the  use  of  plungers  in  the 
tuners  of  the  prior  art,  this  Honorable  Court  had  no  proof 
that  plungers   and   levers   had   been   used   as   mechanical 


^The   Court  may   take   judicial   notice   of   the    following   excerpts 
from  the  Brief  for  Appellee  in  the  Associated  case : 

"The  patent  is  not  entitled  to  be  broadly  construed  so  as  to 
include  within  its  scope  the  accused  devices,  which  are  not  oper- 
ated by  levers  hut  by  the  plunger  control  developed  b,v  the 
Crosley  Corporation/'     (p.  8.)   (Emphasis  added.) 

"The  record  is  clear  that  the  short  period  of  time  spent  by 
the   Crosley  Corporation  in  developing  the   devices  complained 
of  herein  was  directed  to  the  designing  of  the  push  button  or 
plunger  type  of  device."  (p.  31.)     Emphasis  by  the  defendant- 
appellee  in  the  Associated  case. 
Appellant  Leishman's  Supplemental  Brief  in  the  Associated  case 
made  the   statement   that   "plunger   tuners   per  se   were   already    15 
years  old,"  the  reference  being  to  the  three-line  quotation   from  the 
Jacke   decision   repeated   in    footnote   3   on   page    7   of   the   present 
brief  alluding  to  push  button  rods  in  a  1922  tuner.     If  both  sides  in 
the  Associated  case  conceded  that  plunger  tuners  were  old,  as  the 
Brief  for  Plaintiffs-Appellees  now  tries  to  tell  the  Court,  the  appel- 
lee there  would  have  conceded  that  "plunger  tuners  per  se  were  al- 
ready 15  years  old."    Instead,  however,  Appellees'  Reply  to  Appel- 
lant's Supplemental  Brief  (typewritten)  stated  on  page  34:  "There  is 
no   justification  in  the   record   for   Appellant's   Supplemental   Brief 
statement  (p.  9)  that  'plunger  tuners  per  se  were  already  15  years 
old.'    Reference  in  Appellant's  Reply  Brief  herein  (p.  16)  is  to  the 
opinion  of  the  Court  of  Customs  and  Patent  Appeals  in  the  case  of 
Jacke  V.  Long,  111  F.  (2d)  184.     The  facts  asserted  in  such  opinion 
are  not  before  this  Court  on  the  record  herein." 
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equivalents  for  operating  automatic  tuners  before  the 
patent  at  issue  was  granted. 

In  the  present  case,  the  evidence  is  vastly  different.  Ten 
prior  art  patents  have  been  introduced,  all  showing  the 
use  of  plungers  for  operating  automatic  tuners  or  other 
devices  in  which  control-shafts  must  be  rotated  to  prede- 
termined angular  positions.  None  of  these  patents  was 
in  the  record  of  the  Associated  case.  The  plaintiffs,  how- 
ever, in  their  anxiety  to  make  it  appear  that  the  evidence 
here  is  not  new,  make  the  bald  statement  on  page  29  of 
their  Brief  for  Plaintiff-Appellees  that  ''Six  of  these  ten 
patents  offered  in  evidence  in  this  case  were  before  the 
court  in  the  Associated  Wholesale  Elec.  case  [Tr.  of  Rec. 
Associated  Case,  Vol.  Ill,  Defts.  Exh.  J,  pp.  567-648; 
Cf.  Defts.  Ex.  D,  p.  566].''  That  this  statement  is  not 
true  can  easily  be  verified  by  examining  the  said  Exhibit 
J,  in  Vol.  Ill  of  the  Associated  record,  where  it  will  be 
found  that  none  of  the  ten  patents  here  introduced  [R. 
Vol.  II  pp.  177  to  255]  can  be  found  among  the  six  in 
the  Associated  case. 

In  addition  to  the  ten  plunger  patents  here  introduced 
to  show  that  plungers  were  well  known  in  the  prior  art 
for  operating  tuners  and  other  shaft-positioning  devices, 
the  defendant  has  placed  in  the  record  16  sets  of  photo- 
graphs [Deft.  Physical  Ex.  la  to  16b],  all  showing  the 
alternative  use  of  levers  and  plungers  for  operating  well 
known  mechanisms. 

The  evidence  in  this  case  is  thus  manifestly  different 
from  that  in  the  Associated  case,  and  the  former  decision 
is  consequently  not  stare  decisis  on  the  matter  of  levers 
and  plungers. 

Summary  judgment  should  therefore  not  have  been 
rendered  on  the  basis  that  this  Court's  decision  in  the 
Associated  case  could  be  followed  in  toto  here. 
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Re:  Plaintiffs'  Arguments  to  the  Effect  That  the  For- 
mer Decision  Should  Nevertheless  Be  Followed. 

Appellant's  Opening  Brief,  pages  32  to  34,  set  forth 
the  law  with  respect  to  mechanical  equivalents.  The  brief 
then  established  that  plungers  were  well  known  as  equiva- 
lents for  levers  in  the  automatic  tuning  art  when  the  pat- 
ent at  issue  was  granted  (pp.  34  to  44  incl.)  and  showed 
that  three  of  the  ten  cited  patents  even  illustrated  the 
alternative  use  of  plungers  and  levers  for  rotating  shafts 
to  predetermined  positions.  These  three  patents  were  is- 
sued respectively  to: 

Kettell  (see  the  insert  between  pages  36  and  Zl  of 

Appellant's   Opening  Brief) ; 
Peck  (see  page  39  of  said  brief) ;  and 
N.  V.   Philip's  Glowlamp  Factory    (see  the  chart 
of    this    Danish    patent   on    the    insert   between 
pages  42  and  43  of  Appellant's  Opening  Brief). 

Even  though  defendant  has  established  that  plungers 
and  levers  are  equivalents  in  the  combinations  involved 
in  this  suit,  the  plaintiffs  advance  two  different  argu- 
ments in  support  of  their  contention  that  the  Associated 
decision  should  be  followed  in  this  action.  The  first  of 
these  is  based  upon  a  misinterpretation  of  the  Associated 
decision,  and  the  second  upon  a  misconstruction  of  the 
rules  regarding  infringement. 

These  arguments  of  the  plaintiffs  will  be  considered  in 
that  order. 

On  pages  32  and  33  of  their  Brief  for  Plaintiffs-Ap- 
pellees, the  plaintiffs  misinterpret  this  court's  opinion  in 
the  Associated  case  in  an  effort  to  make  it  appear  that  the 
court  construed  the  invention  as  intended  only  for  per- 
forming   two    tuning    operations    simultaneously,    rather 
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than  for  tuning  either  a  radio  set,  or  a  television  set,  or 
both.     On  page  32  of  their  brief,  the  plaintiffs  say: 

''*  "^  *  The  opinion  refers  to  the  patent's  state- 
ment of  the  purposes  of  the  alleged  invention  as  illus- 
trative of  the  fact  that  two  shafts  must  be  controlled 
and  operated  simultaneously, — not  that  they  must 
necessarily  be  radio  receiving  apparatus  and  televi- 
sion apparatus  shafts  .  .  ."  (Defendant's  em- 
phasis.) 

This  Court  never  made  any  statement  or  inference  that 
two  shafts  must  be  operated  simultaneously.  Such  a 
statement  or  inference  would  have  been  directly  contra- 
dictory to  the  plain  language  of  the  patent  itself.  Right 
in  the  second  paragraph  of  the  patent  it  is  stated  that  one 
of  the  objects  of  the  invention  is: 

"to  make  it  possible  for  a  single  manual  operation  to 
tune  either  a  radio  set  or  a  television  set,  or  both." 
(Emphasis  added.)  [R.  Vol.  II,  p.  169,  column  1, 
lines  28  to  30]. 

After  trying  in  previously  quoted  portions  of  their 
brief  to  make  it  appear  that  the  invention  was  concerned 
only  with  a  double  tuning  operation,  the  stated  objects  to 
the  contrary  notwithstanding,  the  plaintiffs  say: 

'This  Court  points  out  that  the  rocker  54,  tappet 
62  and  levers  F  and  66  are  mechanical  elements 
necessarily  included  as  essential  to  Leishman's  com- 
bination's performance  of  such  simultaneous  tuning." 

It  is  true  the  opinion  mentioned  that  the  rocker  54  and 
tappet  62,  shown  in  the  drawings,  were  not  included  in 
the  Crosley  tuner,  and  it  commented  that  the  function 
of  moving  a  second  tappet  was  not  performed  by  the 
plunger  in  the  Crosley  mechanism,  but  it  based  the  hold- 
ing   of    non-infringement    upon    the    court's    conclusion 
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(arrived  at  by  the  record  in  the  case)  that  **The  part 
so  performed  is  not  performed  in  the  same  way,  or  in 
substantially  the  same  way.  Hence  the  plungers  and  the 
levers  are  not  equivalents/' 

Neither  the  objects  set  forth  in  the  patent,  nor  the 
elements  called  for  in  the  claims  at  issue,  nor  the  well- 
known  rules  of  claim  interpretation  will  permit  the  con- 
struction which  the  plaintiffs  are  trying  to  read  into  this 
Court's  opinion  in  the  Associated  case.  In  deciding  the 
issue  of  infringement,  each  claim  stands  alone;  and 
infringement  of  a  given  claim  is  determined  by  whether 
the  accused  device  contains  the  elements  set  forth  in  that 
claim,  or  the  equivalents  of  such  elements,  and  it  is  never 
required  that  an  infringing  device  include  other  elements 
shown  in  the  patent  but  not  included  in  the  claims  sued 
upon.  The  second  rocker  and  the  second  tappet  are 
obviously  not  needed  unless  the  tuner  is  to  be  used  for 
both  radio  and  television,  and  these  extra  parts  are  not 
set  forth  as  elements  in  any  of  the  claims  here  at  issue. 
In  concluding  its  efforts  at  importing  additional  ele- 
ments into  the  claims,  the  Brief  for  Plaintiffs-Appellees 
says  (p.  33)  : 

''An  error  of  appellant's  argument  is  thus  illumi- 
nated, to-wit:  that  the  claimed  combination  consists 
of  three  elements  and  that  'two  of  the  three  elements 
in  the  Crosley  tuner  were  held  by  this  Honorable 
Court  to  be  the  equivalents  of  the  corresponding 
elements  in  the  reissue  patent  here  in  suit'."  (Plain- 
tiffs' emphasis.) 

It  is  strange  that  counsel  for  the  present  plaintiffs 
made  this  same  "error"  when  stating  how  many  of  the 
elements  of  the  patent  were  involved  in  the  Associated 
case.     In  the  Brief  for  Appellee  in  that  action,  signed  by 
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Leonard  S.  Lyon,  the  following  paragraphs  appeared  on 
pages  11  and  12: 

'In  the  drawing  (Figure  1  of  this  brief)^  there 
appears  a  second  cam^  or  tappet  H  which  is  mounted 
upon  the  lever  A  and  is  shaped  to  contact  another 
rocker  mounted  upon  a  shaft  distinct  from  the  shaft 
of  the  rocker  C,  which  second  shaft  is  intended  to  be 
the  tuning  shaft  of  a  television  receiving  apparatus. 
We  are  not  concerned  in  this  case  with  these  addi- 
tional elements  of  the  Leishman  apparatus.  (De- 
fendant's emphasis.) 

"The  device  of  the  patent  in  suit,  therefore,  con- 
sists essentially  of  three  elements:  a  lever  adjustably 
mounting  a  tappet  which  is  movable  by  the  lever  into 
contact  with  a  rocker  attached  to  the  shaft  to  be 
positioned  by  a  movement  of  the  lever."  (Opposing 
counsels'  own  emphasis  to  identify  the  said  three 
elements.) 

That  we  are  concerned  only  with  these  three  elements, 
and  not  with  the  second  tappet  and  rocker,  was  also  ad- 
mitted in  a  moment  of  candor  by  opposing  counsel  in  the 
present  case  on  page  44  of  their  Brief  for  Plaintiffs- 
Appellees,  as  follows: 

'The  devices  complained  of  herein  are  radio  re- 
ceivers only  and  have  no  associated  television  appa- 
ratus. We  are  concerned  in  this  suit,  therefore,  only 
with  the  portions  of  the  mechanism  of  the  patent  in 
suit  which  are  designed  for  tuning  a  radio  receiver.'' 
(Defendant's  emphasis.) 


^Figure  1  of  the  said  brief  was  a  reproduction  of  Fig.  2  of  the 
patent,  in  which  the  appellee  used  the  letter  H  to  designate  the 
second  tappet. 

The  term  '*cam"  is  one  of  several  used  for  this  member  in  the 
industry  instead  of  ''tappet".  See  the  footnote  at  the  bottom  of 
page  23  of  Appellant's  Opening  Brief. 
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Plaintiffs  discuss  the  law  with  respect  to  infringement 
at  considerable  length.  There  appears,  however,  to  be  no 
possible  pertinence  to  the  part  of  this  discussion  beginning 
on  page  28  of  their  brief  and  entitled  ''A  Patent  for  a 
Combination  Is  Not  Infringed  by  Using  One  Element  of 
Such  Combination  as  an  Element  of  a  Different  Com- 
bination/' Certainly  no  one  has  claimed  in  this  case  that 
infringement  was  present  because  of  the  use  of  one  ele- 
ment of  defendant's  combination. 

The  decisions  cited  by  the  plaintiffs  in  their  discussion 
of  the  doctrine  of  mechanical  equivalents,  when  the  terms 
are  given  their  proper  legal  meaning,  are  all  in  full  har- 
mony with  the  Supreme  Court  decisions  cited  in  Appel- 
lant's Opening  Brief  to  show  that  the  plungers  of  plain- 
tiffs' tuners  are  the  mechanical  equivalents  of  the  levers 
shown  in  defendant's  patent,  and  that  infringement  has 
been  established. 

On  pages  20  and  21  of  their  brief,  the  plaintiffs  quote 
this  Court's  opinion  in  the  case  of  Magnavox  Co.  v.  Hart 
&  Reno,  71  F.  (2d)  433,  at  444.  The  quoted  portions  of 
this  decision  deal  with  a  situation  in  which  an  element  of 
a  claim  is  omitted  and  no  substitute  is  provided.  To 
quote   plaintiffs'    quotations — 

u  i^     5jc     ^     ^  defendant  who  omits  one  of  the  ma- 
terial elements  of  the  combination  does  not  infringe. 


"  Tf  defendant  omits  one  or  more  of  the  material 
elements  which  make  up  the  combination,  he  no 
longer  uses  the  combination;  and  it  is  no  answer  to 
say  that  the  omitted  elements  are  not  essential,  and 
that  the  combination  operates  as  well  without  as  with 
them.'  " 
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When  a  mechanical  equivalent  is  substituted  for  the 
omitted  element,  however,  the  law  does  not  recognize  that 
the  element  has  been  omitted.  In  other  words,  a  me- 
chanical equivalent  is  considered  legally  to  be  the  same 
element.  In  'Tatents,"  a  text-book  compilation  of  the 
patent  decisions  of  the  Supreme  Court,  written  by  Bierne 
Stedman,  LL.B.,  copyrighted  in  1939  and  published  by 
The  Michie  Co.,  Charlottesville,  Virginia,  the  settled  law 
on  this  point  is  summarized  as  follows  (Sec.  194,  p.  479) : 

"*  ^  *  the  rule  that  the  use  of  less  than  all  of 
the  elements  of  a  combination  does  not  constitute 
infringement  is  subject  to  the  qtmlification  that  they 
must  not  he  used  in  connection  with  a  known  equiva- 
lent for  the  omitted  element''     (Emphasis  added.) 

The  plaintiffs  make  much  of  this  Court's  statement  in 
the  Associated  decision  regarding  the  function  of  the 
plunger,  where  the  Court  said:  "The  part  so  performed 
is  not  performed  in  the  same  way,  or  in  substantially  the 
same  way.  Hence  the  plungers  and  the  levers  are  not 
equivalents."  Knowfi  substitutes  are  considered  to  per- 
form their  function  in  the  same  way,  or  substantially  the 
same  way.  The  Court's  judgment  as  to  whether  two 
things  perform  their  function  in  the  same  way,  or  in 
substantially  the  same  way,  must  therefore  depend  upon 
the  evidence  as  to  the  known  substitutes.  This  rule  is 
well  illumined  by  the  plaintiffs'  quotation  from  the 
Supreme  Court  case  of  Electric  R.  R.  Signal  Co.  v.  Hall 
Ry.  Signal  Co.,  114  U.  S.  87,  quoted  as  follows  on  pages 
17  and  18  of  their  brief: 

''  '*  *  "^  To  constitute  identify  of  invention,  and 
therefore  infringement,  not  only  must  the  result 
attained  be  the  same,  but  in  case  the  means  used  for 
its  attainment  is  a  combination  of  known  elements, 
the   elements   combined   in   both   cases   must   be    the 
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same,  and  combined  in  the  same  way,  so  that  each 
element  shall  perform  the  same  function,  provided, 
however,  that  the  differences  alleged  are  not  merely 
colorable,  according  to  the  rule  forbidding  the 
USE  OF  KNOWN  EQUIVALENTS!"  (Defendant's  em- 
phasis.) 

The  rule  forbidding  the  use  of  known  equivalents  was 
thoroughly  discussed  in  Appellant's  Opening  Brief  on 
pages  32,  33  and  34,  where  the  controlling  Supreme  Court 
decisions  were  quoted. 

What  constitutes  an  equivalent  is  also  defined  in  an- 
other case  quoted  by  the  plaintiffs.  In  the  quotation  from 
Dey  Time  Register  Co.  v.  Syracuse  Time  Recorder  Co., 
152  Fed.  440,  at  450,  the  following  appears  at  the  center 
of  page  19  of  plaintiffs'  brief : 

a  i9(i  *  jjc  'pj^g  substitution  of  an  equivalent  is, 
however,  a  mere  change  of  parts  and  form  involving 
no  inventive  skill,  but  suggested  by  the  invention  it- 
self to  every  person  skilled  in  the  particular  art'." 

The  things  suggested  by  the  invention  to  every  person 
skilled  in  the  particular  art  are  obviously  the  known 
equivalents. 

These  decisions  thus  merely  reiterate  the  rule  estab- 
lished in  the  Supreme  Court  case  of  Seymour  v.  Osborne, 
11  Wall.  {7S  U.  S.)  516,  at  556,  20  L.  Ed.  33  at  42, 
where  the  Court  said: 

"*  *  ^  Mere  formal  alterations  in  a  combina- 
tion in  letters  patent,  however,  are  no  defence  to  the 
charge  of  infringement,  and  the  withdrawal  of  one 
ingredient  from  the  same  and  the  substitution  of 
another  which  was  well  known  at  the  date  of  the 
patent  as  a  proper  substitute  for  the  one  withdrawn, 
is  a  mere  formal  alteration  of  the  combination  if  the 
ingredient    substituted    performs    substantially    the 
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same  function  as  the  one  withdrawn''      (Emphasis 
added.) 

Appellant's  Opening  Brief,  on  pages  34  to  43  inclusive, 
showed  that  plungers  and  levers  have  long  been  known  as 
full  equivalents  for  operating  various  mechanisms  and 
even  for  the  specific  purpose  of  moving  tappets. 

The  plaintiffs  now  try  to  beg  the  question  by  saying 
that  the  other  elements  of  the  prior  art  devices  were  not 
like  those  in  defendant's  combination.  For  example,  in 
discussing  the  1883  Kettell  patent  showing  the  alternative 
use  of  levers  and  plungers  for  moving  tappets,  plaintiffs' 
brief  says  on  page  38: 

''No  rocker-tappet-lever  combination  is  shown,  nor 
is  a  rocker-tappet-plunger  combination  shown.  The 
members  which  Leishman  calls  tappets  are  but  pro- 
jections of  the  members  which  he  refers  to  as  plung- 
ers and  levers.  These  projections  are  integral  with 
the  so-called  plungers  and  levers  and  are  not,  as  in 
the  patented  combination,  pivotally  adjustable  with 
respect  to  the  Kettell  plunger  and  lever." 

There  is  certainly  no  requirement  in  law  that  an  ele- 
ment, in  order  to  be  a  mechanical  equivalent  of  an  element 
in  a  patented  combination,  must  be  found  in  the  prior  art 
in  association  with  precisely  the  same  elements  that  form 
the  remainder  of  the  combination.  In  order  to  meet  the 
test  which  the  plaintiffs  would  apparently  have  the  Court 
follow,  defendant  would  first  have  to  prove  that  his  com- 
bination had  been  anticipated  before  he  could  establish 
that  it  had  been  infringed. 

That  levers  and  plungers  were  used  as  full  equivalents 
in  Peck's  prior  art  tuner,  is  admitted  on  page  2^  of  plain- 
tiffs' brief,  as  follows: 

"*  *  *  When  the  lever  is  depressed  or  zvhen 
the  plunger  is  moved,  the  links  are  extended  to  their 
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furthest  positions  to  move  the  disc  to  a  predetermined 
position."     (Defendant's  emphasis.) 

As  with  the  Kettell  patent,  plaintiffs  irrelevently  com- 
plain (page  39)  that  the  members  mounted  upon  the 
levers  and  plungers  in  the  Danish  Patent  No.  52,047  are 
different  from  defendant's  tappets,  but  the  alternative  use 
of  the  plunger  and  lever  is  admitted: 

''*  *  *  Figure  1  of  the  patent  shows  a  plunger 
having  a  fixed  cam  follower  roller  on  its  end  which 
coacts  with  a  cam  mounted  on  the  shaft  to  be  posi- 
tioned. Figure  2  shows  a  similar  cam  follower 
mounted  on  a  lever." 

The  equivalency  of  a  plunger  and  lever  in  defendant's 
combination  may  be  further  shown  by  the  test  set  forth 
on  page  22  of  the  Brief  for  Plaintiffs-Appellees  in  the 
quotation  from  Deller's  Walker  on  Patents,  Vol.  3,  Sec- 
tion 468,  pages  1706-1707,  as  follows: 

ii:^  *  *  In  a  purely  scientific  sense,  a  screw  al- 
ways performs  its  function  in  a  substantially  dif- 
ferent way  from  a  lever,  and  in  substantially  the 
same  way  as  a  wedge.  Screws  and  wedges  are  equal- 
ly inclined  planes,  while  a  lever  is  an  entirely  different 
elementary  power.  But  screws  and  levers  can  prac- 
tically be  substituted  for  each  other  in  a  larger  num- 
ber of  machines  than  screws  and  wedges  can  be  simi- 
larly substituted.  When  a  lever  and  a  screw  can  he 
interchanged  and  still  perform  the  same  function  with 
a  result  that  is  beneficially  the  same,  they  are  said 
to  perform  the  same  function  in  substantially  the 
same  way.''      (Defendant's   emphasis.) 

It  is  hardly  necessary  to  point  out  that  there  is  a  far 
greater  similarity  between  the  action  of  a  plunger  and 
the  action  of  a  lever  than  there  is  between  the  actions  of 
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a  screw  and  a  lever,  yet  the  foregoing  quotation  holds  that 
a  screw  and  a  lever  are  equivalents  if  they  perform  the 
same  function.  This  quotation  also  shows  that  elements 
that  are  different  in  a  purely  scientific  sense,  but  which 
nevertheless  perform  the  same  function,  are  said  to  per- 
form the  same  function  in  substantially  the  same  way. 
According  to  this  rule,  plaintiffs'  plungers  and  the  lever 
shown  in  the  patent  are  thus  mechanical  equivalents  and 
perform  their  function  in  substantially  the  same  way. 

Walker  on  Patents  is  also  helpful  in  the  quotation  at 
the  middle  of  page  22  of  the  Brief  for  Plaintiffs-Appel- 
lees: 

''  'But  one  thing  may  be  an  equivalent  of  another 
in  one  environment,  and  not  such  an  equivalent  in  an- 
other situation.  *  *  *  Springs  and  weights  are 
generally  equivalents  *  *  *^  \^^^  where  the  en- 
vironment is  such  that  a  spring  will  operate  success- 
fully while  a  weight  will  not  so  operate,  there  they 
are  not  equivalents.     *     *     *' '' 

Certainly  the  plaintiffs  cannot  claim  that  their  plunger 
does  not  work  equally  as  well  as  the  lever  in  the  combina- 
tion with  which  we  are  concerned. 

The  plunger  of  the  accused  devices  and  the  lever  shown 
in  the  patent  have  now  been  shown  to  be  mechanical 
equivalents  even  according  to  the  criteria  set  forth  in 
the  decisions  in  plaintiffs'  own  brief.  All  these  decisions, 
in  one  way  or  another,  expound  the  same  doctrine  long 
ago  established  by  the  Supreme  Court,  but  none  of  them 
express  the  rule  more  simply  than  it  is  expressed  in  the 
leading  Supreme  Court  cases  cited  on  pages  2>2  and  ZZ 
of  Appellant's  Opening  Brief.     Let  us  therefore  repeat 
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the  rule  in  the  lucid  words  of  those  Supreme  Court  de- 
cisions : 

"*  *  *  Mere  formal  alterations  in  a  combination 
in  letters  patent,  however,  are  no  defence  to  the 
charge  of  infringement,  and  the  withdrawal  of  one 
ingredient  from  the  same  and  the  substitution  of  an- 
other which  was  well  known  at  the  date  of  the  patent 
as  a  proper  substitute  for  the  one  withdrawn,  is  a 
mere  formal  alteration  of  the  combination  if  the  in- 
gredient substituted  performs  substantially  the  same 
function  as  the  one  withdrawn.'^ 

Seymour  v.  Osborne,  supra. 

''Patentees  of  an  invention  consisting  merely  of  a 
combination  of  old  ingredients  are  entitled  to  equiva- 
lents, by  which  is  meant  that  the  patent  in  respect 
to  each  of  the  respective  ingredients  comprising  the 
invention  covers  every  other  ingredient  which,  in  the 
same  arrangements  of  the  parts,  will  perform  the 
same  function,  if  it  was  well  knozmi  as  a  proper 
substitute  for  the  one  described  in  the  specification 
at  the  date  of  the  patent.'' 

Imhaeuser  v.  Buerk,  101  U.  S.  647,  656,  25  L.  Ed. 
945. 

In  "Patents,"  quoted  on  pages  33  and  34  of  Appellant's 
Opening  Brief,  Stedman  reviews  the  Supreme  Court  de- 
cisions down  to  1939,  and  he  states  the  settled  law  on  this 
point  in  the  following  words  (Sec.  194,  p.  479)  : 

"*  *  *  By  an  equivalent  in  such  a  case  it  is 
meant  that  the  ingredient  substituted  for  the  one 
withdrawn  performs  the  same  function  as  the  other, 
and  that  it  was  well  known  at  the  date  of  the  patent 
securing  the  invention  as  a  proper  substitute  for  the 
one  omitted  in  the  patented  combination." 
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As  pointed  out  on  pages  17  and  18  hereof,  the  plaintiffs 
admit  that  plungers  and  levers  were  used  as  equivalents  in 
the  prior-art  shaft-positioning  devices  of  Kettell,  Peck, 
and  Philip's  Glowlamp  Factory,  the  last  two  of  which  were 
even  automatic  tuners.  In  using  a  plunger  in  their  tuners 
instead  of  the  lever  shown  in  the  patent,  the  plaintiffs 
have  thus  merely  substituted  a  well-known  mechanical 
equivalent. 

The  other  two  elements  called  for  in  the  claims  are  the 
rocker  and  the  adjustable  positioning  member,  or  tappet. 
The  plaintiffs  do  not  deny  that  these  elements  are  present 
in  their  tuners,  which  they  contend  are  the  same  insofar 
as  this  patent  is  concerned  as  the  Crosley  tuner  involved 
in  the  Associated  Wholesale  Case.''  This  Court's  holding 
that  the  rocker  and  tappet  of  the  Crosley  tuner  are  the 
equivalents  of  the  corresponding  elements  of  the  patent, 
is  not  opposed  by  the  plaintiffs,  and  the  said  ruling  there- 
fore applies  with  equal  force  to  the  rocker  and  tappet  of 
the  accused  tuners  in  the  instant  action. 

The  incontestable  proof  now  presented  as  to  the  equiva- 
lency of  the  plunger  and  levei-,  thus  complete  the  proof 
of  infringement. 

Manifestly,  the  lower  Court's  summary  judgment  of 
non-infringement  was  arrived  at  by  following  this  Ap- 
pellate Court's  holding  with  respect  to  the  plungers  and 
levers  in  the  Associated  case  without  regard  for  the  fact 
that  it  is  clearly  not  applicable  here  because  of  the  nature 
of  the  new  evidence.  The  judgment  of  the  lower  Court 
should  accordingly  be  reversed. 


^See  reference  on  ])ai,^e  12  of  Appellant's  Opening  Brief  to  Mac- 
keown  affidavit  submitted  on  behalf  of  the  plaintiffs. 
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A  Former  Decision  Is  Not  Stare  Decisis  Where  the 
Evidence  Is  Different. 

The  Brief  for  Plaintiffs-Appellees  discusses  this  subject 
under  the  heading,  *'The  Legal  Effect  of  This  Court's  Ad- 
judication of  Re-20,827." 

Plaintiffs  say  that  appellant  misconceives  the  law  on 
this  subject,  yet  all  four  of  the  decisions  cited  by  the  plain- 
tiffs support  the  position  of  the  defendant  and  not  that 
of  the  plaintiffs. 

In  the  quotation  from  Badische  Anilin  &  Soda  Fabrik 
V.  A.  Klipstein  &  Co.,  125  Fed.  543,  545-6,  appearing  on 
pages  24  and  25  of  plaintiffs'  brief,  the  court  says: 

''*  *  *  The  rule  is  well  settled  that,  when  a  pat- 
ent has  once  been  sustained  by  an  appellate  court,  a 
subordinate  court,  dealing  with  the  same  patent  sub- 
sequently, inquires  first  whether  the  second  record 
contains  anything  not  before  the  appellate  court 
(whether  mentioned  in  its  opinion  or  not),  and,  if  it 
finds  something  new,  inquires  next  whether  the  new 
matter  is  of  such  a  character  that  it  may  fairly  be 
supposed  that  the  appellate  court  would  have  reached 
a  different  conclusion,  had  it  been  advised  of  its 
existence." 

It  has  been  fully  demonstrated  in  this  brief  and  the 
opening  brief  that  the  present  record  contains  a  great  deal 
that  was  not  before  the  appellate  court,  and  that  the  new 
matter  is  of  such  a  character  that  this  court,  had  it  been 
advised  of  its  existence,  would  have  reached  the  conclu- 
sion that  plungers  were  well  known  in  the  art  as  substi- 
tutes for  levers  for  operating  tuners  and  other  shaft-posi- 
tioning devices  when  the  patent  at  issue  was  granted,  and 
that  these  elements  are  therefore  mechanical  equivalents. 
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Plaintiffs  next  quote  from  Crier  v.  Innes,  170  Fed.  324, 
325  (C.  C.  A.  2).  Plaintiffs'  quotation  includes  the  fol- 
lowing : 

^M<  *  ♦  when  a  patent,  after  full  hearing,  has 
been  declared  by  the  Circuit  Court  to  be  valid  and 
such  decree  has  been  affirmed  by  this  court,  we  should 
follow  the  decision  in  a  subsequent  case  involving  the 
validity  of  the  same  patent,  and  not  presenting  any 
essentially  different  evidence,  notwithstanding  the 
claim  of  invalidity  was  not  urged  upon  this  court 
upon  the  prior  appeal."     (Defendant's  emphasis.) 

This  decision  merely  recommends  following  the  former 
decision  when  the  new  record  does  not  present  any  essen- 
tially different  evidence.  When  the  evidence  is  essentially 
different,  as  in  the  instant  case,  the  former  decision 
should  clearly  not  be  followed. 

The  third  decision  quoted  by  the  plaintiffs  was  ren- 
dered in  the  case  of  Concrete  Mixing,  etc.  Co.  v.  Powers- 
Kennedy  Contracting  Corp.,  27  F.  (2d)  668,  669,  670,  in 
which  the  court  said: 

''But  whatever  the  court  as  now  constituted  might 
think  of  the  correctness  of  our  former  ruling,  it  is 
our  duty  to  follow  it,  unless  new  evidence  raises 
questions  of  the  patent's  validity  not  previously  con- 
sidered."    (Defendant's  emphasis.) 

In  the  instant  case,  ten  patents  and  Defendant's  Physi- 
cal Exhibits  la  to  16b  show  that  plungers  and  levers  were 
well  known  equivalents  for  operating  tuners  and  other 
devices  when  the  patent  at  issue  was  granted,  and  none  of 
this  evidence  was  previously  considered. 

The  fourth  and  last  case  quoted  by  the  plaintiffs  on  the 
extent  to  which  a  previous  decision  is  controlling,  is  the 
case  of  Cortelyoii  v.  Charles  E.  Johnson  &  Co.,  145  Fed. 
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933,  934.    In  referring  to  a  previous  decision,  the  court 
there  said: 

''*  *  *  It  is  a  clear,  comprehensive  and  con- 
vincing exposition  of  the  law  as  applicable  to  the 
facts  as  stated  in  the  bill  and  admitted  by  the  demur- 
rer, and,  upon  similar  facts,  is  as  controlling  upon  us 
as  if  it  were  originally  promulgated  by  this  court/' 
(Defendant's  emphasis.) 

This  Court's  decision  on  the  matter  of  the  equivalency 
of  the  rocker  and  the  tappet  to  the  corresponding  elements 
of  the  patent  in  the  Associated  case,  is  therefore  control- 
ling here;  but  upon  the  matter  of  the  levers  and  plungers, 
where  the  facts  presented  in  the  evidence  are  vastly  dis- 
similar, the  truth  as  revealed  in  the  new  evidence  must  be 
recognized. 

Regarding  Plaintiffs'  Discussions  of  Coaxiality. 

The  Brief  for  Plaintiffs-Appellees  devotes  thirteen 
pages  (40  to  53)  to  a  discussion  of  ''Coaxiality"  and  five 
more  pages  (53  to  58)  to  a  topic  entitled  'The  Crosley 
Method  of  Securing  Coaxiality  Is  Not  Equivalent  to  That 
of  the  Reissue  Patent  in  Suit."  Most  of  this  is  entirely 
irrelevant  to  the  issues  before  the  court,  and  a  large  part 
of  the  discussion  pertains  to  matters  upon  which  neither 
side  could  present  any  evidence  in  a  summary  judgment 
proceeding. 

The  word  coaxiality  is  nowhere  mentioned  in  the  pat- 
ent, but  claims  8,  10  and  11,  specify  that  the  axis  of  the 
tappet  must  be  substantially  coaxial  with  the  axis  of  the 
rocker  when  these  members  are  in  the  completely  engaged 
position.  Claims  7  and  9  recite  structural  features  that 
are  necessary  in  order  to  attain  this  coaxial  relationship. 
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The  plaintiffs  nowhere  contend  that  their  rockers  and 
tappets  do  not  meet  the  requirements  set  forth  in  the 
respective  claims,  and  no  fault  has  been  found  with  this 
Court's  ruling  that  the  rockers  and  tappets  in  the  pat- 
entwise  identical  Crosley  tuners  were  the  equivalents  of 
the  corresponding  elements  shown  in  the  patent.  Plain- 
tiffs accordingly  do  not  deny  that  their  coaxial  rockers 
and  tappets  are  the  equivalents  of  the  corresponding  co- 
axial elements  of  the  claims. 

The  long  discussion  of  coaxiality  in  the  Brief  for 
Plaintiffs-Appellees  is  thus  quite  irrelevant  to  the  issue  of 
infringement — the  only  issue  that  was  decided  upon  plain- 
tiffs' Motion  for  Summary  Judgment.  Plaintiffs  variously 
contend  that  no  invention  was  involved  in  arriving  at  the 
coaxial  structure,  that  the  coaxial  relationship  was  an 
afterthought  when  the  reissue  was  obtained,  and  that  the 
Crosley  method  of  obtaining  coaxiality  is  not  equivalent 
to  that  of  the  reissue  patent.  The  Lyon  and  Lyon  briefs 
raised  all  these  arguments  pertaining  to  coaxiality  in  the 
Associated  case  in  an  attempt  to  differentiate  the  accused 
coaxial  combination  from  the  coaxial  combination  of  the 
patent  and  to  supply  some  basis  for  the  lower  court's 
opinion  that  the  patent  was  invalid  for  want  of  invention. 
This  appellate  court  considered  all  these  arguments  and 
then  (a)  ruled  that  the  Crosley  tappet  and  rocker  (which 
were  coaxial  in  the  tuned-in  position)  were  equivalents  of 
Leishman's  corresponding  elements,  and  (b)  struck  out 
the  portion  of  the  lower  court's  decision  which  said  that 
the  patent  was  invalid  for  want  of  invention. 

Even  if  the  issues  raised  by  plaintiffs'  revived  coaxial- 
ity arguments  were  before  this  Court,  there  still  could  be 
no  departure  in  this  appeal  from  this  Court's  former  rul- 
ing respecting  the  coaxial  rockers  and  tappets  nor  from 
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its  deletion  of  the  lower  court's  holding  of  invalidity,  be- 
cause no  new  evidence  whatever  has  been  presented  in  this 
action  on  any  of  these  points. 

In  case  the  Court  might  find  some  pertinence  not  ap- 
parent to  the  defendant  in  plaintiffs'  coaxiality  argu- 
ments, they  will  now  be  briefly  discussed. 

On  page  18  of  Appellant's  Opening  Brief,  the  patent's 
disclosures  of  the  coaxial  relationship  are  mentioned  in 
connection  with  the  patent  drawings  reproduced  on  page 
15  of  the  said  brief.  At  the  bottom  of  page  18,  this  state- 
ment appears : 

*'*  *  *  When  this  relationship  does  not  pre- 
vail, peculiar  difficulties  are  encountered  when  trying 
to  adjust  the  loosened  tappet  to  the  proper  angular 
position  required  for  a  given  station;  but  when  these 
parts  have  the  coaxial  relationship  called  for  in  the 
patent,  no  difficulties  are  encountered." 

A  consideration  of  the  issue  of  validity  and  of  the 
difficulties  encountered  in  the  prior  art,  would  have  shown 
that  this  greater  ease  of  adjustment  contributes  greatly 
to  accuracy;  but  since  the  matter  of  validity  was  not  in- 
volved in  the  summary  judgment,  and  no  evidence  was 
presented  with  respect  thereto,  the  subject  of  accuracy 
was  not  even  discussed  in  Appellant's  Opening  Brief.  Yet 
the  Brief  for  Plaintiffs-Appellees  says  on  page  49:  ''Ap- 
pellant's brief  makes  many  confusing  statements  concern- 
erning  the  necessity  that  a  radio  tuner  be  accurate  and 
contains  many  references  to  automatic  frequency  control 
circuits."  The  term  "automatic  frequency  control"  does 
not  even  appear  in  Appellant's  Opening  Brief,  nor  are 
these  circuits  discussed  under  any  other  name  or  in  any 
way  whatever. 
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A  trial  might  bring  out  something  on  these  subjects 
for  the  plaintiffs  to  talk  about,  but  defendant  has  been 
shut  off  without  a  trial. ^ 

On  page  45  of  their  briefs,  plaintiffs  say,  "Coaxiality 
was  an  afterthought  with  Leishman."  An  examination 
of  the  original  patent  [R.  Vol.  II,  p.  174  et  seq.^  will  re- 
veal that  plaintiffs'  statement  is  not  true.  The  coaxial  re- 
lationship is  shown  in  the  drawings  in  Fig.  2,  page  174, 


^After  a  full  trial  at  which  the  claims  here  at  issue  were  held  to 
be  clearly  valid  and  clearly  infringed  by  the  very  tuners  now  be- 
fore this  Appellate  Court,  the  U.  S.  District  Court  for  the  Western 
District  of  Oklahoma  made  the  following  findings  with  respect  to 
"coaxiality"  and  automatic  frequency  control  circuits  [R.  Vol.  I, 
pp.  55,  57,  58  and  59]  : 

*'13.  The  coaxial  relationship  between  the  axis  of  the  tap- 
pet, or  adjustable  means,  and  the  axis  of  the  rocker  is  for  the 
purpose  of  preventing  any  rotation  whatever  of  the  adjusted 
tappet  and  rocker  during  the  adjusting  process.  Coaxiality  has 
been  used  in  the  past  for  the  opposite  purpose  of  permitting 
parts  to  move  freely  and  without  binding." 

"21.  In  the  summer  of  1937,  the  radio  industry  was  using 
to  a  great  extent  automatic  tuners  referred  to  as  motor  driven 
tuners  and  telephone  dial  tuners.  These  were  so  inaccurate 
mechanically  that  they  required  expensive  automatic  frequency 
control  circuits  to  make  them  at  all  acceptable  to  the  trade. 
These  tuners  are  shown  in  the  June,  July  and  August,  1937, 
issues  of  Radio  Retailing. 

**25.  Early  in  the  year  1938,  radio  set  manufacturers  and 
radio  parts  manufacturers  began  to  use  radio  tuners  embodying 
the  invention  covered  by  claims  7,  8,  9,  10  and  11  of  the  re- 
issue patent  in  suit.  Tuners  of  this  kind  were  supplied  to  the 
public  in  approximately  8,000,000  radio  sets  up  to  April,  1942. 
These  tuners  were  sufficiently  accurate  mechanically  to  oper- 
ate satisfactorily  without  the  need  of  automatic  frequency  con- 
trol circuits,  and  were  easy  to  adjust  to  diflPerent  broadcasting 
stations.  The  popularity  of  the  motor  driven  and  telephone 
dial  tuners  declined  after  1938,  and  are  now  virtually  obso- 
lete." 
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and  described  in  the  specification  on  page  176,  column  1, 
lines  30  to  34,  in  the  following  words : 

"When  the  lever  assembly  is  all  the  way  down,  it 
will  be  observed  from  Fig.  2  that  the  pin  60"  (on 
which  the  tappet  is  mounted)  "is  substantially  co- 
axial with  the  rockers  48  and  54,  which  means  that 
in  this  position  it  is  also  co-axial  with  shafts  S,  49 
and  25,  shown  in  Fig.  1/' 

Plaintiffs'  argument  that  "The  Crosley  Method  of  Se- 
curing Coaxiality  Is  Not  Equivalent  to  That  of  the  Re- 
issue Patent  in  Suit"  may  be  summarized  in  plaintiffs' 
own  words  on  page  54  of  their  brief: 

'i^  *  *  The  Crosley  method  of  securing  co- 
axiality is  not  the  method  of  Leishman.  Leishman 
secured  alignment  in  the  horizontal  direction  by  caus- 
ing the  pivot  point  of  his  cam  or  tappet  on  the  lever 
and  the  pivot  points  of  his  rocker  to  lie  an  equal 
distance  from  the  pivot  Q  of  the  lever.  .  .  .  But 
Crosley,  in  securing  horizontal  alignment,  passed  a 
reciprocating  plunger  completely  through  the  rocker 
and  provided  a  side  bearing  on  both  sides  of  the 
rocker/' 

This  argument,  it  will  be  observed,  has  to  do  with  how 
the  parts  are  laid  out  in  the  drafting  room.  This  patent 
is  not  on  a  method  of  mechanical  drawing.  Claims  8,  10 
and  11  specify  that  the  axis  of  the  tappet  and  the  axis  of 
the  rocker  must  be  coaxial,  and  claims  7  and  9  recite  phy- 
sical structure  associated  with  this  relationship.  The 
method  of  layout  or  the  method  of  manufacture  are  ir- 
relevant. It  obviously  makes  no  difference  to  these  claims 
how  the  tuner  "got  that  way";  it  is  the  finished  structure 
that  counts. 
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Even  as  a  matter  of  layout,  the  plaintiffs  have  put  the 
cart  before  the  horse.  When  it  is  known  that  the  rocker 
and  tappet  must  be  coaxial,  they  are  laid  out  that  way  in 
the  first  place.  This  is  true  regardless  of  whether  the 
tappet  is  to  be  placed  on  a  lever  or  a  plunger.  If  the  tap- 
pet or  cam  is  to  be  placed  on  a  lever,  the  lever  is  next 
drawn  in ;  and  then,  no  matter  how  long  the  lever  may  be, 
or  where  its  pivot  is  placed,  the  tappet  and  rocker  will  be 
coaxial.  If  the  tappet  is  to  be  mounted  on  a  plunger,  the 
plunger  is  drawn  in  after  the  tappet  and  rocker  have  first 
been  laid  out  in  the  coaxial  relationship.  The  guides  for 
the  tappet  are  then  drawn  in  engagement  with  the 
plunger. 

The  fact  that  a  plunger  has  guides  or  side  bearings 
while  a  lever  has  a  pivot,  involves  nothing  whatever  that 
was  not  well  known  in  the  prior  art.  In  Kettell's  1883 
device  (see  the  insert  between  pages  36  and  37  of  Appel- 
lant's Opening  Brief),  his  plunger  is  shown  with  guides 
b  and  b;  and  his  lever  E,  like  every  other  lever,  is  pro- 
vided with  a  pivot. 

The  matter  of  whether  the  tappet  is  mounted  on  a 
plunger  having  guides,  or  on  a  lever  having  a  pivot,  does 
not  in  any  way  affect  the  coaxiality  of  the  tappet  with 
respect  to  the  rocker.  Although  Crosley's  tappet  was 
mounted  on  a  plunger  while  the  tappet  in  the  patent  was 
shown  on  a  lever,  this  Court  nevertheless  held  that  the 
Crosley  tappet  and  rocker  (which  were  coaxial  in  the  en- 
gaged position)  were  equivalents  of  the  corresponding 
coaxial  elements  in  the  patent. 
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Regarding  Plaintiffs'  Discussion  of  Defendant's 
Interpretation  of  Claims  7  to  11. 

On  pages  59  to  65  of  their  brief,  the  plaintiffs  object 
to  the  fact  that  the  defendant  does  not  interpret  his  claims 
as  limited  only  to  tuners  operated  by  levers. 

As  repeatedly  pointed  out,  none  of  the  claims  at  issue 
call  for  a  lever. 

Claims  7  and  8  do  not  even  mention  an  operating  mem- 
ber of  any  kind,  these  claims  being  confined  to  the  tappet 
and  rocker.  The  type  of  member  that  carries  the  tappet 
is  thus  clearly  immaterial  to  claims  7  and  8. 

Claims  9,  10  and  11  call  for  "a  manually  movable  oper- 
ating member,"  or  ''manually  movable  operating  means". 
It  has  been  thoroughly  established  in  these  briefs  that 
it  was  well  known  in  the  art  that  this  could  be  either  a 
lever  or  a  plunger. 

The  fact  that  the  plunger  and  lever  were  well  known 
substitutes,  requires  that  both  patents,  the  original  as  well 
as  the  reissue,  be  construed  as  if  the  use  of  the  plunger 
"were  written  out  in  the  patent  and  delineated  in  the  draw- 
ings."^ The  well-established  doctrine  on  this  point  was 
thoroughly  discussed  on  pages  45  and  46  of  Appellant's 
Opening  Brief.  It  is  significant  that  this  was  entirely 
ignored  in  the  Brief  for  Plaintiffs-Appellees.' 
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^Carnegie  Steel  Co.  v.  Caiubrm  Iron  Co.,  185  U.  S.  403,  at  437, 
quoted  on  page  45  of  Appellant's  Opening  Brief. 

i^Plaintiffs  also  ignored  pages  24  to  30  of  Appellant's  Opening 
Brief  which  discussed  the  subject.  "The  Stated  Objects  as  Well  as 
Original  Claim  5  Described  the  Invention  Without  Reference  to 
Levers."  The  plaintiffs  thus  do  not  dispute  that  claim  5  of  the 
original  patent  should  have  been  taken  into  consideration  when 
determining  the  patentee's  original  intention  to  claim  his  combina- 
tion without  reference  to  levers.  Although  a  ruling  is  not  neces- 
sary on  this  point,  in  view  of  the  present  proof  that  plungers  and 
levers  are  mechanical  equivalents,  the  defendant  nevertheless  urges 
that  this  Court,  for  the  benefit  of  other  patentees,  should  clarify 
this  important  point  of  patent  law  in  conformity  with  pages  24  to 
30  of  Appellant's  Opening  Brief.  The  fact  that  defendant's  argu- 
ments are  nowhere  disputed  by  the  plaintiffs,  adds  great  force  to 
what  the  defendant  had  to  say. 
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Appellees'  Course  Requires  That  the  Claims  at  Issue 
Be  Held  Valid  as  Applied  to  Them. 

This  subject  was  discussed  on  pages  66  to  69  of  Ap- 
pellant's Opening  Brief.  The  plaintiffs  have  not  even  at- 
tempted to  refute  the  proposition,  as  there  set  forth,  that 
the  claims  at  issue  are  valid  as  applied  to  them.  This 
Court  should  consequently  so  hold. 


The  District  Court  Erred  in  Sustaining  Plaintiffs' 
Objection   to    Defendant's    Interrogatories. 

On  pages  69  to  71,  Appellant's  Opening  Brief  showed 
that  the  lower  court  was  wrong  in  sustaining  plaintiffs' 
objections  to  Defendant's  Interrogatories  4,  5,  6,  7,  9, 
10,  11,  17  and  18,  and  stated  that  if  the  issue  of  validity 
was  to  be  tried,  the  lower  court  should  be  instructed  to 
compel  the  plaintiffs  to  answer  the  said  interrogatories 
because  of  the  pertinence  of  the  requested  information  to 
the  issue  of  validity. 

After  identifying  these  interrogatories,  the  Brief  for 
Plaintiffs-Appellees  merely  says  on  page  72: 

''*  *  *  This  information  could  be  material  only 
on  the  issue  of  damages  under  appellant's  counter- 
claim, paragraph  II  (1-16),  and  could  not  affect  the 
summary  judgment  that  there  was  no  infringement." 

Defendant  never  claimed  that  this  information  was  rele- 
vant to  the  issue  of  infringement,  and  he  urged  this  court 
to  require  the  answers  only  in  case  the  issue  of  validity 
was  to  be  tried.  Appellant's  Opening  Brief  showed  that 
this  information  was  highly  relevant  to  the  issue  of  vaHd- 
ity,  which  the  plaintiffs  do  not  attempt  to  refute. 
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The  Plaintiffs  Are  Bound  by  the  Oklahoma  Decision. 

In  Appellant's  Opening  Brief  (pp.  53  to  65)  it  was 
shown  that  plaintiffs  aided  and  participated  in  the  defense 
of  the  Oklahoma  action,  and  that  they  should  therefore 
be  adjudged  bound  by  the  Oklahoma  decision. 

Plaintiffs'  brief,  in  discussing  this  subject  (pp.  68 
to  72),  says  the  defendant  urges  that  the  Oklahoma  deci- 
sion is  also  pertinent  from  the  standpoint  of  comity.  As 
to  the  force  of  this  decision,  the  plaintiffs  say : 

"*  *  *  There  is  nothing  in  the  record  herein 
from  which  this  Court  can  infer  that  the  Oklahoma 
District  Court  even  had  before  it  this  Court's  Asso- 
ciated Case  opinion.  No  reference  thereto  is  made 
in  the  Oklahoma  District  Court's  findings  or  conclu- 
sions.     (1-52-60.)" 

Contrary  to  this  statement  of  the  plaintiffs,  the  Oklahoma 
District  Court  made  this  finding  [R.  Vol.  I,  p.  59]  : 

"27.  The  tuners  referred  to  in  Finding  26^^  do 
not  differ  in  any  essential  respect,  so  far  as  the 
question  of  infringement  is  concerned,  from  the  tuner 
manufactured  by  Crosley  Corporation  of  Cincinnati, 
Ohio,  and  which  was  the  accused  device  in  the  action 
entitled  LeRoy  J.  Leishman  v.  Associated  Wholesale 
Electric  Co.,  tried  in  the  Southern  District  of  Cali- 
fornia and  reported  in  36  F.   Supp.   804.      In   said 


iipinding  26  read  as  follows   [R.  Vol.  I,  p.  59]  : 

"26.  The  infringing  tuners  sold  by  defendant  are  exempli- 
fied generally  by  the  defendant's  exhibits  G  and  H.  These 
infringing  devices  were  manufactured  respectively  by  Radio 
Condenser  Company  and  General  Instrument  Corporation, 
which  are  the  joint  plaintiffs  in  an  action  now  pending  in 
the  District  Court  of  the  United  States,  Southern  District  of 
California,  Central  Division,  and  entitled :  Radio  Condenser 
Company  and  General  Instrument  Corporation  v.  LeRoy  J. 
Leishman,  No.  4395  B,  H." 
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action,  the  Circuit  Court  of  Appeals  for  the  Ninth 
Circuit  rendered  its  opinion,  reported  in  137  F.  (2d) 
722/' 

Immediately  following  the  last  quoted  words  from  the 
Brief  for  Plaintiffs-Appellees,  the  brief  says  that  the  Okla- 
homa court  ''does  not  even  adjudge  Re.  20,827  to  be  for 
the  same  invention  as  the  original  patent."  Here,  again, 
plaintiffs'  brief  is  in  error.  The  U.  S.  District  Court 
for  the  Western  District  of  Oklahoma  made  two  findings 
regarding  the  reissue  and  the  matter  of  whether  or  not 
it  was  for  the  same  invention  as  the  original  patent. 
These  were  findings  7  and  8,  which  read  as  follows  [R. 
Vol.  I,  p.  54] : 

"7.  The  reissue  patent  No.  20,827,  and  especially 
claims  7,  8,  9,  10  and  11  thereof,  are  for  the  same 
invention  as  patent  2,108,538;  and  it  appears,  from 
the  face  of  the  said  patent  2,108,538,  that  plaintiff 
intended  to  claim  the  invention  now  claimed  by  claims 
7,  8,  9,  10  and  11  in  the  reissue  patent  No.  20,827. 

''8.  The  reissue  patent  No.  20,827  conforms  in  all 
respects  with  the  requirements  of  Section  4916  of 
the  Revised  Statutes."  (Section  4916  is  the  reissue 
statute. ) 

In  conformity  with  these  and  other  findings,  the  first 
conclusion  of  law  read  [R.  Vol.  I,  p.  60]  : 

"1.  Claims  7,  8,  9,  10  and  11  of  the  reissue 
patent  No.  20,827  are  good  and  valid  in  law." 

And  paragraph  2  of  the  Interlocutory  Judgment  was  as 
follows   [R.  Vol.  I,  p.  61]: 

''2.  That  claims  7,  8,  9,  10  and  11  of  said  re- 
issue patent  are  good  and  valid  in  law." 

Any  criticism  which  the  plaintiffs  may  have  of  the  Okla- 
homa decision  is  of  course  irrelevant  to  the  matter  of 
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whether  or  not  they  are  bound  by  that  decision.  If  they 
aided  and  participated  in  the  defense  of  that  action  they 
are  bound  by  the  decision,  regardless  of  its  nature. 

Plaintiffs  make  no  attempt  to  refute  or  deny  the  evi- 
dence presented  by  the  defendant  regarding  the  nature  and 
extent  of  plaintiffs'  participation  in  the  Oklahoma  action. 

In  Appellant's  Opening  Brief  (pp.  53  to  65)  the  de- 
fendant showed  from  a  certified  copy  of  the  Oklahoma 
record  and  the  affidavit  of  Maxwell  James,  presented  on 
behalf  of  the  plaintiffs  themselves,  that: 

1.  Realizing  their  tuners  would  be  accused  as  infringe- 
ments of  defendant's  patent,  the  plaintiffs  prepared  a  legal 
defense  intended  to  make  it  appear  that  the  patent  claims 
were  invalid  as  involving  no  invention  over  the  prior  art. 
(Appellant's  Opening  Brief,  pp.  55,  56  and  57.) 

2.  In  order  to  implement  this  legal  defense,  two  special 
models  were  built  by  the  model  maker  of  plaintiff  Radio 
Condenser  Company. 

3.  One  of  these  models  was  a  representation  of  the 
Marschalk  tuner.  (See  Appellant's  Opening  Brief,  p. 
55.) 

4.  The  other  model  was  intended  to  show  ''how  the 
lever  device  of  the  Schaefer  patent  could  be  substituted 
for  the  lever  device  of  the  Marschalk  patent,  to  demon- 
strate that  there  was  no  invention  is  so  doing."  (See 
quotation  from  James'  affidavit  on  page  55  of  Appellant's 
Opening  Brief.) 

5.  On  April  2,  1946,  Mr.  Mueller,  who  conducted  the 
Oklahoma  defense,  telephoned  Mr.  James,  the  attorney 
in  patent  causes  for  both  of  the  plaintiffs  herein,  stating 
that  he,  Mr.  Mueller,  was  being  compelled  to  go  to  trial 
in  the  Oklahoma  suit  on  Monday,  April  29th,  and  that 
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he,  Mr.  Mueller,  did  not  have  any  or  many  physical  ex- 
hibits to  explain  to  the  Court  at  such  trial;  and  Mr. 
Mueller  inquired  whether  Mr.  James  was  in  possession 
of  any  physical  exhibits  that  he  might  lend  to  Mr.  Muel- 
ler.    (Appellant's  Opening  Brief,  pp.  54  and  55.) 

6.  In  response  to  Mr.  Mueller's  call  for  assistance, 
Mr.  James  delivered  to  Mr.  Mueller  the  two  models  which 
were  especially  built  to  demonstrate  the  defense  decided 
upon  by  the  plaintiffs  herein.  (Appellant's  Opening  Brief, 
p.  55.) 

7.  In  introducing  the  first  of  these  models,  Exhibit  L 
in  the  Oklahoma  action,  Mr.  Mueller  identified  himself 
with  the  plaintififs  herein,  saying  of  this  model:  "We 
have  no  facilities  for  it,  that  is,  that  electric  solenoid,  so 
we  have  merely  put  a  finger  button  on,  and  it  can  be 
operated  by  the  hand  in  exactly  the  fashion  that  lever 
can."     (Emphasis  added.) 

8.  In  introducing  the  second  of  the  said  models  at  the 
Oklahoma  trial,  Mr.  Mueller  said: 

'Tor  the  purpose  of  this  suit  and  an  explanation 
of  the  defendant's  position  on  invalidity,  we  have  a 
model.  Defendant's  Exhibit  M,  which  combines,  as 
we  will  later  show  a  lever  out  of  the  Marschalk 
patent,  a  lever  out  of  the  Schaefer  patent,  1906106, 
and  a  rocker  or  rotary  treadle  out  of  the  Marschalk 
patent,  20772897  [sic]:'  (Appellant's  Opening  Brief, 
p.  59.) 

9.  Mr.  Mueller  thus  announced  that  he  was  going  to 
present  the  legal  defense  which  was  embodied  in  the  model 
prepared  by  the  plaintiffs  herein. 

10.  These  models  were  the  only  models  used  at  the 
trial  that  were  constructed  for  defense  purposes,  all  the 
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other  models  being  regular  commercial  tuners  available 
on  the  market.  (Appellant's  Opening  Brief,  pp.  58,  59 
and  60.) 

11.  Mr.  Mueller's  sole  witness  against  the  patent  was 
Dr.  Spotts,  associate  professor  of  machine  design  at 
Northwestern  University.  Dr.  Spotts'  entire  testimony 
was  devoted  to  demonstrating  the  present  plaintiffs'  speci- 
ally constructed  models,  laying  a  background  for  the  same, 
and  explaining  the  defense  which  the  models  were  con- 
structed to  embody  and  demonstrate.  (Appellant's  Open- 
ing Brief,  pp.  60  and  61.) 

12.  Mr.  Mueller  admitted  that  "li  I  had  been  doing 
it  I  would  have  had  other  models."  (Appellant's  Open- 
ing Brief,  p.  62.) 

13.  The  present  plaintiffs  thus  were  responsible  for 
the  defense  presented  at  the  said  trial. 

The  plaintiffs  deny  none  excepting  the  thirteenth  item, 
but  attempt  to  pass  the  others  off  by  saying  (Brief  for 
Plaintiffs-Appellees,  pp.  71  and  72)  :  ''The  alleged  'par- 
ticipation' is  shown  to  have  consisted  merely  in  lend- 
ing to  Mr.  Mueller  (attorney  for  defendant  in  the  Okla- 
homa Case)  two  models,  both  of  which  had  been  in  Mr. 
James'  possession  for  years." 

It  must  be  borne  in  mind  that  these  models  had  been 
in  Mr.  James'  possession  for  years  for  the  very  purpose 
of  defending  the  plaintiffs'  tuners  against  a  charge  of 
infringing  Leishman's  patent  when  the  need  arose.  It 
must  also  be  borne  in  mind  that  the  prior  art  had  to  be 
examined  and  a  definite  defense  decided  upon  before 
models  could  be  constructed  to  demonstrate  such  defense. 
In  supplying  these  models  to  Mr.  Mueller,  at  his  request, 
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the  present  plaintiffs  used  the  Oklahoma  trial  to  present 
the  defense  which  they  had  prepared  in  the  hope  of  free- 
ing their  tuners  from  the  charge  of  infringement. 

The  plaintiffs  quote  (page  70  of  their  brief)  from  the 
Ninth  Circuit  Hy-Lo  case,  which  was  also  quoted  in  Ap- 
pellant's Opening  Brief  (page  63),  but  plaintiffs'  brief 
tries  to  make  it  appear  that  the  defendant  in  the  Hy-Lo 
case  was  freed,  despite  participation  in  the  former  action, 
merely  because  it  was  not  a  party  thereto,  whereas  the 
controlling  factor  was  the  fact  that  the  said  defendant 
did  not  make  the  articles  that  were  accused  in  the  former 
suit. 

The  Hy-Lo  case  and  the  law  governing  when  a  party 
is  bound  were  both  well  explained  by  this  Court  in  the  case 
of  National  Nut  Co.  of  California  v.  Sontag  Chain  Stores 
Co.,  Limited,  107  F.  (2d)  318,  at  322,  where  the  Court 
said: 

''*  *  *  The  evidences  establishes  that  the  iden- 
tical machine  alleged  to  infringe  was  furnished  to 
defendant  by  the  Susu  Nut  Company,  but  this  Com- 
pany was  never  made  a  party  to  the  actions,  and  there 
is  no  evidence  that  it  participated  in  any  phase 
thereof. 

'This  court  in  the  case  of  Hy-Lo  Unit  &  Metal 
Products  Co.  V.  Remote  Control  Mfg.  Co.,  9  Cir., 
1936,  83  F.  (2d)  345,  348-350,  fully  discussed  the 
question  as  to  when  a  person  not  formally  made  a 
party  to  an  action  may  be  estopped  by  the  decision 
therein.    We  there  said  (page  350  of  83  F.  (2d) 

"  These  decisions  by  the  Supreme  Court  establish 
the  proposition  that,  in  order  for  a  person  not  for- 
mally made  a  party  to  a  suit  to  be  estopped  by  the 
decision  therein,  he  must  either  be  in  privity  with  a 
party  thereto  in  the  strict  sense  of  the  term  or  he 
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mtist  not  only  aid  in  the  prosecution  or  defense  of 
a  suit,  but  have  the  right  to  participate  and  control 
such  prosecution  or  defense.  Neither  in  the  supple- 
mental bill  or  the  affidavits  are  there  any  facts  al- 
leged showing  a  right  of  the  appellee  to  participate  in 
and  conduct  the  defense  of  the  action.     *     *     *" 

''Again,  we  quoted  from  our  previous  decision  in 
Carson  Investment  Co.  v.  Anaconda  Copper  Mining 
Co.,  9  Cir.,  26  F.  (2d)  651,  657,  as  follows  (pages 
350  of  83  F.  (2d)): 

''  We  agree  with  appellee  in  the  contention  that 
the  judgment  could  not  be  relied  upon  as  an  estoppel 
merely  because  the  Anaconda  Copper  Company  con- 
tributed some  money  toward  the  defense  *  *  *; 
but  that  does  not  meet  the  broader  proposition  that 
if  the  Anaconda  Company  directed  its  counsel  to  con- 
fer with  counsel  for  the  American  Smelting  &  Re- 
fining Company,  and  if  such  counsel  participated  in 
the  preparation  of  the  case  for  trial  and  in  the  trial 
of  the  issues,  and  if  the  Anaconda  Company  had  the 
right  to  exercise  joint  control  over  the  litigation,  and 
did  actually  cooperate  with  the  American  Smelting  & 
Refining  Company  in  the  trial  and  appellate  courts 
*  *  *  it  became  privy  to  the  American  Smelting 
&  Refining  Company  suit.'  (All  italics  by  the  Court 
itself.) 

''We  think  that  the  same  rules  apply  to  the  converse 
situation,  where  it  is  sought  to  give  one  not  a  party 
to  the  action  the  benefits  of  the  decision  rendered 
therein.  There  is  no  evidence  whatever  to  the  effect 
that  the  Susu  Nut  Company  actually  controlled  and 
directed  the  defense  of  the  action  before  us,  or  that 
it  had  a  right  to  do  so." 

In  the  Hy-Lo  case,  the  defendant  participated  in  the 
defense  of  the  former  action,  but  was  a  stranger  there- 
to because  it  did  not  make  the  devices   involved   in   the 
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suit.  In  the  National  Nut  case,  the  Susu  Nut  Company 
made  the  alleged  infringing  machine,  but  there  was  ''no 
evidence  that  it  participated  in  any  phase  thereof." 

In  the  instant  case,  the  plaintiffs  state  in  paragraph 
8  of  the  complaint  itself  that  they  made  the  devices 
alleged  to  infringe  in  the  Oklahoma  action  [R.  Vol.  I, 
pp.  7  and  8],  and  their  participation  has  been  admitted 
by  the  plaintiffs'  own  counsel,  Maxwell  James,  as  well 
as  by  Foorman  L.  Mueller,  counsel  for  the  Oklahoma 
defendant.  The  plaintiffs  expect,  however,  to  escape  the 
consequences  of  this  participation  on  the  ground  that  they 
nevertheless  did  not  control  the  defense  of  the  Oklahoma 
action,  and  that  their  preparation  was  made  well  in  ad- 
vance. 

None  of  the  decisions  of  this  court  is  to  the  effect 
that  full  control  is  necessary  in  order  to  bind  the  third 
party.  Such  an  interpretation  would  entirely  nullify  the 
rule  that  binds  those  who  merely  aid  or  participate.  In 
this  Court's  decision  in  the  National  Nut  case,  supra,  it 
quoted  from  its  own  opinion  in  the  Anaconda  case,  sup- 
plying its  own  italics,  as  follows: 

".  .  .  if  the  Anaconda  Company  had  the  right 
to  exercise  joint  control  over  the  litigation,  and  did 
actually  cooperate  with  the  American  Smelting  &  Re- 
fining Company  in  the  trial  and  appellate  courts 
*  *  *  it  became  privy  to  the  American  Smelting 
&  Refining  Company  suit." 

It  is  thus  clear  that  if  the  third  party  has  the  right  to 
exercise  joint  control,  it  is  bound  if  it  merely  cooperates 
in  the  defense. 

This  Court  has  consistently  recognized  that  a  manufac- 
turer has  the  right  to  exercise  joint  control  over  a  suit 
brought  against  a  different  nominal  party   involving  the 


said  manufacturer's  product  if  the  nominal  party  con- 
sents to,  or  invites,  such  action  on  the  part  of  the  manu- 
facturer. These  decisions  do  not  go  so  far  as  to  state 
that  the  manufacturer  must  exercise  joint  control.  If  his 
relation  to  the  controversy  is  such  that  he  has  the  right 
to  exercise  such  joint  control,  he  is  then  bound  if  he 
merely  participates  in  the  defense. 

There  is  a  direct  parallel  between  the  present  case  and 
the  Anaconda  case  in  that  Mr.  Mueller,  counsel  for  the  de- 
fendant in  the  Oklahoma  action,  conferred  with  Maxwell 
James,  counsel  for  the  plaintiffs  herein,  requesting  his 
help. 

Also,  as  in  the  Anaconda  case,  these  plaintiffs  certainly 
"participated  in  the  preparation  of  the  case  for  trial,"  to 
use  the  words  of  this  court's  first  quotation  from  the 
Anaconda  opinion.  This  court  is  well  aware  that  those 
preparing  patent  cases  for  trial  very  commonly  prepare 
charts  so  that  the  facts  and  the  arguments  may  be  more 
easily  grasped.  The  plaintiffs  here  went  even  further  and 
produced  two  working  models  to  illustrate  and  demon- 
strate the  defense,  one  of  these  models  being  described 
by  plaintiffs'  counsel.  Maxwell  James,  as  "a.  model  show- 
ing how  the  lever  device  of  the  Schaefer  patent  could  be 
substituted  for  the  lever  device  of  the  Marschalk  patent, 
to  demonstrate  that  there  was  no  invention  in  so  doing." 
[James  affidavit,  R.  Vol.  I,  pp.  67  and  68.]  If  "one 
picture  is  worth  ten  thousand  words,"  one  three-dimen- 
sional working  model  like  this  ought  to  be  worth  ten  thou- 
sand charts. 

In  their  preparation  of  a  defense  to  free  their  tuners 
from  the  charge  of  infringement,  the  plaintiffs  here  did 
their  job  well.     That  is  apparent  from  Mr.  Mueller's  own 
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words  when  introducing  one  of  these  specially  constructed 

models : 

'Tor  the  purpose  of  this  suit  and  an  explanation 
as  illustrative  of  the  defendant's  position  on  in- 
validity, we  have  a  model,  Defendant's  Exhibit  M, 
which  combines,  as  we  will  later  show,  a  lever  out  of 
the  Marschalk  patent,  a  lever  out  of  the  Schaefer 
patent,  1906106,  and  a  rocker  or  rotary  treadle  out 
of  the  Marschalk  patent,  20772897  [sic]:' 

In  his  Second  Affidavit  in  Support  of  Motion  under 
Rule  15(d)  [R.  Vol.  I,  pp.  69  to  72]  to  which  the  Court 
is  respectfully  referred,  Leishman  sets  forth  several  perti- 
nent facts  pertaining  to  the  said  model  M.  This  affidavit 
included  the  following: 

"7.  That  early  in  the  trial  of  the  said  Oklahoma 
action,  Mr.  Mueller,  counsel  for  the  defendant  there, 
stated  that  Dr.  Spotts,  who  was  then  in  Chicago, 
could  be  present  at  the  trial  only  on  Wednesday,  May 
first,  and  that  he,  Mueller,  therefore  wanted  per- 
mission to  put  Dr.  Spotts  on  the  witness  stand  on 
that  day  irrespective  of  whether  or  not  the  plaintiff 
had  finished  presenting  his  case;  and  that  in  order 
to  secure  such  consent,  Mr.  Mueller  exhibited  the 
said  model  Exhibit  M  and  stated  that  Dr.  Spotts' 
testimony  would  consist  solely  of  an  explanation  of 
the  Marschalk  and  Schaefer  devices  and  of  the  model 
last  above  mentioned. 

"8.  That  the  said  model  Exhibit  M  was  of  such 
a  nature  that  it  was,  and  would  be,  perfectly  obvious 
to  anyone  familiar  with  the  Marschalk  and  Schaefer 
patents,  how  the  said  model  was  intended  to  be  used 
at  the  trial — so  much  so,  in  fact,  that  Mr.  John  Flam 
and  affiant  were  able,  merely  as  a  result  of  seeing  the 
said  model,  to  prepare  Dr.  Spotts'  cross-examination 
before  he  had  even  left  Chicago." 


That  Dr.  Spotts  did  confine  his  testimony  to  this  model 
and  the  Schaefer  and  Marschalk  patents  whose  teachings 
were  alleged  to  be  combined  therein,  was  demonstrated 
on  pages  60  and  61  of  Appellant's  Opening  Brief.  The 
entire  defense  in  the  Oklahoma  case  was  thus  a  mere 
presentation  of  what  the  present  plaintiffs  had  prepared. 

The  plaintiffs  say  at  the  top  of  page  72  of  their  brief 
that  ''neither  of  these  models  was  constructed  for  the 
Oklahoma  case,"  and  that  they  had  both  "been  in  Mr. 
James'  possession  for  years."  But  the  plaintiffs  do  not 
say  that  these  models  had  ever  been  used  in  any  other 
case,  and  they  certainly  do  not  deny  that  they  were  con- 
structed for  the  special  purpose  of  trying  to  show  that 
defendant's  structure  could  be  arrived  at  without  inven- 
tion— in  fact,  the  James  affidavit  set  forth  that  this  was 
the  express  purpose  of  one  of  them. 

The  claim  that  these  models  had  been  in  Mr.  James' 
possession  for  years,  is  evidently  intended  to  mean  that 
if  his  preparation  for  a  trial  involving  the  plaintiffs' 
tuners  had  not  been  started  until  a  suit  was  filed,  the 
plaintiffs  might  conceivably  be  bound;  but  if  the  plain- 
tiffs used  foresight  and  prepared  for  a  trial  well  in  ad- 
vance, they  could  turn  the  results  of  their  preparation 
over  to  the  customer  and  avoid  being  bound  by  the  judg- 
ment in  the  event  that  the  customer  lost.  Does  this  make 
sense  ? 

Even  though  there  has  not  been  a  trial  in  the  present 
case,  these  briefs  have  shown  that  enough  documentary 
evidence  was  presented  in  support  of  defendant's  Motion 
under  Rule  15d  [R.  Vol.  I,  pp.  63-65]  to  sustain  the  de- 
fense that  the  plaintiffs  herein  are  bound  by  the  judgment 
in  the  Oklahoma  case.     The   District   Court  accordingly 


should  have  granted  leave  to  the  defendant  to  file  the 
supplemental  answer  setting  forth  this  defense.  It  should 
also  have  held  that  the  plaintiffs  were  bound  by  the  Okla- 
homa judgment. 

This  Honorable  Court  should  rule  that  the  evidence 
proves  the  plaintiffs  participated  in  the  Oklahoma  action, 
and  the  case  should  be  remanded  to  the  District  Court  with 
instructions  that  said  court  permit  the  filing  of  the  sup- 
plemental answer  and  second  supplemental  counterclaim 
and  that  it  hold  that  the  plaintififs  are  bound  by  the  Okla- 
homa judgment. 

If  this  Court  should  feel  for  any  reason  that  the  defense 
of  participation  has  not  been  established,  certainly  it  must 
agree  that  the  defense  is  a  proper  one.  In  that  event  the 
defendant  should  be  permitted  to  make  the  supplemental 
pleading  and  to  present  further  evidence  at  a  trial. 

This  Court  should  not  overlook  the  fact  that  the  defend- 
ant need  not  establish  any  other  defense  if  it  can  be  shown 
that  the  plaintiffs  are  estopped  by  the  Oklahoma  judgment. 
If  this  Court  is  not  ready  now  to  rule  in  favor  of  the  de- 
fendant, he  is  accordingly  entitled  to  a  trial. 
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BRIEF  FOR  CROSS-APPELLEE. 

As  stated  in  the  Brief  on  Plaintiffs'Appellees'  Cross- 
Appeal,  the  cross-appeal  is  concerned  only  with  the  re- 
striction of  the  original  injunction  by  the  addition  of  a 
seventh  paragraph  reading : 

"This  judgment  shall  not  be  construed  to  mean  that 
the  defendant  is  enjoined  from  proceeding  in  the  case 
of  LeRoy  J.  Leishman  v.  The  Richards  and  Conover 
Company,  Civil  Action  No.  2155  of  the  United  States 
District  Court  for  the  Western  District  of  Oklahoma, 
and  defendant  is  not  enjoined  from  proceeding  against 
Galvin  Manufacturing  Company." 

In  order  to  determine  whether  plaintiffs'  cross-appeal 
has  any  merit,  it  is  necessary  to  know  why  the  seventh 
paragraph  was  added  to  the  injunction  in  the  first  place. 

The  suit  of  LeRoy  J.  Leishman  v.  The  Richards  and 
Conover  Company,  Civil  Action  No.  2155  of  the  United 
States  District  Court  for  the  Western  District  of  Okla- 
homa, mentioned  in  the  appended  seventh  paragraph  to 
the  injunction,  was  filed  before  the  present  suit  was  in- 
stituted [R.  Vol.  I,  p.  4,  par.  4].  Plaintiffs  are  thus 
wrong  in  saying  at  the  bottom  of  page  76  that  ''Appel- 
lant's avowed  purpose  in  that  suit  is  to  secure  a  decision 
which  is  in  conflict  with  the  judgment  in  this  case."  Not 
only  was  the  Oklahoma  suit  filed  before  the  present  suit, 
but  the  judgment  therein  was  rendered  on  June  10,  1946 
[R.  Vol.  I,  pp.  60-62],  before  the  judgment  was  entered 
in  the  present  case  on  September  12,  1946  [R.  Vol.  I,  pp. 
94-96].  Defendant's  avowed  purpose  in  the  Oklahoma 
suit  was  to  secure  an  independent  adjudication  of  the 
issues  of  validity  and  infringement  in  a  circuit  other 
than  the  Ninth,  in  the  hope  of  obtaining  a  decision  in 
conflict  with  that  of  this  Appellate  Court  in  the  Asso- 


dated  case  so  that  a  controlling  opinion  might  be  obtained 
from  the  Supreme  Court. 

The  present  suit  was  instituted  to  prevent  the  defend- 
ant from  obtaining  an  independent  adjudication  in  an- 
other circuit.  The  plaintiffs  knew  that  an  independent 
adjudication,  based  upon  full  evidence  as  to  the  well- 
known  equivalency  of  levers  and  plungers  in  this  art  be- 
fore defendant's  patent  was  granted,  would  bring  out  the 
fact  that  this  Court's  holding  of  non-infringement  in  the 
Associated  case  was  incorrect;  and  they  therefore  tried  to 
stop  the  Oklahoma  suit  and  shift  the  controversy  to  the 
Ninth  circuit  where  they  hoped  to  obtain  a  rubber-stamped 
decision  based  upon  this  Court's  opinion  in  the  Associated 
case. 

The  plaintiffs  failed  to  stop  the  Oklahoma  trial,  and 
the  claims  of  Leishman's  patent  here  at  issue  were  con- 
sequently held  ''clearly  valid  and  clearly  infringed."  The 
Richards  and  Conover  Company,  the  nominal  defendant 
in  the  Oklahoma  action,  has  appealed  from  that  judg- 
ment.^^ 

As  the  injunction  herein  was  originally  drawn,  it  would 
have  prevented  Leishman  from  defending  the  Oklahoma 
appeal.  It  would  also  have  prevented  him  from  bringing 
an   action   to   recover    from   The   Galvin    Manufacturing 


^^If  the  Tenth  Circuit  Court  of  Appeals  affirms  the  Oklahoma 
judgment,  the  conflict  between  its  opinion  and  that  of  this  Court 
in  the  Associated  case  will  constitute  sufficient  grounds  for  the 
Supreme  Court  to  grant  a  petition  by  the  Oklahoma  defendant  for 
a  writ  of  certiorari.  It  should  not  be  necessary,  however,  for  the 
Supreme  Court  to  resolve  such  a  conflict.  Now  that  the  equi- 
valency of  levers  and  plungers  for  operating  tuners  and  moving 
tappets  has  been  shown  by  defendant  and  admitted  by  plaintiffs 
in  the  prior  Kettell,  Peck  and  Philips  patents  (pp.  17  and  18  hereof), 
this  Court  should  render  a  decision  forthwith  to  the  effect  that  the 
plungers  and  levers  are  equivalents  and   that   plaintiffs'   tuners  are 


Company,  manufacturer  of  the  radio  receivers  sold  by 
the  nominal  defendant  in  the  Oklahoma  case,  which  said 
receivers  contained  tuners  made  by  the  plaintiffs  in  the 
instant  action.  Mr.  Mueller,  who  handled  the  defense  at 
the  Oklahoma  trial,  stated  that  he  was  retained  for  that 
purpose  by  the  said  Galvin  Manufacturing  Company,  and 
the  Oklahoma  Court  accordingly  ruled  in  finding  3  [R.  I, 
p.  53]  that  the  ''said  Galvin  Manufacturing  Corporation 
is  bound  by  the  judgment  herein." 

The  paragraph  that  was  added  to  the  injunction  simply 
permits  Leishman  to  defend  on  appeal  the  judgment  which 
he  won  in  Oklahoma,  and  to  bring  an  appropriate  action 
against  the  said  Galvin  Manufacturing  Company. 

The  Kessler  v.  Eldred  decision,  cited  by  the  plaintiffs, 
is  not  at  all  in  point  here.  Four  different  suits  were  in- 
volved in  that  controversy.  In  the  first  suit,  Eldred, 
who  owned  the  Chambers  patent,  brought  suit  against 
Kessler,  a  manufacturer,  for  infringement  of  the  Cham- 
bers patent.  In  that  first  suit,  the  Court  held  that  Kess- 
ler, the  manufacturer,  did  not  infringe  Eldred's  patent. 
Eldred  then  filed  a  second  suit,  this  time  against  a  differ- 
ent manufacturer,  alleging  infringement  by  the  same  type 
of  device  that  Kessler,  the  first  manufacturer,  was  mak- 
ing.    In  this  second  suit,  Eldred  prevailed  and  the  device 

infrinp^ements.  Such  an  action  by  this  Court  would  eliminate  any 
conflict  between  the  circuits,  save  the  time  of  the  Supreme  Court, 
and  avoid  unnecessary  additional  litigation. 

Expeditious  action  by  this  Court  can  even  make  it  impossible 
for  the  Oklahoma  defendant  to  represent  before  the  Tenth  Circuit 
Court  of  Appeals  that  this  Ninth  Circuit  Court  of  Appeals  has  an 
opinion  contrary  to  what  it  now  knows  the  facts  to  be.  The  record 
on  appeal  has  not  yet  been  printed  in  the  Oklahoma  case,  and  there 
is  thus  time  to  remove  the  Oklahoma  appellant's  present  opportunity 
of  urging  this  Court's  opinion  in  the  Associated  case,  rendered  on 
an  inadequate  record,  as  a  proper  basis  for  comity. 
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was  held  to  be  an  infringement.  Armed  with  this  deci- 
sion in  his  favor,  Eldred  brought  a  third  suit.  This  third 
suit  was  brought  against  Breitwieser,  a  customer  of  Kess- 
ler,  the  manufacturer  against  whom  Eldred  had  directed 
his  initial  suit.  Breitwieser,  in  this  third  suit,  was  charged 
with  infringing  Eldred's  patent  by  selling  the  Kessler 
lighter,  which  in  the  first  suit  was  declared  not  to  be  an 
infringement.  Kessler,  not  Eldred,  then  filed  the  fourth 
suit,  entitled  Kessler  v.  Eldred,  and  it  was  this  fourth  suit 
that  got  up  to  the  Supreme  Court.  With  this  background 
information,  the  plaintiffs'  quotations  from  the  Supreme 
Court  decision  in  the  case  of  Kessler  v.  Eldred  will  have 
more  significance,  especially  if  the  different  suits  are 
parenthetically  identified.  In  mentioning  the  question  to 
be  decided,  the  Supreme  Court  said: 

''First.  Did  the  decree  in  Kessler's  favor,  ren- 
dered by  the  circuit  court  for  the  district  of  Indiana 
in  the  suit  of  Eldred  against  Kessler  (the  first  suit), 
have  the  effect  of  entitling  Kessler  to  continue  the 
business  of  manufacturing  and  selling  throughout 
the  United  States  the  same  lighter  he  had  theretofore 
been  manufacturing  and  selling,  without  molestation 
by  Eldred,  through  the  Chambers  patent? 

"Second.  Did  the  decree  (in  the  first  suit)  men- 
tioned in  the  first  question  have  the  effect  of  making 
a  suit  by  Eldred  against  any  customer  of  Kessler's 
for  alleged  infringement  of  the  Chambers  patent  by 
use  or  sale  of  Kessler's  lighters  a  wrongful  inter- 
ference by  Eldred  with  Kessler's  business?"  (206 
U.  S.  at  286.)      (Parenthetical  explanations  added.) 

The  Supreme  Court  answered  both  of  these  questions 
in  the  af^rmative.  It  thus  held  that  the  first  suit  that  de- 
termined the  status  of  Kessler's  tuners  should  thereafter 
be  controlling.    The  reason  the  Breitwieser  suit  (the  third 


in  the  series)  was  out  of  order  was  because  it  had  already 
been  adjudicated  in  the  first  action  that  Kessler's  tuners 
were  not  infringements.  It  was  not  the  last  suit  that 
determined  their  status;  the  last  suit  said  it  was  the  first 
suit  that  did  this.  There  was  thus  nothing  retroactive 
about  the  decision. 

In  the  instant  case,  the  plaintiffs  are  trying  to  make 
the  judgment  between  the  manufacturers  and  the  patentee 
in  the  California  Court  apply  retroactively  to  The  Rich- 
ards and  Conover  Company  and  their  privies.  The  status 
of  the  tuners  in  the  Oklahoma  case  was  determined  three 
months  before  the  judgment  was  entered  in  the  present 
case. 

If  Leishman,  who  lost  against  Crosley  in  the  Associated 
case,  should  now,  having  won  in  Oklahoma,  file  another 
suit  against  a  Crosley  jobber,  his  action  would  be  the  same 
as  that  of  Eldred  when  he  filed  his  suit  against  Breit- 
wieser,  the  Kessler  jobber.  When  Leishman  sued  The 
Richards  and  Conover  Company,  however,  there  had  been 
no  prior  adjudication  of  the  status  of  plaintiffs'  tuners. 

The  injunction,  as  modified  by  the  additional  seventh 
paragraph,  prohibits  the  defendant  from  filing  suits 
against  any  customers  of  the  plaintiffs  who  were  not  in- 
volved in  the  Oklahoma  action;  but  he  is  not  enjoined 
from  protecting  the  judgment  that  he  had  already  won 
against  the  Oklahoma  defendant  and  its  privies. 

''Not  only  preliminary  injunctions,  but  also  final 
injunctions,  are  within  the  discretion  of  the  court. 
This  is  true  also  in  case  of  mandatory  injunctions. 
The  equities  of  the  particular  case  must  govern,  and 
no  injunction  should  be  granted  in  any  case  which 
will  necessarily  operate  contrary  to  the  real  justice  of 
the  case."     Cyclopedia  of  Federal  Procedure,  Second 


Edition,   section  6552,  pp.   94  and  95,   published  by 
Callaghan  and  Company,  Chicago,  1944. 

Had  the  judgment  in  the  present  case  not  been  modified 
by  the  addition  of  the  seventh  paragraph,  to  which  the 
plaintiffs  object,  the  defendant  would  have  been  deprived 
of  the  patentee's  recognized  right  to  an  independent  ad- 
judication of  his  rights  in  a  second  circuit — in  fact,  he 
would  have  been  deprived  of  such  independent  adjudica- 
tion after  he  had  already  obtained  it. 

''Before  the  establishment  of  the  Circuit  Courts 
of  Appeals,  an  adverse  decision  as  to  the  validity  of 
a  patent  in  one  circuit  appears  not  to  have  foreclosed 
litigation  of  the  same  issue  in  another,  see  Barbed 
Wire  Patent  143  U.  S.  275,  12  S.  Ct.  443,  450,  36 
L.  Ed.  154;  compare  United  States  v.  American  Bell 
Telephone  Co.,  128  U.  S.  315,  372,  9  S.  Ct.  90,  32 
L.  Ed.  450.  That  it  does  not  now  is  implicitly 
RECOGNIZED  by  the  practice  established  under  section 
240(a)  of  the  Judicial  Code  28  U.  S.  C.  A.  ^ 
347(a)  and  Rule  38  (5)  of  this  Court  (28  U.  S.  C, 
A,  following  section  354),  that  certiorari  will  not 
usually  be  granted  in  patent  cases  unless  there  is  a 
conflict  in  the  decisions  of  Circuit  Courts  of  Appeals. 
We  conclude  that  neither  the  rules  of  the  common 
law  applicable  to  successive  litigations  concerning  the 
same  subject-matter,  nor  the  disclaimer  statute,  pre- 
cludes relitigation  of  the  validity  of  a  patent  claim 
previously  held  invalid  in  a  suit  against  a  different 
defendant. 

''It  follows  that  want  of  disclaimer  of  claims  pre- 
viously held  invalid  can  never  be  set  up  as  a  bar  in 
limine  to  the  maintenance  of  a  second  suit  upon  those 
claims,  and  any  others  of  the  patent,  since  the 
patentee  is  entitled  to  invoke  in  that  suit  the  inde- 
pendent judgment  of  the  court  upon  the  validity  of 


—50— 

the  claims  which  have  been  held  invalid'^     (Empha- 
sis added.) 

Triplett  et  al.  v.  Lowell  et  aL,  297  U.  S.  638,  56 
S.  Ct.  645  at  648. 

Had  the  injunction  herein  not  been  modified  by  the 
addition  of  the  seventh  paragraph,  the  patentee  would 
have  been  deprived  of  an  adjudication  in  the  Tenth  Cir- 
cuit in  conflict  with  the  decision  of  this  Ninth  Circuit 
Court  of  Appeals  in  the  Associated  case.  The  District 
Court  did  not  think  that  was  proper.  Furthermore,  the 
District  Court  had  no  jurisdiction  to  issue  an  injunction 
that  would  in  effect  reverse  the  judgment  of  another  Dis- 
trict Court  in  another  circuit.  That  would  have  been  the 
effect  of  enjoining  Leishman  from  defending  the  appeal 
from  the  Oklahoma  decision. 

The  additional  seventh  paragraph  of  the  injunction  is 
manifestly  proper  and  should  stand. 

Of  course,  if  the  summary  judgment  is  set  aside,  or  if 
the  judgment  of  the  lower  Court  is  reversed,  the  injunc- 
tion in  its  entirety  will  be  wiped  out;  and  defendant's 
briefs  have  demonstrated  that  this  Court  should  take  such 
action. 

Conclusion. 

The  conclusion  to  Appellant's  Opening  Brief,  pp.  78  to 
80,  summarized  the  various  issues  and  recommended  the 
individual  rulings  that  would  be  consistent  with  the  evi- 
dence, but  it  is  respectfully  submitted  that  this  Court 
should  act  upon  all  the  issues  by  holding: 

1.  That  summary  judgment  should  not  have  been 
granted  against  the  defendant  in  direct  conflict  with  the 
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judgment  of  another  district  court  rendered  after  a  full 
trial; 

2.  That  summary  judgment  should  not  have  been  en- 
tered against  the  defendant  on  the  basis  of  stare  decisis  in 
view  of  this  Court's  opinion  in  the  case  of  Leislwtan  v. 
Associated  Wholesale  Electric  Company,  because  the  rec- 
ord herein  is  vastly  different. 

3.  That  the  summary  judgment  was  improper  for  the 
additional  reason  that  the  defendant  was  entitled  to  every 
opportunity  to  establish  the  proper  and  legitimate  defense 
that  the  plaintiffs  are  bound  by  the  judgment  in  the  Okla- 
homa action; 

4.  That  the  defendant's  First  Supplemental  Answer 
and  Second  Supplemental  Counterclaim  should  be  en- 
tered ; 

5.  That  the  plaintiffs  are  bound  by  the  judgment  of 
the  United  States  District  Court  for  the  Western  District 
of  Oklahoma  in  the  case  of  LeRoy  J.  Leishman  v.  The 
Richards  and  Conover  Company,  Civil  Action  2155,  be- 
cause of  their  participation  in  the  defense  of  that  suit; 

6.  That  irrespective  of  the  fact  that  the  plaintiffs  are 
bound  by  the  Oklahoma  judgment,  the  claims  here  at  issue 
are  valid  with  respect  to  these  plaintiffs  because  the  said 
plaintiffs  urge  that  this  Court  apply  the  holdings  of  its 
decision  in  the  Associated  case,  which  said  decision  re- 
stored the  presumption  of  validity  to  the  patent,  the  evi- 
dence against  validity  in  the  Associated  case  and  the 
briefs  attacking  the  patent  having  been  insufficient  to 
cause  this  Court  to  formulate  an  opinion  that  the  claims 
were  invalid; 

7.  That  the  Mackeown  affidavit,  filed  on  behalf  of  the 
plaintiffs,  asserts  that  plaintiffs'  tuners  are  the  same  as 
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the  Crosley  tuner  involved  in  the  Associated  case  in  so  far 
as  the  claims  here  at  issue  are  concerned; 

8.  That  the  rocker  and  tappet  of  plaintiffs'  tuners  are 
therefore  the  same  in  so  far  as  these  claims  are  concerned 
as  the  rocker  and  tappet  in  the  Crosley  tuner,  which  were 
held  in  the  Associated  case  to  be  equivalents  of  the  corre- 
sponding elements  of  the  patent; 

9.  That  the  objects  of  the  original  and  reissue  patents 
(in  which  the  drawings  and  specification  are  identical) 
reveal  that  the  patentee  did  not  regard  the  operating  mem- 
ber as  being  essentially  a  lever; 

10.  That  claim  5,  for  the  reason  that  it  was  a  part  of 
the  original  patent  when  it  issued,  must  be  taken  into  con- 
sideration when  examining  the  original  patent  for  the 
purpose  of  determining  the  patentee's  original  intent;  and 
that  the  said  claim  5,  which  did  not  call  for  the  operating 
member  as  an  element  of  the  combination,  clearly  revealed 
that  the  patentee  recognized  his  invention  could  be  present 
irrespective  of  the  nature  of  the  operating  means ; 

11.  That  with  respect  to  the  equivalency  of  plungers 
and  levers,  the  record  herein  is  vastly  different  from  that 
in  the  Associated  case; 

12.  That  plaintiffs,  even  if  they  were  not  bound  by 
the  Oklahoma  judgment,  cannot  avoid  infringement  of 
claims  9,  10  and  11  by  using  a  plunger  instead  of  a  lever 
as  the  operating  members  called  for  therein,  because  it 
has  been  shown  by  the  record  now  before  this  Court  that 
these  elements  were  well  known  in  the  art  as  proper  sub- 
stitutes in  the  operation  of  automatic  tuners  and  for  mov- 
ing tappets  when  the  patent  at  issue  was  granted; 

13.  That  irrespective  of  the  equivalency  of  levers  and 
plungers,  the  plaintiffs  infringe  claims  7  and  8   for  the 
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reason  that   these   claims   do   not   call   for   the   operating 
member  as  an  element  of  the  combination;  and 

14.  That  since  ''that  which  is  common  and  well  known 
is  as  if  it  were  written  out  in  the  patent  and  delineated  in 
the  drawings,"  both  the  original  and  reissue  patents  must 
be  construed  as  if  levers  and  plungers  were  shown  therein 
as  alternative  means  for  moving  the  adjustable  position- 
ing elements,  or  tappets;  and  that  the  original  and  reissue 
patents  are  thus  clearly  for  the  same  invention  irrespec- 
tive of  the  evidence  to  this  effect  contained  in  the  objects 
and  in  original  claim  5. 

If,  in  the  Court's  view,  it  has  not  yet  been  conclusively 
established  that  controlling  issues  can  only  be  resolved  in 
defendant's  favor,  then  a  trial  is  essential;  because  if  the 
defendant  can  establish  only  the  single  defense  that  the 
plaintiffs  are  bound  by  the  Oklahoma  judgment,  all  other 
issues  are  immaterial  in  so  far  as  these  plaintiffs  are  con- 
cerned, regardless  of  how  such  other  issues  might  other- 
wise be  decided. 

If  the  issue  of  validity  is  to  be  tried,  the  lower  court 
should  be  required  to  insist  that  the  plaintiffs  answer 
Defendant's  Interrogatories  4,  5,  6,  7,  9,  10,  11,  17  and  18. 

Respectfully  submitted, 
LeRoy  J.  Leishman, 
Defendant,  in  Propria  Persona. 
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I. 

Introduction. 

The  questions  of  the  Honorable  Judge  Bone  regarding 
the  finaHty  of  the  decision  of  the  Patent  Office  in  grant- 
ing a  reissue,  which  were  asked  at  the  hearing  on  the 
appeal,  were  particularly  pertinent  because  of  the  state- 
ment in  this  Court's  opinion  in  the  Associated  case  that 
if  the  claims  of  the  reissue  patent  ''do  not  include  levers, 
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the  claims  are  not  for  the  same  invention  as  the  original 
patent  and  hence  are  invalid.  If  they  do  include  levers, 
the  claims  are  not  infringed,  for  the  accused  device  con- 
tains no  lever/' 

Despite  this  statement,  the  opinion  nevertheless  went  on 
to  consider  whether  the  plungers  and  levers  were  equiva- 
lents. Inasmuch  as  the  opinion  had  just  previously  said 
that  the  reissue  claims  are  not  for  the  same  invention  as 
the  original  unless  they  include  levers,  the  subsequent  con- 
sideration of  this  subject  of  equivalency  seemed  to  mean 
that  the  claims  would  nevertheless  be  infringed  if  the 
plungers  and  levers  were  equivalents.  Otherwise,  there 
was  no  apparent  pertinence  in  considering  whether  they 
were  equivalents  and  in  the  holding  that  they  were  not. 
Because  of  the  controlling  significance  thus  apparently  at- 
tached to  this  matter  when  the  Associated  decision  was 
rendered,  the  patentee  proceeded  in  the  present  action  to 
establish  infringement  by  introducing  evidence,  not  previ- 
ously before  the  court,  proving  that  plungers  and  levers 
have  long  been  known  as  proper  substitutes  in  this  art 
and  that  they  meet  the  requirements  for  mechanical  equiva- 
lents made  by  the  Supreme  Court. 

It  is  now  clear,  however,  that  it  is  advisable  to  con- 
sider whether  the  reissue  claims  need  to  include  levers 
in  order  to  be  for  the  same  invention  as  the  original 
patent.  In  this  connection,  the  defendant  appreciates  the 
helpful  remark  which  the  Honorable  Judge  Matthews 
made  at  the  hearing  to  the  effect  that  if  all  the  present 
evidence  as  to  the  equivalency  of  plungers  and  levers  had 
been  in  the  Associated  record,  it  would  not  have  made  the 
slightest  difference  in  his  opinion,  but  that  he  could  not 
speak  for  his  colleagues. 
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The  consideration  of  the  equivalency  of  levers  and 
plungers  at  the  close  of  the  Associated  decision  thus  appar- 
ently had  nothing  to  do  with  the  formulation  of  the 
Honorable  Judge  Matthews'  individual  opinion  in  that 
case.  The  holding  that  these  elements  are  not  equivalents 
nevertheless  forms  part  of  the  total  opinion  of  this  Court 
as  it  appears  in  the  published  decision,  and  this  issue  there- 
fore cannot  safely  be  ignored  by  any  litigant  in  any  action 
where  the  Associated  opinion  might  apply. 

The  hearing  thus  showed  that  two  questions  must  be 
considered  on  the  matter  of  infringement:  whether 
plungers  and  levers  are  equivalents,  and  whether  the  re- 
issue claims  need  to  include  levers  in  order  to  be  for 
the  same  invention  as  the  original  patent.  For  reasons 
hereinbefore  stated,  the  latter  question  was  given  little 
consideration  in  defendant's  previous  briefs;  but  the  in- 
terest shown  by  the  Court  in  this  aspect  of  the  case  at  the 
hearing  makes  it  advisable  that  the  subject  be  more  thor- 
oughly treated  in  connection  with  the  pertinent  decisions. 

In  view  of  the  statement  of  the  Honorable  Judge  Orr 
that  the  defendant  could  safely  assume  that  the  court 
would  like  additional  information  on  all  the  issues,  cer- 
tain other  subjects  will  also  be  concisely  treated.  The 
pendency  of  another  case  in  this  circuit,  and  the  appeal 
now  before  the  Tenth  Circuit  Court  of  Appeals,  both  in- 
volving this  same  patent,  makes  it  particularly  imi)ortant 
that  this  court  be  well  informed  on  the  i)ertinent  law 
when  deciding  the  issues  now  before  it. 


11. 

The  Scope  of  the  Summary  Judgment. 

As  stated  on  the  first  page  of  the  patent  here  in  suit 
[R.,  Vol.  II,  p.  169,  column  1,  lines  30  to  33],  one  of  the 
objects  of  defendant's  invention  is  ''to  afford  means 
whereby  the  apparatus  may  easily  be  adjusted  so  that  a 
definite  manual  operation  will  cause  the  desired  rotatable 
element  [radio  tuning  dial]  to  be  turned  to  a  desired 
position."  This  involved  the  overcoming  of  unexpected 
problems  and  unobvious  difficulties  discussed  at  length  in 
the  briefs  on  the  issue  of  validity  in  the  Associated  case. 
This  appeal  is  not  concerned  with  these  problems  and  their 
solution,  because  plaintiffs'  Motion  for  Summary  Judg- 
ment asked  for  a  decision  on  the  question  of  infringement 
only.  Sufhce  it  to  say,  however,  that  these  difficulties 
were  overcome  by  constructing  and  arranging  the  rocker 
and  tappet  so  that  their  axes  of  rotation  are  coincident 
or  in  line  (coaxial)  when  these  two  members  are  in  com- 
plete engagement,  as  illustrated  and  described  in  the  orig- 
inal and  reissue  patents. 

Such  a  rocker  and  tappet  combination,  plus  a  spring  for 
moving  the  tappet  away  from  the  rocker,  are  the  only 
elements  called  for  in  claims  7  and  8,  which  cover  the 
very  heart  of  the  invention.  No  lever  or  plunger  or  other 
operating  member  is  mentioned  in  these  two  claims,  be- 
cause it  manifestly  makes  no  difference  how  the  tappet  is 
moved  into  engagement  with  the  rocker. 

This  basic  combination  is  admittedly  present  in  plain- 
tiffs' tuners,  but  the  summary  judgment  was  requested 
in  order  to  determine  whether  the  plaintiffs  can  appro- 
priate this  combination  and  avoid  infringement  of  all  the 
claims  simply  by  using  a  plunger  as  the  "manually  oper- 
able means"  or  ''manually  operable  member"  called  for  in 
claims  9,  10  and  11. 
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III. 
Re  the  Equivalency  of  the  Plungers  and  Levers. 

In  view  of  opposing  counsel's  recent  concession  that 
plungers  and  levers  were  both  old  in  the  radio  tuning 
art,  only  a  few  more  points  need  now  to  be  cleared  up 
on  the  subject  of  equivalency  before  passing  on  to  a  dis- 
cussion of  whether  the  reissue  claims  must  include  levers 
in  order  to  be  for  the  same  invention  as  the  original 
patent. 

When  the  defendant  was  discussing  the  evidence  of  the 
equivalency  of  plungers  and  levers  at  the  hearing,  the 
Honorable  Judge  Bone  asked  about  the  use  of  plungers 
in  this  particular  art.  When  the  defendant  mentioned  the 
1883  device  of  Kettell,  shown  on  the  insert  between  pages 
36  and  37  of  Appellant's  Opening  Brief,  Judge  Bone  in- 
quired as  to  the  pertinence  of  this  to  the  automatic  tun- 
ing of  a  radio  receiver.  The  defendant  wishes  to  point 
out  that  the  Kettell  device,  which  is  disclosed  more  fully 
in  the  patent  itself  in  Vol.  II  beginning  on  page  178,  was 
an  electric  clock  setting  mechanism,  intended  for  the 
specific  purpose  of  bringing  the  minute  hand  exactly  to 
the  perpendicular  position  in  line  with  the  figure  12  in 
response  to  an  electrical  impulse.  This  is  the  same  gen- 
eral problem  as  that  with  which  we  are  concerned  in 
turning  a  radio  tuning  dial  to  a  specific  position.  With 
Kettell's  clock,  however,  the  angular  position  to  which 
the  minute  hand  must  be  turned  was  always  the  same, 
whereas  an  automatic  tuner  must  be  capa])le  of  advance 
adjustment  so  that  the  plunger  or  lever  will  rotate  the 
dial  or  knob  to  the  particular  angular  position  required 
for  whatever  station  the  user  may  desire. 


Regarding  this  more  specific  field,  the  Honorable  Judge 
Bone  asked  what  prior  art  patents  showed  the  use  of 
plungers  in  devices  intended  for  tuning  radio  sets.  The 
following  list  shows  the  tuner  patents  in  Volume  II  of  the 
present  record  that  disclose  the  use  of  plungers,  together 
with  the  figures  in  which  the  plungers  may  be  seen,  and 
the  reference  numbers  by  which  the  plungers  may  ])e  iden- 
tified: 

Bast,  p.  186,  Fig.  2,  plunger  12; 

Marvin,  p.  190,  Fig.  1,  plungers  2,  3,  4,  5,  6  and  7; 

Freytag,  p.  204,  Figs.  1,  4  and  5,  plunger  15; 

Faas,  p.  212,  Figs.  1,  2,  3  and  4,  plunger  39; 

Jacke,  pp.  228  and  229,  Figs.  1,  2,  3,  and  8,  plunger  11; 

Peck,  p.  238,  Fig.  2,  plunger  30; 

Danish  patent,  p.  255,  Fig.  1,  plungers  3  and  6. 

All  the  patents  in  the  foregoing  list  were  issued  before 
the  patent  at  issue  was  granted,  except  that  of  Jacke; 
but  Jacke's  use  of  plungers  was  well  known  in  the  art 
because  of  the  many  interferences  in  which  it  became  in- 
volved in  the  patent  office  before  the  issuance  of  defend- 
ant's patent. 

The  Kettell  patent,  previously  discussed,  and  the  Peck 
and  Danish  patents  on  the  foregoing  list,  each  illustrate 
the  alternative  use  of  plungers  and  levers  in  the  same  de- 
vice. The  pertinent  figures  from  the  Kettell,  Peck  and 
Danish  patents  were  reproduced  in  Appellant's  Opening 
Brief. 

Plungers  were  thus  well  known  as  proper  substitutes 
for  levers  when  the  patent  at  issue  was  granted,  and  they 
are  therefore  mechanical  equivalents  of  levers  according 
to  the  formula  set  forth  and  followed  by  the  Supreme 
Court,  quoted  in  the  previous  briefs. 
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Inasmuch  as  the  opinion  in  the  Associated  case  says  the 
plungers  and  levers  are  not  equivalents,  the  district  courts 
in  this  circuit  are  not  likely  to  hold  otherwise  until  this 
Honorable  Court  corrects  its  ruling  in  accordance  with 
the  new  evidence  now  before  it. 

Actually,  of  course,  the  essence  of  the  invention  is  in 
the  construction  and  arrangement  of  the  rocker  and  tap- 
pet. A  lever  or  plunger  is  merely  a  convenient  means  of 
operating  the  combination. 

IV. 

The  Reissue  Claims  Do  Not  Have  to  Include  Levers 
in  Order  to  Be  for  the  Same  Invention  as  That 
Described  in  the  Original  Patent. 

(a)  Plungers  Were  Equivalents  of  the  Levers  in  the  Orig- 
inal Patent  as  Well  as  in  the  Reissue,  and  Since  the 
Original  Patent  Was  Thus  Not  Confined  to  Levers,  the 
Reissue  Does  Not  Have  to  Include  Levers  in  Order  to 
Be  for  the  Same  Invention. 

It  was  pointed  out  at  the  hearing  that  the  specifications 
and  drawings  of  the  original  and  reissue  patents  are  iden- 
tical. It  therefore  follows  that  if  plungers  were  well 
known  as  substitutes  for  levers  before  the  issuance  of  the 
original  patent,  these  elements  must  be  regarded  as  mech- 
anical equivalents  in  the  original  as  well"  as  in  the  reissue. 
Both  patents  issued  in  1938 — the  original  on  February 
15th  and  the  reissue  six  months  later  on  August  16th.  All 
of  the  uses  of  plungers  hereinbefore  discussed  antedated 
the  original  as  well  as  the  reissue.  The  original  ]iatent 
was  therefore  not  confined  to  levers,  and  it  consequently 
cannot  be  held  that  the  reissue  must  be  confined  to  levers 
in  order  to  be  for  the  same  invention. 
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(b)  The  Law  With  Respect  to  Reissues. 

At  the  hearing  on  this  appeal,  the  Honorable  Judge 
Bone  inquired  as  to  the  finality  of  the  decision  of  the 
Commissioner  of  Patents  in  granting  a  reissue.  The  law 
on  this  point  was  well  stated  by  this  Ninth  Circuit  Court 
of  Appeals  in  its  opinion  in  the  case  of  John  Kitchen,  Jr. 
Co.  V.  Levinson,  188  F.  R.  658,  at  661 : 

'Trom  the  reissuance  of  the  patent  it  is  to  be  pre- 
sumed that  the  law  was  complied  with,  and  the  pro- 
ceedings can  only  be  impeached  for  fraud.  In  Sey- 
mour V.  Osborne,  11  Wall.  516-543  (20  L.  Ed.  33), 
it  was  said: 

''  'Where  the  commissioner  accepts  a  surrender  of 
an  original  patent  and  grants  a  new  patent,  his  deci- 
sion in  the  premises  in  a  suit  for  infringement  is  final 
and  conclusive  and  is  not  re-examinable  in  such  a  suit 
in  the  Circuit  Court  unless  it  is  apparent  upon  the 
face  of  the  patent  that  he  has  exceeded  his  authority, 
that  there  is  such  a  repugnancy  between  the  old  and 
the  new  patent  that  it  must  be  held  as  a  matter  of 
legal  construction  that  the  new  patent  is  not  for  the 
same  invention  as  that  embraced  and  secured  in  the 
original    patent/  " 

The  requirement  that  the  reissue  must  be  for  the  same 
invention  as  that  embraced  in  the  original,  is  made  to 
prevent  the  patentee  from  introducing  new  matter  into 
the  reissue  in  order  to  secure  claims  that  the  original 
specification  and  claims  would  not  support.  But  where 
a  comparison  of  the  two  patents  reveals  that  noth- 
ing   new    has    been    added,    as    in    the    present    instance, 


then  the  courts  have  held  that  the  reissue  is  for  the  same 
invention  as  the  original. 

'Whether  a  reissue  patent  is  for  the  same  inven- 
tion as  that  embodied  in  the  original  patent,  or  for 
a  different  one,  is  a  question  to  be  determined  by  a 
comparison  of  the  two  documents.  It  clearly  appears, 
from  an  inspection  of  the  drawings  of  the  two 
patents  here  under  consideration,  that  nothing  new 
was  added  to  the  drawings  of  the  reissue  patent  and 
that  in  the  reissue  specification  the  operation  of  cer- 
tain elements  was  explained,  which  in  the  original 
was  omitted.  Both  drawings  fully  support  these  con- 
clusions. The  inventions  of  the  two  patents  are  there- 
fore identical.  It  is  not  new  matter  within  the  mean- 
ing of  the  statute,  to  explain,  in  a  reissue,  the  oper- 
ation of  an  element  which  was  shown  in  the  orig- 
inal drawing."  (Hawie  Mfg.  Co.  v.  Hathaway,  27  F. 
(2d)  937,  939.) 

Even  though  the  specifications  in  the  Hawie  case  were 
altered  to  explain  the  operation  of  some  of  the  elements, 
the  court  nevertheless  held  that  the  reissue  was  for  the 
same  invention  bcause  the  drawings  were  the  same.  In 
the  reissue  with  which  we  are  concerned,  no  alteration 
whatever  was  made  in  either  the  drawings  or  the  specifica- 
tions, because  no  change  of  any  kind  was  required  in  order 
to  support  the  additional  claims.  These  additional  claims 
could  have  been  made  in  the  original  patent  itself.  They 
merely  described  in  more  detail  and  with  greater  ac- 
curacy the  construction  of  the  rocker  and  its  relation- 
ship with  the  tappet  as  sliozmt  and  described  in  the  original 
patent.  They  did  not  define  the  manually  operable  mem- 
ber as  a  lever,  but  neither  did  the  objects  of  the  original 
patent,  nor  original  claim  5.     In  other  words,  the  reissue 
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was  for  the  same  invention  as  that  shown  and  described 
in  the  original. 

One  of  the  leading  Supreme  Court  cases  on  reissues,  is 
Topliff  V.  Topliff,  145  U.  S.  156,  166,  where  the  court 
said: 

"*  *  *  There  is  no  doubt,  as  was  said  by  this 
court  in  Powder  Company  v.  Powders  Works,  98  U. 
S.  126,  137,  138,  that  a  reissue  can  only  be  granted 
for  the  same  invention  which  formed  the  subject  of 
the  original  patent,  of  which  it  is  a  reissue,  since,  as 
was  said  by  the  court  in  that  case,  the  express  words 
of  the  act  are  'a  new  patent  for  the  same  invention.' 
The  specification  may  be  amended  so  as  to  make  it 
more  clear  and  distinct;  the  claim  may  be  modified  so 
.  as  to  make  it  more  conformable  to  the  exact  rights 
of  the  patentee,  but  the  invention  must  be  the  same 
This  prohibition  is  general,  relating  to  all 
patents;  and  by  'new  matter'  we  suppose  to  be  meant 
new  substantive  matter,  such  as  would  have  the  effect 
of  changing  the  invention,  or  of  introducing  what 
might  be  the  subject  of  another  application  for  a 
patent." 

The  term  ''new  matter,"  mentioned  in  the  foregoing 
Supreme  Court  case  and  in  the  previously  quoted  Hawie 
decision,  is  also  mentioned  in  Rule  88  of  the  Rules  of 
Practice  of  the  U.  S.  Patent  Office,  which  guides  the 
patent  office  in  seeing  that  reissues  are  in  conformity 
with  the  statute  and  the  controlling  decisions.  Rule  88 
reads  as  follows: 

"New  matter  shall  not  be  allowed  to  be  introduced 
into  the  reissue  specification,  nor  in  the  case  of  a 
machine  shall  the  model  or  drawings  be  amended  ex- 
cept each  by  the  other." — Rule  88,  Rules  of  Practice 
of  the  U.  S.  Patent  Office. 
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In  the  reissue  patent  before  the  court,  no  new  matter 
of  any  kind  was  introduced  into  the  reissue  specification, 
and  the  drawings  were  not  amended  in  any  respect  what- 
ever, and  the  claims  were  drawn  to  the  same  invention. 

Two  leading  Supreme  Court  cases  afford  excellent  illus- 
trations of  what  can  and  cannot  be  done  in  reissue  pat- 
ents. One  of  these  was  Topliff  v.  Topliff,  supra.  It  was 
there  shown  that  the  reissue  patent  may  actually  vary 
considerably  from  the  original  so  long  as  there  is  no 
change  in  substance.  Said  the  Supreme  Court,  at  page 
164: 

''With  regard  to  the  reissue  of  this  patent,  the 
records  show  that  on  April  9,  1872,  within  four 
months  from  the  date  of  the  original  patent,  a  re- 
issue was  granted,  in  which  the  specification  was 
largely  reframed,  the  drawings  changed  in  form, 
though  apparently  not  in  substance,  but  the  claim 
was  changed  only  by  providing  that  the  connecting- 
rods  should  be  'secured  directly  to  the  hind  axle  and 
front  bolster,'  instead  of  'to  the  front  and  rear  axles,' 
as  provided  in  the  claim  of  the  original  patent    .     .    . 


"The  original  claim  was,  in  the  particular  above 
mentioned,  a  clear  mistake    .     .     . 


"The  second  reissue  was  applied  for  a  little  more 
than  a  month  after  the  first  was  granted,  although 
the  patent  was  not  granted  upon  this  application  until 
March  28,  1876,  nearly  four  years  after  the  applica- 
tion was  filed.  No  change  from  the  first  reissue  was 
made  in  the  drawings  or  specification  in  this  reissue, 
but  the  claim  was  divided  and  changed    .     .     . 
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"  '*  *  *  The  second  claim  is  to  some  extent  a 
change  of  the  claim  of  the  first  reissue.  It  omits  the 
requirements  that  the  connecting-rod  shall  be  secured 
directly  to  the  axle  and  bolster,  so  as  to  cause  both 
ends  of  the  side  springs  to  yield  simultaneously,  and 
introduces  the  half  eliptical  springs  AA'  as  a  new 
element  of  the  combination.  Whether  this  be  an  en- 
largement of  the  original  claim  or  not,  it  is  for  sub- 
stantially the  same  invention,     .     .     . 


((^  *  "^  such  reissues  are  subject  to  the  follow- 
ing quahfications : 

''First.  That  it  shall  be  for  the  same  invention 
as  the  original  patent,  as  such  invention  appears  from 
the  specification  and  claims  of  such  original/'  (Em- 
phasis added.) 

If  it  is  proper  to  make  such  changes  as  those  approved 
by  the  Supreme  Court  in  the  Topliff  v.  Topliff  decision, 
certainly  the  propriety  of  the  present  reissue  cannot  be 
questioned.  The  present  reissue  differed  from  the  original 
only  in  the  addition  of  seven  claims,  all  of  which  were 
directed  to  the  same  invention  disclosed  in  the  specifica- 
tion and  drawings  of  the  original  patent,  which  were 
adopted  as  the  specification  and  drawings  of  the  reissue 
without  the  slightest  change. 

New  claims  7  and  8,  which  included  only  the  rocker  and 
tappet,  were  substantially  like  original  claim  5,  but  claim 
8  mentioned  that  the  axes  of  the  tappet  and  rocker  must 
be  coaxial  when  these  two  elements  are  in  complete  en- 
gagement, and  claim  7  mentioned  the  recess  in  the  rocker 
which  helps  to  make  the  coaxial  relationship  possible. 
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The  only  other  claims  with  which  we  are  here  con- 
cerned are  claims  9,  10  and  11.  These  claims  mentioned 
a  "manually  operable  member"  or  ''manually  operable 
means"  to  move  the  tappet,  and  set  forth  structural  feat- 
ures having  to  do  with  the  coaxial  relationship  between 
the  rocker  and  tappet. 

Everything  called  for  in  these  reissue  claims  pertained 
to  the  same  invention  shown  and  described  in  the  original 
patent.     They  are  thus  manifestly  for  the  same  invention. 

In  U.  S.  Industrial  Chemicals,  Inc.  v.  Carbide  &  Carbon 
Chemicals  Corporation,  315  U.  S.  668,  62  S.  Ct.  939,  the 
invention  covered  by  the  reissue  was  clearly  not  the  inven- 
tion set  forth  in  the  original,  and  the  Supreme  Court  so 
ruled.  In  the  original  patent,  the  addition  of  water  in 
the  form  of  liquid  or  steam  was  stressed  as  an  essential 
step  in  the  chemical  process  that  was  patented.  After  the 
issuance  of  the  original  patent,  further  investigation  led 
to  a  new  discoverey — namely,  that  the  amount  of  moisture 
normally  in  the  air  was  sufficient  to  make  the  addition  of 
water  in  either  form  unnecessary.  A  reissue  was  then 
applied  for,  and  the  specification  was  entirely  changed  to 
include  the  new  discovery.  This  was  obviously  the  intro- 
duction of  new  matter,  which  the  law  forbids. 

The  reissue  dealt  with  in  the  U.  S.  Industrial  Chemicals 
case  provides  an  excellent  example  of  the  kind  of  reissue 
which  the  Supreme  Court  said  would  provide  an  excep- 
tion to  its  rule  that  the  commissioner's  decision  is  final. 
In  the  Seymour  v.  Osborne  decision,  quoted  by  the  present 
court  in  the  lohn  Kitchen  case,  supra,  the  Supreme  Court 
said  the  commissioner's  decision  "is  final  and  conclusive 
and  not  re-examinable  .  .  .  unless  it  is  apparent  upon 
the  face  of  the  patent  that  he  has  exceeded  his  authority. 
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that  there  is  such  a  repugnancy  between  the  old  and  the 
new  patent  that  it  must  be  held  as  a  matter  of  legal  con- 
struction that  the  new  patent  is  not  for  the  same  inven- 
tion as  that  embraced  and  secured  in  the  original  patent." 

So  that  the  present  court  may  see  just  what  was 
thought  to  constitute  such  a  ''repugnancy  between  the  old 
and  the  new  patent''  when  the  Supreme  Court  examined 
the  original  and  reissue  in  the  U.  S.  Industrial  Chemical 
case,  copies  of  the  original  and  reissue  patents  have  been 
provided  in  the  appendix  hereto  as  Exhibits  A  and  B,  re- 
spectively. They  are  so  different  that  almost  anyone 
would  be  likely  to  conclude  that  any  resemblance  is  purely 
coincidental. 

After  examining  the  original  and  reissue  patents  in 
that  case,  with  their  very  dissimilar  specifications,  the  Su- 
preme Court  said: 

*'*  *  "^  The  District  Court  made  no  finding 
directed  to  this  fact,  but  the  court  below  definitely 
holds,  and  we  agree,  that  in  the  process  defined  in 
the  original  patent^  the  voluntary  introduction  of 
water  into  the  reaction  chamber  is  mandatory.    *    *   * 

''As  the  Circuit  Court  of  Appeals  held,  the  original 
specification  and  claims  treated  the  voluntary  intro- 
duction of  water  into  the  reaction  chamber  as  a  neces- 
sary step  in  the  process,  whereas  such  introduction 
is  made  permissive  by  the  reissue.  We  agree  with 
that  court's  view  that  there  is  thus  a  difference  be- 
tween the  procedure  described  in  the  two  documents. 
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"We  think  it  plain  that  the  reissue  omitted  a  step 
in  the  process  which  was  described  and  claimed  as 
essential  in  the  original  p3,tent.''  {U .  S.  Industrial 
Chemicals  v.  Carbide  &  Carbon  C.  Corp.,  315  U.  S. 
668,  62  S.  Ct.  839.)     (Emphasis  supplied.) 

In  the  instant  case,  the  use  of  a  lever  was  not  ''described 
and  claimed  as  essential  in  the  original  patent."  For  the 
very  reason  that  it  was  not  essential,  the  patentee  used 
the  term  lever  in  his  original  specification  proper  only 
when  he  was  describing  the  illustrative  embodiment  shown 
in  the  drawings.  In  all  other  parts  of  the  explanation 
he  used  terms  sufficiently  broad  to  include  the  mechanical 
equivalents  that  were  well  known  in  the  art.  That  the 
patentee  regarded  the  manner  of  moving  the  tappet  as 
immaterial  is  shown  in  the  objects,  where  the  operation 
of  the  tuner  is  referred  to  five  different  times  in  broad 
enough  terms  to  include  any  manner  of  operation.  On 
page  1,  column  1,  lines  19  and  20  of  the  original  patent 
[R.,  Vol.  II,  p.  175],  the  term  is  "a.  simple  manually  oper- 
ated control."  In  the  same  column,  line  23,  the  reference 
is  to  "a.  single  manual  operation."  This  same  term  re- 
curs in  lines  28  and  29.  In  lines  31  and  32,  it  is  "a,  defi- 
nite manual  operation."  In  the  next  column,  line  8,  in 
referring  to  the  use  of  his  invention  for  tuning  in  both 
sound  and  television,  the  patentee  again  uses  the  term 
'^a  single  manual  operation." 

That  the  patentee  did  not  regard  any  particular  kind 
of  an  operating  member  as  essential  is  shown  conclusively 
by  original  claim  5,  which  did  not  even  mention  any  kind 
of  an  operating  means  as  an  clement  of  the  combination. 


—16— 

(c)  In  Examining  the  Original  Patent  for  Evidence  o£  What 
the  Inventor  Intended  to  Patent,  This  Honorable  Court 
Should  Have  Considered  Claim  5. 

As  set  forth  by  the  Supreme  Court  in  its  Topliff  v. 
Topliff  decision,  supra,  the  reissue  must  be  "for  the  same 
invention  as  the  original  patent,  as  such  invention  appears 
from  the  specification  and  claims  of  such  original."  (Em- 
phasis supplied.) 

Claim  5  of  the  original  patent  did  not  include  a  lever, 
but  was  confined  to  the  essential  elements — the  rocker 
and  the  pivoted  tappet  means,  plus  a  spring  for  moving 
the  tappet  out  of  engagement  with  the  rocker. 

In  the  Associated  case,  however,  this  Honorable  Court 
said:  ''No  leverless  combination  is  disclosed  or  claimed 
in  the  original  patent"  (137  F.  (2d)  at  p.  726,  but  it  ex- 
plained in  footnote  12  (at  page  725),  "For  reasons  here- 
tofore stated  the  patent  is  construed  as  if  claim  5  had 
never  been  included  therein." 

After  thus  explaining  that  claim  5  would  be  omitted, 
the  Associated  decision  quoted  the  other  original  claims 
— 1,  2,  3,  4  and  6,  and  then  stated:  "No  leverless  com- 
bination is  disclosed  or  claimed  in  the  original  patent 
.  .  .  "  The  opinion  then  quoted  the  claims  added  by  the 
reissue  and  said:  "If  they  do  not  include  levers,  the 
claims  are  not  for  the  same  invention  as  the  original  patent 
and  hence  are  invalid. ^^  If  they  do  include  levers,  the 
claims  are  not  infringed,  for  the  accused  device  contains 
no  lever."  (Footnote  15  merely  referred  to  the  U.  S. 
Industrial  Chemicals  decision,  already  discussed  herein, 
and  which  was  to  the  effect  that  a  reissue  patent  may  not 
omit  something  which  was  stressed  as  essential  in  the 
original.) 
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The  opinion  then  proceeded  to  discuss  whether  the 
equivalents  of  defendant's  structure  could  be  found  in  the 
accused  device;  and  after  finding  an  equivalent  rocker 
and  tappet,  the  opinion  concluded  the  discussion  of  equiva- 
lents by  saying  ''.  .  .  the  plungers  and  the  levers  are 
not  equivalents." 

From  the  helpful  remarks  made  by  the  Honorable 
Judge  Matthews  at  the  hearing,  it  appears  that  despite 
the  new  evidence  that  plungers  and  levers  are  equivalents, 
some  significance  is  nevertheless  still  being  attached  to 
the  matter  of  whether  the  original  patent  defined  a  com- 
bination without  levers.  The  defendant  therefore  pro- 
poses to  show  that  claim  5,  though  later  disclaimed, 
should  not  have  been  omitted  when  examining  the  original 
claims  for  evidence  of  the  patentee's  intent. 

Inasmuch  as  claim  5  called  merely  for  a  rocker,  a  tappet 
and  a  spring,  this  claim  showed  that  the  inventor  realized 
that  his  invention  could  be  present  in  these  elements  alone 
regardless  of  what  means  might  be  used  to  move  the 
tappet.  This  claim,  confined  to  the  basic  elements,  did 
not  include  a  lever,  a  plunger,  or  any  other  kind  of  an 
operating  member.  If  the  defendant  shows  that  this 
claim  should  not  have  been  omitted  when  examining  the 
original  patent  to  determine  the  elements  that  were  re- 
garded as  essential,  then  the  evidence  in  claim  5  cannot 
be  disregarded,  and  it  cannot  be  held  that  either  plungers 
or  levers  are  essential  to  the  invention.  Infringement  of 
claims  7  and  8  can  then  be  established  at  once,  for  these 
claims,  aside  from  the  spring,  call  only  for  a  tappet  and  a 
rocker  with  specific  structural  features  that  are  admittedly 
present  in  the  accused  tuners.  As  to  the  infringement  of 
claims  9,   10  and   11,  the  only  additional  element  neces- 
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sary  to  find  in  plaintiffs'  tuners  is  "a  manually  operable 
member",  or  a  manually  operable  means".  Plaintiffs' 
plunger  is  clearly  such  an  element. 

As  indicated  in  footnote  7  of  this  court's  prior  decision, 
the  idea  of  omitting  claim  5  when  considering  the  origin- 
al patent,  grew  out  of  the  Supreme  Court  decision  in 
Altoona  Pnhlix  Theatres  v.  American  Tri-Ergon  Corp., 
294  U.  S.  477,  491,  55  Ct.  455,  which  said  that  the  dis- 
claimer therein  ''speaks  from  the  date  of  the  original 
patent."  Appellant's  Opening  Brief,  pages  24  to  30,  dis- 
cussed certain  phases  of  this  matter  under  the  heading 
"The  Stated  Objects  as  Well  as  Original  Claim  5  De- 
scribed the  Invention  Without  Reference  to  Levers,"  and 
it  was  there  pointed  out  that  the  patent  sued  upon  in  the 
Altoona  case  was  not  a  reissue  patent  and  that  the  Su- 
preme Court  merely  meant  the  patentee's  relinquishment 
of  his  monopoly  to  the  disclaimed  combination  dated  back 
to  the  original  patent. 

The  Supreme  Court  did  not  say  that  a  disclaimed  claim 
could  not  be  considered  when  examining  an  original  and 
a  reissue  patent  to  determine  whether  they  were  for  the 
same  invention;  in  fact,  it  will  be  shown  hereinafter  that 
such  an  interpretation  is  contrary  to  the  Altoona  decision. 

The  idea  that  claim  5  should  be  omitted  when  compar- 
ing the  two  documents,  did  not  originate  with  either  of 
the  litigants  in  the  Associated  case.  It  was  not  proposed 
in  any  of  the  briefs  of  opposing  counsel.  It  was  neither 
discussed  nor  suggested  at  the  hearing  in  that  case.  The 
first  time  the  idea  was  advanced  anywhere  was  in  the  final 
opinion  of  this  Court,  which  was  thus  rendered  without 
the  benefit  of  briefs  upon  this  point  from  either  side. 
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In  the  Altoona  case,  the  Supreme  Court  considered 
whether  claims  9  and  10  as  modified  by  a  quaHfying  dis- 
claimer were  for  the  same  combinations  set  forth  in  the 
original  claims.  But  in  order  to  determine  this,  the  Court 
compared  the  claims  as  altered  by  the  disclaimer  with 
the  claims  as  they  appeared  when  tlie  patent  originally 
issued  from  the  Patent  Office. 

The  Court  did  not  first  alter  the  original  patent  to  take 
the  disclaimer  into  account  on  the  ground  that  the  dis- 
claimer speaks  from  the  date  of  the  original  patent,  and 
then  compare  the  patent  as  thus  altered  with  the  patent  as 
it  later  appeared  after  the  disclaimer.  Such  a  procedure 
would  have  rendered  the  comparison  meaningless.  It 
was  absolutely  essential  for  the  Supreme  Court  to  de- 
termine the  patentee's  intent  with  respect  to  the  com- 
bination by  considering  the  claims  just  as  the  patent  ap- 
peared when  it  was  originally  granted. 

The  Supreme  Court  even  made  the  latter  method  man- 
datory upon  itself  in  the  very  last  decision  that  it  rendered 
upon  the  subject  of  disclaimers.  This  was  the  case  of 
Milcor  Steel  Co.  v.  George  A.  Fuller  Co.,  et  al.,  316  U. 
S.  143,  62  S.  Ct.  969,  where  the  Court  said  at  page  971 : 

"Limiting  ourselves  as  we  must  to  the  original 
claims  to  determine  the  nature  of  the  combination 
covered  by  the  patent  when  it  was  granted,  and 
comparing  that  combination  with  the  one  purportedly 
embodied  by  the  claims  after  the  disclaimer,  we  can 
only  conclude  that  the  revised  patent  includes  new 
elements  which  were  not  present  in  the  original." 
(Emphasis  added.) 
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All  through  the  Altoona  decision,  the  Supreme  Court 
makes  its  comparison  on  the  basis  of  how  the  patent  read 
''when  it  was  granted''  before  the  disclaimer  had  been 
filed.  The  following  excerpts  from  the  Altoona  opinion 
are  very  illuminating  in  this  regard: 

At  page  456: 

"Claim  9,  as  originally  allowed,  was  for  the  arcu- 
ate flexing  of  the  record;  claim  13  similarly  was  for 
a  combination  for  a  means  for  projecting  a  narrow 
line  of  light  upon  and  through  the  moving  film  to  a 
photoelectric  cell  in  sound  reproduction.  A  dis- 
claimer, filed  by  respondent  shortly  before  the  trial, 
purports,  in  varying  terms,  to  add  the  flywheel  de- 
vice to  each  of  these  claims/' 

At  459: 

''The  Court  of  Appeals,  in  upholding  the  patent, 
made  no  examination  of  its  separate  claims,  but 
treated  the  patent  throughout  as  though  it  were  a 
combination  of  five  distinct  elements,  the  photo- 
electric cell,  the  arcuate  flexing  of  the  film,  the  fly- 
wheel, the  flexible  connection  of  flywheel,  and  the 
optical  slit,  although  nowhere  in  the  patent  is  any 
such  combination  claimed.  The  patent  thus  upheld 
is  one  which  was  neither  claimed  nor  granted.  Under 
the  statute,  it  is  the  claims  of  the  patent  which  define 
the  invention."    (Citing  cases.) 

At  460: 

ii^  ^  ^  -pj^^  patent  as  issued  contained  the  fol- 
lowing claims:" 

(Claims  9  and  13  were  then  quoted). 


—21— 

"In  1933  respondents,  by  appropriate  procedure, 
disclaimed : 

"(b)  The  method  as  set  forth  in  claim  9,  except- 
ing wherein     .     .     ." 

"(c)  The  combination  as  set  forth  in  claim  13, 
except  wherein     .     .     ." 

"While  the  effect  of  the  disclaimer,  if  valid,  was 

in  one  sense  to  narrow  the  claims,  so  as  to  cover  the 

combinations  originally  appearing  in  claims  9  and  13 

only  when  used  in  conjunction  with  the  flywheel,  it 

also  operated  to  add  the  flywheel  as  a  new  element  to 

each    of    the    combinations    described    in    the    claims 
*    *    *  >' 

At  461 : 

"A  patent  amended  by  disclaimer  thus  speaks  from 
the  date  of  the  original  patent  while  the  reissued 
patent,  with  respect  to  the  amended  claim,  speaks 
from  the  date  of  the  reissue.'"    (Emphasis  added.) 

The  Milcor  and  Altoona  decisions,  as  previously  pointed 
out,  dealt  specifically  with  disclaimers.  The  latter  deci- 
sion, as  shown  by  the  last  quoted  paragraph,  is  the  very 
one  in  which  the  Supreme  Court  said  "the  disclaimer 
speaks  from  the  date  of  the  original  patent" — the  state- 
ment upon  which  this  appellate  court  relied  for  its  omis- 
sion of  original  claim  5  when  examining  the  original 
patent.  Yet  when  the  Supreme  Court  was  trying  to  de- 
termine whether  the  patent  after  the  disclaimer  was  for 
the  same  combination  intended  to  be  protected  by  the 
original  claims,  it  carefully  examined  the  original  wording 
of  the  specific  claims  that  were  affected  by  the  disclaimer. 

With  reissues,  it  isn't  even  necessary  to  be  limited  to 
the  original  claims  in  making  the  comparison,  for  the 
previously  quoted  Hazme,  Topliff  and  U.  S.  Chemical  de- 
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cisions  all  dealing  with  reissues,  have  laid  particular  stress 
upon  the  specification  and  the  drawings.  But  when  mak- 
ing a  reissue  comparison,  the  original  patent  must  not 
first  be  altered  to  conform  with  later  disclaimers,  for  the 
Supreme  Court  did  not  even  do  that  in  the  disclaimer 
case  in  which  it  said  that  ''the  disclaimer  speaks  from  the 
date  of  the  original  patent."  It  is  thus  clear  that  this 
statement  merely  meant  that  the  disclaimer  speaks  from 
the  date  of  the  original  patent  as  far  as  the  patentee's 
monopoly  is  concerned. 

That  the  disclaimer  of  claim  5  on  January  16,  1939, 
could  not  possibly  have  any  effect  upon  the  validity  of  the 
reissue  on  August  16,  1938,  may  be  further  shown  by  a 
simple  illustration.  Suppose  that  claim  5  had  not  been 
disclaimed  when  this  Court  rendered  its  opinion  in  the 
Associated  case.  The  Court  would  then  have  considered 
claim  5  when  comparing  the  original  and  reissue  claims, 
and  it  consequently  could  not  have  been  said  that  "No 
leverless  combination  is  disclosed  or  claimed  in  the  or- 
iginal patent,"  nor  that  "if  the  claims  do  not  include  levers, 
the  claims  are  not  for  the  same  invention  as  the  original 
patent  and  hence  are  invalid."  The  validity  of  the  reissue 
would  therefore  have  been  upheld.  Then  suppose  that 
claim  5  was  subsequently  disclaimed.  Would  that  mean 
that  the  reissue  which  had  previously  been  held  valid  had 
now  become  invalid?  If  so,  the  validity  of  a  reissue  can 
never  be  finally  determined,  and  the  decision  of  the  Com- 
missioner of  Patents,  instead  of  having  the  finality  at- 
tributed to  it  by  this  Honorable  Court  in  the  Kitchen  case, 
supra,  could  be  upset  at  any  subsequent  time  merely  by 
the  disclaiming  by  the  patentee  of  a  broad  reissue  claim 
that  had  appeared  in  the  original  patent. 

When  the  Commissioner  of  Patents  acts  upon  the  grant- 
ing of  a  reissue,  he  has  all  the  facts  before  him  that  can 
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have  any  possible  bearing  upon  whether  or  not  the  re- 
issue is  for  the  same  invention  as  the  original. 

At  this  point  it  might  be  natural  to  inquire  just  what 
was  the  effect  of  the  disclaimer  of  claim  5,  and  did  it  have 
any  bearing  at  all  upon  the  matters  with  which  we  are 
here  concerned.  The  reason  for  the  disclaimer  of  claim  5, 
and  the  net  effect  of  the  disclaimer,  were  explained  in  Ap- 
pellant's Opening  Brief,  beginning  with  the  last  sentence 
on  page  27  and  extending  to  line  6  of  page  30. 

In  the  course  of  that  explanation,  the  statement  was 
made  that  claim  5  was  discovered  to  read  upon  a  device 
of  the  prior  art.  An  illustration  of  that  prior  art  device, 
and  a  consideration  of  its  implications  with  respect  to 
claim  5,  might  be  further  illuminating.  The  Associated 
record  revealed  that  the  said  prior  art  device  was  the 
Marschalk  tuner,  shown  and  described  in  the  Marschalk 
patent  beginning  on  page  639  of  Vol.  Ill  of  the  Asso- 
ciated record.  The  pertinent  figure  from  this  patent  is 
here  reproduced. 


46'  ^;i^,jd^ 


Fig.  14  from  Marchalk  patent. 


39 
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Let  us  see  how  it  responds  to  claim  5.    [R.  Vol.  II, 
p.  170.] 

'^5.     The  combination  with  the  tuning  mechanism 
of  a  radio  apparatus," 

The  specification  and  other  figures  of  the  Marschalk 
patent  showed  that  the  Marchalk  device  was  combined 
with  such  a  tuning  mechanism. 

"of  a  rotatable  rocker  mounted  upon  a  shaft  oper- 
atively  connected  with  said  mechanism," 

Marschalk's  rocker  34  was  so  connected. 

"said  rocker  having  two  arms  each  extending  on  a 
dififerent  side  of  said  shaft"; 

The  portions  of  a  rocker,  lever  or  rockshaft  that  He  on 
opposite  sides  of  an  axis,  pivot  or  shaft  are  usually  re- 
ferred to  as  arms.  So  the  arms  in  Marschalk  are  the 
parts  of  the  rocker  that  lie  on  opposite  sides  of  the 
shaft  33. 

"means  movable  about  a  pivot  and  acting  upon  opera- 
tion in  one  direction  to  slidably  engage  either  arm  of 
said  rocker  and  push  it  in  one  direction  to  an  angular 
position  at  which  the  movement  of  said  rocker  is  ar- 
rested by  the  collision  of  said  means  and  the  oppo- 
sitely moving  other  arm  of  said  rocker"; 

Marschalk's  member  44  responds  to  this  language  in  exact 
detail.' 


^Marschalk  refers  to  this  member  throughout  his  specification  as 
a  "plate."  A  similar  element,  acting  upon  bars  that  move  straight 
up  and  down,  is  called  a  "rocker"  in  the  Schaefer  patent,  which 
appears  in  the  Associated  record  beginning  on  page  586  of  Vol. 
III.  In  the  specification  of  the  reissue  patent  here  in  suit  it  is 
called  a  "tappet,"  but  in  plaintiffs'  brief  it  is  frequently  referred  to 
as  a  "cam."  To  avoid  possible  confusion  because  of  the  various 
terms  that  one  might  select  for  this  member,  it  is  designated  in 
claim  5  and  some  of  the  other  claims  of  the  reissue  by  the  more 
descriptive  term  "means  movable  about  a  pivot,"  accompanied  by  a 
recitation  of  what  it  does. 
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"and  a  spring  for  holding  said  means  in  a  normally 
inoperative  position." 

This,  of  course,  is  not  present  in  the  Marchalk  tuner. 
It  uses  a  weight  39  for  this  purpose.  But  the  spring  is 
a  mere  mechanical  equivalent  of  a  weight  in  moving  the 
tappet  up,  just  as  a  plunger  is  a  mere  mechanical  equiva- 
lent of  a  lever  for  moving  the  tappet  douni.  Since  it 
makes  no  difference  how  the  tapped  is  moved  up  or  dowii, 
Leishman  did  not  expect  the  courts  would  sustain  claim 
5,  which  was  differentiated  from  the  Marchalk  device  by 
the  mere  recitation  of  a  spring  instead  of  a  weight.  Claim 
5  thus  seemed  clearly  invalid,  because  it  did  not  set  forth 
any  of  the  novel  structural  features  of  the  rocker  and 
tappet  which  distinguish  the  Leishman  combination  from 
that  of  Marschalk. 

Some  courts  require  that  a  claim  be  completely  dis- 
claimed or  else  modified  by  a  qualifying  disclaimer  when 
it  is  discovered  to  be  invalid.  If  a  qualifying  disclaimer 
had  been  filed,  it  would  have  been  necessary  that  such 
disclaimer  limit  the  claim  to  apply  merely  to  rocker  and 
tappet  combinations  in  which  these  elements  are  constructed 
to  permit  the  coaxial  relationship  when  they  are  complete- 
ly engaged.  But  claims  7  and  8  already  covered  such 
combinations:  so  claim  5  as  thus  modified  would  have 
been  superfluous.  It  was  consequently  disclaimed  in  its 
entirety. 

The  disclaimer  of  claim  5  thus  had  nothing  whatever 
to  do  with  levers  or  plungers. 

Claim  5,  though  later  disclaimed,  showed  that  Leish- 
man did  not  regard  either  a  lever  or  a  plunger  as  essential 
to  his  invention.     It  mentioned  neither. 
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It  is  significant  that  the  plaintiffs  have  never  made  any 
attempt  at  any  time  to  support  the  propriety  of  this 
Court's  omission  of  claim  5  when  it  compared  the  original 
and  reissue  patents  to  determine  whether  they  were  for 
the  same  invention.  They  complain  because  the  defendant 
disagrees  with  this  Honorable  Court's  decision  in  the  As- 
sociated case,  but  they  make  no  attempt  themselves  to 
show  that  the  former  decision  was  correct.  This  was 
pointed  out  in  footnote  10  of  Appellant's  Reply  Brief, 
page  30,  but  the  plaintiffs  continued  to  ignore  the  matter 
at  the  hearing. 

Claim  5  should  clearly  have  been  considered  along  with 
the  other  original  claims  when  examining  the  original 
patent  to  determine  the  patentee's  original  intent. 

As  soon  as  this  proposition  is  granted,  infringement  of 
claims  7  and  8  is  at  once  established,  for  claim  5  showed 
that  the  operating  member — whether  a  lever  or  a  plunger 
— was  not  regarded  as  an  essential  element  in  the  paten- 
tee's combinations.  A^o  operating  member  was  included 
as  an  element  in  this  claim.  Neither  is  an  operating  means 
included  as  an  clement  in  claims  7  and  8.  Aside  from  the 
spring,  which  is  obviously  present  in  plaintiffs'  tuners, 
these  claims  call  only  for  the  rocker  and  the  tappet.  This 
Court  found  these  elements  present  in  the  Crosley  tuner 
involved  in  the  Associated  case.  The  plaintiffs  do  not 
challenge  this,  but  assert  that  their  tuners  are  the  same  as 
the  tuner  in  the  Associated  case  insofar  as  these  claims 
are  concerned. 

Inasmuch  as  claim  5  defined  a  ''leverless  combination," 
it  cannot  properly  be  held  that  if  the  reissue  claims  do  not 
include  levers,  the  claims,  are  not  for  the  same  invention 
as  the  original  patent."  The  reissue  claims  must  be  in- 
terpreted to  mean  just  what  they  say. 
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(d)  Irrespective  of  Claim  5,  the  Carnegie  Steel  Doctrine 
Requires  That  the  Original  Patent  Be  Construed  as  Con- 
templating Alternatives  for  the  Levers  in  Moving  the 
Tappets. 

Appellant's  Opening  Brief  quoted  from  Carnegie  Steel 
Co.  V.  Cambria  Iron  Co.,  185  U.  S.  403,  at  page  437,  in 
which  the  Supreme  Court  expounded  the  doctrine  that 
"that  which  is  common  and  well  known  is  as  if  it  were 
written  out  in  the  patent  and  delineated  in  the  drawings." 

Inasmuch  as  the  new  evidence  has  shown  that  plungers 
and  levers  were  well  known  alternatives  for  operating 
automatic  tuners  and  for  moving  tappets  when  the  or- 
iginal patent  was  granted,  the  Carnegie  Steel  decision 
requires  that  the  original  patent  be  construed  as  if  the 
use  of  a  plunger  for  moving  the  tappet  "were  written  out 
in  the  patent  and  delineated  in  the  drawings."  For  this 
reason,  irrespective  of  any  other,  it  cannot  be  said  that 
if  the  reissue  claims  "do  not  include  levers,  the  claims 
are  not  for  the  same  invention  as  the  original  patent." 

Even  if  the  original  patent  had  contained  no  claim  that 
did  not  include  a  lever,  and  even  if  the  original  objects 
had  not  used  generic  terms  for  the  manually  operable 
member,  the  foregoing  Supreme  Court  rule  will  not  per- 
mit it  to  be  said  that  if  the  reissue  claims  "do  not  include 
levers,  the  claims  are  not  for  the  same  invention." 

Although  none  of  the  claims  at  issue  call  for  a  specific 
kind  of  an  operating  member,  they  would  nevertheless  be 
infringed  by  the  accused  tuner  even  if  every  last  claim 
specifically  mentioned  a  lever,  because  the  doctrine  of 
equivalents  or  the  Carnegie  Steel  doctrine  would  extend 
the  meaning  of  the  term  to  include  all  the  known  substi- 
tutes. 
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IV. 

No  Ground  Remains  to  Support  a  Holding  of 

Non-Infringement. 

In  the  Associated  case,  the  present  counsel  based  their 
defense  against  the  charge  of  infringement  upon  the  idea 
that  the  plungers  and  levers  were  not  equivalents,  and 
that  the  Crosley  Corporation  had  done  something  so  un- 
precedented in  their  use  of  direct  push  rods  for  automatic 
tuning  that  their  device  was  lifted  into  a  different  class 
entirely.^ 

Now  that  this  defense  has  been  debunked  by  defend- 
ant's proof  of  the  well  known  equivalency  of  plungers 
for  levers  in  this  art,  opposing  counsel  have  shifted  their 
position  and  now  incorrectly  tell  the  court  that  it  was  of 
course  admitted  by  both  sides  in  the  Associated  case  that 
the  use  of  plungers  was  old  in  this  art. 


^The  first  evidence  in  the  Associated  case  was  taken  by  deposition 
in  Cincinnati.  It  included  the  deposition  of  Lewis  M.  Crosley, 
vice-president  of  the  Crosley  Corporation.  The  following  testi- 
mony of  Mr.  Crosley  appears  in  this  Court's  record  of  that  case, 
Vol.  II,  pages  329  and  330: 

"Q19.     Did   you   consider   that   you  had   anything   exclusive 
in  that  tuning  device  for  your  company's  products? 
"A.     Yes. 

"Q20.     What  was  it? 

"A.  We  felt  that  we  had  overcome  the  objection  to  the 
types  of  tuning  previously  used,  hoth  manual  and  electrical, 
because  of  a  direct  push  rod  acting  to  rotate  the  condenser.'' 
(Emphasis  supplied.) 

The  contention  that  plunger-operated  tuners  were  not  old  and 
that  they  were  developed  by  the  Crosley  Corporation  was  reiterated 
right  along  in  the  present  counsel's  briefs  in  the  Associated  case. 
See  the  present  counsel's  previous  statements  quoted  in  footnote  4 
of  Appellant's  Reply  Brief  in  the  present  appeal,  page  8. 

Opposing  counsel  stuck  to  that  same  defense  before  the  Supreme 
Court,  and  even  erroneously  asserted  to  the  Supreme  Court  that 
this  Court  of  Appeals  and  the  District  Court  had  made  concurrent 
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Plaintiffs'  present  position  with  respect  to  infringe- 
ment seems  merely  to  be  that  the  defendant  is  wrong  in 
not  interpreting  his  claims  as  limited  to  /^z/^r-operated 
devices.  But  it  has  been  established,  by  evidence  not  pre- 
viously before  the  court,  that  plaintiffs'  plungers  are 
equivalents  of  the  levers  shown  in  the  patent.  It  has  now 
been  shown  by  this  brief  that  the  claims  are  to  be  literally 
construed,  and  that  they  do  not  have  to  be  limited  to 
lever  operation  in  order  to  be  for  the  same  invention  as 
the  original  patent.  If  plaintiffs'  counsel  repeat  their  pre- 
vious strategy,  when  confronted  with  irrefutable  evidence, 
of  trying  to  make  it  appear  that  they  never  took  a  posi- 
tion contrary  to  such  evidence,  they  will  now  say,  ''The 
fact  that  the  reissue  claims  do  not  have  to  be  confined  to 
lever  operation  in  order  to  be  for  the  same  invention  as 
the  original,  was  shown  by  the  record  in  the  Associated 


findings  that  plungers  and  levers  were  not  equivalents,  whereas  the 
fact  is  that  the  District  Court  never  made  any  finding  at  all  about 
equivalents  nor  anything  else  pertaining  to  the  issue  of  infringe- 
ment. 

In  Respondent's  Brief  in  opposition  to  the  Petition  for  Writ  of 
Certiorari,  counsel  said  on  page  10: 

"The  Court  of  Appeals  here  held  that  levers  and  plungers 
are  not  equivalents,  and  this  is  complained  of  by  Petitioner. 
There  are  many  reasons  why  plungers  are  not  the  equivalent 
of  levers     .     .     ." 

On  the  same  page,  respondent's  brief  further  said : 

"But  in  any  case,  concurrent  findings  by  the  District  Court 
and  the  Court  of  Appeals  that  plungers  and  levers  are  not 
equivalents,  give  no  basis  for  review  by  certiorari." 

Counsel   now  piously  tells  this  Appellate  Court  on  page   34  of 
the  Brief  for  Appellees : 

"The  fact  that  both  plungers  and  levers  had  been  used  in 
radio  tuners  in  the  prior  art  was  shown  by  the  record  in  the 
Associated  Wholesale  Elec.  case  and  conceded  by  both  parties 
in  that  case." 

Similar  statements  were  made  by  Mr.  Lyon  at  the  hearing. 


—30— 

Wholesale  Elec.  case  and  conceded  by  both  parties  in  that 
case/' 

To  what  can  they  now  turn?  The  defendant  has  gone 
through  plaintiffs'  brief  and  can  find  only  one  other  de- 
fense even  hinted  at.  Plaintiffs'  brief  tried  to  make  it 
appear  that  the  patent  is  concerned  only  with  the  simul- 
taneous performance  of  two  tuning  operations,  that  the 
second  rocker  and  tappet  are  essential  elements  in  de- 
fendant's combinations,  and  that  this  Court  meant  that 
infringement  was  avoided  because  the  Crosley  plunger 
did  not  move  a  second  tappet.^  That  none  of  these  infer- 
ences is  true  was  demonstrated  in  Appellant's  Reply  Brief 
in  the  portions  extending  from  the  bottom  of  page  10 
to  the  bottom  of  page  13,  to  which  the  Court  is  respect- 
fully referred. 

It  was  pointed  out  on  page  11  of  Appellant's  Reply 
Brief  that  the  patent  specifically  pointed  out  that  the  in- 
vention was  intended  for  tuning  "either  a  radio  set  or  a 
television  set,  or  both."     (Emphasis  added.) 

None  of  the  claims  at  issue  call  for  the  second  rocker 
or  the  second  tappet. 


•^This  defense  was  not  seriously  urged,  because  plaintiffs  stated 
on  page  44  of  their  brief : 

"The  devices  complained  of  herein  are  radio  receivers  only 
and  have  no  associated  television  apparatus.  We  are  con- 
cerned in  this  suit,  therefore,  only  with  the  portions  of  the 
mechanism  of  the  patent  in  suit  which  are  designed  for  tun- 
ing a  radio  receiver." 

It  was  shown  on  page  13  of  Appellant's  Reply  Brief  that  oppos- 
ing counsel  have  also  said  that  we  are  not  concerned  with  the 
second  tappet  and  second  rocker,  and  that  the  patent  may  be  con- 
sidered as  consisting  of  three  elements. 
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The  remarks  of  Judge  Learned  Hand  in  the  case  of 
Claude  Neon  Lights,  Inc.  v.  E.  L.  Machlett  &  Son  et  al., 
36  F.   (2d)   574,  575,  are  pertinent  here: 

"*  >ic  *  It  \s  the  claim  which  singles  out  from 
the  complex  disclosed  those  elements  which  constitute 
the  'invention',  and  substantially  the  whole  work  of 
the  Patent  Office  lies  in  determining,  not  whether  the 
disclosure  is  new  because  all  of  it  never  is,  but  whether 
the  claims  proposed  are.  Strictly  the  disclosure 
should  be  used  therefore  only  as  the  setting  of  the 
claims  and  to  find  what  the  words  employed  really 
mean.  Otherwise  courts  would  have  to  assume  the 
duties  of  the  office  afresh  and  compose  such  claims 
as  the  prior  art  might  have  allowed,  had  the  patentee 
been  farsighted  enough  to  include  all  possible  variants 
of  his  meaning.  Such  a  result  the  decisions  have  re- 
peatedly repudiated,  and  it  would  result  in  an  in- 
tolerable burden  upon  the  public,  which  would  be 
charged  not  only  with  a  knowledge  of  the  prior  art 
at  the  time  of  the  application  and  often  earlier,  but 
with  a  right  conclusion  as  to  how  much  room  was  left 
for  invention,  seldom  an  easy  question." 

The  claims  here  at  issue  have  singled  out  those  elements 
and  combinations  which  have  to  do  with  tuning  a  radio 
receiver,  and  the  parts  that  are  used  for  tuning  a  televi- 
sion receiver  are  consequently  not  included.  It  is  the 
combinations  set  forth  in  these  particular  claims  which 
therefore  must  be  considered  when  determining  infringe- 
ment. 

Had  the  plaintiffs  thought  that  it  was  proper  to  omit 
claim  5  when  examining  the  original  patent  to  see  whether 
the  reissue  was  for  the  same  invention,  the  plaintiffs 
might  have  urged  that  the  original  patent  contained  no 
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claim  directed  to  a  single  rocker  and  tappet  combination. 
But  the  plaintiffs  have  never  advocated,  nor  even  at- 
tempted to  support,  the  idea  that  a  disclaimed  claim  should 
be  omitted  from  an  original  patent  when  examining  it  to 
determine  the  patentee's  original  intent. 

When  claim  5  is  properly  considered  as  a  part  of  the 
original  patent,  it  further  supports  the  objects  in  proving 
that  the  patentee  intended  right  from  the  start  that  his 
tuner  coidd  he  used  with  only  one  rocker  and  a  single 
tappet. 

In  determining  infringement,  each  claim  stands  alone. 

It  might  be  well  here  to  repeat  one  of  the  previously 
quoted  paragraphs  from  the  Supreme  Court  opinion  in 
the  Altoona  case,  supra.  The  following  is  from  the 
Court's  decision  at  page  459: 

''The  Court  of  Appeals,  in  upholding  the  patent, 
made  no  examination  of  its  separate  claims,  but 
treated  the  patent  throughout  as  though  it  were  a 
combination  of  five  distinct  elements,  the  photo-elec- 
tric cell,  the  arcuate  flexing  of  the  film,  the  flywheel, 
the  flexible  connection  of  the  flywheel,  and  the  optical 
slit,  although  nowhere  in  the  patent  is  any  such  com- 
bination claimed.  The  patent  thus  upheld  is  one 
which  was  neither  claimed  nor  granted.  Under  the 
statute,  it  is  the  claims  of  the  patent  which  define  the 
invention.     (Citing   cases.)" 

When  examining  each  claim  individually,  as  shown  in 
the  previous  briefs,  it  will  be  found  that  the  operating 
member  is  not  even  included  as  an  element  in  claims  7 
and  8.  These  claims  are  confined  to  the  tappet  and 
rocker,  constructed  and  arranged  as  shown  in  the  draw- 
ings and  described  in  the  specification,  and  as  embodied 
in  the  accused  tuners. 
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The  other  claims  call  in  addition  for  a  manually  mov- 
able operating  means  or  members  for  moving  the  tappet. 
This  of  course  can  be  either  a  plunger  or  lever  or  any 
other  member  that  will  perform  this  function. 

Claims  7  and  8  were  read  upon  the  accused  tuners  on 
pages  22  and  23  of  Appellant's  Opening  Brief,  and  claims 
9,  10  and  11  were  discussed  on  pages  48,  49  and  50. 

No  ground  remains  for  withholding  a  decision  that  the 
claims  are  clearly  infringed. 

V. 

Important    Considerations    Regarding    Stare    Decisis. 

In  their  brief  and  also  at  the  hearing  the  plaintiffs  have 
urged  that  this  Court's  previous  holdings  should  not  be 
reconsidered.  Although  the  earlier  decision  is  not  res 
adjudicata  with  respect  to  the  present  litigants,  the  plain- 
tiffs urge  at  the  bottom  of  page  27  of  their  brief:  'The 
rule  of  law  is  not  and  should  not  be  different  with  respect 
to  the  rights  of  different  people  or  corporations.  Uni- 
formity of  law  is  necessary  to  equal  justice."  That  was 
a  major  thesis  of  counsel's  remarks  at  the  hearing. 

What  law  shall  be  the  standard?  The  law  of  the 
Ninth  Circuit,  or  the  law  of  the  Tenth  Circuit?  The 
correct  answer  is  not  necessarily  either:  for  if  the  law  is 
in  error,  the  principle  of  uniformity  produces  not  equal 
justice,  but  equal  injustice. 

Plaintiffs'  thesis  clearly  means  that  if  a  patent  is  once 
held  invalid  or  not  infringed,  such  ruling  shall  be  con- 
sidered as  res  adjudicata  with  respect  to  all  other  alleged 
infringers.  That  doctrine  would  nullify  the  rules  of  the 
Supreme  Court  that  permit  the  issues  of  validity  and  in- 
fringement to  be  relitigated  with  respect  to  parties  who 
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were  not  involved  in  the  first  suit.  This  rule  was  dis- 
cussed in  the  decision  in  the  case  of  Triplett  et  al.  v. 
Lowell  et  al,  297  U.  S.  638,  56  S.  Ct.  645,  648,  cited 
on  pages  49  and  50  of  Appellant's  Reply  Brief. 

The  courts  have  repeatedly  held  that  the  doctrine  of 
stare  decisis  shall  not  be  used  for  the  perpetuation  of 
error.  The  Supreme  Court  has  never  hesitated  to  re- 
examine its  old  decisions  and  to  render  new  opinions  in 
conformity  with  more  complete  evidence,  a  wider  inves- 
tigation of  the  law,  or  a  mere  change  of  viewpoint  even 
when  the  facts  have  been  the  same.  American  courts 
strive  always  for  the  more  perfect  justice. 

In  Genesee  Chief  v.  Fit^hugh,  12  How.  443,  456,  13 
L.  Ed.  1058,  1064,  the  Supreme  Court  said: 

'Tt  is  the  decision  in  the  case  of  The  Thomas  Jef- 
ferson which  mainly  embarrasses  the  court  in  the 
present  inquiry.  We  are  sensible  of  the  great  weight 
to  which  it  is  entitled.  But  at  the  same  time  we  are 
convinced  that,  if  we  follow  it,  we  follow  an  errone- 
ous decision  into  which  the  court  fell,  when  the  great 
importance  of  the  question  as  it  now  presents  itself 
could  not  be  foreseen;  and  the  subject  did  not  there- 
fore receive  the  deliberate  consideration  which  at 
this  time  would  have  been  given  to  it  by  the  eminent 
men  who  presided  here  when  that  case  was  decided." 

The  Supreme  Court  also  reversed  itself  in  the  case  of 
United  States  v.  Nice,  241  U.  S.  591,  601,  60  L.  Ed. 
1192,  1196,  36  Sup.  Ct.  Rep.  696: 

''We  recognize  that  a  different  construction  was 
placed  upon  section  6  of  the  act  of  1887  in  Re.  Heff, 
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197  U.  S.  488,  49  L.  ed.  848,  25  Sup.  Ct.  Rep.  506, 
but,  after  re-examining  the  question  in  the  light  of 
other  provisions  in  the  act,  and  of  many  later  enact- 
ments, clearly  reflecting  what  was  intended  by  Con- 
gress, we  are  constrained  to  hold  that  the  decision  in 
that  case  is  not  well  grounded,  and  it  is  accordingly 
overruled.'' 

The  same  striving  for  the  more  perfect  justice  appears 
in  the  Supreme  Court  case  of  Boston  Store  of  Chicago  v. 
American  Grapho phone  Company  and  Columbia  Graph- 
ophone  Company,  246  U.  S.  8,  25,  62  L.  Ed.  551,  558, 
38  Sup.  Ct  Rep.  357,  Ann.  Cas.  1918C  447: 

'Tn  other  words,  it  required  once  again  a  con- 
sideration of  the  doctrine  which  had  been  previously 
announced  in  Henry  v.  A.  B.  Dick  Co.  *  *  * 
Comprehensively  reviewing  the  subject,  it  was  de- 
cided that  the  rulings  in  Bauer  v.  O'Connel  and 
Straus  V.  Victor  Talking  Mach.  Co.  conflicted  with 
the  doctrine  announced  and  the  rights  sustained  in 
Henry  v.  A.  B.  Dick  Co.  and  that  case  was  conse- 
quently overruled.'' 

In  T.  J .  Terral  v.  Burke  Construction  Company,  257  U. 
S.  529,  533,  66  L.  Ed.  352,  354,  the  Supreme  Court  said: 

'Tt  follows  that  the  cases  of  Doyle  v.  Continental 
Ins.  Co.,  94  U.  S.  535,  24  L.  ed.  148,  and  Security 
Mut.  L.  Ins.  Co.  V.  Prewitt,  202  U.  S.  246,  50  L.  ed. 
1013,  26  Sup.  Ct.  Rep.  619,  6  Ann.  Cas.  317,  must 
be  considered  as  overruled,  and  that  the  views  of  the 
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minority  judges  in  those  cases  have  become  the  law  : 

of  this  court."  ! 

I 

In  Lee  v.  Chesapeake  &  O.  R.  Co.,  260  U.  S.  653,  659,  I 

67  L.  Ed.  443,  446,  447,  the  same  statutory  provisions  | 

were  involved,  and  the  facts  were  like  those  in  a  previous  i 

case,  but  the  Supreme  Court  did  not  hesitate  to  render  | 

a  different  opinion.  I 

'The  plaintiff's  contention  to  the  contrary  is  predi-  | 

cated  largely  on  a  decision  by  this  court  in  Ex  parte  | 

Wisner,  203  U.  S.  449,  51  L.  ed.  264,  27  Sup.  Ct.  ! 

Rep.  150,  which,  it  must  be  conceded,  is  not  in  accord  1 

with  the  views  expressed  in  this  opinion.      In  that  | 
case   the   facts   were   like   those   here   and   the   same 

statutory    provisions    were    involved.     *     *     *     We  ; 
had  occasion  to  criticize  it"  [the  Wisner  opinion]  "in 
General  Invest.  Co.  v.  Lake  Shore  &  M.  S.  R.  Co., 

supra,  and  now,  we  feel  constrained  to  pronounce  it  \ 

essentially  unsound,  and  definitely  to  overrule  it."  I 

This   court   should   not   hesitate   to   re-examine   its   old  ^ 

opinion  in  the  Associated  case.    That  such  a  re-examina-  | 

tion  may  be  in  order  is  definitely  indicated  by  the  fact  j 

that  the  U.  S.  District  Court  for  the  West  District  of 

Oklahoma  did  not  see  fit  to  follow  this  Court's  former  \ 

i 

opinion   notwithstanding   the    fact   that    it   was    strongly  i 

urged  and  the  devices  involved  were  admittedly  the  same  ' 

insofar  as  the  claims  were  concerned: 

''The  tuners  referred  to  in  Finding  26  do  not  differ  ! 

in  any  essential  respect,  so  far  as  the  question  of  in-  I 
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f ringement  is  concerned,  from  the  tuner  manufactured 
by  Crosley  Corporation  of  Cincinnati,  Ohio,  titled  Le- 
Roy  J.  Leishman  v.  Associated  Wholesale  Electric 
Co.,  tried  in  the  Southern  District  of  California  and 
reported  in  36  F.  Supp.  804.  In  said  action,  the  Cir- 
cuit Court  of  Appeals  for  the  Ninth  Circuit  rendered 
its  opinion,  reported  in  137  F.  (2nd)  722!'  (Empha- 
sis added.)  Finding  of  fact  27,  Leishman  v.  The 
Richards  &  Conover  Co,  See  Vol.  I  of  the  present 
record,  p.  59. 

'7.  The  reissue  patent  No.  20,827,  and  especially 
claims  7,  8,  9,  10  and  11  thereof,  are  for  the  same 
invention  as  patent  2,108,538;  and  it  appears,  from 
the  face  of  the  said  patent  2,108,538,  that  plaintiff  in- 
tended to  claim  the  invention  now  claimed  by  claims 
7,  8,  9,  10  and  11  in  the  reissue  patent  No.  20,827. 

8.  The  reissue  patent  No.  20,827  conforms  in  all 
respects  with  the  requirements  of  Section  4916  of  the 
Revised  Statutes.'' 


''11.  The  tappet  or  positioning  element  described 
in  plaintiff's  reissue  patent  No.  20,827  may  be 
mounted  either  on  a  lever  or  a  plunger  to  move  the 
tappet,  since  a  lever  and  a  plunger  perform  their  func- 
tions in  the  same  way  and  are  mechanical  equivalents. 


''16.  The  use  of  plungers  for  operating  mechanical 
automatic  tuners  was  known  long  prior  to  plaintiff's 
development  of  his  patented  structure  set  forth  in  the 
reissue  patent  in  suit."  [R.  Vol.  I,  pp.  54,  55  and  56.] 
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"6.  Claims  7,  8,  9,  10  and  11  of  the  reissue  patent 
No.  20,827  are  clearly  valid,  and  clearly  infringed 
due  to  the  use  of  tuning  devices  in  the  following  radio 
receiver  sets  manufactured  by  said  Galvin  Manufac- 
turing Corporation  and  sold  by  defendant:  Models 
25F,  26C,  26C-7,  27D,  28-0,  30-P,  29-B,  and  29B-6. 
This  finding  is  made  without  any  regard  to  any  com- 
mercial success  which  plaintiff's  tuners  have  attained." 

3|Si         ^  Jjl  JjS  5jC         JJC  JjC  JJC 

''26.  The  infringing  tuners  sold  by  defendant  are 
exemplified  generally  by  the  defendant's  exhibits  G 
and  H.  These  infringing  devices  were  manufactured 
respectively  by  Radio  Condenser  Company  and  Gen- 
eral Instrument  Corporation,  which  are  the  joint 
plaintiffs  in  an  action  now  pending  in  the  District 
Court  of  the  United  States,  Southern  District  of 
California,  Central  Division,  and  entitled :  Radio  Con- 
denser Company  and  General  Instrument  Corporation 
v.  LeRoy  J.  Leishman,  No.  4395  B.  H."  [R.  Vol.  I, 
pp.  53,  54  and  59.] 

This  Honorable  Appellate  Court,  like  the  U.  S.  District 
Court  for  the  Western  District  of  Oklahoma,  now  has  evi- 
dence before  it  that  was  not  in  the  record  of  the  Associated 
case.  Furthermore,  this  court  has  now  been  briefed  on 
pertinent  legal  points  that  were  not  discussed  by  counsel 
for  either  side  in  the  Associated  case  either  in  the  briefs 
or  at  the  hearing.  In  accordance  with  the  law  and  the 
evidence  now  before  it,  this  Honorable  Court  should  hold 
that  the  accused  tuners  are  clear  infringements  of  the 
claims  here  at  issue. 


—39— 

VI. 

The  Plaintiffs  Prepared  the  Defense  in  Oklahoma  and 
Are  Therefore  Bound  by  the  Oklahoma  Judgment. 

At  the  hearing  on  this  appeal,  plaintiffs'  counsel  incor- 
rectly informed  this  Court  that  the  defendant  admits  that 
all  the  plaintiffs  did  in  Oklahoma  was  lend  the  Oklahoma 
defendant  a  couple  of  models.  This  statement  was  made 
in  counsel's  concluding  remarks,  and  defendant  therefore 
had  no  opportunity  to  rebut  it.  The  truth  is  that  the  de- 
fendant has  contended  all  along  that  the  plaintiffs  pre- 
pared the  entire  defense  that  was  presented  at  the  Okla- 
homa trial. 

The  plaintiffs  studied  the  prior  art,  decided  what  the 
defense  should  be,  designed  models  to  illustrate  that  de- 
fense, built  the  models  at  their  own  expense,  and  fur- 
nished these  specially  constructed  models  to  the  trial  at- 
torney for  the  Oklahoma  defendant  at  his  request.  The 
explanation  and  demonstration  of  these  models  constituted 
the  entire  defense  that  was  presented  at  the  Oklahoma 
trial.  All  this  was  brought  out  by  the  affidavit  of  plain- 
tiffs' own  attorney.  Maxwell  James,  and  by  the  portions 
of  the  Oklahoma  trial  transcript  that  were  introduced  in 
the  present  record  and  discussed  in  appellant's  briefs. 

Plaintiffs'  insistence  in  their  briefs  that  these  models 
were  not  constructed  especially  for  the  Oklahoma  trial,  im- 
plies that  the  plaintiffs  believe  it  might  have  made  a  dif- 
ference if  Mr.  James,  their  patent  attorney,  had  had  them 
constructed  after  Attorney  Mueller's  request  for  help. 

Plaintiffs'  advance  preparation  was  calculated  to  be  far 
more  effective  and  far  more  to  their  advantage  as  manu- 
facturers in  any  action  in  which  their  tuners  might  be- 
come involved  than  any  last  minute  action  could  possibly 
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have been.  When  the  plaintiffs  built  the  special  trial 
models,  they  knew  that  if  the  models  were  successful  in 
their  purpose,  no  other  defense  would  be  necessary  in  any 
suit  and  that  it  would  make  no  difference  whether  the 
claims  were  infringed  or  not. 

Defendant's  briefs  have  shown  that  an  explanation  and 
demonstration  of  these  models  was  the  only  defense  upon 
which  any  evidence  was  offered  by  the  Oklahoma  defend- 
ants. 

Let  us  suppose  for  a  moment  that  plaintiffs'  special  trial 
models  had  been  successful  in  the  purpose  for  which  they 
were  prepared  and  for  which  they  were  furnished  to  the 
Oklahoma  defendant's  attorney.  Does  anyone  doubt  that 
the  plaintiffs  here  would  have  claimed  they  were  entitled 
to  the  benefits  of  a  favorable  decision  on  the  ground  that 
they  had  prepared  the  defense?  Had  the  present  plaintiffs 
prevailed  in  their  Oklahoma  defense,  there  is  certainly 
ample  grounds  in  this  Honorable  Court's  decisions  in  the 
Anaconda,  Hy-Lo,  and  National  Nut  Co.  cases  to  support 
a  holding  that  the  present  plaintiffs  were  entitled  to  the 
benefits  of  such  Oklahoma  decision  because  of  the  nature 
of  their  participation. 

As  it  is,  the  plaintiffs  do  not  want  to  be  bound — be- 
cause their  special  trial  models  backfired. 

Instead  of  holding  that  these  special  trial  models  estab- 
lished the  case  for  the  Oklahoma  defendant,  the  court  there 
made  finding  No.  20,  which  read: 

''20.  The  structure  of  defendant's  model,  Exhibit 
M,  is  not  a  correct  or  true  representation  of  the  com- 
bined teachings  of  the  Marschalk  patent  2,072,897  and 
the  Schaefer  patent  1,906,106,  but  was  made  after 
hindsight    had   shown    the   advantages   of   providing 
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such  a  structure.  Such  a  structure  could  not  be  ar- 
rived at  by  an  ordinary  mechanic  skilled  in  the  art 
prior  to  plaintiff's  invention  covered  by  claims  7,  8, 
9,  10  and  11  of  the  reissue  patent  in  suit."  (Empha- 
sis added.)     [R.  Vol.  I,  pp.  56  and  57.] 

The  defense  prepared  by  the  present  plaintiffs,  and  upon 
which  the  Oklahoma  defendant  relied,  thus  failed  in  its 
purpose.  The  weapon  that  was  especially  designed  and 
constructed  to  blast  the  Leishman  patent,  injured  the  plain- 
tiffs' dealer  instead.  The  plaintiffs  should  be  made  to  take 
the  consequences.  They  were  accessories  before  the  fact. 
Their  misfortune  that  the  wrong  party  was  injured  does 
not  relieve  them  of  the  responsibility. 

If  the  plaintiffs  are  not  bound  by  the  Oklahoma  judg- 
ment, then  the  way  has  been  opened  for  manufacturers  to 
keep  on  participating  in  customers'  suits  until  they  some- 
where obtain  a  favorable  decision.  All  they  will  need  to 
do  is  prepare  the  defense  for  the  customer's  attorney,  em- 
body it  in  special  self-explanatory  models,  and  supply  the 
models  to  the  customer. 

It  was  clearly  improper  for  the  lower  court  to  deny  the 
defendant's  motion  for  permission  to  make  the  defense 
that  the  plaintiffs  were  bound  by  the  Oklahoma  judgment, 
and  it  was  a  gross  injustice  for  the  lower  court  to  render 
summary  judgment  against  the  defendant  when  he  sought 
the  opportunity  to  establish  this  defense  by  a  full  trial. 

'Tt  was  error,  therefore,  on  the  part  of  the  District 
Court  to  refuse  to  allow  the  plaintiffs  to  introduce  the 
testimony  offered  in  support  of  the  issue  of  privity. 
Had  plaintiffs  prevailed  on  that  issue,  it  would  have 
been  unnecessary  to  inquire  into  the  validity  of  the 
patent  or  its  infringement."  Carson  Inv.  Co.  v.  Ana- 
conda Copper  Mining  Co.  (C.  C  A.  9),  26  F.  (2d) 
651,  657. 
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The  defendant  contends  that  the  evidence  which  he  was 
able  to  produce  in  support  of  his  motion  for  permission 
to  amend  the  pleadings,  was  in  and  of  itself  sufficient  to 
show  that  the  plaintiffs  should  be  bound  by  the  Oklahoma 
judgment.  There  is  every  reason  to  believe  that  a  trial 
could  have  brought  out  a  great  deal  of  additional  evidence 
on  this  point. 

What  the  Second  Circuit  Court  of  Appeals  said  in  the 
case  of  Arnstein  v.  Porter,  154  F.  (2d)  464,  471,  is 
particularly  applicable  here: 

"Illustrative  of  the  dangers,  in  this  respect,  of 
summary  judgment,  if  not  cautiously  employed,  is  a 
recent  case  in  the  court  below.  There  the  judge  re- 
fused to  grant  summary  judgment  for  defendants,  de- 
spite a  mass  of  impressive  affidavits,  containing  copies 
of  corporate  records,  the  accuracy  of  which  plaintiffs 
did  not  deny  in  their  affidavits,  and  which  on  their 
face  made  plaintiffs'  case  seem  nothing  but  a  sham; 
at  the  trial,  however,  cross-examination  of  the  de- 
fendants revealed  facts,  theretofore  unknown  by 
plaintiff's,  that  so  riddled  the  defendant's  case  as  it 
had  previously  appeared  on  the  summary  judgment 
motion  that  the  judge  entered  judgment  against  them 
for  several  million  dollars,  from  which  they  did  not 
appeal." 

Should  this  case  be  remanded  for  a  trial  of  the  issue  as 
to  whether  the  plaintiffs  are  bound,  or  for  a  trial  of  any 
other  issue,  this  Court  should  nevertheless  hold  that  the 
plungers  and  levers  are  equivalents  and  that  defendant's 
combination  may  be  operated  by  either  of  these  well-known 
alternative  means.  Such  a  ruling  will  be  helpful  to  the 
lower  court  in  this  case,  as  well  as  in  another  case  about 
to  be  tried  in  this  circuit.  It  will  also  avoid  a  likely,  but 
unnecessary,  conflict  with  the  Tenth  Circuit  Court  of  Ap- 
peals. 


VII. 

If    the    Judgment    Is    Not    Set    Aside,    the    Seventh 

Paragraph  of  the  Injunction  Should  Be  Retained. 

When  plaintiffs'  counsel  was  discussing  this  issue  at  the 
hearing,  the  Honorable  Judge  Bone  inquired  if  it  is  not 
true  that  a  suit  against  a  customer  is  usually  aheady  pend- 
ing when  an  injunction  is  issued  in  a  manufacturer's  suit 
restraining  the  patent  owner  from  proceeding  against  the 
manufacturer's  customers.  That  is,  of  course,  true,  but 
there  is  a  great  distinguishing  difference  here.  In  this  in- 
stance, the  injunction,  which  excepted  the  Oklahoma  hti- 
gation  from  its  operation,  did  not  issue  until  the  Oklahoma 
action  had  already  been  tried  and  a  judgment  had  been 
entered  in  favor  of  the  patentee.  That  was  the  first  suit 
to  determine  the  status  of  the  present  plaintiffs'  tuners 
with  respect  to  the  patent  here  in  suit.  No  injunction  has 
ever  issued  at  that  stage  of  the  game  prohibiting  the 
patentee  from  defending  his  judgment  on  appeal. 

In  the  Kessler  v.  Eldred  case,  relied  upon  by  the  plain- 
tiffs, there  had  been  an  earlier  suit  between  the  litigants 
in  which  it  had  been  held  that  the  manufacturer's  device 
was  not  an  infringement.  This  was  res  adjiidicata.  The 
suit  against  a  customer  which  was  stopped  by  the  court, 
was  brought  subsequent  to  the  entry  of  judgment  in  the 
manufacturer's  favor  in  the  much  earlier  action. 

Other  reasons  supporting  the  seventh  paragraph  of  the 
instant  injunction  will  be  apparent  if  a  more  complete 
answer  is  given  to  another  question  of  the  Honorable 
Judge  Bone.  This  question,  presented  to  plaintiffs'  coun- 
sel, concerned  the  situation  that  would  develop  if  both  the 
Ninth  and  Tenth  Circuit  Courts  of  Appeals  should  affirm 
the  conflicting  judgments  in  their  lower  courts.  It  was 
asked  if  this  would  not  create  a  situation  in  which  Cir- 
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cuit  Courts  of  Appeals  would  be  blowing  hot  and  cold 
upon  the  same  subject. 

The  answer  is  precisely.  But  the  Supreme  Court  has 
held  that  if  one  Circuit  Court  of  Appeals  blows  cold  upon 
a  patent,  the  patentee  has  a  right  to  see  if  he  can  get  an- 
other Circuit  Court  of  Appeals  to  blow  hot.  He  has  a 
right  to  an  independent  adjudication  in  another  circuit. 
When  this  happens,  the  rules  of  the  Supreme  Court  pro- 
vide that  it  will  resolve  the  conflict. 

''Before  the  establishment  of  the  Circuit  Courts  of 
Appeals,  an  adverse  decision  as  to  the  validity  of  a 
patent  in  one  circuit  appears  not  to  have  foreclosed 
litigation  of  the  same  issue  in  another,  see  Barbed 
Wire  Patent,  143  U.  S.  275,  12  S.  Ct.  443,  450,  36 
L.  Ed.  154;  compare  United  States  v.  American  Bell 
Telephone  Co.,  128  U.  S.  315,  372,  9  S.  Ct.  90,  32  L. 
Ed.  450.  That  it  does  not  now  is  implicitly  recog- 
nized by  the  practice  established  tmder  section  240 
(a)  of  the  Judicial  Code,  28  U.  S.  C.  A.,  %347  (a) 
and  Rule  38  (5)  of  this  Court  (28  U.  S.  C.  A.  fol- 
lowing section  354),  that  certiorari  will  not  usually 
be  granted  in  patent  cases  unless  there  is  a  conflict 
in  the  decisions  of  Circuit  Courts  of  Appeals.  We 
conclude  that  neither  the  rules  of  the  common  law  ap- 
plicable to  successive  litigations  concerning  the  same 
subject-matter,  nor  the  disclaimer  statute,  precludes 
relitigation  of  the  validity  of  patent  claims  previously 
held  invalid  in  a  suit  against  a  different  defendant. 

"It  follows  that  want  of  disclaimer  of  claims  previ- 
ously held  invalid  can  never  be  set  up  as  a  bar  in 
limine  to  the  maintenance  of  a  second  suit  upon  those 
claims,  and  any  others  of  the  patent,  since  the  paten- 
tee is  entitled  to  invoke  in  that  suit  the  independent 
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jiidgjnent  of  the  court  upon  the  validity  of  the  claims 
which  have  been  held  invalid/'      (Emphasis  added.) 

Triplett  et  al.  v.  Lowell  et  al,  297  U.  S.  638,  56  S. 
Ct.  645  at  648. 

In  view  of  what  is  said  in  the  foregoing  decision,  it 
should  be  clear  that  this  court  has  no  right  to  turn  off 
defendant's  water  in  another  circuit. 

If  this  court  is  concerned  about  the  possibility  of  a  con- 
flict between  its  decision  in  the  Associated  case  and  a  deci- 
sion in  the  Tenth  Circuit,  the  most  appropriate  thing  to  do 
would  be  to  thoroughly  re-examine  the  Associated  deci- 
sion in  the  light  of  the  new  evidence  and  the  pertinent 
law,  some  of  which  has  been  cited  for  the  first  time  in  the 
present  brief. 

It  is  respectfully  submitted  that  that  kind  of  a  critical 
analysis  of  the  Associated  decision,  based  upon  the  newly 
presented  facts  and  a  wider  view  of  the  law,  will  reveal 
that  a  new  and  different  opinion  should  be  rendered,  as 
the  Supreme  Court  has  consistently  done  under  similar 
circumstances. 

Certainly  this  Honorable  Court  should  not  enjoin  litiga- 
tion in  another  circuit  in  order  to  avoid  a  possible  conflict 
with  its  own  previous  opinions,  nor  should  it  prevent  its 
previous  opinions  from  being  questioned  in  this  circuit  by 
afHrming  summary  judgments  based  solely  upon  the  doc- 
trine of  stare  decisis.  Such  a  course  is  precisely  what  the 
plaintiffs  have  proposed. 

Respectfully  submitted, 

LeRoy  J.  Leishman, 

Defendant- Appellant  in  Propria  Persona. 
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In  this  Honorable  Court's  opinion,  dated  May  4,  1948, 
the  Summary  Judgment  granted  by  Judge  Beaumont  in 
the  District  Court  was  affirmed  on  the  basis  of  this  Hon- 
orable Court's  prior  decision  in  the  case  of  Leishman  v. 
Wholesale  Electric  Co.,  137  F.  (2d)  722.  This  decision 
is  in  direct  conflict  with  the  District  Court  opinion  in 
Leishman  v.  Richards  &  Conover  Company,  on  which  an 
appeal  is  now  pending,  No.  3577,  United  States  Circuit 
Court  of  Api)eals,  Tenth  Circuit. 
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The  full  implication  of  this  affirmance  of  Judge  Beau- 
mont's decision  may  not  have  been  apparent  to  this  Hon- 
orable Court. 

Under  the  doctrine  of  this  Honorable  Court's  ruling, 
no  litigant  is  entitled  to-  his  day  in  court  so  long  as  there 
is  a  decision  by  the  Circuit  Court  of  Appeals  that  is  con- 
trary to  the  litigant's  stand.  It  is  clear  that  the  doctrine 
of  an  earlier  case  cannot  be  applied  until  all  of  the  evi- 
dence is  in.  If  there  is  the  least  inkling  of  a  doubt,  sum- 
mary judgment  should  never  be  granted;  and  this  has 
been  time  and  again  insisted  upon  in  all  of  the  pertinent 
authorities  relating  to  summary  judgment,  one  of  which, 
perhaps,  sums  this  situation  up  as  well  as  any.  Thus,  in 
Arnstein  v.  Porter,  C.  C.  A.  2,  154  F.  (2d)  464,  at  page 
471: 

"Illustrative  of  the  dangers,  in  this  respect,  of 
summary  judgment,  if  not  cautiously  employed,  is 
a  recent  case  in  the  court  below.  There  the  judge 
refused  to  grant  summary  judgment  for  defendants, 
despite  a  mass  of  impressive  affidavits,  containing 
copies  of  corporate  records,  the  accuracy  of  which 
plaintiffs  did  not  deny  in  their  affidavits,  and  which 
on  their  face  made  plaintiffs'  case  seem  nothing  but 
a  sham;  at  the  trial,  however,  cross-examination  of 
the  defendants  revealed  facts,  theretofore  unknown 
by  plaintiffs,  that  so  riddled  the  defendants'  case  as 
it  had  previously  appeared  on  the  summary  judgment 
motion  that  the  judge  entered  judgment  against 
them  for  several  million  dollars,  from  which  they 
did  not  appeal." 

Denial  of  the  appellant's  day  in  court  has  far-reaching 
results  which  will  now  be  discussed. 

Should  appellant  attempt  to  obtain  a  decision  from  any 
other  Circuit  Court  of  Appeals  upholding  his  rights  un- 
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der  the  patent  at  issue,  the  adverse  party  to  that  litigation 
could  come  into  the  Ninth  Circuit,  pray  for  declaratory 
relief  (just  as  appellee  did  here)  and  obtain  a  rubber- 
stam]^)ed  decision  precluding  appellant  from  ever  trying  the 
issues  in  any  other  jurisdiction.  Once  a  litigant  is  faced 
with  an  adverse  decision  in  this  circuit,  his  hands  would 
be  forever  tied;  and,  no  matter  where  another  suit  would 
be  started,  declaratory  relief  would  come  to  the  aid  of 
the  adverse  litigant,  and  he  could  rely  upon  the  doctrine 
established  in  this  case.  No  longer  would  it  be  possible 
for  a  patentee  to  carry  his  case  to  the  Supreme  Court 
for  reconciling  conflicting  decisions;  instead,  the  decision 
of  one  Circuit  Court  of  Appeals  would  prevail  over  the 
entire  United  States. 

Let  us  suppose  that  this  Honorable  Court  had  held  that 
appellant's  patent  was  valid  and  infringed  in  the  Associ- 
ated case.  Then  applying  the  doctrine  of  stare  decisis  any 
subsequent  defense  against  that  patent  could  be  ruled  out 
without  a  trial.  The  injustice  of  thus  perpetuating  possible 
error  in  a  decision  of  the  Circuit  Court  of  Appeals  is  now 
apparent.  Such  a  litigant  would  be  faced  with  a  summary 
judgment,  just  as  appellant  is  here,  and  there  would  be 
no  way  in  which  he  would  be  entitled  to  a  full  trial  on  the 
merits  in  an  effort  to  show  the  error,  if  any  there  be, 
in  a  prior  adjudication. 

Appellant  fully  appreciates  the  force  of  the  doctrine  of 
stare  decises;  but  that  doctrine  should  not  and  cannot  be 
applied  until  all  of  the  evidence  is  in  after  a  full  trial  on 
the  merits.  It  is  difficult,  if  not  impossible,  to  evaluate 
what  might  occur  in  the  course  of  the  trial ;  and  this  was 
the  basis  for  the  decision  in  Arnstein  v.  Porter,  supra. 

Nor  should  the  doctrine  of  stare  decisis  be  so  strongly 
urged  where  there  is  but  one  prior  decision  attempting  to 


establish  a  rule  of  law,  and  where  another  court  has  come 
to  a  fully  contradictory  conclusion. 

Justice  demands  that  a  litigant  be  given  his  opportunity 
to  assert  and  prove  his  case  in  the  District  Court.  Even 
if  the  District  Court  should  rule  against  him,  such  a  liti- 
gant must  be  accorded  the  right  to  argue  before  this  Hon- 
orable Court  on  the  basis  of  all  of  the  evidence  taken  in 
a  full  trial. 

If  the  prior  Associated  case  had  attained  the  position 
of  being  res  judicata  in  this  litigation,  then  of  course  this 
Honorable  Court's  decision  would  have  been  proper.  But 
between  different  litigants,  either  of  them  must  have  the 
right  to  show  that  the  determination  of  an  idtimate  fact 
(e.  g.  of  infringement  in  this  case)  is  erroneous  by  addi- 
tional fact  testimony. 

By  summarily  disposing  of  appellant's  rights,  as  oc- 
curred in  this  proceeding,  an  error,  once  made  by  the 
Circuit  Court  of  Appeals,  would  be  merely  strengthened 
and  reaffirmed  in  all  succeeding  decisions,  without  any 
opportunity  to  cross-examine  the  witnesses  of  the  adverse 
party  or  fully  to  develop  his  own  case. 

Regarding  the  issue  raised  in  defendant's  supplemental 
counter-claim,  which  the  defendant  sought  permission  to 
file,  this  Honorable  Court  erroneously  stated  that  the  de- 
fendant made  no  verified  showing  and  that  the  allegations 
in  the  proposed  counter-claim  had  been  overcome  by  the 
affidavit  of  Maxwell  James,  submitted  in  plaintiffs'  be- 
half. The  affidavit  of  Maxwell  James  was  filed  on  June 
28,  1946  [R.  Vol.  I,  p.  69],  and  not  on  July  8,  1946,  as 
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stated  in  the  opinion.  Leishman's  affidavit,  which  was 
filed  on  July  8,  1946  [R.  Vol.  I,  p.  72],  was  thus  filed  sub- 
sequent to  the  James  affidavit,  and  many  of  the  allegations 
and  accusations  therein  were  thus  not  discussed  in  the 
James   Affidavit. 

The  defense  that  the  plaintififs  are  bound  by  the  Okla- 
homa judgment,  is  a  defense  on  which  witnesses  have  to 
be  examined  and  cross-examined,  and  all  of  the  evidence 
can  not  be  adduced  in  advance  of  a  trial  so  that  it  can  be 
presented  in  affidavit  form ;  but  there  was  a  verified  show- 
ing in  defendant's  second  affidavit  [R.  Vol.  I,  pp.  69  to 
72]  of  at  least  sufficient  participation  to  show  that  this 
defense  was  far  from  a  sham  and  that  it  was  at  least 
within  the  range  of  possibility  that  the  examination  and 
cross-examination  of  witnesses  could  unearth  additional 
evidence.  None  of  the  allegations  in  defendant's  affidavit 
were  overcome  by  the  James  affidavit;  in  fact,  the  James 
affidavit  admitted  some  of  the  acts  of  participation  alleged 
in  the  counter-claim  which  the  defendant  sought  permis- 
sion to  enter.  Numerous  decisions  with  respect  to  sum- 
mary judgments  are  to  the  effect  that  they  should  never 
be  granted  if  there  is  even  the  slightest  possibility  that 
the  opposing  party  might  prevail.  Certainly  it  cannot  be 
said  in  this  case  that  there  is  not  even  a  remote  chance 
that  the  defendant  might  establish  this  issue.  The  de- 
fendant insists  that  the  case  of  Arnstein  v.  Porter,  supra, 
is  very  much  in  point  here. 

Footnote  9  on  page  5  of  the  pamphlet  opinion  says  that 
a  certified  copy  of  the  Findings  of  Fact,  Conclusions  of 


Law  and  Judgment  in  the  Oklahoma  case  were  filed  long 
after  the  appeals  were  taken.  It  would  appear  that  this 
may  have  been  the  basis  for  the  statement  that  there  was 
no  verified  showing,  and  the  court  may  have  meant  that 
defendant's  motion  under  Rule  15d  was  not  supported  by 
a  certified  copy  of  the  Oklahoma  Findings  of  Fact,  Con- 
clusions of  Law  and  Judgment.  The  filing  date  of  May 
29,  1947,  given  on  page  63  of  Volume  I  of  the  record, 
is  a  clerical  error. 

It  will  be  noted  that  in  Leishman's  Second  Affidavit  in 
Support  of  Motion  under  Rule  15(d),  filed  July  8,  1946, 
the  statement  is  made  in  paragraph  10  [R.  Vol.  I,  p.  72] 
that  a  certified  copy  of  the  Findings  of  Fact,  Conclusions 
of  Law,  and  Judgment  in  the  Oklahoma  action  were  then 
on  file.  Page  62  of  the  record  shows  that  the  judgment 
in  the  Oklahoma  case  was  entered  on  June  10,  1946,  and 
page  63  verifies  that  the  Findings  of  Fact,  Conclusions 
of  Law  and  Judgment  were  certified  on  that  very  day. 
That  is  because  defendant  was  proceeding  with  dispatch 
to  get  a  certified  copy  in  Los  Angeles  for  filing  at  the 
earliest  possible  time.  It  was  rushed  to  Los  Angeles  by 
air  mail  and  was  presented  to  Judge  Beaumont  personally 
for  entry  in  the  record  during  a  hearing  on  June  11, 
1946 — the  very  day  after  the  Oklahoma  judgment  was 
entered.  This  hearing  is  referred  to  in  paragraph  (3)  of 
the  James  affidavit  on  page  66  of  the  record.  A  certified 
copy  of  pages  5,  6  and  7  of  the  transcript  of  the  hearing 
before  Judge  Beaumont  on  June  11,  1946,  is  being  filed 
with  this  Honorable  Court  with  the  Petition  for  Re- 
hearing, and  it  is  printed  as  an  appendix  to  this  i^etition. 


There  was  thus  a  certified  copy  of  the  Oklahoma  Find- 
ings of  Fact,  Conclusions  of  Law  and  Judgment  in  the 
record  before  Judge  Beaumont  on  June  11,  1946,  and  the 
Motion  under  Rule  15d  was  thus  properly  supported  and 
should  have  been  granted. 

This  Honorable  Court  should  not  deprive  defendant  of 
his  right  to  make  the  Supplement  Counter-Claim  and  to 
a  trial  of  the  issue  therein  raised,  because  of  a  clerical 
error. 

Defendant  urges  that  this  Honorable  Court  should  also 
reconsider  its  action  in  modifying  the  injunction  so  as  to 
enjoin  the  defendant  from  proceeding  against  the  Galvin 
Manufacturing  Company.  The  affidavit  of  Maxwell 
James  sets  forth  [R.  Vol.  I,  p.  67]  that  the  Galvin  Com- 
pany assumed  the  defense  of  the  Oklahoma  suit,  and 
Finding  of  Fact  No.  3  in  that  action  [R.  Vol.  I,  p.  53] 
states  that  the  Galvin  Manufacturing  Corporation  is 
bound  by  the  judgment. 

In  view  of  the  admission  by  opposing  counsel  Maxwell 
James  and  the  Finding  of  the  U.  S.  District  Court  for 
the  Western  District  of  Oklahoma,  it  should  be  clear  that 
the  Galvin  Manufacturing  Corporation  is  bound  by  the 
Oklahoma  judgment;  and  this  Honorable  Court  should 
therefore  not  enjoin  the  defendant  from  enforcing  that 
judgment  against  the  said  Galvin  Manufacturing  Corpo- 
ration. 

The  defendant  also  wishes  to  point  out  that  a  trial  of 
the  issue  of  validity  could  have  affected  the  issue  of  in- 
fringement in  a  very  material  way,  because  a  proi)er  de- 
termination  of    the   nature  and  extent   of   the   invention 


has  a  direct  bearing  upon  the  interpretation  and  extent  of 
the  claims.  Judge  Harrison,  for  example,  in  his  opinion 
in  the  Associated  case  reported  in  36  F.  Supp.  804,  at  805, 
says :  "The  physical  part  of  the  patent  consists  of  a  rocker 
and  an  adjustable  tappet."  If  this  is  correct,  the  operation 
of  the  tappet  by  either  a  plunger  or  a  lever  can  have  no 
bearing  upon  the  infringement  of  claims  like  claims  7  and 
8,  which  do  not  call  for  any  operating  member  of  any 
kind. 

'Tt  has  come  to  be  recognized,  however,  that  of 
the  two  questions,  validity  has  the  greater  public  im- 
portance. (Cover  V.  Schwartz  (C.  C.  A.  2d),  133  F. 
(2d)  541,  and  the  District  Court  in  this  case  fol- 
lowed what  will  usually  be  the  better  practice  by  in- 
quiring fully  into  the  validity  of  the  patent." 

Sinclair  and  Carrol  v.  Inter  Chemical  Corp.,  325 
U.  S.  327,  330,  65  S.  Ct.  1143,  1145. 

Defendant    urges    that    this    Honorable    Court    should 
grant  a  rehearing  on  the  appeal  and  cross-appeal. 

Respectfully  submitted, 

LeRoy  J.  Leishman. 
In  propria  persona. 


Certificate. 

This  petition  is  in  my  judgment  well  founded  and  it 
is  not  interposed  for  delay. 

LeRoy  J.  Leishman. 
In  propria  persona. 


APPENDIX. 

Now,  I  think  the  importance  and  the  significance  of 
these  issues,  these  two  that  I  have  mentioned,  has  been 
shown  by  what  happened  in  the  trial  before  the  District 
Court  for  the  Western  District  of  Oklahoma  in  the  case 
of  Leishman  v.  Richards  &  Conover  Company. 

The  decision  there  was  rendered  after  a  full  trial,  after 
evidence  was  presented  that  was  not  before  the  Tenth  Cir- 
cuit Court  of  Appeals,  and  after  witnesses  testified  and 
were  cross-examined. 

The  Court:  Before  the  Tenth  Circuit  Court  of  Ap- 
peals ? 

Mr.  Leishman:  Yes;  the  evidence  that  we  presented 
there  on  the  matter  of  infringement  and  the  matter  of 
equivalency  was  all  evidence  that  was  not  before  the  Cir- 
cuit Court  of  Appeals  here. 

The  Court:  I  thought  you  said  the  Tenth  Circuit.  Did 
you  mean  the  Tenth  Circuit? 

Mr.  Leishman:  I  did.  I  mean  the  Ninth  Circuit.  I 
am  glad  you  caught  that. 

The  court  there  held  that  the  plungers  and  levers  are 
clearly  equivalents  and  that  claims  7  to  11  of  the  reissue 
patent  are  clearly  infringed. 

I  have  received  today  a  certified  copy  of  the  signed 
Findings  of  Fact  and  Conclusions  of  Law,  and  also  the 
Judgment  in  the  case  there,  which  I  would  like  to  make  of 
record  in  this  case.  I  have  the  certified  copy  here,  and  I 
will  be  glad  to  give  Mr.  Lyon  a  copy  identical  to  it. 
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I  would  like  to  call  your  Honor's  attention  particularly 
to  findings  6,  11,  12  and  16. 

Finding  6  says: 

"Claims  7,  8,  9,  10,  and  11  of  the  reissue  patent" — 

By  the  way,  they  are  the  same  claims  at  issue  here. 

''reissue  patent  No.  20,827  are  clearly  valid,  and 
clearly  infringed  due  to  the  use  of  tuning  devices  in 
the  following  radio  receiver  sets  manufactured  by 
said  Galvin  Manufacturing  Corporation  and  sold  by 
defendants :'' 

And  the  numbers  of  the  models  are  listed. 

"This  finding  is  made  without  any  regard  to  any 
commercial  success  which  plaintiff's  tuners  have  at- 
tained." 

Then  11  on  page  3  of  the  findings  reads: 

"The  tappet  or  positioning  element  described  in 
plaintiff's  reissue  patent  No.  20,827  may  be  mounted 
either  on  a  lever  or  a  plunger  to  move  the  tappet, 
since  a  lever  and  a  plunger  perform  their  functions 
in  the  same  way  and  are  mechanical  equivalents." 

Finding  12  is  equally  in  point — 

Mr.  Lyon,  Sr. :  Are  these  supposed  to  have  been  signed, 
Mr.  Leishman? 

Mr.  Leishman:     Yes. 

Mr.  Lyon,  Sr. :     The  copy  you  gave  me  isn't. 

Mr.   Leishman:     The  certified  copy  is  the  one  I  just 
gave  to  Judge  Beaumont. 

Mr.  Lyon,  Sr. :     When  was  it  signed? 


Mr.  Leishman:    Yesterday.    It  arrived  here  this  morn- 
ing by  special  deHvery  air  mail. 

Finding  12: 

"The  finding  11  is  based  not  only  upon  the  evi- 
dence offered  on  behalf  of  plaintiff,  but  also  upon  the 
direct  testimony  of  defendant's  expert,  Dr.  Spotts, 
who  testified  to  the  effect  that  the  substitution — " 

The  Court:     What  are  you  reading  from  there? 

Mr.  Leishman:     This  is  finding  12. 

The  Court:     All  right. 

Mr.  Leishman:     'The  finding  11  is  based  not  only — " 

The  Court:     I  read  that. 

Mr.   Leishman:     Finding   16  is  similarly  in  point. 

''The  use  of  plungers  for  operating  mechanical 
automatic  tuners  was  known  long  prior  to  plaintiff's 
development  of  his  patented  structure  set  forth  in  the 
reissue  patent  in  suit.'' 

The  Oklahoma  decision  was  a  practical  demonstration 
that 
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District  Court  of  the  United'  States,  Southern  District 
of  CaHfornia,  Central  Division. 

United  States  of  America,  Southern  District  of  Califor- 
nia— ss : 

I,  Edmund  L.  Smith,  Clerk  of  the  United  States  Dis- 
trict Court  for  the  Southern  District  of  California,  do 
hereby  certify  that  the  foregoing  is  a  full,  true,  and  cor- 
rect copy  of  pages  5,  6  and  7  of  the  Reporter's  Transcript 
of  Proceedings  dated  Tuesday,  June  11,  1946,  in  the  mat- 
ter of  ''Radio  Condensor  Company  and  General  Instru- 
ment Corporation  v.  Le  Roy  J.  Leishman,  No.  4395-B- 
Civil.  Filed  June  28,  1946,  as  the  same  appears  from  the 
original  record  remaining  in  my  office. 

Witness  my  hand  and  seal  of  said  Court,  this  27th  day 
of  May,  A.  D.  1948. 

(Seal)  Edmund  L.  Smith, 

Clerk, 

By  Edward  F.  Drew, 
Deputy  Clerk. 


